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ORDINANCE

OF

THE COMMISSIONER OF THE STATE 
INTELLECTUAL PROPERTY OFFICE

No. 12

These G uidelines for Exam ination, which are prepared in accordance  w ith the 
Im plem enting Regulations of the Patent Law of the People's R epub lic  of C h ina, is 
hereby prom ulga ted . It shall enter into force as of the date of prom ulgation. The 
G uidelines for Examination pub lished on March 10 , 1993 and the announcem ents a- 
m ending the relevant provisions of those G uidelines pub lished thereafter are abo l
ished as of the same date.

Wang Jingchuan 
Commissioner 

October 18, 2001
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FOREWORD

The State Inte llectual Property O ffice , as the Patent Adm inistration D epartm ent 
under the State C o u n c il, entrusts the Patent O ffice  ( hereinafter referred to as the O f
fic e ) , w hich it has set u p , with the task o f rece iv in g , exam ining and approving  pa
tent app lica tions. The O ffice , on behalf and in the name o f the State Intellectual Prop
erty O ffice , shall make various decis ions relating thereto. The Patent Reexamination 
B oard , set up by the State Intellectual Property O ffice , shall be responsib le  for exam 
ining requests for reexam ination and inva lidation , and m aking decis ions accord ing ly.

In o rder to handle any patent app lica tion  and patent -  related request in conform 
ity w ith the requirem ents of the law and in a co rre c t, fa ir, ob jec tive , and tim ely w ay, 

the State Inte llectual Property O ffice , accord ing  to Rule 121 of the Im plem enting Reg
ulations o f the Patent Law (he re ina fte r referred to as the R e g u la tio n s ), form ulates 
these G uide lines for Patent Exam ination (he re ina fte r referred to as the G u ide lin es ). 
As these G uidelines em body the Patent Law and its R egula tions, they are the basis 
on w hich and the criterion accord ing  to w hich the Patent O ffice and the Patent Reex
am ination Board act and m ake decis ions accord ing  to the law. H ence, they are also 
the rules w hich the interested parties should com p ly  with at each aforesaid stage.

These G uidelines a re , on the basis of the G uidelines of Exam ination of 1993, re
v ised in accordance  w ith the am ended Patent Law (p rom u lg a ted  on A u g u s t2 5 , 2000 
and entered into force as of Ju ly 1 , 2001 ) and its revised Regulations ( prom ulgated 
on June 15 , 2001 and entered into force as of Ju ly 1 , 2 0 0 1 ) ,  p ractica l working re
quirem ents be ing  taken into consideration.
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Explanatory Note of Using

1. These G uidelines are d iv ided  into five p a rts : Part I “ Prelim inary Exam ina
tion ”  , Part II “  Examination as to S ubstance ” , Part III “  Examination of International 
A pp lica tions Entering National Phase” , Part IV “ Examination of Requests for Reex
am ination and Invalidation”  , and Part V “ H andling of the Patent A pp lica tions and oth
er M atters” . Parts I,  II and IV are arranged in the o rder of the flow of the exam ination 
and approval p rocedures of patent app lica tions. Part III is the spec ific  provisions of 
the exam ination of international app lica tions entering the national phase. Part V con 
sists o f the general rules w hich are app licab le  to the various p rocedures.

2. The various Parts of these G uidelines are d iv ided  into C hapters , each subd iv i
ded into Sections. The num bering of Sections by A rab ic  num erals is in four levels to 
show their positions. For exam p le , in Part II, Chapter 3 (N o v e lty ) , Section 2 .1 .3 .2  
( D isclosure by U se ) is in the 4th leve l, which is under Section 2 .1 .3  (M e th od s  of 
D isc losure ) of the 3 rd  leve l, whereas Section 2 .1 .3  is in Section 2 .1  (P rio r A rt) of 
the 2nd leve l, and the latter is in Section 2 (C o n c e p t of N ove lty) of the 1st level.

3. Before the various Parts, the General Table of Contents is estab lished , which 
consists of the titles and page  num bers of each of the Chapters of the various Parts. 
In each of the Parts, there is also a separate tab le  of C ontents, show ing the titles and 
page  num bers of the Chapters and Sections (d o w n  to the 4th le v e l). Readers are 
advised  first to consu lt the General Table of Contents to see in w hich Chapter of 
which Part the sub jec t m atter they want to look up is , then turn to the table of Con

tents of the relevant Part to see on w hich page  it is.
4. The text of each Part beg ins from page  1 , and the page num ber is p receded  

by the num ber o f the Part in w hich it is. For exam p le , “ 1 - 5 ” represents page 5 of 
Part I; “ 3 - 1 8 ”  represents page  18 of Part III.

5. These G uidelines give instructions as to the p ractice  and p rocedure  to be fol
lowed by exam iners. On the left s ide of the te x t, where it is requ ired , are references 

ind icating  Artic le  of the Law or Rule of the Regulations w hich provides authority for 
w hat is stated in the text. The reader m ay consu lt the relevant Artic les or Rules while 
reading the text of the instructions.



Abbreviation

This list is a sample of abbreviations of laws and regulations on the left side of the text of 
these Guidelines.

Art. 18 Article 18 of the Patent Law
Art. 22.1  Paragraph one of Article 22 of the Patent Law
Art. 18.1 - 2  Paragraph one to two of Article 18 of the Patent Law
Art. 2 4 (1 )  Subparagraph one of Article 24 of the Patent Law
Art. 25.1  ( 1 )  Subparagraph one of Paragraph one of Article 25 of the Pa

tent Law
Rule 1 Rule 1 of the Implementing Regulations of the Patent Law
Rules 20 - 2 3  Rules 20 to 23 of the Implementing Regulations of the Patent

Law
Rule 2 6 (1 )  Subparagraph one of Rule 26 of the Implementing Regula

tions of the Patent Law 
Rule 18.1 ( 4 )  Subparagraph four of Paragraph one of Rule 18 of the Im

plementing Regulations of the Patent Law 
Rule 101.1 ( 3 )  - ( 4 )  Subparagraph three to four of Paragraph one of the Imple

menting Regulations of the Patent Law 
PCI Art. 23 Article 23 of the Patent Cooperation Treaty

PCT Art. 11 ( 3 )  Article 1 1 (3 )  of the Patent Cooperation Treaty
PCT Art. 2 4 (1 )  ( i )  - ( i i ) Article 2 4 (1 )  ( i )  - ( i i ) of the Patent Cooperation Treaty

PCT Rule 17 Rule 17 of Regulations Under the Patent Cooperation Treat/
PCT Rule 5 .2 ( b )  Rule 5 .2  ( b )  of Regulations Under the Patent Cooperation

Treaty

PCT Rule 13bls. 3 ( a )  Rule 13bs. 3 ( a )  of Regulations Under the Patent Coopera
tion Treaty

PCT Rule 4 9 .5 ( a bls) Rule 49. 5 ( a bis) of Regulations Under the Patent Coopera
tion Treaty {
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GUIDELINES FOR EXAMINATION Chapter 1

Chapter 1

Prelim inary Exam ination of Applica tion  for Patent for Invention

1. Introduction

Artic le  34 of the Patent Law provides that w here , after re
ce iv ing  an app lica tion  for a patent for invention, the O ffice , upon 
pre lim inary exam ination, finds the app lica tion  to be in conform ity 
with the requirem ents of the Patent Law , it shall publish the a p 
p lication prom ptly after the expiration of 18 months from the date 

of filing . Upon the request of the a pp lica n t, the O ffice may pub 
lish the app lica tion  earlier. Thus, the prelim inary exam ination of 
any app lica tion  for a patent fo r invention is an ind ispensable  step 
in the exam ination and approval p rocedure after rece ip t of the 
app lica tion  and before its pub lica tion.

The main tasks of the pre lim inary exam ination of any a pp li

cation for a patent for invention are as fo llow s:
Art. 26 (1 ) To check whether or not the app lica tion docum ents
Rule 16.1 - 2  subm itted by the app lican t are in conform ity with the provisions
Rule 44 of the Patent Law and its Regulations. Where the O ffice finds

that there is any defect w hich should be co rrec ted , it shall notify 
the app lican t to elim inate the de fect by subm itting correction so 

as to make the said docum ents meet the requirem ents for pub li
cation ; or w here the O ffice finds that there is any defect which 
cannot be co rre c te d , it shall notify the app lican t of its opinion af
ter checking  its app lica tion , stating the nature of the d e fe c t, and 
term inate the exam ination procedure by rejecting the app lica tion  
as early as possib le .

Art. 30 ( 2 )  To check whether or not the other docum ents relating to
Art. 36 the app lica tion , subm itted by the app lican t at the time of filing or
Rule 45 therea fte r, are in conform ity with the provisions of the Patent Law

and its Regulations. When the O ffice finds that there is any de
fect in these docum ents, it sha ll, depending  on the nature of the 

d e fe c t, notify the app lican t to e lim inate the defect by subm itting 
co rrec tion , or dec ide  at once that the said docum ents shall be 

deem ed not to have been subm itted.
( 3 )  To check whether or not the other docum ents relating to 

the app lica tion  subm itted by the app lican t were furnished within 
the time lim it p rescribed  in the Patent Law or its Regulations or 
specified  by the O ffice. If the said docum ents were not fur
n ished , or were furnished later than the time lim it, the O ffice 
sha ll, depend ing  on the c ircum stances, make a decis ion that
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the app lica tion  shall be deem ed to have been w ithd raw n, or the 
said docum ents shall be deem ed not to have been subm itted . 

Art. 68 ( 4 )  To check  whether or not the tim e lim it o f the paym ent of
Rule 92. 1 any relevant fee and the am ount of such fee pa id  by the app li-
Rule 93 cant are in conform ity w ith the provis ions of the Patent Law or its
Rule 97 Regulations. If the fee is not p a id , not pa id  in full or not paid

within the time lim it, the O ffice sha ll, depend ing  on the c ircu m 
s tances, make a decis ion that the app lica tion  shall be deem ed 

to have been w ithdrawn or the relevant request not to have been 
made.

Rule 44.1  ( 1 )  The scope of the pre lim inary exam ination of any app lica tion
for a patent for invention is as fo llo w s :

( 1 )  W hether or not the app lica tion  conta ins the docum ents 
required by Artic le  26 of the Patent Law , and whether or not the 
form of those docum ents is obviously not in conform ity  w ith the 
provisions of Rule 17 , 18 , 19 , 20 or 24 of the Im plem enting Reg
ulations of the Patent Law , or is not in conform ity w ith the provi
sions of Rule 118 or 120 of the Im plem enting Regulations of the 
Patent Law.

( 2 )  W hether or not the app lica tion  obviously falls under Arti

c le  5 or 25 of the Patent Law , or is not in conform ity with the p ro
visions of Artic le  18 or 19.1 of the Patent Law , or is obviously not 
in conform ity with the provisions of A rtic le  3 1 .1  or 33 of the Pa
tent Law , or of Rule 2 . 1 , 9 ,  18 , or 20 of the Im plem enting Reg
ulations of the Patent Law.

( 3 )  Whether or not the other form alities and docum ents rela
ting to the app lica tion  are in conform ity w ith the provisions of 
Rule 7 ,  8 , 14 , 16 , 2 5 , 31 , 3 2 , 3 3 , 3 4 , 3 7 , 41 , 4 2 , 4 3 , 4 5 , 4 6 , 
86 or 98 of the Im plem enting Regulations of the Patent Law.

( 4 )  W hether or not the paym ents of the relevant fees o f the 
app lica tion  have been m ade in accordance  with the provis ions of 
Rule 9 0 , 9 2 , 93 or 97 of the Im plem enting Regulations of the Pa

tent Law.
The p rinc ip les w ith w hich the pre lim inary exam ination shall 

com p ly  are as fo llow s;
( 1 )  W here there is any de fect in the app lica tion  that can be 

e lim inated by furnishing co rrec tions ; opportunity  should be given 
to the app lican t to make necessary co rrec tions ; where there is 

any defect in the app lica tion that cannot be e lim ina ted , opportu 
nity should be given to the app lican t to make observations. Any 
decis ion of rejection shall be m ade only when the de fect cannot
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be elim inated after the app lican t has m ade corrections or obser
vations. W here it is necessary, two or m ore opportunities to 
make observations or corrections may be given to the app licant. 
In these c ircum stances, the exam iner shall make sure that the 
tim e lim it fo r the pub lica tion of the patent app lica tion p rovided by 

Artic le  34 of the Patent Law is adhered to.
( 2 )  A com prehensive exam ination of the form ality require

ments of the app lica tion  and other related docum ents shall be 
conducted  so as to make the pub lished docum ents meet the for
m ality requirem ents. W here there are any substantive  defects in 
the app lica tion , the app lican t shall be informed of them and co r
rection shall be m ade only when they w ill a ffect the pub lica tion of 
the app lica tion .

( 3 )  The exam iner should do h is /h e r best to point out all the 
form ality defects existing in the app lica tion  docum ents by one 
rectification unless the app lica tion  should be rejected.

( 4 )  W here a decis ion shall be m ade that the app lica tion 
docum ents shall be deem ed not to have been subm itted , or the 
app lica tion  shall be deem ed to have been w ithdraw n or shall be 
re jected for reason that the app lica tion  docum ents subm itted by 
the app lican t or the p rocedure  started is not in conform ity with 
the provisions of the Patent Law and its R egula tions, the a p p li
cant shall be informed of the p rocedure which he m ay start sub 

sequently.
( 5 )  No m atter what m easure the exam iner may ta ke , h e / 

she shall m ake a note in the paper file.

W here the app lica tion  docum ents are not in conform ity with 
the provisions of the fo llow ing sections, the O ffice  shall notify the 
app lican t to make correction w ithin the specified  tim e lim it. If the 
app lican t fails to make any response w ithin the specified time 
lim it, the O ffice shall notify the app lican t that the app lica tion  shall 
be deem ed to have been w ithdraw n or the docum ents shall be 
deem ed not to have been subm itted . W here any defect has not 
been co rrected  after the second notification of co rrec tio n , a de
c ision of rejection m ay be m ade.

Art. 38 
Rule 44

2. Exam ination of Application Documents
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Art. 26. 2 2. 1 Request
Rule 17

2. 1. 1 Title of Invention

The title of the invention shall state briefly and accurate ly  the 
title of the sub jec t m atter for which the pro tection is sought by the 
app lica tion  for a patent for invention. The title of the invention 
shall not include non -  techn ica l te rm s, such as the name of an 
ind iv idua l or e n tity , tradem ark , code  name or m ode l, e tc . . Nor 
shall it include any am biguous te rm s, such as “ and o th e rs ” , 
“ and its like ”  e tc . . General term s shall not be used if they do 
not p rovide  any information about the invention, for exam p le , 
only such term s as “ m e th o d ” , “ e qu ip m e n t” , “ com p os itio n " 

and “ co m p ou nd ”  are used as the title of the invention.
In genera l, not more than 25 Chinese characters may be 

used in the title of invention. In specia l c ircum stances, with a- 
greem ent of the exam iner, the w ords used in the title of the in
vention may be increased up to 4 0 , for exam p le , the title of the 
invention in som e fie lds of chem istry.

2. 1. 2 Inventor
The inventor shall be the person who has m ade creative 

contributions to the substantive features of an invention -  c rea 
tion. H ow ever, the exam iner shall not exam ine whether or not 

the inventor whose name appears in the request meets the re
quirem ents o f Rule 12 o f the Im plem enting Regulations of the Pa
tent Law in the procedures of exam ination of the O ffice.

The inventor shall be a natural person rather than an entity or 
any other organization. For exam p le , it shall not be described  as 
“ xx sub ject matter g ro u p ” e tc . . The Inventor shall use h is /h e r 
true nam e, and not h is /h e r pen name or other informal name. 
W here there is more than one inventor, the nam es shall be ind i
cated in the o rder from left to right.

The inventor may request the O ffice not to pub lish  h is /he r 
name. Such request shall be m ade by the inventor h im se lf/he r
self in w riting. A fter the request for non -  pub lish ing  the 
inventor's name is subm itted , if it is cons ide red  to be in confo rm 
ity with the requ irem ents, the O ffice shall not pub lish  the 

inventor’s name in the Patent G azette , separate  pam phlets of 
patent app lica tion , and the certifica te  of patent. The inventor 
may not request h is /h e r name to be pub lished afterwards.

Foreign inventor may use h is /h e r initials in fore ign language
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in the Chinese translation of h is /h e r name. The initial of the first 
name shall be fo llowed by a do t before  the fam ily nam e, such as 
M • Jones.

2. 1. 3 Applicant

2. 1. 3. 1 Chinese Individual or Entity
For a service invention, the right to app ly  for a patent be

longs to the entity to w hich the inventor b e lon gs ; While for a non 
-s e rv ic e  invention, the right to app ly  for a patent be longs to the 

inventor. H ow ever, genera lly sp ea k in g , it is not necessary for 
the exam iner to exam ine the status of the app lican t ind icated  in 
the request. W here the app lican t is a natural pe rson , it may be 
presum ed that the invention is a non -  service invention, and the 
app lican t has the right to file the patent app lica tion . If the sub
jec t m atter of the app lica tion  is obviously not a non -  service in
ven tion , the app lican t shall be invited to subm it a proof o f non -  
service invention p rovided by the entity to w hich the app licant 
be longs. W here the app lican t is an en tity , it may be presum ed 
that the invention is a service invention, and the entity has the 
righ t to file the patent app lica tion . If the entity obviously does not 
possess the status of legal person or the status of legal person of 
that entity is questionab le , such as the Scientific  Research D ivi
sion of a certa in University or the Subject M atter G roup of a cer
tain Research Institu te, the entity shall be invited to subm it a 
docum ent certify ing  its status as a legal person.

W here the app lican t is a natural pe rson , h is /h e r true nam e, 
and not h is /h e r pen name or other informal nam e, should be 
used. W here the app lican t is an en tity , its full o fficial nam e, and 
not its abbreviation or its shorter nam e, should be used. The 
nam e of the entity ind icated  in the app lica tion  docum ents shall 
be the sam e as it appears in the o ffic ia l seal of that entity.

2. 1. 3. 2 Foreign Indiv idual, Enterprise or O ther Organization
Artic le  18 of the Patent Law p rov ides , “ W here any fo re ign 

e r, fore ign enterprise or other fore ign organization having no ha
bitual residence or business office in China files an app lica tion 
for a patent in C h ina , the app lica tion  shall be treated under this 
Law in accordance with any agreem ent concluded between the 
country to which the app licant belongs and C hina, or in accord -  
ance with any international treaty to w hich both countries are par

7



C hapter 1 GUIDELINES FOR EXAMINATION

Art. 18

ty , or on the basis of the p rinc ip le  of rec iproc ity . ”
W here the exam iner has any doub t about the nationa lity, 

seat o f the business o ffice  or the headquarters of the app lican t 
ind icated  in the request, h e /sh e  may invite the app lican t to p ro 
v ide  a ce rtifica te  of nationality or docum ent ce rtify ing  the seat of 
the business office or the headquarters in accordance  w ith Rule 
3 4 (1 )  or 3 4 ( 2 )  o f .the Im plem enting Regulations o f the Patent 
Law. W here the app lican t states in the request that it has a bus i
ness office in C h ina , the exam iner shall invite the app lican t to 
subm it a docum ent certify ing that to be true by the local adm in is
tration of industry and com m erce. W here the app lican t states 
that it has a habitua l res idence in C hina, the exam iner shall invite 
the app lican t to subm it a docum en t, p rov ided  by the pub lic  se
curity  departm en t, certify ing  that h e /sh e  is perm itted to reside in 
China for one year or longer.

A fter it is affirm ed that the app lican t is a “ fo re igne r, foreign 
enterprise  or other fore ign organ ization having no habitual resi
dence  or business o ffice  in C h ina ” , the exam iner shall exam ine 
whether or not the nationality of the app lican t or the country in 

which it has its headquarte rs , as ind icated  in the reques t, is in 
conform ity w ith one o f the fo llow ing three cond itions ;

( 1 )  the country to w hich the app lican t be longs has conc lu 
ded  with China an agreem ent afford ing patent p ro tection to the 
nationals of each o the r;

( 2 )  the country to w hich the app lican t be longs is a country 
party to the Paris Convention for the Protection of Industria l Prop
erty ( Hereinafter referred to as the Paris C onven tion ) ;

( 3 )  the Patent Law o f the country to w hich  the app lica n t be
longs has provis ions that fo re igners shall be given patent p ro tec
tion on the basis of the p rinc ip le  of reciprocity .

The exam ination shall start from  w hether or not the country 
to w hich the app lican t be longs (w h en  the app lican t is an ind iv id 
u a l, it is h is /h e r nationality or habitua l res idence w hich d e c id e s ; 
when the app lican t is an e n tity , it is the seat of its headquarters 
or its real and e ffective business o ffice  w hich d e c id e s ) is a 
country party to the Paris Convention. It is not necessary to ex
am ine whether or not there is any agreem ent conc luded  between 

the relevant country and C h ina , p rovid ing  for patent p ro tection to 
the nationals of each o the r, because all o f the countries which 
have conc luded  above agreem ents w ith China are now party to 
the Paris Convention. Only when the country to w hich  the app li-
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cant be longs is not a country party to the Paris C onvention , then 
it is necessary to exam ine whether or not the Patent Law of that 
country has a provision g iv ing patent pro tection to fore igners on 

the basis of p rinc ip le  o f rec iprocity . If the Patent Law of the said 
country has no express provision g iv ing patent protection to for
eigners on the basis of the p rinc ip le  o f rec ip roc ity , the app licant 
shall be invited to subm it a docum ent certify ing that h is /he r 
country recognizes that Chinese citizens and entities a re , under 
the same cond itions as its own nationa ls, entitled to enjoy patent 
right and other related rights in that country. W here the app lican t 
fails to subm it such docum ents , the patent app lica tion  shall be 
rejected in accordance with Rule 44 of the Implementing Regulations 

Rule 3 4 (3 )  of the Patent Law , on the ground that it is not in conform ity with
the provisions of Artic le  18 of the Patent Law.

W here the app lican t com es from the dependen t territory of a 
country party to the Paris C onvention , it shall be exam ined 
whether or not that country has dedared  that the Paris C onven
tion is app licab le  to that territory.

W here the app lican t be longs to a country which is not party 
to the Paris Convention and has no agreem ent on patent p ro tec
tion with C h ina , but allows in p ractice  Chinese citizens to enjoy 
patent rights or other related rights in that coun try , the app lica 
tion shall be handled as if that country would have a provision 
g iv ing  patent pro tection to fore igners on the basis of the princip le  
of reciprocity .

W here the app lican t is an ind iv idua l, the initials in foreign 
language may be used in Chinese translation of h is /h e r name. 
The initial of the first name shall be fo llowed by a do t before the 
fam ily nam e, such a s , M - Jones. Titles used to show any aca
dem ic d e g re e , occup a tio n , etc. , for exam ple “ Dr. ” , “ Prof. ” , 
shall not be used in the app lican t's  name. W here the app lican t is 
an e n tity , it shall use its full o ffic ia l name. It is perm itted to use 
certa in  title that ind icates the status of independent legal person 
in accordance  w ith the Patent Law of the country to w hich the 
a pp lica n t belongs.

2. 1. 3. 3 Application Filed Jointly by Chinese and Foreigner
Where an app lica tion  is filed jo in tly by a Chinese person and 

a fo re igner, the app lica tion  shall be prosecuted  in accordance  
with the provision of Sections 2. 1 .3 . 1 and 2. 1 .3 . 2 of this 
C hapter respective ly.

9
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Art. 19. 1 
Art. 20 

Rule 1 7 (3 )

Art. 26. 2 
Rule 17

2. 1. 4 Patent Agency and Patent Agent
Any patent agency shall be estab lished in accordance  with 

the provisions of the Regulations G overning Patent A gency and 
approved  by the State Intellectual Property O ffice. Any fore ign -  
related patent agency shall be designated  by the State In te llec
tual Property O ffice.

Any patent agency shall use the full name w hich was reg is
tered in the State Intellectual Property O ff ic e , and w hich shall be 
the same as that appearing  in the official seal of that patent a- 
gency w hich was affixed in the app lica tion  docum ents. Any a b 
breviation or initials may not be used. The code  num ber given 
by the State Intellectual Property O ffice  to the patent agency 
shall be stated in the request.

The term “ patent a g e n t”  refers to a person who holds a 
“ Patent Agen t Qualification C ertifica te ”  and has p racticed  in a 
patent agency and acqu ired  a “ Patent Agen t I. D. C a rd ” p rov id 
ed by the State Intellectual Property O ffice. The patent agent 
shall use h is /h e r true name and fill in the num ber of h is /h e r “  Pa
tent Agen t I. D. C a rd ” in the request. The app lican t shall not a p 
point more than two patent agents for one patent app lica tion .

2. 1. 5 Address
The add ress ( in c lu d in g  the add ress of the a p p lica n t, patent 

agency or liaison p e rson ) in the request shall meet the require
ments for qu ick and accurate  postal delivery. The dom estic  a d 
dress shall include the postcode  num ber, the nam es of the p rov
ince ( autonom ous re g io n ) ,  m unic ipa lity  ( autonom ous p re fec
tu re ) , d is tric t and s tree t, the num ber of the house, and the te le
phone num ber, or the nam es of the province  ( autonom ous re
g io n ) ,  county (au tonom ous c o u n ty ) ,  town ( to w n s h ip )  and 
s tree t, the num ber of the house, and the te lephone num ber, or 

the names of the m unic ipa lity  d irectly  under the Central Govern
m en t, d is tric t and s tree t, the num ber o f the house, and the te le

phone num ber. W here a post office box is ava ilab le , it may be 
used in accordance  with the stipulations. The nam e of the entity 
may be included in the a dd re ss , but it cannot be used instead 
of the address. For exam p le , one m ay not use xx University of 
xx Province as an address. W here the app lican t is an e n tity , a li
aison person shall be designated  and the address of the liaison 
person shall be ind ica ted . W here the app lican t is an ind iv idua l, 
a liaison person may also be designated  as the addressee of the

10



GUIDELINES FOR EXAMINATION Chapter 1

Rule 18

Rule 41

mail sent by the Patent O ffice. W here the address is in a foreign 
coun try , the names of the country and c ity  (c o u n ty )  shall be 

c learly ind ica te d , and the deta iled  address in fore ign language 
shall be appended.

2. 2 Description
The first line on page 1 of the descrip tion  shall state the title 

of the invention, which shall be the sam e as that appearing  in 
the request and shall be located in the m idd le  of the line. No 
such w ords as “ Title of Invention” or “ T itle ” shall be used be
fore the title of the invention. A blank line shall be left between 
the title of invention and the text of the descrip tion.

The descrip tion  shall contain the fo llow ing parts , and each 

shall bear the headings respective ly as follows-.
Technica l F ie ld ;
Background A rt;
Contents of the Inven tion ;
D escription of the F igures;
M ode of Carrying out the Invention.
W here there are no draw ings in the descrip tion , the part of 

“ D escrip tion of the F igures”  shall be om itted.
As for the app lica tion  relating to nucleotide or am ino acid 

sequence , such sequence listing shall be a separate  part of the 
descrip tion . The app lican t shall at the tim e of filing subm it a CD 
-R O M  or d isc  w hich is in agreem ent with the sequence listing. 

The CD -  ROM or d isc  shall be in conform ity with the relevant 
prescrip tions of the O ffice. W here the sequence listing recorded 
in the CD -  ROM or d isc  is not in agreem ent with the sequence 
listing stated in the descrip tio n , the sequence listing stated in 
the descrip tion  shall prevail. W here no such CD -  COM or d isc 

has been subm itted , the app lican t shall be invited to subm it it 
w ithin the specified  time lim it; if the app lican t fails to subm it it 

w ithin the spec ified  time lim it, the app lica tion shall be deem ed to 
have been w ithdrawn.

The text o f the descrip tion  may contain chem ical fo rm ula , 
m athem atical express ions , and ta b le s , but draw ings may not be 
included.

W here there are explanatory notes to the draw ings in the text 
of the descrip tion , the d raw ings shall be included in the d escrip 
tion.

W here there are draw ings in the descrip tion , there should

11
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Rule 120. 2

Rule 2 0 .2  

Rule 2 0 .3  

Rule 120 .2

Rule 120. 1 

Rule 19. 1

be explanatory notes to such draw ings in the text of the d e sc rip 
tion. W here there are explanatory notes to the draw ings in the 
text of the descrip tion  bu t the draw ings or part o f them are m iss

in g , the app lican t shall be invited either to delete the explanatory 
notes to the draw ings or to furnish the draw ings w ithin the sp ec i
fied time limit. If the app lican t subm its the draw ings la te r, the 
date  of their de livery a t, or m ailing to , the O ffice  shall be the 
date  of filing of the app lica tion ; and the exam iner shall issue a 
notification to change the date of filing and am end the date of fil
ing in the database. If the explanatory notes to the draw ings are 
to be d e le ted , the initial date  of filing shall be retained.

W here there are two or more pages in the descrip tion , the 
pages shall be num bered consecutive ly in A rab ic  num erals.

2. 3 C laims
W here there are two or more c la im s , they shall be num 

bered consecutive ly in A rab ic  num erals. No w ords such as 
“ c la im ”  shall be used before  the num erals.

The cla im s may contain chem ica l or m athem atical fo rm u lae, 
when necessary, they m ay also contain ta b le s , bu t draw ings 
may not be inc luded.

Where there are two or more pages in the c la im s , the pages 
shall be num bered consecutive ly  in A rab ic  numerals.

2. 4  Draw ings in Description
The draw ings in the descrip tion  shall be executed in b lack 

ink with the aid of drafting instrum ents. The lines shall be uni
form ly th ick and w e ll-d e f in e d , dark enough , and free from color 
and alterations.

The oblique hatch ing of c ro s s -s e c t io n s  should not im pede 
the clear reading of the reference signs and leading lines.

The sam e sheet of d raw ings may contain several figures. A 
sing le  com ple te  figure  m ay be executed on several shee ts ; but 
the figures on each sheet m ust be independen t ones. The fig 

ures on the several sheets shall be so arranged that when all the 
figures assem bled to form a sing le  com ple te  fig u re , it would not 
a ffect the clarity of the various figures. No fram e line shall be 

used around the figure.
Where there are two or more fig u res , they shall be num 

bered consecutive ly in A rab ic  num erals, and the word “ F igure” 

shall be added  before the num be r, for exam p le , “ Figure 1 ” ,

12
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Rule 19. 3

Rule 19. 2

Art. 26. 1

Rule 24. 1

“ Figure 2 ” .

Figures shall be pre ferab ly arranged in an upright position 
on a sheet or shee ts , c learly separated from one another. Where 

it is necessary to arrange the figure not in an uprigh t position be
cause the cross dim ension o f the horizontal section of the part is 
obviously larger than that o f the vertica l section , it shall be pres
ented sidew ays with the top of the figure  at the left s ide of the 
sheet. W here there are two or more figures on one sheet and 
one of them is presented in that w ay , the rest of the figures shall 
be presented in the same way.

Draw ing reference signs shall be num bered in A rab ic  nu
m erals. The sam e reference sign shall be used for the sam e part 
when it appears in d ifferent figures. The sam e reference sign 
shall be used to ind icate the sam e part in various docum ents 
( th e  descrip tion  and its d ra w in gs , c la im s, and a b s tra c t) of a 
patent app lica tion . H ow ever, it is not necessary for the refer
ence signs to be consecutive ly  num bered in each figure.

The size of the figure  shall be a pp rop ria te , so that each de 
tail of the figure  shall be clearly d is tingu ishab le  and suited for re
p roduction  by means of photom echanica l p rocess , copy 
process and m icroform  p ro cess , e tc . .

The identica l scale shall be adopted  in the same figure. An 

add itiona l figure  of partia l enlargem ent may be added  in order to 
make certa in part of the figure be shown d istinctively. Explana
tory w ords are p roh ib ited  in the figure excep t a sing le  word or 
w ords that are ind ispensable . Such word or w ords shall be in 

C hinese, and its o rig inal language may be added  in brackets 
where necessary.

Flow charts and d iagram s are considered d ra w in gs , and in
d ispensab le  notes and sym bols shall be included in its frame. 
U nder specia l c ircum stances, for exam p le , when a metallo- 
g raph ic  structure  or histiocyte is to be show n, photos m ay be 
used as d raw ings and they may be pasted on the sheet of draw 
ings.

2. 5 Abstract

Where an app lica tion  for a patent for invention is file d , the 
abstract o f the descrip tion  shall be subm itted.

2. 5. 1 Text of Abstract

The abstract shall state the title of the invention and the

13
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Rule 24. 2

technical fie ld to w hich the invention pertains. It shall be drafted 
in a way w hich allows the clear understand ing of the techn ica l 
p rob lem , the g is t of the techn ica l solution of that p ro b le m , and 
the p rinc ipa l use or uses of the invention. W here no title of inven
tion is g iven or no g ist o f the techn ica l solution is s ta ted , the a p 
p licant shall be invited to make corrections. W here w ords of 
com m ercia l advertis ing are inc lu de d , they shall be deleted and 

the app lican t shall be notified accord ing ly .
The text of the abstract shall contain not more than 300 Chi

nese characters ( in c lu d in g  p u n c tu a tio n ). W here there are more 
than 300 Chinese charac te rs , the exam iner may make the text 
shorter, or invite the app lican t to make abridgem ents. W here the 
abridgem en t is m ade by the exam iner, h e /sh e  shall inform the 
app lican t of the abridgem ent.

2. 5. 2 Drawing of Abstract
Where the descrip tion  conta ins d ra w in gs , the app lica n t shall 

suggest one figure  w hich best characterizes the techn ica l fea
tures of the invention as the figure  accom panying  the abstract. 
The figure  accom panying  the abstract shall be one of the d raw 
ings in the descrip tion. W here the app lican t has not suggested  
or furnished such a fig u re , the exam iner shall invite the app lican t 
to make co rrec tion , or the exam iner h im self m ay des ignate  one. 
In the latter ca se , the exam iner shall invite the app lica n t to fur
nish two cop ies of the figure he has des ignated . W here the ex
am iner considers that there is no su itab le figure  to be des ignat

e d , he shall not invite the app lican t to make correction.
W here the figure accom panying  the abstract suggested  and 

furnished by the app lican t obviously cannot characterize  the 
technical features of the invention, the exam iner shall designate  
another one ins tead, and notify the app lican t to furnish tw o co p 

ies of the figure  so designated .
The sca le  and the d istinctness of the figure  accom panying  

the abstract shall be such that a reproduction  w ith a linear reduc
tion in size to 4cm  x 6cm  would still enable  all deta ils to be d is
tingu ished w ithout d ifficu lty.

The abstract may contain chem ica l form ula w hich best char
acterizes the invention. Such chem ica l form ula shall be deem ed 
as the figure accom panying  the abstract.

14
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2. 6 Prelim inary Exam ination of Two Types of Specia l Patent Ap
plications

2. 6. 1 D ivisional Application

2. 6. 1. 1 Subm ission o f D ivisional Application
Rule 42. 1 W here an app lica tion  for a patent conta ins two or more in

ventions, the app lican t may subm it a d ivisional app lica tion at its / 
his own initiative.

Rule 42. 2 A d iv is ional app lica tion  shall be subm itted after the Patent
Office issues the notification to grant the patent right for the initial 
patent app lica tion , and before the expiration of two months for 
going through the form alities of registration from the date of re
ce ip t of the notification. A fter the expiration of the above -  m en

tioned time lim it, or where the patent app lica tion  has been re jec
ted and the rejection has taken e ffec t, or the patent app lica tion
has been w ithdraw n or is deem ed to have been w ithd raw n, and
the right has not been resto red , no divisional app lica tion  may be 
subm itted.

W here any patent app lica tion  is not in conform ity with the 
provis ions of A rtic le  31 of the Patent Law , the app lican t shall, 
accord ing  to the notification to d iv ide  the app lica tion  or the notifi
cation of the O ffice ’s opinion after exam ination issued from  the 
O ffice , make am endm ents to the app lica tion  and keep its con
tents com patib le  with the requirem ents of unity p rescribed in the 
Patent Law and its Regulations. The app lican t may subm it one 
or m ore divisional app lica tions for the contents deleted from the 
initial app lica tion .

Rule 42. 3 The divisional app lica tion cannot change the kind of the ini
tial patent app lica tion . For exam p le , if the initial patent app lica 
tion is an app lica tion  for a patent for invention, the divisional ap
plication should be an app lica tion  for a patent for invention only. 
S im ilarly, the app lican t of the divisional app lica tion  may not 
change. That m eans, the app lican t of the divisional app lica tion 
shall be the sam e as that of the initial app lica tion . W here this is 

not the ca se , a docum ent certify ing  the assignm ent of the d iv i
sional app lica tion  shall be subm itted . The inventor stated in the 
d iv is ional app lica tion  shall be the inventor or part of the inventors 
stated in the initial app lica tion .

Rule 4 3 .3  W here the app lican t subm its a divisional app lica tion , the fil
ing num ber and the date  of filing of the initial app lica tion  shall be
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ind icated in the request, and the com p le te  docum ents of the ini
tial app lica tion  shall be subm itted. With regard to the various 
certify ing docum ents that have been subm itted with the initial ap 
p lica tion , dup lica te  cop ies may be used when d iv is ional a pp lica 
tion is subm itted. W here the initial app lica tion  is an international 
a pp lica tion , the app lican t shall ind icate  the filing num ber of the 
international app lica tion  in the b rackets that fo llow the initial filing 
num ber. W here the international pub lica tion  of the initial a pp lica 
tion is in a language other than C hinese, a copy  of the a pp lica 

tion in that language shall be subm itted together with a Chinese 
copy of the initial app lica tion .

2. 6. 1. 2 Prelim inary Exam ination of D ivisional Application
The exam iner shall check the fo llow ing m atters on the basis 

of the initial application..
( 1 )  whether or not the initial date  of filing ind icated in the re

quest of the divisional app lica tion  is co rrec t;
( 2 )  whether or not the app lican t in the divisional app lica tion  

is the same as that in the initial app lica tion . If no t, whether or not 
the docum ent certify ing  the assignm ent of the app lica tion  is a p 
p e n d e d ; whether or not the inventor is the inventor or part of the 
inventors stated in the initial app lica tion ;

( 3 )  whether or not a copy  of the initial app lica tion  d ocu 
ments is subm itted . W here the right of priority is c la im e d , w heth
er or not a copy  of the priority docum ents of the initial app lica tion  

is subm itted . W here the initial app lica tion  is an international a p 
p lica tion , and a copy of the priority docum ents w as not reques
ted for the initial app lica tion , a copy  of the priority docum ents 

shall not be required to be subm itted  for the d iv is ional a pp lica 
tion ;

( 4 )  W hether or no t, before the date  of filing of the divisional 
a pp lica tion , the initial app lica tion  was re jected and the rejection 
entered into fo rce ; whether or not the initial app lica tion  w as w ith
drawn or deem ed to have been w ithdraw n and the righ t has not 
been res to red ; whether or not the date  of filing o f the divisional 

app lica tion  is w ithin two m onths from the date  of rece ip t of the 
notification to grant the patent right for the initial app lica tion  is

sued by the O ffice.
W here any of the requirem ents m entioned in ( 1 ) ,  ( 2 )  or

( 3 )  is not m e t, the app lican t shall be invited to m ake correction 
w ithin a spec ified  tim e lim it. W here no correction is m ade w ithin
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Rule 25

the time lim it, the d iv is ional app lica tion  shall be deem ed to have 
been w ithd raw n, and the app lican t shall be notified accord ing ly.

W here the date of filing of the divisional app lica tion  is later 
than the expiration of the two months from the date  of rece ip t of 
the O ffice 's  notification to grant the patent right for the initial ap
p lica tion , or where the initial app lica tion  on w hich the divisional 
app lica tion  is based has been w ithdraw n or is deem ed to have 
been w ithdraw n and the right has not been res to red , or where 
the initial app lica tion  has been re jected and the rejection has 
taken e ffe c t, the app lican t shall be notified that the divisional a p 
p lica tion is deem ed not to have been filed.

The various tim e limits p rescribed by the Patent Law or its 
Regulations for the divisional app lica tion , such as the time limit 
for subm itting the request for exam ination as to substance , or 
the time limit for subm itting docum ents certify ing the priority 
r ig h t, etc. , shall be counted from  the initial date of filing . Where 
the various tim e lim its have expired when the divisional app lica 
tion is file d , the app lican t may go  through the various form alities 
w ithin two m onths from the date of filing of the divisional app lica 
tion. W here the app lican t fails to go  through any of the form ali
ties w ithin the time lim it, the divisional app lica tion shall be 
deem ed to have been w ithdraw n and the app lican t shall be noti
fied accord ing ly .

The app lican t shall pay all the fees for the divisional a pp lica 
tion the same as he shall pay for a new app lica tion . W here the 

time lim it for paying the fees has e xp ire d , the app lican t shall pay 
the fees w ithin two months from the date  of filing of the divisional 
app lica tion . If the fees are not pa id  or not pa id  in full w ithin the 
tim e lim it, the divisional app lica tion  shall be deem ed to have 
been w ithdraw n and the app lican t shall be notified accord ing ly .

2. 6. 2 Application Relating to B iological Material

2. 6. 2. 1 Filing of Application Relating to Biological Material
The app lican t of an app lica tion  relating to b io log ica l material 

sha ll, in add ition  to the other requirem ents p rovided in the Patent 
Law and its R egula tions, go through the fo llow ing form alities:

( 1 )  depositing  a sam ple  of the b io log ica l material with a d e 
positary institution designated  by the State Intellectual Property 
O ffice  before  the date  of filing , o r, at the la test, on the date of 

filing (o r  the priority date  w here priority is c la im e d ) ;

17
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( 2 )  s ta tin g , in the request and the d esc rip tio n , the nam e 
and address of the deposita ry institution in w hich the sam ple  of 
b io log ica l material was d ep os ite d , the date  on w hich  the sam ple 
was d e p os ite d , the accession  num ber of the d e p o s it, and the 
scientific name of the b io log ica l material (w ith  its Latin n a m e ) ;

( 3 )  g iv ing in the app lica tion  relevant information of the char
acteristics of the b io log ica l m ateria l;

( 4 )  subm itting , w ithin four m onths from the date  of filin g , a 
rece ip t of depos it and a docum ent certify ing  the v iab ility  o f the 
bio log ica l material issued by the depos ita ry  institution.

2. 6. 2. 2 Prelim inary Exam ination of Application Relating to B io
logical Material

W here the app lican t subm its a rece ip t of depos it w ithin the 
prescribed  time lim it, the exam iner shall check the fo llow ing m at
ters on the basis of the rece ip t;

( 1 )  whether or not the deposita ry institution is an institution 
designated  by the State Intellectual Property O ffice  for the d e 
positary of the b io log ica l material sample?

( 2 )  whether or not the date of depos it is before  or on the 
date of filing (o r  the priority date  where priority is c la im e d ) ;

( 3 )  whether or not the contents o f the rece ip t of depos it are 
the same as those appearing  in the request.

W here the requirem ent of (1  ) or ( 2 )  m entioned above is 
not com p lied  w ith , the sam ple  o f the b io log ica l material shall be 
deem ed not to have been deposited  and the app lican t shall be 
notified accord ing ly . W here the requirem ent of ( 3 )  m entioned a- 
bove is not com plied  w ith , the app lican t shall be invited to make 

correction w ithin the specified  tim e limit. If the app lican t fails to 
make correction w ithin the time lim it, the sam ple  of the b io log ica l 
material shall be deem ed not to have been depos ited  and the 
app lican t shall be notified accord ing ly .

W here the app lican t fails to subm it the rece ip t of deposit 
w ithin the p rescribed  time lim it, the sam ple o f the b io log ica l m a
terial shall be deem ed not to have been depos ited  and the a p p li
cant shall be notified accord ing ly .

W here , w ithin four months from  the date of filin g , the a p p li

cant fails to subm it the docum ent certify ing the v iab ility  of the 
sam ple  of the b io log ica l m ateria l, and fails to g ive  justified rea
sons for its om iss ion , the sam ple o f the b io log ica l material shall 
be deem ed not to have been depos ited  and the app lican t shall

18
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be notified accord ing ly .
It shall be regarded  as a justified reason that the depositary 

institution fails to certify  the viab ility  of the sam ple  of the b io log i
ca l material and furnish the certify ing docum ent w ithin the said 

four m onths.
Where the sam ple  of the b io log ica l material ceases to be v i

able in the course of the transm ittal of the sam ple  to the depos i
tary institu tion, the sam ple  of the b io log ica l material shall be 
deem ed not to have been deposited  and the app lican t shall be 
notified acco rd in g ly , unless the app lican t proves that it/h e  is not 
responsib le  for the loss of v iab ility  of the sam ple of the b io log ica l 
m ateria l. W here the app lican t subm its such ev idence , it/h e  may 
make a new depos it of the sam ple of the b io log ica l material that 
is identica l with the original one w ithin four m onths, and the initial 
date of depos it shall be the date of new deposit.

Where the app lica tion  for a patent relates to the depos it of 
the b io log ica l m ateria l, the app lican t sha ll, in the request and 
the descrip tion , ind icate  the scientific name of the b io log ica l ma
te ria l, the name and address of the depositary institution in 
w hich the sam ple of b io log ica l material is d ep os ite d , the date  of 
and the accession num ber of the d epos it, all of which shall be 
consistent w ith each other (s e e  Section 7 . 3 ,  C hapter 10 of Part 
II of these G u ide lin es ). W here, at the time of filing , they are not 
ind icated  or are not consistent with each o ther, they shall be co r
rected w ithin four months from the date of filing . If the app licant 
fails to make correction w ithin the time lim it, the sam ple of the b i

o log ica l material shall be deem ed not to have been deposited.
A fter the app lican t was notified that the sam ple of the b io 

log ical material is deem ed not to have been d e p os ite d , if it/h e  
has any justified reason for o b jec tion , it/h e  may request the Of
fice  to restore its /h is  right in accordance  with Rule 7 .2  of the Im
p lem enting Regulations of the Patent Law. Except for other 
ones, the justified reasons in respect of the depos it of the sam 
ple of the b io log ica l material or the v iab ility  of the sam ple  are as 

fo llo w s :
( 1 )  It is the depositary institution w hich fails to furnish docu 

ments to certify  the depos it of the sam ple of the b io log ica l m ate

rial or the v iab ility  of the sam ple w ithin four m onths, and it has 
furnished docum ents certify ing th is ;

( 2 )  The sam ple  of the b io log ica l material ceases to be 
viab le  in the course of the transm ittal of the sam ple  to the depos
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itary institu tion , for w hich the app lican t is not respons ib le , and 
it/h e  has furnished docum ents certify ing this.

After the O ffice  has cfecided that the sam ple o f the b io log ica l 
material is deem ed not to have been d ep os ite d , if the rights can 
not be restored even if the p rocedure  of restoration has been 
s ta rte d , or if the app lican t does not request to start that p roce 
d u re , the exam iner sha ll, ex o ffic io , delete the re levant state
ments conta ined in the request, with h is /h e r seal affixed.

2. 7 Form ality Exam ination of Requirem ents for Publication o f Ap
plication

When any patent app lica tion  for invention is p ub lish ed , the 
text of the descrip tion , c la im s and abstract shall be neat and 
c lea r, free from alteration and interlineations. The lines o f the 
draw ings in the descrip tion  and the figure  in the abstract ( inclu
d ing  border line , dash do t line , ha tch , center line , sym bol line , 
etc. ) shall be clearly d iscern ib le . Both characters and lines 
shall be in b lack and suffic iently dark and keep in a clean back
g round. The text and draw ings shall have no fram e around 
them . The sheets of each elem ent ( request, descrip tion , 
c la im s, d raw ing , a bs trac t) shall be num bered in o rder respec
tively.

Where the app lica tion  docum ents are not in conform ity with 
the requirem ents m entioned above , the app lican t shall be invited 
to make correction w ithin the specified  time limit. W here no co r
rection is m ade w ithin the time lim it, the patent app lica tion  shall 
be deem ed to have been w ithd raw n, and the app lican t shall be 
notified accord ing ly .

When the patent app lica tion  for invention is granted the pa
tent r igh t, the app lica tion  docum ents sha ll, excep t the exam iner 
may make some written am endm ents , meet the requirem ents for 
pub lica tion.

3. Exam ination of O ther Documents and Relevant Form alities

3. 1 Appointm ent of Patent Agency and Designation o f Represent
ative

3. 1. 1 Appointm ent of Patent Agency

3. 1. 1. 1 Appointm ent
Artic le  19.1 of the Patent Law p rov ides , “ where any fore ign-
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e r, fore ign enterprise or other foreign organization having no ha
bitual residence or business office in China app lies for a patent, 
or has other patent m atters to attend to , in C hina, it /h e  shall ap 
point a patent agency designated  by the State Intellectual Prop
erty O ffice  to act as its or his agent. ”  In the prosecution of the 
a pp lica tion , if it is found that such an app lican t has appoin ted  an 
ord inary patent agency but not a designated  patent agency to 
act as its /h is  patent age n t, the O ffice sha ll, through its /h is  pa
tent a ge ncy , notify the app lican t o f its opinion after checking  the 

app lica tion . If the app lican t fails to make any response within 
the specified  time lim it , the app lica tion shall be 

Rule 44. 2 deem ed to have been w ithdraw n. W here, after the app lican t has
Rule 44. 1 (1 )  m ade its /h is  observations or the co rrec tions , the O ffice still finds

that the app lica tion  is not in conform ity with the provisions of Arti
c le  1 9 .1 , of the Patent Law , the app lica tion  shall be rejected.

Any Chinese entity or ind iv idua l may appo in t a patent agen
cy  to app ly  for a patent and have other patent matters to attend 

to in the country.
The parties to the appoin tm ent are the app lican t and the pa

tent agency. W here there are two or more app lica n ts , the par
ties are all of the app licants and their jo int patent agency. After 
accep ting  the appo in tm en t, the patent agency shall designate 

its patent agents to handle the relevant m atters. The said agents 
so designated  shall not be more than two persons.

W here the appoin tm ent m ade by a Chinese entity or ind iv id 
ual is not in conform ity with the p rovis ions, the patent agency 
shall be invited to make correction w ithin the specified  time limit. 
Where the patent agency fails to make any response w ithin the 
time lim it, or where the O ffice still finds that the correction is not 
in conform ity w ith the p rovis ions, it shall be deem ed that no pa
tent agency has been a pp o in te d , and the app lican t and the pa
tent agency shall be notified accord ing ly.

Where any patent app lica tion  is filed by a fo re igner, or jo in t
ly filed by a Chinese and a fore igner and the first app lican t is a 
fo re igner, the app lica tion shall be checked  whether or not the 

appoin ted  patent agency meets the provisions of A rtic le  19.1 of 

the Patent Law.
Where any legal entity of Hong K ong , M acao, or Taiwan a p 

p lies for a patent, or has other patent m atters to attend to before 
the O ffice , it shall appo in t a patent agency designated  by the 
State Intellectual Property O ffice to act as its agent.
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W here any ind iv idua l of Hong K ong , M acao or Taiwan a p 
plies for a patent, or has other patent matters to attend to before 
the O ffice , h e /sh e  m ay appo in t a patent agency des ignated  by 
the State Intellectual Property O ffice or an ord inary patent agen
cy  to act as h is /h e r agent.

W here any ind iv idua l of Hong K ong , M acao or Taiwan and 
any legal entity of Hong K ong , M acao, or Taiwan jo intly app ly  
for a pa ten t, or have other patent m atters to attend to before  the 
O ffice , they shall jo intly appo in t a patent agency des ignated  by 
the State Intellectual Property O ffice  to act as their agent. W here 
any ind iv idua l or legal entity of Hong K ong , M acao, or Taiwan, 
and any ind ividual or entity of the m ainland jointly app ly  for a pa
ten t, or have other patent matters to attend to before the O ffice , 
and if the first app lican t is an ind iv idua l or legal entity of Hong 
K ong , M acao or Ta iw an, they shall appo in t a patent agency re
spective ly  in the same way as an ind iv idua l or legal entity of 
Hong K ong , M acao or Taiwan would appo in t a patent agency 
when it,h e  or she app lies for a pa ten t, or has other patent m at
ters to attend to before the O ffice.

W here any legal entity or ind iv idua l o f Hong K ong , M acao or 
Taiwan app ly ing  for a patent before  the O ffice  entrusts an ind i
vidual or entity in m ainland China with the task of app ly ing  for a 

patent, instead of appo in ting  a patent agency in accordance  
w ith the provisions of the Patent Law , the app lican t shall appo in t 

a patent agency in accordance  w ith the provis ions of the Patent 
Law within two months from the date  o f filing or w ithin one month 

from the date  of rece ip t of the notification of the O ffice. If the a p 
p licant fails to appo in t a patent agency or fails to make any re
sponse within the tim e lim it, the patent app lica tion  shall be 
deem ed to have been w ithdraw n. W here, after the app lican t has 
made its /h is  observations or co rrec tions , the O ffice still finds 
that the app lica tion  is not in conform ity with the relevant p rovi
sions of the Patent Law , it shall re ject the app lica tion .

3. 1. 1. 2 Power of Attorney
Any app lican t who appoin ts a patent agency for app ly ing  for 

a pa ten t, or for having other patent m atters to attend to before 
the O ffice , shall subm it at the sam e time a pow er of attorney in
d icating the scope  of the pow er entrusted.

W here any app lican t appo in ts  a patent a ge ncy , it /h e  shall 
sign a pow er of a ttorney ind icating  the scope  of the pow er en

22



GUIDELINES FOR EXAMINATION C hapter 1

trusted . The pow er of attorney shall be in the unified form p re 
scribed  by the O ffice , and shall ind icate  the title of the invention 
-c re a t io n , the names of the patent agency and the patent a- 

g en t, w hich shall be the sam e as that appearing  in the request. 
W here the appoin tm ent is m ade after the filing num ber of the ap 
p lication is a cco rd e d , the filing num ber shall also be ind icated.

The power of attorney shall be s igned or sealed by the a p 
p lica n t; where there are two or m ore app lica n ts , the pow er of at
torney shall be s igned or sealed by all of the a pp lica n ts , and the 

official seal of the patent agency shall be affixed.
W here any fore ign app lican t appo in ts a patent agency des

ignated by the State Intellectual Property O ffice , a general power 
of a ttorney may be deposited  w ith the O ffice. W here a due gen
eral pow er of attorney is re ce ive d , the O ffice shall accord  a num 
ber to it and notify the patent agency accord ing ly . After a gener
al pow er o f attorney has been d e p os ite d , when filing an app lica 
tion for pa ten t, the app lican t may subm it a copy of the general 
pow er of attorney instead of the original pow er of a tto rney, and 
ind icate  the names of the patent agency and the patent agen t, 
the title of the invention -  creation and the num ber of that general 
pow er of attorney accorded  by the O ffice. The official seal of the 

patent agency shall be affixed.
W here the pow er of attorney is not in conform ity with the re

qu irem ents , the app lican t shall be invited to make correction 
w ithin the specified  tim e limit. If the app lican t fails to make any 
response w ithin the time lim it, or the correction m ade by the ap 
p licant is not in conform ity w ith the requ irem ents, and if the ap 
p lication was filed by a Chinese ind iv idua l or en tity , it shall be 
deem ed that the app lican t has not appo in ted  any patent agen
c y , and the parties concerned shall be notified accord ing ly. 
W here the firs t app lican t is a fo re igner, it shall be handled in ac
co rdance  with what is stated in the Section 3 .1 .1 .1 .

W here the app lican t is a legal entity of Hong K ong , M acao 
or Ta iw an, it shall appo in t a patent agency designated  by the 
State Intellectual Property O ffice and sign a pow er of attorney 

with full powers.
Where an ind ividual of Hong K ong , M acao or Taiwan en

trusts a patent agency with the task of app ly ing  for a pa ten t, h e / 
she may personally go  through the form alities of appo in tm ent or 

entrust a relative or friend of h is /he rs  in the m ainland to go 
through the form alities on h is /h e r behalf. If the appoin tm ent is
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m ade by a relative or friend on h is /h e r beha lf, the app lican t 
shall s ign a m andate w ith full pow ers , in w hich the matters en
trus ted , nam es and addresses of the m andator and the m anda
tary shall be ind icated. The m andate shall be s igned by the 
m anda to r, w ith the date  of the m andating ind ica ted . W here 
there is such a m anda te , the pow er of a ttorney for a patent a- 
g ency  m ay be signed or sealed by the entrusted relative or 
friend on behalf of the app lican t.

3. 1. 1. 3 Dissolution and Resignation of the Appointment
After the app lican t appo in ts  a patent a g e n cy , it/h e  may ter

m inate the appointm ent. A fter the patent agency accep ts  the 
a pp lica n t’s appo in tm ent, it m ay resign from  the appoin tm ent as 
well. To term inate the appo in tm ent, the patent agency shall be 
notified in a dva nce , and a request for a change of the patent a- 
gency in the b ib liog raph ic  data  shall be m ade to the O ffice. To 
resign from  the appo in tm ent, the patent agency sha ll, together 
w ith a declaration of resignation from the a ppo in tm ent, request 
the O ffice to make a change in the b ib liog raph ic  data. Before 
the term ination or resignation takes e ffe c t, the acts done by the 
patent agency on behalf of the app lican t shall continue to be ef
fective. W here the form ality fo r a change of the appoin tm ent of 
patent agency is in com pliance  w ith the Patent Law and its Reg
u la tions, both the app lican t and the patent agency shall be noti
fied accord ing ly .

3 . 1 . 2  Designation of Representative

3. 1. 2. 1 Designation
W here there are two or m ore app lican ts  and no patent agen

cy  has been app o in ted , one o f the app lican ts  shall be des igna t
ed as the representative. Unless otherw ise stated in the request, 
the first app lican t ( th e  app lican t firs t nam ed in o rd e r) in the re
quest shall be regarded as the representative by the O ffice.

3. 1 . 2 . 2  Right
Except for the form alities d irectly  relating to the jo in t righ ts , 

the representative shall have the right to handle various matters 
before the O ffice. The form alities d irectly  relating to the joint 
rights refer to filing a patent a pp lica tion , appo in ting  a patent 
a ge ncy , requesting an earlier pub lica tion of the app lica tion ,
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assigning the patent a pp lica tion , the right of priority or the patent 
r ig h t, w ithdraw ing the patent app lica tion , w ithdraw ing cla im ing 
the right of p rio rity , and abandon ing  the patent right or the right 
of requesting a reexam ination, e tc . . The form alities d irectly  rela
ting to the joint rights shall be s igned or sealed by all the owners 
of right.

3. 2 Claiming Right of Priority
Claim ing the right of priority m eans that the app lican t claim s 

in an app lica tion  filed  with the O ffice to enjoy a right of priority on 
the basis of one or more earlier filed app lica tions in accordance  
w ith Artic le  29 of the Patent Law. C laim ing the right of priority 
shall be in conform ity with the provis ions of A rtic les 29 and 30 of 
the Patent Law , Rules 32 and 33 of its Regula tions, and the rele
vant provis ions of the Paris Convention.

3. 2. 1 Claiming Foreign Right of Priority

Art. 29. 1 3. 2. 1. 1 Earlier Application and Priority -  Claiming of Subsequent
Application

Where any app lican t files a patent app lica tion  w hich con 
ta ins a declara tion cla im ing the priority of an earlier app lica tion 
filed  in a fore ign coun try , the exam iner shall check whether or 

not the earlier app lica tion , as the basis of the right of p rio rity , 
was filed in or for any country party to the Paris Convention. If 
the app lica tion  was filed in a country not party to the Convention, 
the exam iner shall check  whether or not that country recognizes 
the right of priority of China on the basis of the p rinc ip le  o f rec i
p rocity . The exam iner shall a lso check whether or not the a pp li
can t is entitled to claim  app lica tion  of the C onvention , i. e. 

whether or not h e /sh e  is a national of a country party to the Con
vention , or check whether or not the app lican t is a national of a 
country recogn iz ing  the right o f priority of China on the basis of 
the p rinc ip le  of rec iprocity .

Furtherm ore, the exam iner shall check  whether or not the 
subsequent app lica tion  is filed w ithin twelve m onths from the 
date  of filing of the earlier app lica tion . If th is requirem ent is not 
com p lied  w ith , c la im ing priority shall be deem ed not to have 
been m ade. W here there are tw o or more earlier app lica tions , 
the priority period shall be ca lcu lated from the date of filing of the 
first app lica tion . W here a certa in subsequent app lica tion  is filed
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later than the date on w hich the period of twelve m onths e x p ire d , 
cla im ing the priority o f that earlier app lica tion  shall be deem ed 
not to have been m ade and the app lican t shall be notified ac 

co rd ing ly.
In the course of the pre lim inary exam ination , the exam iner 

shall not check whether or not the earlier app lica tion  is the first 
app lica tion  defined by the Paris C onvention , and whether or not 
the sub ject matter of the subsequen t app lica tion  is identica l with 
that of the earlier a pp lica tion , unless the earlier app lica tion  is o b 
viously not in conform ity w ith the relevant provis ions of the Paris 
Convention, or the sub ject m atter of the subsequen t app lica tion  
is obviously d ifferen t from that of the earlier app lica tion .

The earlier app lica tion  m ay be an app lica tion  for inventor’s 
certifica te  defined in Artic le  4 A of the Paris Convention.

3. 2. 1. 2 Declaration Claiming Right of Priority
Art. 30 W here any app lican t c la im s the right of p rio rity , it/h e  shall

make a written declara tion in the request when the patent a p p li
cation is filed . If the app lican t fails to do so , the claim  to the 
right of priority shall be deem ed not to have been m ade.

The app lican t sha ll, in its /h is  written dec la ra tion , ind icate 
the date and the num ber of filing of the earlier app lica tion , w hich 

is the basis of the right of p rio rity , and the name of the country or 
the inter -  governm ental o rgan iza tion , in w hich the app lica tion  
was filed. If the written declaration fails to ind icate  or w rong ly in
d icates the filing date  of the earlier app lica tion  and the name of 
the country or the inter -  governm ental organ ization in w hich the 
app lica tion  w as file d , the declara tion shall be deem ed not to 
have been m ade , and for this reason, the claim  to the right of 
priority shall be deem ed not to have been m ade.

Where m ultip le  priorities are c la im e d , and the filing dates of 
part of the earlier app lica tions or the nam es of part o f the coun 
tries or inter -  governm ental organ izations in w hich the earlier a p 

plications were file d , were not ind icated  or w rong ly ind icated  in 
the written dec la ra tion , the claim  to the relevant right of priority 

shall be deem ed not to have been m ade. W here the filing num 
ber of the earlier app lica tion  is not ind icated  or w rong ly ind icated  
in the written d ec la ra tion , bu t the app lican t has subm itted  a cop- 
y of the earlier app lica tion  w ithin the p rescribed  tim e lim it, the 
app lican t shall be notified to make correction w ithin the specified  
time lim it. If it/h e  fails to make any response w ithin the time limit
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or the correction subm itted is not in conform ity w ith the relevant 
p rov is ions, the claim  to the right of priority shall be deem ed not 
to have been m ade.

3. 2. 1. 3 Copy of Earlier Application
The copy  of the earlier app lica tion , w hich is the basis of the 

righ t of p rio rity , shall be certified  by the com petent authority of 
the country or the inter -  governm ental organization in w hich the 
app lica tion  was filed . The form ality of the copy  of the said a p p li
cation shall be in conform ity with the international practice . At 
least, the name o f the country or inter -  governm ental o rgan iza
tion in which the app lica tion  was file d , the name of the app li
ca n t, the date  of filing and the filing num ber shall be ind icated. 
W here the app lica tion  is not in conform ity with those require
m ents, the app lican t shall be invited to make correction within 

the specified  time lim it. If it/h e  fails to make any response within 
the time lim it, or if the correction subm itted is not in conform ity 

with the said requ irem ents , it shall be deem ed that no copy  of 
the earlier app lica tion  has been subm itted , a nd , for this reason , 
the app lican t shall be notified that the claim  to the right of priority 
is deem ed not to have been m ade. W here m ultip le  priorities are 
c la im e d , the cop ies of all the relevant earlier app lica tions shall 
be subm itted . If th is requirem ent is not sa tis fied , it shall be 
deem ed that cop ies of the earlier app lica tions has not been sub 
m itted , a n d , fo r this reason, the app lican t shall be notified that 
the claim  to the right of priority o f the earlier app lica tion , a copy 
of w hich has not been subm itted , is deem ed not to have been 
m ade.

The copy  of the earlier app lica tion  shall be subm itted within 
three m onths from  the filing date of the subsequent app lica tion . 
If the said copy  has not been subm itted w ithin the time lim it, the 

claim  to the right of priority shall be deem ed not to have been 

m ade.
W here the certified  copy  of the earlier app lica tion  which has 

been subm itted  to the O ffice  is required to be subm itted aga in , 
a dup lica te  copy  may be used ins tea d , p rovided the copy  con 
tains the filing num ber of the subsequen t app lica tion  in the file of 
w hich the certified  copy  of the earlier app lica tion  is deposited.
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Rule 32. 2 3. 2. 1. 4  Applicant of Subsequent Application
The a p p lic a n t(s )  of the subsequent app lica tion  c la im ing  the 

right of priority shall be the same as the a p p lica n t, or at least 
one of the app lican ts  recorded in the certified copy  of the earlier 
app lica tion .

Where the app lican ts  of the two app lica tions are entirely d if
fe ren t, and the right of priority of the earlier app lica tion  has been 
assigned to the app lican t of the subsequent a pp lica tion , a d ocu 
ment certify ing the assignm ent of the right of p rio rity , s igned or 
sealed by all of the app lican ts  of the earlier a pp lica tion , shall be 
subm itted at the same time of filing the subsequen t app lica tion , 
or at the latest, w ithin three m onths from the filing of the subse 
quent app lica tion . W here the earlier app lica tion  has several ap 
p licants and the subsequen t app lica tion  has several d iffe ren t a p 
p lican ts , a docum ent certify ing the assignm ent of the right of p ri
o rity , s igned or sealed by all of the app lican ts  of the earlier ap 
p lica tion , to all of the app lican ts  of the subsequent app lica tion  
before the date  of filing of the subsequent app lica tion  shall be 
subm itted ; or a docum ent certify ing  the assignm ent of the right 

of p rio rity , s igned or sealed respective ly  by the several a p p li
cants of the earlier app lica tion , to the app lican ts  of the subse
quent app lica tion before the date  of filing of the subsequen t ap 
p lica tion , shall be subm itted.

Generally sp ea k in g , any docum ent certify ing  the ass ign 
m ent of the right of p rio rity , excep t where otherw ise p rov ided  for 
in the certify ing docum en t, and shall be s igned before the filing 
of the subsequent app lica tion . W here the app lican t fails to sub 
m it such a certify ing docum ent or where the certify ing docum ent 

subm itted is not in conform ity w ith the requ irem ents, the a p p li
can t shall be notified that the claim  to the righ t of priority is 
deem ed not to have been m ade.

3. 2. 1. 5 Withdrawal of Claim to Right of Priority
The app lican t m ay w ithdraw  its /h is  claim  to the righ t of p ri

ority after the claim  was m ade. W here the m ultip le  priorities are 
c la im e d , the app lican t m ay w ithdraw  its /h is  claim  to one or 
som e of the rights of priority.

Where any app lican t w ithdraw s its /h is  claim  to the righ t of 
p rio rity , it/h e  shall make a written request.

W here the earliest priority date  of a patent app lica tion  is 
changed because of the w ithdraw al of a certa in c la im  to the right
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of p rio rity , and the various periods of priority ca lcu la ted  from  that 
priority date have not e x p ire d , these periods of priority shall be 
ca lcu la ted  from the new earliest priority date  or the date of filing 

after the change. W here the request fo r w ithdraw al o f the claim 
to the right of priority reached the O ffice  later than fifteen months 
from the original earliest priority d a te , the time lim it fo r the pub li
cation of the subsequent app lica tion  shall be still ca lcu lated from 
the orig inal earliest priority date.

A fter the claim  to the right of priority has been w ithdraw n, 
the relevant requirem ents and measures regard ing  that claim  to 
priority shall be untenable.

3. 2. 1. 6 Fee of Claim to Right of Priority 
Rule 90.1  ( 4 )  W here any claim  to the right of priority is m ad e , the app li-
Rule 9 2 .2  cant shall pay the fee for c la im ing priority at the same time with

the paym ent of the filing fee. If the fee is not paid or not paid in 
full w ithin the tim e lim it, the claim  to the right of priority shall be 
deem ed not to have been m ade.

W here the claim  to the right of priority is w ithd raw n, the fee 
for cla im ing p rio rity , w hich has been p a id , shall not be refun

ded .

3. 2. 2 Claim to Domestic Right of Priority
The claim  to the right of dom estic  priority refers to the claim  

to the priority of a dom estic  earlier patent app lica tion , i. e. where 
any app lican t w ithin twelve months from the date  on which it/h e  
first filed an app lica tion  for a patent for invention or utility model 
in C h ina , files with the O ffice  a subsequent app lica tion  for a pa
tent fo r the sam e sub jec t m atter, it/h e  may claim  a right of priori
ty. The app lican t w ho cla im s a right of dom estic  priority m ay be 
either a Chinese or a foreigner.

3. 2. 2. 1 Earlier Application and Subsequent Priority -  Claiming 
Application

Rule 33. 2 The earlier app lica tion  and the subsequent priority -  c la i
m ing app lica tion  shall be in conform ity w ith the fo llow ing provi
s ions ;

( 1 )  The earlier app lica tion  should be an app lica tion  for pa

tent fo r invention or for utility m ode l, and not a d ivisional app lica 
tion of either of them , the earlier app lica tion  should not be an ap

p lica tion for patent for d es ign ;
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( 2 )  no fore ign or dom estic  priority has been cla im ed for the 
sub ject m atter o f the earlier app lica tion ;

( 3 )  no patent right has been granted for the sub jec t matter 
of the earlier a pp lica tion , i. e. no notification to grant a patent 

right for the sub jec t m atter of the earlier app lica tion  has been is
sued ;

(4 )  the subsequent app lica tion  w hich c la im s to the right of 
priority has been subm itted w ithin twelve months from the filing 
date of the earlier app lica tion .

When the requirem ent referred to above in paragraph  ( 3 )  is 
ch e cke d , the reference tim e shall be the filing date  of the subse
quent priority -  c la im ing a pp lica tion , i. e. up to the filing date of 
that app lica tion , the O ffice  has not issued a notification to grant 
the patent right for the sub ject matter o f the earlier app lica tion . 
When the requirem ent referred to above in paragraph  ( 4 )  is 
ch ecke d , where m ultip le  priorities are c la im e d , the reference 
time shall be the filing date  of the earliest app lica tion , i. e. the 

subsequent priority -  c la im ing app lica tion  should be filed w ithin 
twelve months from  the date of filing of the earliest app lica tion .

W here any of the above requirem ents is not com p lied  w ith , 
the app lican t shall be notified that the claim  to the right of priori
ty , or the claim  to the priority of the earlier app lica tion  that is not 
in conform ity w ith the requ irem ents, is deem ed not to have been 
m ade.

When the claim  to the righ t of priority is ch e cke d , if it is 
found that the notification to grant the patent right has been sent 
out by the O ffic e , bu t the date  of issue of the notification is later 

than the filing date  of the subsequen t a pp lica tion , and if the 
claim  to the right of priority is in conform ity w ith the requ ire 
m ents, the app lican t shall be invited to return the said notifica
tion as soon as possib le . When the O ffice receives the returned 
no tifica tion , the relevant fees w hich have been pa id  by the a p p li
cant shall be returned.

In the course o f the pre lim inary exam ination , the exam iner 
shall only check whether or not the sub jec t m atter of the subse
quent app lica tion  is obviously d ifferent from that o f the earlier a p 

p lica tion , and the exam iner shall not exam ine w hether or not the 
sub jec t m atter of the earlier app lica tion  and that of the subse
quent app lica tion  are identica l in substance. W here the subject 
matters of the earlier app lica tion  and the subsequen t app lica tion  
are obviously d iffe ren t, the app lican t shall be notified that the

30



GUIDELINES FOR EXAMINATION C hapter 1

Art. 30

Rule 32. 2

Rule 3 2 .2

claim  to the right of priority is deem ed not to have been m ade.

3. 2. 2. 2 Declaration Claiming Domestic Right of Priority
Any app lican t who cla im s the dom estic  right of priority shall 

m ake a written declaration in the request when the app lica tion  is 
filed . If the app lican t fails to do  so , the claim  to the righ t of prio r
ity shall be deem ed not to have been m ade.

The app lican t sha ll, in the declaration c la im ing the dom estic 
p rio rity , ind icate  the date  o f filin g , the filing num ber of the earlier 

a pp lica tion , w hich is the basis of the right of p rio rity , and the 
name of the country in which the app lica tion  was filed ( in this 
ca se , it is C h in a ) . If the app lican t fails to ind icate  or ind icates 
w rongly any of those m atte rs , the declaration shall be deem ed 
not to have been m ad e , a n d , fo r this reason, the claim  to the 

righ t of priority shall be deem ed not to have been m ade. Where 
m ultip le  priorities are c la im ed but any of the relevant matters re
quired to be ind icated  of the earlier app lica tions have not been 
ind icated or have been w rong ly ind icated  in the written declara
tion , the relevant claim  to the right of priority shall be deem ed 

not to have been m ade.

3. 2. 2. 3 Copy of Earlier Application
The copy  of the earlier app lica tion  shall be prepared by the 

O ffice  in accordance  with the Im plem enting Regulations of the 
Patent Law , and it shall be deposited  in the file of the subse
quent app lica tion , p rovided that the p rescribed  fee for cla im ing 

priority has been paid."

3. 2. 2. 4 Applicant of Subsequent Application
The app lican t of the subsequent priority -  c la im ing a pp lica 

tion shall be the sam e as that appearing  in the copy  of the earlier 
app lica tion . If they are d iffe ren t, the app lican t of the subsequent 
app lica tion  shall subm it a docum ent certify ing the assignm ent of 
the right of priority at the sam e tim e with the filing of the subse
quent app lica tion . W here there is any d ifficu lty  in do ing  so , the 
said docum ent shall be subm itted w ithin three months from  the 
filing date of the subsequen t app lica tion  together with the reason 
for the delayed subm ission. That docum ent shall be s igned by 

all of the app lican ts  of the earlier app lica tion  before the filing of 
the subsequent a pp lica tion , unless otherw ise p rescribed  in the 
certify ing  docum ent. W here the app lican t fails to subm it such a
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docum ent or the certify ing  docum ent fails to m eet the require
m ents, the app lican t shall be notified that the claim  to the righ t of 
priority is deem ed not to have been m ade.

3. 2. 2. 5 Withdrawal of Priority Claim
The exam ination shall be conducted  in accordance  w ith the 

provisions of Section 3. 2. 1. 5 of this C hapter. H ow ever, the ear
lier app lica tion , w hich has been deem ed to be w ithdraw n under 
Rule 33. 3 of the Im plem enting Regulations of the Patent Law , 
shall not be requested to be restored due to the w ithdraw al of 
the priority claim .

3. 2. 2. 6 Fee for Claiming Priority
The exam ination shall be conducted  in accordance  w ith the 

provisions of Section 3. 2. 1. 6 of this Chapter.

3. 2. 2. 7 Procedure of Earlier Application Deemed to Be With
drawn

W here the right of dom estic  priority is c la im ed , the earlier 
app lica tion  shall be deem ed to be w ithdraw n from  the date  on 
which the subsequen t app lica tion  is filed.

W here any claim  to the right of dom estic  priority m ade by 
the app lican t is , after the pre lim inary exam ina tion , found to be in 
conform ity with the requ irem ents, the app lica n t shall be notified 
that the earlier app lica tion  is deem ed to be w ithdraw n. Where 
two or more dom estic  priorities are c la im e d , if the c la im s a re , af

ter the pre lim inary exam ination , found to in conform ity with the 
requ irem ents, the app lican t shall be notified that the relevant 
earlier app lica tions are deem ed to be w ithdraw n.

Any app lica tion  w hich is deem ed to be w ithd raw n , cannot 
be restored.

3. 3 Disclosures without Prejudice to Novelty

3. 3. 1 Scope of Application
Artic le  24 o f the Patent Law p ro v id e s , an invention -  creation 

for w hich a patent is app lied  for does not lose its novelty w here , 
w ithin six months before  the date  o f filing ( or the priority date 

where priority is c la im e d ) , one of the fo llow ing events o c c u rre d :
( 1 )  W here it w as first exhib ited  at an international exhibition 

sponsored or recognized by the Chinese G overnm ent;
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( 2 )  W here it was firs t m ade pub lic  at a p rescribed  academ 
ic or technolog ica l m ee ting ;

( 3 )  W here it was d isc losed  by any person w ithout the con 
sent of the app licant.

With regard to the explanation of the events m entioned a- 
b ove , the reader is referred to Sections 5. 1 , 5 . 2  and 5. 3 , 
C hapter 3 of Part II of these Guidelines.

W here the event m entioned in instance (1  ) or ( 2 )  o c 
cu rre d , the app lican t shall make a declara tion in the request 
when the patent app lica tion  is filed. W here the event m entioned 
in instance ( 3 )  o ccu rre d , if the app lican t becom es aware of the 
event before the date  of filin g , it/h e  shall a lso make a dec la ra 
tion in the request when the patent app lica tion  is filed.

W here the relevant declaration is not in conform ity with the 

requirem ents m entioned a b o v e , the app lican t shall be notified 
that its /h is  request for the enjoym ent of a g race  period is 
deem ed not to have been m ade.

3. 3. 2 Certifying Materials
W here any request for the enjoym ent of a g race  period is 

m ade when the patent app lica tion  is file d , the certify ing m ateri
als shall be subm itted by the app lican t w ithin tw o months from 
the date  of filing of the app lica tion . In instance ( 3 )  m entioned in 
Section 3 .3 . 1 ,  if the app lican t becom es aware of the event after 
the date  of filing , it /h e  shall subm it the certify ing m aterials within 
the time lim it specified  by the O ffice ( two m o n th s ). W here the 
app lican t fails to subm it such m ateria ls w ithin the time lim it, it/h e  
shall be notified that the request for the enjoym ent of a grace pe

riod is deem ed not to have been made.
The certify ing m ateria ls of the international exhibition shall be 

p rov ided  by the sponsor of the exh ib ition , w ith its o ffic ia l seal af

fixed. The certify ing m aterials of the academ ic or technolog ica l 
m eeting shall be p rovided by the departm ent or bureau con 

cerned under the com petent authority of the State C ounc il, with 
its official seal affixed.

The certify ing m ateria ls shall ind icate  the nam e of the exh ib i
tion or m e e tin g , the date  on w hich and the venue where it was 
h e ld , the contents of the invention -  creation and the date  on 

which and the form in w hich it was exhib ited  or p ub lish ed , and a 
copy  of the contents o f the invention -  creation shall be appen
ded.
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In the case of the d isclosure by any person w ithout the con 
sent of the a p p lica n t, the d a te , form  and contents of the d isc lo 
sure shall be ind icated  in the certify ing  m ateria ls , w hich shall be 
s igned or sealed by the person who g ives evidence.

3. 4 Request for Examination as to Substance
The procedure  of exam ination as to substance of an a p p li

cation for a patent for invention shall com m ence m ainly w ith the 
request of the app lican t for an exam ination as to substance.

3. 4. 1 Relevant Requirements of Request for Examination as to 
Substance

The request for exam ination as to substance  shall be m ade 
within three years from the date  o f filing ( or priority date  where 
priority is c la im ed ) and the substantive  exam ination fee shall be 

paid w ithin the time limit.
When the app lican t for a patent for invention requests exam 

ination as to subs tance , it/h e  shall furnish pre -  filing date  (o r  
p re -p r io r i ty  date  where priority is c la im e d ) reference m aterials 
concern ing  the invention.

3. 4. 2 Examination and Handling of Request for Examination as 

to Substance
The request for exam ination as to substance  shall be exam 

ined in accordance  with the fo llow ing requ irem ents;

( 1 )  W here the app lican t has not subm itted  the request for 
exam ination as to substance  w ithin the time lim it, the O ffice  shall 
issue a notification of the expiration of the tim e lim it;

( 2 )  W here the request for exam ination as to substance has 

been m ade and the substantive  exam ination fee has been paid 
w ithin the time lim it, but the app lica tion  has not com p lied  with 
other requ irem ents, the app lican t shall be invited to m ake co r

rection w ithin the specified  time limit. If no correction is m ade 
w ithin the tim e limit or if the correction is not in conform ity with 
the requ irem ents , the request for exam ination as to substance is 
deem ed not to have been m ad e , and the app lican t is notified 

acco rd in g ly ;
( 3 )  W here the request fo r exam ination as to substance  is 

subm itted after the tim e lim it has e xp ire d , or if the corrections 
are not in conform ity with the requ irem ents , or if the substantive 
exam inationfee is not pa id  or not paid in full w ithin the time lim it,
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the app lica tion  shall be deem ed to be w ithd raw n;
( 4 )  W here the request for exam ination as to substance is in 

conform ity w ith the requ irem ents , the app lican t shall be notified 
that the app lica tion  is to enter the procedure  of substantive ex
am ination before the p rocedure  of exam ination as to substance 
com m ences.

3. 5 Declaration Requesting Earlier Publication
The request for earlier pub lica tion is app licab le  only to a pp li

cations for patent for invention.
W here the app lican t makes a request for earlier pub lica tion , 

the pub lica tion  shall not be sub jec t to any condition.
W here any declaration of request for earlier pub lica tion is 

checked  to be in conform ity w ith the requ irem ents, preparations 
for pub lica tion shall be started prom ptly after the patent app lica 
tion passes the pre lim inary exam ination. Thus, any request 
m ade by the app lican t for revoking the previous request for earli
er pub lica tion  shall be deem ed not to have been m ad e , and the 
app lica tion  docum ents shall be pub lished  in due course.

3. 6 Declaration Withdrawing Application for Patent
Any app lican t m ay request to w ithdraw  its /h is  app lica tion  for 

patent at any tim e before the patent righ t is g ranted. When w ith
draw ing  an app lica tion  for a pa ten t, the app lican t shall make a 
request by using the form of “  Declaration to w ithdraw  an app li
cation for a Patent" p rescribed  by the O ffice.

When a request fo r w ithdraw ing an app lica tion  for patent is 
su bm itted , the w ithdraw al shall not be sub jec t to any condition.

W here any request for w ithdraw ing an app lica tion  for patent 
is m ad e , no m atter whether or not a patent agency has been ap 
p o in ted , a docum ent, s igned or sealed by the a p p lica n t, certif
y ing that it/h e  agrees to w ithdraw  its /h is  patent app lica tion , 
m ust be subm itted . W here there are two or more a pp lica n ts , the 
certify ing docum ent m ust be signed or sealed by all o f the app li
cants.

W here the declara tion of requesting w ithdraw al of an app li
cation for patent is in conform ity with the requ irem ents, the app li
cant shall be notified accord ing ly . The app lican t may not revoke 

the said declara tion w ithout any justified reason. W here the de
claration of w ithdraw ing  was m ade in bad faith by a person who 
unlaw fully usurped the righ t to the pa ten t, the person w ho , on
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the evidence o f va lid  legal docum en t, has the right to the patent 
may request that the declaration of w ithdraw ing the app lica tion  
be revoked.

Where any declara tion to w ithdraw  an app lica tion  for patent 
is subm itted  after the app lica tion  has been sent to the editorial 
departm ent of the Patent Gazette for m aking preparations for 
pub lica tion , the app lica tion  docum ents shall be pub lished as 
sch ed u led , but the exam ination p rocedures shall com e to an 
end.

Where the app lica tion  has been p u b lish e d , the filing num 
ber of the app lica tion  that has been w ithdraw n shall be an
nounced in the Patent Gazette.

3. 7 Changes in Bibliographic Data
The b ib liog raph ic  data  of a patent app lica tion  inc ludes ; the 

filing num be r, date of filin g , title of invention -  c rea tion , c lass ifi
cation sym bo l, information relating to priority ( inc lud ing  the filing 
num ber and date of filing of the earlier app lica tion , and the 
country in which the earlier app lica tion  was f i le d ) ,  information 
relating to the app lican t or the patentee ( in c lu d in g  its /h is  nam e, 
nationa lity, add ress and postal c o d e ) , nam e o f the inventor, in
form ation relating to the patent agency ( including its nam e, a d 
dress and postal c o d e , and nam e of the patent a g e n t) , in form a
tion relating to the liaison person ( in c lu d in g  h is /h e r nam e, a d 
dress and posta l c o d e ) , and rep resen ta tive , e tc . .

W here any of the b ib liog raph ic  data  concern ing  information 
relating to personnel ( referring to information relating to the a p 
p licant or pa ten tee , name of the inventor, information relating to 
the patent a g e n cy , information relating to the liaison person and 
representa tive) has c h a n g e d , the party concerned shall make a 
statem ent for change in the b ib liog raph ic  data  in accordance  
with the relevant provis ions. W here any of other b ib liog raph ic  
data  has c h a n g e d , the O ffice shall m ake changes ex offic io  in 
the light of spec ific  c ircum stances.

These G uidelines make provisions only for the necessary 
form alities to be com p lied  w ith when any change in the b ib lio 
g raph ic  data  is to be m ade.
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3. 7. 1 Change of Name and Change of Right Owner

3. 7. 1. 1 Change of Name
The change of nam e refers to the situation that there is no 

change in the party concerned ( in c lu d in g  app lican t or patentee , 
inventor, patent a ge ncy , patent agent and liaison p e rson ) p e r  
se , bu t its /h is  name or nationality has altered or it/h e  has 

m oved to a new address.

3. 7. 1. 2 Change of Right Owner
Change of right owner refers to any of the fo llow ing c ircum 

stances;
( 1 )  The owner of the right to app ly  for a patent or the patent 

right may change because of assignm ent or transfer by succes
sion or g ift of these rights or may change as a result of any d is
pute of the ownership of these rights. These changes lead to the 
increase or decrease of the num ber of the app lican t or patentee, 

and consequently  to a change in the nam e, nationality or ad 
dress of the app lican t or patentee.

( 2 )  The inventor m ay change as a result of any d ispute 
concern ing  the identity of the inventor. If the person incorrectly 
given as inventor is rep la ce d , this may lead to a change in the 
num ber of the inventor, and consequently  m ay lead to changes 
in the nam es of the inventors.

( 3 )  The patent agency and the patent agent m ay change 
because their appo in tm ent is revoked or the patent agency is re 
-a p p o in te d  as a result of the change of the app lican t or paten

te e , o r, during the prosecution of the app lica tion , because the 

patent agency has resigned or has been d ism issed and re -  ap
pointed. This may lead to a change in the name and address of 
the patent agency and the name of the patent agent.

( 4 )  The liaison person or representative may change be

cause h e /sh e  is d ism issed or rep laced as a result of a change 
of the app lican t or patentee. This m ay lead to a change in the 
name and address of the liaison person or representative.

3. 7. 2 Formalities of Making Changes

3. 7. 2. 1 Statement for Change in Bibliographic Data
Where any change in the b ib liog raph ic  data  is requested , It 

is required to use the unified form  p rescribed  by the O ffice.
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Rule 90. 1 (4 )

Rule 97

Art. 10 
Rule 14 
Rule 15.1

Where one or more items of the b ib liog raph ic  data  of a patent 
app lica tion are asked to be changed  at the same tim e , only one 
form of request is required to be subm itted . W here one and the 
same item of the b ib liog raph ic  data  of several patent a pp lica 
tions is asked to be c h a n g e d , one form of request for each ap
plication is required to be subm itted.

3. 7. 2. 2 Fee for Change in Bibliographic Data
When a request for a change in the b ib liog raph ic  data  is 

subm itted , the fee for a change in the b ib liog raph ic  data  shall 
be paid in accordance  with the relevant provis ions. The fee for a 
change in the b ib liog raph ic  data  in the patent fee schedule  p re 
scribed  by the O ffice refers to the fee for each request for a 
change in the b ib liog raph ic  data  of each patent app lica tion .

3. 7. 2. 3 Time Limit for Paying Fee for Change in Bibliographic 
Data

The fee for a change in the b ib liog raph ic  data  shall be paid 
w ithin one month from the date  on w hich the request concerned 

was subm itted . If the fee is not paid or not paid in full w ithin the 
time lim it, the request for a change in the b ib liog raph ic  data  
shall be deem ed not to have been m ade unless otherw ise pre
scribed  in the provisions.

3. 7. 2. 4 Certifying Documents for Change in Bibliographic Data
( 1 )  W here the name or address of the a p p lica n t, pa ten tee , 

inventor, patent agency or patent agent is c h a n g e d , it /h e  shall 
subm it a certify ing docum ent issued by the local pub lic  security 
d epartm en t, the adm inistration departm ent for industry and com 
m erce or the com peten t authority at the higher level. W here h is / 

her nationality is ch an ge d , h e /sh e  shall subm it a certify ing d o c 
um ent issued by the com petent authority of the State to which 
h e /sh e  belongs.

( 2 )  W here any right is transferred as a result of a d ispu te  of 

the ownership of the right of the app lican t or pa ten tee , or the in
ventor is changed as a result of a d ispute  of the identifica tion of 
the inventor, the person requesting a change in the b ib liograph ic  
data  shall subm it an agreem ent of transfer of the right s igned or 
sealed by all o f the interested parties if the d ispu te  has been set
tled by negotia tions; or the judgm ent o f the peop le ’s court which 
has entered into force if the d ispute  has been settled by the
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people 's  court. A fter rece ip t of the jud gm e n t, the O ffice shall in
quire  whether or not an appea l has been lodged . W here there 
no response is m ade or defin ite ly no appea l was lodged within 
the spec ified  time lim it ( two m o n th s ) ,  the judgm ent shall be 
considered to have entered into force. If an appea l has been 
lo d g e d , the interested party shall furnish docum ents certify ing 
the appea l has been accep ted  and the original judgm ent o f the 

peop le ’s court shall no longer has legal effect.
W here the d ispu te  has been settled by the local adm in istra 

tive authority for intellectual property affairs ( hereinafter referred 
to as A A IP A ) , the O ffice sha ll, after rece ip t of the decis ion of 
m ed ia tion , notify other interested parties and inquire whether or 
not legal p roceed ings have been instituted in the peop le ’s court. 
Where there is no response, or c learly no legal p roceed ings 
were instituted in the peop le ’s court w ithin the p rescribed  time 
limit ( tw o  m o n th s ) , the decis ion of m ediation shall be cons id 
ered to have entered into force. If legal p roceed ings have been 
instituted in the peop le ’s co u rt, the interested party shall furnish 
docum ents certify ing  that the legal p roceed ings have been ac
cepted  and the original decis ion of m ediation o f the AAIPA shall 

no longer have any legal effect.
( 3 )  W here the right of the app lican t or patentee has been 

transferred because of assignm ent or g ift, and a request for a 
change in the b ib liog raph ic  da ta  is subm itted , it/h e  shall subm it 
the orig inal contract of assignm ent or g ift or its notarized copy. If 
such a contract is conc luded  by any legal entity , it shall be 
signed or sealed by the legal representative or authorized per
son , and the official seal or the seal specia lly  used for conc lu 
d ing  contracts shall be a ffixed. W here it is necessary , a notariz
ed docum ent shall be subm itted. If the contract is conc luded  by 
any ind iv idua l, it shall be s igned or sealed by the person himself 
or herself. W here it is necessary , a notarized docum ent shall be 
subm itted . W here there are two or more patent app lican ts  or pa 
ten tees, a docum ent certify ing that all of the right owners have a- 
greed the assignm ent or g ift shall be subm itted.

W here the assignor or the assignee of the assignm ent of the 
right to app ly  for a patent or the patent right is a legal entity or in
d iv idua l having no habitua l residence or business office in M ain
land C hina, any request for a change in the b ib liog raph ic  data 
shall be in conform ity with the fo llow ing p rovis ions:

( i)  W here both the assignor and the assignee are overseas
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residents or fore ign  legal en tities , the orig inal con tract of ass ign 
m ent or its notarized copy signed or sealed by both parties shall 
be subm itted to the O ffice.

( i i )  W here the assignor is a legal entity or ind iv idua l of Ma
inland China and the assignee is an overseas resident or legal 
en tity , the orig inal con tract of assignm ent or its notarized copy 
signed or sealed by both pa rties , together w ith a docum ent ce r
tifying approva l of the assignm ent by the com petent departm ent 
for fore ign trade and econom ic affairs o f the State Council in con 
junction with the sc ience and technology adm in istration depa rt
ment of the State Council shall be subm itted.

( iii) W here the assignor is an overseas resident or legal en
tity and the assignee is a legal entity or ind iv idua l of Mainland 
C hina, the o rig inal contract of assignm ent or its notarized copy 
signed or sealed by both parties shall be subm itted.

( i v ) In the instances m entioned a bo ve , any request for 
m aking a change of the right owner in the b ib liog raph ic  data 
shall be m ade by the app lican t or the patentee who is the as
s ignor o f the right to app ly  for a patent or the patent r ig h t, or the 
patent agency it /h e  has appointed .

The overseas resident or legal entity m entioned in instances
( i )  to ( iii)  refers to any fo re igner, fore ign enterprise  or other for
e ign o rgan iza tion , and to any resident or legal entity o f Hong 
K o ng , M acao or Ta iw an, having no habitual res idence or bus i
ness o ffice  in M ainland China. W here they have habitua l resi
dence or business o ffice  in M ainland C h ina , they may assign the 
right to app ly  for a patent or the patent right in accordance  with 
the provisions w hich are app licab le  to Chinese ind iv idua ls or en
tities assigning the righ t to a pp ly  for a patent or the patent right.

( 4 )  W here any app lican t or pa ten tee , w hich is a legal enti
ty , requests to m ake changes in the b ib liog raph ic  da ta  in conse
quence of the reorgan ization, b reakup , w ind ing  -  u p , bankrup t
cy  or reform of the e n tity , or its m erge with any other en tity , it 
shall subm it the relevant certify ing docum ents w hich have legal 
effect.

( 5 )  W here any app lican t or patentee d ie s , the successor in 
title requesting a change in the b ib liog raph ic  data  shall subm it a 
certify ing docum ent issued by the notary organ ization certify ing 
that the requesting p e rso n (s ) is the only legitimate s u c c e s s o rs ) 
in title o f the deceased a pp lica n t or patentee. The jo in t succes
sors in title shall inherit jointly the right to app ly  for a patent or the
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patent righ t excep t where otherw ise p rovided in the Patent Law.
( 6 )  W here a patent agency changes its name or add re ss , it 

shall firstly request to make a change in the registration at the 
departm ent in charge  of the patent agencies in the State Inte llec
tual Property O ffice. A fter the registration takes e ffec t, the patent 
agency shall request to make changes in the b ib liog raph ic  data 
of each patent app lica tion  and patent for which it acts as the pa
tent agency. The request fo r a change of the patent agent shall 
m ade by the patent agency w hich is the em ployer of the patent 

agent.
( 7 )  W here any patent agency changes because of its res ig 

nation, be ing d isch a rg ed , or being appoin ted  during the prose
cution o f the a pp lica tion , it shall subm it the res ignation , d is
charge  o f appo in tm ent or pow er of attorney.

3. 7. 2. 5 Person Requesting Change in Bibliographic Data
W here any app lican t files an app lica tion  for patent w ithout 

appoin ting  a patent a ge ncy , it shall be the responsib ility  o f the 
app lican t or the pa ten tee , or its /h is  representa tive , to go 
through the form alities of m aking any change in the b ib liograph ic  
data  of the app lica tion . If the change w as due to the assignm ent 
or succession of the relevant righ t or the settlem ent of a d ispute  
over the question of ownership of the relevant r ig h t, the new 
owner of the relevant right (e x c e p t where otherw ise p re scrib ed ) 
may go through the form alities. W here any patent agency has 
been appoin ted  to file an a pp lica tion , the patent agency shall go 
through the said form alities unless the approval of the estab lish
m ent of the patent agency has been revoked in accordance  with 
the Rules G overning Patent Agency.

3. 7. 3 Handling of Request for Change in Bibliographic Data
Where it is found after checking  that the form alities of re

questing to make a change in the b ib liog raph ic  data  are not in 
conform ity w ith the p rov is ions, the requesting person shall be 
notified to m ake correction. If the correction is still not in con

form ity w ith the requ irem ents, the request for change shall be 
deem ed not to have been m ade, and the requesting person 

shall be notified accord ing ly . If the form alities of requesting to 
make a change in the b ib liog raph ic  data  are found to be in con
form ity w ith the p rov is ions, the requesting person shall be noti
fied that the form alities are sa tis fac to ry , and it/h e  shall also be

41



C hapter 1 GUIDELINES FOR EXAMINATION

informed of the b ib liog raph ic  data  before and after the change. 
If the change is required to be announced , the requesting per
son shall be inform ed the volum e num ber and the issue num ber 
of the Patent Gazette in w hich the announcem ent is scheduled . 
W here the change in the b ib liog raph ic  data  relates to the transfer 
of the relevant r ig h t, both parties to the transfer shall be notified. 
At the same tim e the exam iner shall com p le te  the fo llow ing :

( 1 )  C hange and check the re levant b ib liog raph ic  data  in 
com pute r database.

( 2 )  W here the am ount of the relevant fee is changed  be
cause o f change of the owner of the relevant r ig h t, the party 
concerned shall be notified to make up the insuffic iency in ac
co rdance  with the new rate w ithin the spec ified  time lim it. W here 
the fee is not paid or not pa id  in full w ithin the tim e lim it, it shall 
be treated as if it were not pa id  in fu ll. W here the rate of the re
duction and postponem ent of the paym ent is c h a n g e d , the rele
vant mark in the database shall be changed  and the requesting 
person shall be notified accord ing ly .

( 3 )  W here the change will be announced in the Patent G a
zette in accordance  with the p rov is ions, e. g. the change  of the 
pa ten tee , the information before  and after the change shall be 
announced.

( 4 )  W here the name or address of a patent agency is 
ch an ge d , or the approva l of the estab lishm ent of patent agency 
is revoked in accordance  w ith the Rules G overning Patent A gen
c y , the exam iner shall com ple te  the fo llo w in g ;

( i )  As for the group change in b ib liog raph ic  data  and uni
form ly handling of d issolution o f patent a ge nc ies , the b ib lio 
g raph ic  data  in the com pute r shall be am ended uniform ly.

( ii)  The declara tion of a group change  in b ib liog raph ic  data 
and the uniform ly handled notification of d issolution of the patent 
agency shall be put into the relevant app lica tion  files.

( i i i )  W here the app lican t of the patent app lica tion  handled 
by the d isso lved patent agency is a dom estic  legal person or in
d iv idua l, the first s ignatory of the app lican t shall becom e the 
representative of the patent app lica tion  autom atica lly from  the 
date  of the announcem ent o f the said d issolution ( unless other
w ise a n n ou nce d ). The app lican t m ay appo in t another patent a- 
gency.
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Art. 10. 3

Rule 44. 1 (1 )  

Rule 44. 2

Rule 9

3. 7. 4 Date of Entry into Force of Change of Right to Apply for
Patent ( or Patent Right)

The change  of the righ t to app ly  for a patent ( or the patent 
r igh t) shall take e ffect as of the date  of registration of transfer of 
the right w ith the O ffice. The date  of registration is the date  of is
suance of the notification on w hich of the satisfaction o f the for
m alities for change issued by the Patent O ffice.

4 Check on Obvious Substantial Defects

4. 1 Check According to Article 5 of Law
A cco rd ing  to Artic le  5 of the Patent Law , no patent right 

shall be granted for any invention -  creation that is contrary to the 
Laws of the State or socia l m orality or that is detrim ental to pub lic 

interest.
In checking  whether or not the invention -  creation is obv i

ously contrary to the Laws of the S ta te , or obviously contrary to 
socia l m ora lity , or obviously detrim ental to pub lic  in terest, Sec
tion 2 ,  C hapter 1 of Part II of these G uidelines should be consu l
ted . If it is found that the entire contents or part of the contents of 
the app lica tion  fall under one of the three aspects m entioned a- 
b o ve , for exam p le , if the app lican t filed an app lica tion  with the 
fo llow ing or sim ilar co n te n ts ; “ A kind of d rug taking to o l” , “ A 
kind of tool fo r gam bling  and the m ethod of its use” , or “ A kind 
of safe w hich can arrest the th ief autom atica lly” , the O ffice shall 
notify the app lican t of its op in ion , stating the reasons, and re
quest it/h im  to subm it its /h is  observations ( i f  the entire contents 
are invo lved ) ,  or to delete  the relevant part ( i f  only part of the 
contents is invo lved) w ithin the spec ified  time limit. If the obser
vations subm itted by the app lican t are not suffic ient to justify that 
the relevant invention does not fall under Artic le  5 of the Patent 
Law , or the app lican t refuses to delete the relevant part o f the in
vention w ithout any fully justified reason, the O ffice shall reject 
the app lica tion . If the app lican t has deleted the relevant part of 
the invention as requested by the O ffice , and added  a few 
w ords or sentences w hich are ind ispensable  from the con tex t, it 

should be perm itted.
Any invention -  creation that is contrary to A rtic le  5 of the Pa

tent Law , referred to in the above p a rag raph , shall not include 
the invention -  creation merely because the exploita tion of which 
is p rohib ited by the Laws o f the State.
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4. 2 Check According to Article 25 of Law
A cco rd ing  to Artic le  25 of the Patent Law , no patent right 

shall be granted for any of the fo llow ing sub jec t m a tte rs ;
( 1 )  sc ien tific  d iscoveries;

( 2 )  rules and m ethods for mental ac tiv ities ;
( 3 )  m ethods for the d iagnosis or fo r the treatm ent o f d isea

ses;

( 4 )  animal and p lant va rie ties ;
( 5 )  substances obta ined by m eans of nuclear transform a

tion.

For processes used in p roduc ing  p roducts  referred to in i- 
tem ( 4 )  of the p reced ing  p a rag ra ph , patent right may be g ran
ted in accordance  w ith the provisions of the Patent Law.

In checking  whether or not any invention for w hich a patent 
is app lied  for obviously falls under any of the sub jec t matters for 
w hich no patent right shall be granted  in accordance  with Artic le  
25 of the Patent Law , Section 2 ,  C hapter 1 o f Part II of these 
G uidelines should be consu lted . If it is found that the entire con 
tents of the app lica tion  belong to one of the sub ject m atters d e 
scribed  in A rtic le  25 of the Patent Law , for exam p le , the app li
cant filed an app lica tion  for patent for the fo llow ing or sim ilar 

co n te n ts : “ A newly d iscovered  m inor p la n e t” , “ A genetica lly  
engineered cow  conta in ing human g e n e ” , “ A m ethod for d ia g 
nosing d iseases in a human b o d y ” , the O ffice shall notify the 
app lican t of its o p in ion , stating the reasons, and request it/h im  
to subm it observations w ithin a specified  time lim it. If the 
app lica n t’s observations fail to prove that the sub jec t matter of 
the app lica tion is not one of the sub ject matters m entioned a- 
bove , the app lica tion  shall be re jected. If it is found that only a 
part of the contents of the app lica tion  be longs to one o f the su b 
jec t m atters m entioned a bo ve , and that part is d ifficu lt to be sep 
arated from the app lica tion , nothing can be done in the pre lim i

nary exam ination. It should be left to be handled in the p roceed 
ing of exam ination as to substance.

4. 3 Check According to Article 31.1 of Patent Law
A ccord ing  to A rtic le  31 .1  of the Patent Law , an app lica tion  

for a patent for invention shall be lim ited to one invention. Two or 
m ore inventions be long ing  to a s ing le  general inventive concep t 
may be filed  as one app lica tion .

In the p roceed ing  of pre lim inary exam ination , it is not nec
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Rule 42. 2

essary to exam ine whether or not the app lica tion  is in conform ity 

w ith the requirem ents of A rtic le  31 .1  of the Patent Law. Excep
tiona lly , if the app lica tion  conta ins two or more inventions which 
obviously have not any relation with each o the r, and it is im pos
s ib le  to accord  a sing le  c lassifica tion sym bol for the sub ject mat 
ter of the app lica tion , the O ffice shall notify app lican t of its op in 
ion , and request it/h im  to am end the app lica tion  so as to meet 
the requirem ent of unity. If the app lican t refuses to do so w ithout 
any justified  reason , the app lica tion  shall be rejected.

4. 4 Check According to Article 33 of Law
A cco rd ing  to Artic le  33 of the Patent Law , an app lican t may 

am end its /h is  app lica tion  for a patent for invention, bu t the a- 
m endm ent to the app lica tion  may not go  beyond the scope  of 
the d isclosure conta ined in the initial descrip tion  and claim s.

The am endm ents m ade by the app lican t on its or his own in

itiative at the time of m aking a request for the exam ination as to 
substance in accordance  with Rule 51 of the Im plem enting Reg
ulations of the Patent Law shall not be checked  in the prelim inary 
exam ination. Only when the O ffice notifies the app lican t of its o- 
pinion after pre lim inary exam ination and requests it/h im  to a- 
m end the a pp lica tion , it is necessary to check whether or not the 
am endm ents m ade by the app lican t obviously go beyond the 

scope  o f the d isc losure  conta ined in the initial descrip tion  and 
claim s. If the am endm ents obviously go beyond the scope  of the 
initial d isc losure , for exam p le , the app lican t has am ended the 
data  or has expanded the scope of the num erical va lue , or has 
in troduced a claim  of a techn ica l solution w hich has not any d is
closure in the initial descrip tion , or has added  one or more pa
ges of the substantia l contents of the invention w hich were not in
c luded  in the initial descrip tion  or c la im s, the app lican t shall be 
notified accord ing ly . If the app lican t fails to give suffic ient reason 
to show the am endm ent does not go beyond the initial d isc lo 
s u re , and refuses to make any change to the am endm ents which 
are not in conform ity w ith the provisions o f A rtic le  33 of the Patent 
Law , or the am endm ents subm itted by the app lican t are still not 
in conform ity with the requ irem ents, the app lica tion  shall be re

jected .

4 .5  Check According to Rule 2 .1  of Regulations
A cco rd ing  to Rule 2. 1 o f the Im plem enting Regulations of
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the Patent Law , “ invention ”  in the Patent Law m eans any new 

techn ica l solution relating to a p ro d u c t, a process or im prove
m ent thereof.

In the pre lim inary exam ination , it is only necessary to judge  
whether or not the “ invention” described  in the app lica tion  for a 
patent constitu tes a techn ica l solution: If there are only d e sc rip 
tions of techn ica l index, advantages and results but no d e sc rip 
tion relating to the solution o f a techn ica l p roblem  or even no d e 
scrip tion  of techn ica l con ten ts , the O ffice  shall notify the a p p li

cant o f its opinion after check ing  its /h is  app lica tion . If no re
sponse is m ade w ithin the spec ified  tim e lim it, the app lica tion 
shall be deem ed to have been w ithdraw n. A fter the app lican t 
has m ade its /h is  response, if the exam iner still considers that 
the app lica tion  is not in conform ity w ith the provis ions o f Rule 2 .1  
of the Im plem enting Regulations of the Patent Law , the a pp lica 
tion shall be re jected and the reasons shall be stated a cco rd in g 
ly. W here part of the techn ica l features of the “ invention ”  have 
been described  in the app lica tion  docum ents , it is not necessary 
for the exam iner to determ ine w hether or not the techn ica l solu
tion is com ple te  or whether or not the solution can be carried 
out.

4. 6 Check According to Rule 18 of Regulations
The descrip tion  shall not use any w ords or sentences that 

have no relation to technology. Nor shall it conta in any com m er

cial advertis ing or any language belittling  or s landering other per
sons or p roducts of other persons. H ow ever, pointing out o b jec 
tively the problem s existing in the background  art shall not be re
garded  as a belittling act. The descrip tion  shall include technical 
contents of the invention. W here the descrip tion  is obviously not 
in conform ity w ith those requ irem ents , the O ffice shall notify the 
app lican t of its op in ion , stating the reasons, and request it/h im  

to subm it observations w ithin a spec ified  tim e lim it. If the obse r
vations or corrections subm itted  by the app lican t fail to rem ove 
the defects existing in the a pp lica tion , it shall be re jected a c 
co rd ing  to the provis ions of Rule 18 of the Im plem enting Regula
tions of the Patent Law.

In the pre lim inary exam ination , if part of the techn ica l fea
tures of the invention are described  in the descrip tio n , and its 
form is in conform ity w ith the requirem ents o f Section 2. 2 of this 
C hap te r, it is not necessary to exam ine other substantia l issues,
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w hich shall be dea lt w ith in the exam ination as to substance.

4. 7 Check According to Rule 20 of Regulations
The cla im s shall state the techn ica l features of the invention, 

and define c learly and concise ly the extent of the patent p ro tec
tion asked for.

The cla im s shall not contain any w ords or sentences that 
have no relation to techno logy , such as “ to ask for the protection 
of the right o f p roduction  and sale under this pa ten t” , e tc . . Nor 
shall the c la im s contain any com m ercia l adve rtis ing , or any lan
guage  be littling , s landering or libeling other persons or p roducts 
of other persons.

W here the cla im s are obviously not in conform ity with those 
requ irem ents , the O ffice shall notify the app lican t of its op in ion , 
stating the reasons, and request it/h im  to subm it observations 
w ithin a specified  time limit. If the observations subm itted by the 
app lican t fail to rem ove the de fec ts , the app lica tion  shall be re
jec ted  accord ing  to Rule 20 of the Im plem enting Regulations of 
the Patent Law.
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Rule 44.1

Rule 4 4 .2

Chapter 2

Prelim inary Examination of A pp lica tion  for Patent fo r Utility Model

1. Introduction

In accordance  w ith the provision o f A rtic les 3 and 40 o f the 
Patent Law , the O ffice  receives and exam ines patent a pp lica 
tions for utility m odel. W here it is found after pre lim inary exam i
nation that there is no cause for rejection of the a pp lica tion , the 
O ffice  shall m ake a decis ion  to grant the patent righ t fo r utility 
m ode l, issue the relevant patent ce rtifica te , and register and an
nounce it. H ence , the pre lim inary exam ination of an app lica tion  
for a patent for utility m odel is a necessary p rocedure  after the 
accep tance  of an app lica tion  for a patent for utility m od e l, and 
before the grant of that app lica tion .

The scope  o f the pre lim inary exam ination of an app lica tion  
for a patent for utility m odel is as fo llow s:

( 1 )  W hether or not the app lica tion  contains the patent a p p li
cation docum ents as p rovided in A rtic le  26 of the Patent Law , 
and whether or not the app lica tion  docum ents are in conform ity 
with the requ irem ents;

( 2 )  W hether or not the app lica tion  for a patent fo r utility 
model obviously falls under A rtic le  5 or A rtic le  25 of the Patent 

Law , or is obviously not in conform ity w ith the provis ions of Arti
c le  18 or Artic le  19.1  of the Patent Law , or is obviously not in 
conform ity w ith the provisions of A rtic le  2 6 .3 ,  2 6 .4 ,  3 1 .1 ,  or A r

tic le  33 of the Patent Law , or Rule 2 .2 ,  1 3 .1 ,  18 - 2 3 ,  or 43.1  
of the Im plem enting Regulations of the Patent Law , or is not enti
tled to a patent right in accordance  w ith the provisions of Artic le  
9 of the Patent L a w ;

( 3 )  W hether or not other docum ents relating to the patent 
app lica tion  docum ents are in conform ity with the re levant p rovi
sions of the Patent Law and its Regulations.

The O ffice shall notify the app lican t of its opfnion after p re 
lim inary exam ination, and request it/h im  to subm it observations 

or make corrections w ithin a spec ified  time limit. If no response 
is m ade w ithin the specified  time lim it, the app lica tion  shall be 

deem ed to have been w ithdraw n. W here , after the app lican t has 
subm itted observations or m ade co rrec tions , the O ffice  finds that 

the app lica tion  is still not in conform ity with the provis ions m en
tioned above , the app lica tion  shall be re jected.
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2. Formality Examination of Application Documents

In this re g a rd , the relevant provis ions in Section 2 , Chapter 
1 o f Part I of these G uidelines shall app ly  m utatis m utandis.

3 . Formality Examination of Other Documents

In this re g a rd , the relevant provisions in Section 3 ,  Chapter 
1 of Part I of these G uidelines shall app ly  m utatis m utandis.

4. Examination of Application for Which No Patent Right Shall Be 

Granted

The relevant provisions of C hapter 1 of Part II of these 
G uide lines shall app ly  to the exam ination in accordance  with the 

provis ions of A rtic le  5 and Artide 25 of the Patent Law.

5 . Examination of Subject Matter Protected by Patent for Utility 
Model

In this reg a rd , the exam ination shall be m ade in accordance  
w ith the provis ions of Rule 2 .2  of the Im plem enting Regulations 
of the Patent Law.

5 .1  Patent for Utility Model Protects Product Only
In accordance  with the provisions of Rule 2 .2  of the Im ple

m enting Regulations of the Patent Law , the patent fo r utility m od
el p ro tects only p roducts  that are ob jects m anufactured by in
dustria l m ethods and occupy  a certain space.

All the processes ( in c lu d in g  the use of a p ro d u c t) and the 
ob jects  w hich are naturally existing and not man -  m ade are not 

pro tected  by the patent fo r utility m odel.
The processes referred to above include the m anufacturing 

p rocesses, m ethods of use , m ethods o f com m un ica tion , pro
cessing  m ethods, com pute r program  or the m ethod of app ly ing 
a p roduc t to a spec ific  pu rpose , e tc . .

For exam p le , a process of m anufacturing a kind of g e a r, a 
m ethod of dust -  e lim inating in the w orkshop , a da ta  processing 
m ethod and naturally existing Yuhua s tones, etc. , all of them 
shall not be pro tected  by the patent fo r utility m odel.

It should be noted tha t:
( 1 )  Even if the title of the c la im ed sub jec t m atter of the ap

p lication is a p ro d u c t, if the entire techn ica l features in the inde
pendent claim  constitu te a process or a process in substance , it 

is not a p roduc t pro tected  by the patent for utility m odel. For ex
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Rule 2 .2

a m p le , a kind of wood toothp ick  w hich is characte rized  in that 
by processing  the said wood toothp ick  into a p redeterm ined 
shape , imm ersing the said wood too thp ick in m edica l bac te ri
c ide  for 5 - 2 0  m inu tes, then taking it out and a iring it.

( 2 )  If the shape and structure  features of a p roduc t were 
described  in the pream ble  portion of the independen t claim  and 
only process feature was described  in the characte riz ing  por
tion , the exam iner shall determ ine whether or not the part of the 
utility m odel w hich has m ade contributions to the prior art con 

ta ins features of the shape or the structure of a p roduct. If there 
are features of the shape or the s truc tu re , the app lican t shall be 
notified to co rrec t the c la im s so as to include these features in 
the characteriz ing portion of the independen t claim . If there are 
no such fea tures, that utility m odel is a p roduct w ith identica l 
shape and structure  m anufactured by d iffe ren t p ro cess , and 
m ay not be pro tected  by the patent for utility m odel.

5 .2  Shape of Product
The shape o f a p roduct refers to certa in space  -  shape pos

sessed by the p ro d u c t, w hich can be observed from the out
side.

The techn ica l solution relating to the shape of a p roduc t may 
be the solution relating to either the three -  d im ensional shape of 
the p ro d u c t, such as the im provem ent of the shape of a cam  or 
a cu tte r, or the two -  d im ensional shape of the p ro d u c t, such as 
the im provem ent of the cross -  sectional shape o f a profiled bar.

The p roduc t w hich has a non -  fixed -  fo rm , such as the 

substance or material in gaseous sta te , liqu id  sta te , pow der 
state or partic le  s ta te , cannot be regarded  as the shape feature 
of a product.

It should be noted tha t;

( 1 )  The b io log ica l shape or naturally -  form ed shape cannot 
be regarded  as the shape feature of a p roduct. For exam p le , 
neither the shape of a m iniature tree grow ing  in a potted land
scape  nor the shape of naturally -  fo rm ed rockery can be regar
ded as the shape feature of a product.

( 2 )  A non -  fixed shape form ed by m eans of arrangem ent 
or stacking can not be regarded  as the shape feature of a p rod 
uct.

( 3 )  A p roduc t may have a certa in techn ica l feature of a non 
- f ix e d  shape , such as the substance in gaseous sta te , liquid
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s ta te , pow der state or partic le  s ta te , p rovided that it is defined 

by the structure  feature of the p roduct. For exam p le , it is perm it
ted to have ethyl a lcohol of non -  fixed shape included in the 

techn ica l solution relating to the shape or structure of a therm om 
eter.

( 4 )  The shape of a p roduct m ay be a space -  shape which 
exists under spec ific  c ircum stances, such as an ice -  m ade cup 
with a certa in novel shape , or a parachute , e tc . . A g a in , for ex
a m p le , a kind of steel band packing case for transporting and 

storing the steel b a n d , which consists of internal steel r in g , ex
ternal steel r ing , b inding  b a n d , external protection p la te , and 
w aterproof com posite  paper. H ow ever, when it is used to pack 
the steel band corre la tive ly in accordance  with the techn ica l solu
tion , a fixed space -  shape will be fo rm e d , which is not arbitrary. 
Such a packing  case may be pro tected by a patent for utility 
m odel.

( 5 )  A p roduc t of raw material w hich has only changed its 
com pos ition , such as plate m aterials and bar m ateria ls, the 
plate shape or bar shape has not m ade any contribution to the 
prior a rt, so it cannot be regarded as the shape feature of a 
p roduct. H ow ever, if a specia l function or e ffect can be a- 
ch ieved from a change in its shape w hich is d ifferent from the 
previous ones, such shape m ay be pro tected  by the patent for 
utility m odel.

5 .3  Structure of Product
The structure of a p roduc t refers to the arrangem ent, o rgan i

zation and correlation of each part of a p roduct.

The structure  of a p roduct may be e ither the m echanical 
s tructure  or the c ircu it structure. The m echanical structure refers 
to the relative position re la tionsh ip , coup ling re la tionsh ip , and 
necessary m echanical m atching relationship and so on of the 

com ponents or parts o f w hich the p roduct consists. The circu it 
s tructure  refers to the fixed connection re lationship am ongst the 
com ponents or elements devices of which the p roduct consists.

The com posite  layer may be regarded  as the structure of the 
products. C arburized layer, oxide layer and so on of a p roduct 
belong to the structure of the com posite  layer.

The m olecular structure and com ponent of a substance do 
not belong to the p roduct structure pro tected  by a patent for utili
ty m odel. Therefore, if the im provem ent of the fo od , beverage .
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Rule 2. 2

Rule 2 .2  
Art. 2 2 .4

Rule 2 .2

flavorings and pharm aceutica ls involves only changes in their 
chem ica l com pos ition , com ponent or content and does not in

volve the structure  of the p ro d u c t, they are not ob jects pro tected  
by a patent fo r utility m odel. If the p roduc t c la im ed to be p ro tec
ted by a patent fo r utility m odel has only d ifferen t m olecular 
s tructure  or com ponent as com pared  w ith the prior a rt, nor shall 
it be pro tected  by a patent for utility m odel. For exam p le , a cup 
m ade of p lastics w ith the sam e shape as a g lass c u p , or a w e ld 
ing rod which has only a change in the com position o f so ldering 

pas te , shall not be pro tected by a patent for utility m odel.

5 .4  Technical Solution
The techn ica l solution refers to the co llection of technical 

features that are adopted  by the app lican t to solve a technical 
problem  in observance of the Laws of nature.

If the design ing  of the shape o f a p roduct or of the p a tte rn , 
co lo r, charac te r, sym bo l, chart or the com bination thereof in the 
appearance  of a p roduc t does not solve any techn ica l p ro b le m , 
it shall not be pro tected by the patent for utility m o d e l; for exam 
p le , a can opener with the shapes of twelve anim als represen
ting the twelve Earthly B ranches, used to sym bolize  the year in 
w hich a person is b o rn ; an a rch itectural p lane schem e; chess or 
ca rds and their like , of w hich the d istingu ish ing  features are just 
in their pattern d e s ig n , like ancient poetry c a rd s , chem ica l poker 
ca rds and so on.

5 .5  Technical Solution Fit for Practical Use
In this reg a rd , the relevant provis ions of C hapter 5 o f Part II 

of these G uidelines shall app ly.

5 .6  New Technical Solutions
An obviously not new techn ica l solution refers to an utility 

m odel seeking pro tection w hich has been d isc losed  before the 
date of filing (o r  the priority date  where priority w as c la im e d ) , or 
w hich is an equiva lent a lternate or a s im ple  com bination of the 
prior Art. Any techn ica l solution be long ing  to any of the fo llow ing 
c ircum stances m ay be readily regarded  as obviously not new 
techn ica l solutions w ithout search ing :

( 1 )  w here there are identica l p roducts  w hich have been 

pub lic ly  sold or used ;
( 2 )  where there is an earlier app lica tion  of identica l contents
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pub lished in the Chinese Patent G azette;
( 3 )  where the identica l contents have been pub lished in 

pub lica tions ;
( 4 )  where the app lican t has c la im ed the grace  period of not 

p re jud ic ing  the novelty of its /h is  app lica tion  and has subm itted 
supporting  m ateria ls , bu t the supporting  m aterials are found not 
in conform ity w ith the requirem ents;

( 5 )  where the techn ica l solution is a s im ple  com bination of 

the prior art and does not p roduce  any new techn ica l e ffe c t, e. 
g. a w aterproo f poster board  consisting of a p lastic  bag with the 
poster board p laced there in ;

( 6 )  where any of the elements of a techn ica l solution is 
c h a n g e d , bu t the techn ica l e ffect p roduced  by the solution re
mains the same as or sim ilar to the prior a rt, e. g. a m ini -  b il
liard tab le  w hich has the identica l shape and structure as one of 
the prior art but with the size reduced to one half.

5 .7  Medical Appliance Which Directly Affects Human Body by E-
lectricity, Magnetism, Light, Sound, Radiation or the Combi
nation thereof
The m edica l a pp lia nce , w hich d irectly  affects human body 

by e lec tric ity , m agne tism , ligh t, sound , radiation or the com b i
nation thereof has im portant bearing on the health and safety of 

persons. T he re fo re ,the  grant of patent right for utility m odel to 
such kind of p roduc t is only a decision m ade accord ing  to the 
requirem ents of pre lim inary exam ination. It does not mean that 
the p roduc t has m et the cond itions for being granted the market 
approva l as required. The patentee should go through the neces
sary form alities of exam ination and approval accord ing  to the rel
evant laws and regulations before working the patent.

6 . Check on Description

Check on the descrip tion  shall be m ade in accordance  with 
Artic le  2 6 .3  of the Patent Law and Rule 18 of the Im plem enting 
Regulations of the Patent Law , includ ing the fo llo w in g ;

Art. 2 6 .3  ( 1 )  The descrip tion  shall set forth the utility m odel in a m an
ner suffic iently c lear and com ple te  so as to enable a person 
skilled in the relevant fie ld of techno logy to carry it ou t, which 
means that such a person c a n , w ithout creative e ffo rt, carry out 
the techn ica l solution of the utility m ode l, solve the technical 
problem  and achieve the expected  technical e ffects accord ing  to
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Rules 18.1 - 2  

Rule 1 8 .1 (3 )

Rule 1 8 .1 (5 )  

Rule 18 .3

the contents of the descrip tion ;
( 2 )  The descrip tion  shall state the title of the utility m ode l, 

w hich shall be the same as that appearing  in the request. The 
descrip tion  shall include the techn ica l fie ld , background  a rt, 
contents of the utility m ode l, descrip tion  of figures and m ode of 
carrying out the utility m ode l, and the title of each part shall be 
ind icated  respective ly ;

( 3 )  In the part of the contents of the utility m od e l, It shall 
d isc lose  the techn ica l problem  to be solved by the utility m ode l, 
the technical solution adop ted  to solve the p ro b le m , and the ad
vantageous e ffects of the utility m odel as com pared  w ith the prior 
art. These three parts shall be log ica l. That m eans, the d escrip 
tion of the technical solution shall solve the techn ica l problem  
and the advantageous effects shall be naturally obta ined from 
such a techn ica l so lu tion ;

( 4 )  In the part of the m ode of carry ing ou t, at least one o p 
tim ally se lected m ode of carrying out the utility m odel shall be 
s ta te d , and it shall be described  w ith reference to the d ra w in gs ;

( 5 )  In the descrip tion  the standard  term s shall be used , 
the w ord ing  should be c lea r, the techn ica l te rm ino logy adopted  
should be accurate  to express the techn ica l solution of the utility 
m odel. The descrip tion  shall not contain such references to the 
claim s as “ as described  in claim  XX” , nor shall it conta in com 
m ercial a dve rtis in g ;

( 6 )  The text of the descrip tion  may conta in chem ica l or 
m athem atical form ulae and cha rts , but no d ra w in gs , including 
flow chart, b lock d iag ram , d iagram  of curves and phase d ia
g ram , etc. , w hich may be used as the draw ings of the d escrip 
tion only.

7. Check on Drawings of Description

In accordance  w ith Rule 19 of the Im plem enting Regulations 
of the Patent Law , the Checking of the draw ings of descrip tion  
shall inc lud ing  the fo llow ing ;

( 1 )  No eng ineering b lueprin t or photos shall be used as 
d raw ings;

( 2 )  D raw ings m ust be executed by draw ing instruments in 

accordance  w ith the criterion of ca rtography. No fram e line is al
lowed around the figures. G raph ic line and outgoing line shall be 
in b la ck , uniform ly th ick and well -  de fined. D raw ings m ay not 
be executed by p e n c il, ball -  pen , co lo r p en , and no co lo r is a l
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Rule 19.1  

Rule 1 9 .2

Rule 19 .3  

Rule 19 .4

Rule 20.1

Rule 2 1 .2  
Rule 22.1

lowed in the figu res ;

( 3 )  The figures shall be num bered and arranged consecu
tive ly in A rab ic  num erical o rder as “ Fig. 1 ” , “ Fig. 2 ”  ;

( 4 )  The d istinctness and sca le  o f the draw ings shall be as 
such that a reproduction  w ith a linear reduction in size to two -  
th irds would  still enable  all deta ils to be clearly d is tingu ished ;

( 5 )  The identica l reference s igns shall be used for the same 
spare parts and it shall be the same as appearing  in the text of 
the descrip tion. The reference signs of the draw ings m entioned 
in the descrip tion  shall not be absent from the d raw ings;

( 6 )  W here there is more than one sheet of the d raw ings, 
the sheets shall be consecutive ly  num bered in A rab ic  num erals;

( 7 )  The draw ings shall not contain any other explanatory 
no tes , excep t ind ispensable  w ords w hich shall be in C hinese; 
where it is necessary to have the w ords in fore ign language , the 
fore ign w ords should be in b rackets by the s ide of the Chinese 
transla tion;

( 8 )  The structure d ia g ra m , log ic  d iagram  and flowchart 
shall have necessary w ords and sym bols conta ined in its fram e, 
w hich shall be typ e d , or neatly and d is tinctive ly  written in im ita
tion Song typeface  or formal sc rip t;

(9)  The identica l scale shall be adop ted  in the sam e figure. 
An add itiona l figure  of partia l en largem ent m ay be added  in or
der to make certa in part of the figure  shown distinctively.

8 . Check on C laims

In accordance  w ith Artic le  2 6 .4  of the Patent Law and Rule 
20 -  Rule 23 of the Im plem enting Regulations of the Patent Law , 
the checking  of the c la im s shall include the fo llo w in g ;

( 1 )  The cla im s shall define c learly and concise ly the matter 
for w hich pro tection is sought in term s of the techn ica l features of 
the utility m ode l;

( 2 )  An independen t claim  shall outline the techn ica l solu
tion o f a utility m odel. Except where it is required to be ex
pressed in another fo rm , the independent claim  shall contain a 
pream ble  portion and a characteriz ing  portion. The pream ble 
portion shall ind icate  the title of the sub jec t m atter o f the techn i
ca l solution of the utility m odel seeking p ro tec tion , and those 

necessary techn ica l features w hich the sub jec t m atter o f the utili
ty m odel share w ith the m ost related prior art. The characteriz ing 
portion shall s ta te , in such w ords as “ characterized  in th a t . . .  ”
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Rule 23.1

Rule 2 2 .3

or in sim ilar express ions, the techn ica l features of the utility m od 
el w hich d istingu ish it from  the m ost related prior a rt;

( 3 )  A dependen t claim  sha ll, by add itiona l techn ica l fea
tu res , further define the claim  that it refers to. It shall conta in a 
reference portion and a characteriz ing portion. The reference 
portion shall ind icate  the serial n u m b e r(s )  of the c la im (s )  re
ferred to , and the title of the sub jec t m atter, w hich is the same 
as that appearing  in the independen t c la im . The characteriz ing 

portion shall state the add itiona l techn ica l features of the utility 

m ode l;
( 4 )  A utility m odel shall have only one independen t c la im , 

w hich shall p recede  all of the dependen t c la im s relating to the 

same utility m ode l;
( 5 )  There shall be no techn ica l features in the claim  which 

are not to be pro tected  by the patent for utility m od e l, e. g . a 
techn ica l feature relating to a process of m anufacturing or a 

m ethod of use of the p ro du c t;
( 6 )  The cla im s shall not inc lude any feature that does not 

p roduce  any techn ica l e ffec t;
( 7 )  The contents w hich are stated in the c la im s but not in 

the descrip tion  shall be added  to the d escrip tio n ;
( 8 )  The cla im s shall state the features of shape or structure 

of a p roduct. A certa in shape or s tructure  of a p roduc t may be 
defined by a feature o f process only if the descrip tion  o f the 
shape or structure o f a p roduc t is m ade c learer when it is de 

fined by such process?
( 9 )  The claim  shall avoid u s in g , as far as p oss ib le , any 

feature of function or e ffect to define the utility m odel. The char
acterizing portion may not state the function of the utility m odel a- 
lone. Only if the utility m odel cannot be defined by the feature of 
s truc tu re , o r, if it is defined by the feature o f s truc tu re , it is not 
so c lear as it is defined by the feature of function or e ffec t;

(1 0 )  The claim  may not contain any sentences the techn ica l 
m eaning of w hich is am biguous or uncerta in.

M oreover, the c la im s shall be in conform ity w ith the fo llow 

ing form ality requirem ents;
( 1 )  Each claim  shall consist of one sentence and the full 

stop may be used only at the end of each sentence. Each claim  
shall be expressed e ither in one natural p a rag ra ph , or in several 
lines or sub -  paragraphs in one natural pa ragraph . Only a com 
ma or a sem icolon may be used at the end of the line or sub  -
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paragraph where it is necessary. The sequence num ber may be 
p laced before the line or subparag raph ;

( 2 )  No title shall be used in c la im s;
Rule 2 0 .2  ( 3 )  W here there are several c la im s , they shall be num 

bered consecutive ly  in A rab ic numerals?
Rule 2 0 .3  ( 4 )  The cla im s m ay contain chem ica l or m athem atical fo r

mulae bu t no draw ings. They shall no t, excep t where it is abso 
lutely necessary , contain such references to the descrip tion  or 
draw ings “ as described  in p a r t . . .  of the descrip tion ” , or “ as il
lustrated in F ig u re .. .  of the d ra w in gs ” . The tabulation m ay be 
conta ined only when it is abso lu te ly necessary?

Rule 2 0 .4  ( 5 )  In order to facilita te understand ing of the techn ica l solu
tion described  in the c la im s, the techn ica l features m entioned in
the cla im s m ay make reference to the co rrespond ing  reference
signs in d raw ings of the descrip tion. Such reference signs shall 
be inc luded  after the co rrespond ing  techn ica l features and
p laced  in parenthesis. The reference signs shall be the same as 
those that appear in the draw ings of the description?

Rule 2 3 .2  ( 6 )  A dependen t claim  shall refer only to a previous claim
or claim s. A m ultip le dependent claim  referring to two or more 
previous cla im s shall refer to such cla im s in the alternative on ly , 
and shall not serve as a basis for any other m ultip le  dependent 
claim .

9. Check on Abstract

Rule 24 In accordance  w ith Rule 24 of the Im plem enting Regulations
of the Patent Law , checking  of the abstract shall inc lud ing  the 
fo llo w in g :

( 1 )  The abstract shall ind icate the title , the g ist of the tech
nical solution and the p rinc ipa l use or uses of the utility m ode l, 
especia lly  the techn ica l features which represent the im prove
m ent of the shape or structure of the utility m odel as com pared 
with the prior art. The abstract shall not be written as a com m er
cia l advertisem ent or an introduction of the p roduct of a purely 

functional nature?
( 2 )  The abstract shall have no title. It may be written con

secutively?

( 3 )  The abstract may contain chem ica l or m athem atical fo r
mulae?

( 4 )  The whole text of the abstract shall contain not more 
than 300 Chinese characters?
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Rules 5 1 .2  - 3

Art. 33

( 5 )  The abstract shall contain a figure w hich is se lected by 
the app lican t from the draw ings of the descrip tion.

10. Check on Corrected Documents

C heck on the app lica tion  docum ents for a patent for utility 
m odel shall be conducted  in accordance  with Artic le  33 of the 
Patent Law.

The app lican t m ay, on its /h is  own in itia tive , make am end
ments to the app lica tion  docum ents of a patent for utility model 
w ithin two m onths from the date  of filing. The app lica n t may also 
amend the app lica tion  docum ents in response to the O ffice 's no
tification of its opinion after check ing  the app lica tion  or notifica
tion of co rrecting  the app lica tion  docum ents in com p liance  with 
the requirem ents stated in the notification.

The am endm ents to the app lica tion  docum ents of a patent 
for utility m odel may not go beyond the scope  of the d isclosure 
conta ined in the initial descrip tion  and claim s.

If the app lican t when am ending the app lica tion  docum ents 
in troduces any contents or im m ediate equ iva lents w hich cannot 
be d irectly  derived by a person skilled in the art from the initial 
descrip tion  and c la im s, such am endm ent shall be regarded  as 

having gone beyond the scope  of the d isclosure conta ined in the 
initial descrip tion  and claim s.

If the app lican t deletes one or m ore features from  an a pp li
ca tion , it m ay also lead to go ing  beyond the scope  of the d isc lo 

sure conta ined in the initial descrip tion  and claim s.
If any techn ica l feature w hich is inc luded  in the initial c la im s 

but not described  in the initial descrip tion  is in troduced into the 
descrip tion  and its contents is extended in descrip tio n , such a- 
m endm ent shall be regarded  as go ing  beyond the scope  of the 
d isclosure conta ined in the initial descrip tion  and claim s.

If any techn ica l feature w hich  is conta ined in the initial d raw 

ings bu t not stated in the initial descrip tion  and cla im s has been 
introduced into the descrip tio n , and som e techn ica l contents 

w hich cannot be d irectly  derived from the initial d raw ings have 
been a d d e d , such am endm ent shall be regarded  as go ing  be

yond the scope  of the d isc losure  conta ined in the initial d escrip 
tion and claim s.

It should be noted tha t;
( 1 )  The correction of obvious m istakes shall not be regar

ded as go ing  beyond the scope  of the d isclosure conta ined in
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the initial descrip tion  and claim s. “ O bvious m is takes”  means 
the incorrect contents w hich can be clearly judged  from the con

text of the initial descrip tion  and cla im s and w ithout any possib ili
ty of other explanations or am endm ents;

( 2 )  Any structure fea ture , w hich can be obviously seen 
from the draw ings and has only one possib le  exp lanation , may 
be in troduced into the descrip tion  and included in the claim s.

11. Check on Requirem ent of Unity

The check on the requirem ent of unity of an app lica tion  for a 
patent for utility m odel shall be conducted  in accordance  with the 
provisions of A rtic le  3 1 .1  of the Patent Law and Rule 35 of the 
Im plem enting Regulations of the Patent Law.

“ Two or more utility m odels w hich may be filed as one app li
cation for a patent for utility m od e l”  refers to two or more inde
pendent c la im s of p roducts  w hich belong to a sing le  general in
ventive concep t but cannot be included in one claim .

Two or more independen t c la im s of p roducts  w hich cannot 
be included in one claim  may be regarded as belong ing  to a sin
gle general inventive c o n c e p , if they are in conform ity with one 
of the fo llow ing requ irem ents;

( 1 )  They possess one or more of the sam e spec ific  techn i
ca l features and solve the same techn ica l p rob lem ;

( 2 )  They are two or m ore p roducts  w hich are interre lated or 
form a com ple te  set and possess co rresponding  special techn i
ca l features.

In respect of the p rinc ip les of exam ination and exam ples of 
the m ethods of judg ing  un ity , the provisions of Section 2 .2 .2 .1 ,  

C hapter 6 of Part II of these G uidelines should be consu lted.
In respect of the check ing  of unity of dependent c la im s, the 

relevant provis ions o f Sections 2 .2 .1  ( 5 )  and 2 . 2 . 2 . 3 ,  Chapter 
6 of Part II of these G uidelines should be consu lted.

W here tw o or m ore sub jec t m atters seeking the pro tection of 
a utility m odel patent in one app lica tion  are obviously not in con 
form ity w ith the requirem ent of un ity , the O ffice  shall notify the 

app lican t tha t, the c la im s should be d iv ided  into two or more 
g roups in accordance  with the requirem ent of un ity , and the ap 

p licant is invited to keep one g roup  of c la im s and delete the oth
ers w ithin the specified  time lim it. W here no response is m ade 
by the app lican t w ithin the tim e lim it, the app lican t shall be noti
fied that the patent app lica tion  is deem ed to have been with
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drawn. If the app lican t refuses to make am endm ents to its /h is  
app lica tion  w ithout any justified reason , the app lica tion  shall be 
re jected. If the app lican t de letes the c la im s w hich are not in con 
form ity with the requirem ent of un ity , the check ing  of the patent 
app lica tion  shall be conducted  in accordance  with the provisions 
of “ check ing  of correcting d o cu m e n ts ”  in Section 10 of this 
C hapter. It should be noted that after de leting the c la im s which 
are not in conform ity w ith the requirem ent of un ity , the title of the 
utility m odel may have to be changed , should this h ap pe n , the 

title shall be changed in accordance  with the form alities required 
by the p rocedure  of change in the b ib liog raph ic  data. It is up to 
the app lican t whether or not it/h e  files a d ivisional app lica tion  for 

the deleted c la im s. The exam iner shall not make any su gg es
tion.

12. Check on Divisional Application

W here an app lica tion  for a patent for utility m odel conta ins 
two or more utility m ode ls , the app lican t m ay , either before  the 
rece ip t of the notification to grant the patent righ t for a utility 
m odel or w ithin two months from  the date  of rece ip t o f the said 
no tifica tion , subm it a d ivis ional app lica tion . H ow ever, w here the 
initial app lica tion  has been re jected and the rejection has taken 
e ffe c t, or where it has been w ithdraw n or is deem ed to have 
been w ithdraw n and the righ t has not been res to red , no d iv is ion 
al app lica tion  m ay be subm itted.

If the O ffice  finds that an app lica tion  for a patent for utility 

m odel is not in conform ity w ith the provis ions of A rtic le  3 1 .1  of 
the Patent Law and Rule 35 of the Im plem enting Regulations of 
the Patent Law , it shall invite the app lican t to am end its /h is  a p 
p lication w ithin a specified  time lim it. The app lican t m ay, upon 
having rem oved the defect w hich is not in conform ity w ith the re
quirem ent of unity of the initial a pp lica tion , subm it a d ivisional 
app lica tion  to the Patent O fffice before the expiration of two 
months from  the date of rece ip t of the notification to com p le te  the 
form alities of registration.

The two kinds of d iv is ional app lica tions m entioned above 
shall be checked in respect of the fo llow ing matters of their initial 
a pp lica tion ;

( 1 )  W hether or not the initial date  of filing stated in the re
quest of the divis ional app lica tion  is co rrec t;

( 2 )  W hether or not the app lican t of the d iv is ional app lica tion
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is the same app lican t of the initial app lica tion . If they are not the 
sam e person , whether or not a docum ent certify ing the transfer 

of the right is fu rn ished. B es ides, whether or not the inventor is 
the same inventor or part o f the inventors of the initial a pp lica 

tion ;
( 3 )  W hether or not a copy  of the initial app lica tion  docu 

ments is su bm itted ; w here the right of priority is c la im ed , wheth
er or not a copy of the priority docum ents of the initial app lica tion 
is subm itted . W here the initial app lica tion  is an international ap 
p lica tion , and a copy  of the priority docum ents of the initial ap 
plication is not requ ired , a copy o f the priority docum ents shall 
not be required for the divisional app lica tion ;

( 4 )  Before the filing date  of the divis ional app lica tion , 
whether or not the initial app lica tion  has been re jected and the 

rejection has taken e ffec t, or the initial app lica tion has been w ith
drawn or is deem ed to have been w ithdraw n and the right has 
not been restored. W hether or not the date of filing the divisional 
app lica tion  is before the expiration of two months from the date 
of rece ip t of the Patent O ffice ’s notification to grant the patent 
right and com ple te  the form alities of registration.

Where any of the requirem ents referred to in item ( 1 ) ,  item
( 2 )  or ite m (3 )  is not com p lied  w ith , the app lican t shall be invi
ted to make necessary corrections w ithin a specified  tim e limit. 
W here no correction is m ade w ithin the time lim it, the divisional 
app lica tion  shall be deem ed to have been w ithd raw n, and the 
app lican t shall be notified accord ing ly .

Where the app lican t files a d ivisional app lica tion  later than 
the expiration of the two -  month time limit fo r com ple ting  the for
malities of reg is tra tion , or the initial app lica tion  has been w ith
drawn or is deem ed to have been w ithdraw n and the right has 
not been resto red , or the initial app lica tion  has been rejected 
and the rejection has taken in e ffe c t, the app lican t shall be noti
fied that the d iv is ional app lica tion  is deem ed not to have been 

filed .
The various p rescribed  time lim its for the divisional a pp lica 

tio n , e. g. the time lim it for subm itting certify ing docum ents of 
priority and so o n , shall be counted from the initial date  o f filing. 
If any time lim it has e xp ire d , the app lican t m ay go through vari
ous form alities w ithin two months from  the date  of filing of the d i

visional app lica tion . W here no form alities have been gone 
through w ithin the time lim it, the divisional app lica tion  shall be
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deem ed to have been w ithd raw n, and the app lican t shall be no
tified accord ing ly .

The various fees required to be pa id  for the d iv is ional a p p li
cation shall be the sam e as for a new app lica tion . W here the 
time limit for paying any fee has e xp ire d , the app lican t may 
m ake up the paym ent w ithin two months from  the date  of filing of 
the divisional app lica tion . If any fee is not pa id  or not paid in 
fu ll, the d iv is ional app lica tion  shall be deem ed to have been 
w ithd raw n, and the app lican t shall be notified accord ing ly .

The divisional app lica tion  of a utility m odel shall not go be
yond the scope of d isc losure  conta ined in the initial descrip tion  
and claim s. There fo re , the exam iner shall check the divisional 
app lica tion  with reference to the initial descrip tion  and cla im s. If 
the contents of the divisional app lica tion  for a patent fo r utility 
m odel go beyond the scope of d isclosure conta ined in the initial 
descrip tion  and c la im s, the O ffice shall invite the app lican t to 
make co rrec tio n , that is , to delete  the part w hich goes beyond 
the scope  of d isclosure conta ined in the initial descrip tion  and 
cla im s. If the app lican t refuses to m ake correction w ithout any 
justified reason , the d iv is ional app lica tion  shall be re jected under 
Rule 43. 1 of the Im plem enting Regulations of the Patent Law. 
The initial date  of filing m ay be re ta ined , if the divisional a pp lica 
tion for a patent for utility m odel does not go beyond the scope 
of the d isclosure conta ined in the initial descrip tion  and claim s. 
The criteria  of checking  and the checking  p rocedure  of the d iv i
sional app lica tion  are com ple te ly  the sam e as that of a new a p 
p lication.

13. Check on Priority Claim

In this reg a rd , the provis ions o f Section 3 . 2 ,  C hapter 1 of 
this Part shall app ly.

14. Check on Principle of F irs t-to -F ile

During the p rocedure  of pre lim inary exam ination , the exam 
iner shall not check  whether or not any app lica tion  for a patent 
fo r utility m odel is in conform ity w ith the provisions of A rtic le  9 of 
the Patent Law , unless the exam iner knows that two or more ap

p licants have filed  patent app lica tions for the identica l invention 
-  creation when the app lica tion  enters the p rocedure  o f the pre

lim inary exam ination.
During the p rocedure  of pre lim inary exam ina tion , the exam 
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iner shall not check whether or not any app lica tion  for a patent 
for utility m odel is in conform ity with the provisions of Rule 13.1 
of the R egula tions, unless the exam iner knows that a patent right 
has been granted for an identica l invention -  creation.

15. Procedure of Preliminary Examination

15.1 Preparations for Check
W hen the exam iner receives an app lica tion  for a patent for 

utility m ode l, h e /sh e  shall first check the file of the app lica tion . 
W here the file is not in conform ity with the requirem ents of start
ing the p ro ced u re , h e /sh e  shall not proceed to check it. It shall 
be returned to the m anagem ent departm ent of the file of the ap
p lica tion for patent for utility model to make correction. The nec
essary requirem ents for starting the p rocedure  of checking in

c lude  the fo llo w in g :
( 1 )  D ocum ents; An app lica tion  for a patent for utility model 

which enters the p rocedure  of pre lim inary exam ination for the first 
time shall meet the requirem ents of A rtic le  26.1  of the Patent Law 
and Rule 39 o f the Im plem enting Regulations of the Patent Law , 
that is , the file m ust contain a request, a descrip tion  ( in c lu d in g  
d ra w in gs) and one or more cla im s of the app lica tion  for a patent 
fo r utility m odel. The procedure  of pre lim inary exam ination shall 
not start if any of the said docum ents is m issing in the file , or the 
file contains any other docum ent w hich does not belong to the 
same utility m odel. W here there are not enough cop ies of the 
docum ents in the file , it may be corrected  during the p rocedure 
of the pre lim inary exam ination. The exam iner shall also check 

whether or not there is any page m issing from the docum ents of 
the first b ind ing  clip  in the file fo lde r or gazette  pouch. If a page 

is m issing from one of th e m , the correction m ay be m ade in the 
p rocedure  of the pre lim inary exam ination. If the same page is 
m issing from both of them , the p rocedure  of the pre lim inary ex

am ination shall not start as well. W here the docum ents are not in 
the co rrect o rd e r, the exam iner shall co rrect it.

In other p rocedures of the check ing , the exam iner shall 
check  whether or not the docum ents subm itted by the app lican t 
belong to that sam e patent app lica tion .

( 2 )  Fees: The exam iner shall check the rece ip ts or the re
co rd  of the paym ent in the file as required by Rule 90 of the Im
p lem enting Regulations of the Patent Law and the relevant p rovi
sions on the am ount of the fees. The exam iner shall not start the
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procedure  of the pre lim inary exam ination if the fees are not paid 
or not pa id  in full.

1 5 .2  Requirements of Check
In accordance  with Rule 44. 1 of the Im plem enting Regula

tions of the Patent Law , during the p rocedure  of the pre lim inary 
exam ination of the app lica tion  for a patent for utility m ode l, the 
exam iner sha ll, besides check ing  whether or not it conta ins the 
docum ents as p rovided in A rtic le  26 of the Patent Law and other 
necessary docum ents , and whether or not those docum ents are 
in the p rescribed  fo rm , check  the matters p rovided in Rule 44.1
( 2 )  of the Im plem enting Regulations of the Patent Law.

1 5 .2 .1  Principles of Check
The exam iner shall com p ly  with the fo llow ing princ ip les in 

the procedure  of the pre lim inary exam ination;
( 1 )  Proceeding to check  in p roper o rd e r : Except for some 

specia l c ircum stances, the exam iner shall p roceed  to check  in 
o rder of the date of filing of the patent app lica tion  for utility m odel 
or the time of rece ip t of the file of the patent app lica tion  by the 
exam iner, and ensure the p rocedure  of the pre lim inary exam ina
tion going on sm oothly, h e /sh e  shall avoid keep ing  app lica tion  
files w hich have more defects or d ifficu lt p rob lem s long in h is / 
her hands. “  Specia l c ircu m s tan ces ”  refers to those c ircum 
stances in w hich the app lican t requests by writing to the O ffice  to 
check its /h is  app lica tion  earlier or to defer the check ing  and the 
request is approved  by the C om m issioner of the O ffice . U nder 
such c ircum stances, the exam iner shall inc lude the written re
quest in the file fo r future reference.

( 2 )  Princip le of checking  by means of w rit in g ; During the 

procedure  o f the pre lim inary exam ination, the checking  shall be 
conducted  on the basis of written docum ents w hich  shall be in
c luded  in the file. Except for the obvious c lerical m istakes and 
sym bol m istakes having no relation w ith any r ig h t, w hich may be 
corrected  by the exam iner ex offic io  under Rule 5 1 .4  of the Im
plem enting Regulations o f the Patent Law , the exam iner shall in
vite the app lican t to make other corrections by rep lacem ent 
sheets. The orig inal page  shall be inc luded  in the file and not to 
be returned to the app lican t. W here it is necessary to invite the 

app lican t outside Beijing of an app lica tion  to com e for an inter
view  or for a dem onstra tion, it shall be reported to the d irec to r of

64



GUIDELINES FOR EXAMINATION Chapter 2

the com peten t d iv is ion. Only upon the approval of the d irec to r, 
shall the invitation be sent to the app lican t. A pprova l by the d i
rector is also required when it is necessary for the app lican t to 
subm it a sam ple  o f the invention -  creation.

( 3 )  Princip le of burden of P roducing E vidence; In the 
course o f the pre lim inary exam ination of the app lica tion for a pa 

tent fo r utility m ode l, it is necessary for the O ffice to possess suf
fic ien t legal basis and real facts before m aking a decision to re
jec t an app lica tion . A rb itra ry decis ion is not perm itted. Especia l

ly when the relevant reason for rejection relates to any of the e- 
vents as p rovided for in Section 5 .6  of this C hap te r, the decision 
shall c learly ind icate  the time and p lace of the pub lic  sale or use 
of the identica l p roduct before the filing d a te , or the name of the 
pub lica tion  and its pub lish ing d a te , where necessary, a copy 

w ith the relevant contents shall be appended.
( 4 )  Princip le of hearing ; During the p rocedure  of the pre

lim inary exam ination of the app lica tion  for a patent for utility m od

e l, the app lican t has the righ t to subm it its /h is  observa tions, re
quests and propositions. Before the O ffice makes any decision 
to reject an app lica tion , the app lican t should be informed of the 

reasons for rejection and their supporting  ev idence , and it /h e  is 
invited to subm it its /h is  observations. The reasons for rejection 
in the O ffice 's decis ion shall not include any new reason a n d /o r  
any new evidence w hich have not been b rought to the attention 
of the app lican t.

( 5 )  P rocedure -  saving P rinc ip le ; The exam iner shall com 
p ly with the p rocedure  o f the pre lim inary exam ination for the a p 
p lica tion for a patent for utility m odel and shall com ple te  the ex
am ination in the shortest p rocedure. W here any app lica tion  shall 
be re je c te d , it is not necessary for the exam iner to conduct the 
form alities check ing  in respect o f that app lica tion  and invite the 

app lican t to co rrect the defects of that app lica tion , so as to save 
tim e and labor of the exam iner and the app licant.

1 5 .2 .2  General Provisions
The p rocedure  of the pre lim inary exam ination of an app lica 

tion for a patent for utility m odel shall be com ple ted  by one ex
am iner who shall be responsib le  for the checking  of that app lica 
tion. The seal of the exam iner shall be affixed on the cover of the 
file and on each notification sent to the app licant. W here the ex
am iner m ust be changed in the course of the pre lim inary exam i
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nation, from the date  o f h is /h e r taking over the w o rk , the su c

cessor shall affix h is /h e r seal on the cover of the file and on each 
notification. Such change o f the exam iner shall be app roved  by 
the leader at a h igher level. Any exam iner may not p roceed  to 
do  check ing  in a nam e other than h is /h e r own name.

W hen an app lica tion  for a patent for utility m odel is to be re
je c te d , the rejection shall be approved  before  send ing  out. In 
the p rocedure  of reexam ination of that app lica tion , the initial 
exam iner’s observations of the request for reexam ination ( the 
pre -  reexam ination obse rva tions) shall be approved  by the d i
rector of the exam ination departm ent concerned and the seal of 
that d irecto r shall be affixed on the observations.

The checking  of the app lica tion  for a patent for utility m odel 
shall be m ade by the exam iner in the O ffice. W here there are 
problem s in respect of an app lica tion  w hich can be solved only 
after due investigation on the sp o t, the investigation may be con 

ducted  after the request of the app lican t is approved  by the d i
rector of the exam ination departm ent concerned. The O ffice 
shall bear the expenses of the investigation.

The file of the patent app lica tion  shall truly re flect the whole 
process of the check ing . N obody may change the p rocedure  of 
the pre lim inary exam ination and a lter the records of the p roce 
dure of the checking  on the cover of the file or rep lace  the d ocu 
m ents in the file. Once any docum ent has been stored in the file 
in the process of ch e ck in g , it may not be returned to the a p p li
cant. W here any docum ent is to be sent to the a p p lica n t, only 
the dup lica te  shall be sent to the app lican t while  the orig inal shall 
be stored in the file. If the o rig inal docum ent should be returned 
to the a pp lica n t, e. g . the original sc rip t of a business license, 
its dup lica te  shall be stored in the file.

W here it is d ifficu lt fo r an exam iner to m ake a conclus ion  of 
checking  in respect of an especia lly  d ifficu lt app lica tion , it shall 
be subm itted to the d ivision or departm ent of exam ination con 
cerned for d iscussion . W here it is necessary , the d irecto r of the 
division or the departm ent may organize a specia l m eeting to 
d iscuss the relevant app lica tion . “ Especia lly d ifficu lt a pp lica 
tion ”  refers to the app lica tion  in w hich the technology conta ined 
is specia l and co m p lica te d , or the question to w hich the a pp lica 
tion relates has no provis ions in these G u ide lines, so that it is d if
ficu lt to dec ide  whether or not that app lica tion  should be granted 

a patent right for utility m odel.
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1 5 . 2 . 3  Requirements of File
( 1 )  Num ber o f cop ies  o f the notifications
Each o f the various notifications issued by the O ffice  shall 

have two co p ie s , one shall be sent out after it is s igned and 
sealed by the exam iner, and the other one shall be kept in the 

file.
( 2 )  B inding of the docum ents in the f i le ;
The first record fo lde r shall contain each of the cop ies o f the 

docum ents subm itted by the app lican t on the date  of filing , 
bound in the fo llow ing o rd e r : a reques t, an abstract o f the de 
sc rip tion , a figure of the a bs trac t, c la im s, a descrip tion  ( in c lu 
d ing  d ra w in gs) of the app lica tion  for a patent for utility m ode l, 
certified  priority docum ents , reference m aterials for the chec
k in g , a pow er of attorney of the patent a ge ncy , a request for a 
reduction or postponem ent of the paym ent of fees , certify ing 
docum ents for non -  service invention and other certify ing  docu 
m en ts , and the notification of accep ting  the app lica tion .

The second record fo lder shall contain the dup lica tes of the 
notifications issued by the O ffice  and the docum ents subm itted 
by the app lican t after accep ting  the app lica tion , which are 

bound in the fo llow ing o rd e r: the docum ents subm itted by the 
app lican t on its /h is  own in itia tive, notifications from the O ffice , 
and the responses from the app lican t. W here the O ffice sent 
many notifications and the app lican t m ade m any responses, the 
docum ents shall be bound in the ch rono log ica l o rder. The order 
of each two -  way com m unication is ; the notification from the Of
fic e , the docum ent taken out from the gazette pouch by the ex
am iner, the response from the a p p lica n t, and the rep lacem ent 

sheet subm itted by the app licant.
A com p le te  set o f docum ents of the gazette shall be inc lud

ed in the gazette  pouch in such o rd e r : an abstract of the de
sc rip tion , the figure to be included in the a bs trac t, c la im s, a de
scrip tion  and its appended  draw ings.

A fter go ing  through the form alities o f m aking changes in the 
b ib liog raph ic  data  during the p rocedure  of the pre lim inary exam i
na tion, the exam iner shall include a copy of the notification to 
make changes in the b ib liog raph ic  data  in the first records fo ld 
e r, and p laced  it before  the request of a patent for utility m odel.

( 3 )  H andling docum ents
In the p rocedure  of the pre lim inary exam ination of the a pp li

cation for a patent for utility m ode l, the exam iner shall check the
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k inds and num ber of cop ies of the docum ents accord ing  to the 
check list in the request, check  the paym ent of fees accord ing  to 
the rece ip ts or reco rd s , conduc t the form ality checking  in re
spec t to the docum ents in the first record fo lder and the chec
king of obvious substantia l defects in respect to the docum ents 

in the gazette  pouch.
The exam iner cannot a d d ,d e le te  or a lter the initial a p p lica 

tion docum ents in the firs t record fo lder. All o f the d e fe c ts , if 
a ny , shall be corrected  by the app licant. With regard to the d o c 
um ents in the gazette p ou ch , the exam iner may m ake am end
ments to the abs trac t and to certa in reference signs in the figure 
to be inc luded in the abstract. H ow ever, when the O ffice sends 
a notification to grant the patent r ig h t, the exam iner should en
sure that the c la im s , the descrip tion  and the d raw ings in the ga 
zette porch be c le a r, com ple te  and in conform ity with the re

quirem ents of the patent gaze tte , and free from any reference 
m arks w hich were m ade by the exam iner for the purpose of 
checking  the app lica tion .

The exam iner shall affix h is /h e r personal seal on the cover 
of the file , and affix the seal of co rrespond ing  p rocedure  of 
checking  when each of the p rocedures is com p le ted . W hen the 
notification to grant the patent right is se n t, the exam iner shall 
check the docum ents in the gazette p ou ch , fill in the list of the 
contents of the gazette pouch and affix h is /h e r seal.

On the enve lope , the exam iner shall write the posta l c o d e , 
the nam e and add ress of the add re ssee , filing n um be r, name of 
the departm ent ( th e  a dd re sse r) and the co de  num ber of the no
tification. The filing num be r, the title o f the utility m odel and the 
nam es of all of the app lican ts  shall be clearly ind icated  in the no
tifica tion , and no abbrevia ted  form should be used. In each 
steps of the p rocedure  only one notification shall be sent out. 
W here a patent agency has been a pp o in te d , the addressee 
shall be the des ignated  patent agent in that agency. W here no 
patent agency has been appoin ted  but a liaison person has 
been d es igna ted , the addressee shall be the liaison person. 
W here no such liaison person has been d es ig n a te d , the a d 
d ressee shall be the app lican t. W here there are m any app lican ts  
and a representative has been des ign a ted , the addressee shall 
be the representative. If no representa tive  has been d es igna ted , 
the first app lican t shall be the addressee.
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1 5 . 2 . 4  Writing of Notification and Decision of Rejection
In the course of the pre lim inary exam ination of an a pp lica 

tio n , the exam iner shall invite the app lican t in w riting to go 
through various form alities. The various notifications shall be w rit
ten from the point of view of a th ird person and not from  the point 
of view  of the exam iner, i. e. , “ the app lican t th inks that this ap 
p lica tion. . .  ”  , or “ the exam iner holds that this a p p lic a tio n .. .  ”  , 
and not “ I hold th a t . . .  The notification shall include only con 
tents relating to the app lica tion  for a patent. Anyth ing w hich has 

nothing to do  w ith the patent a pp lica tion , especia lly  those which 
m ay injure the reputation or personality of the a pp lica n t, may not 
be inc luded. As a docum ent w hich has legal e ffe c t, the notifica
tion shall be care fu lly  and strictly w o rd e d ; its m eaning shall be 
c lea r, and its a rgum ent shall be well founded . The notification 

m ust not be loaded down w ith trivial details.
The notification concern ing  the final decis ion of a patent ap

p lica tion ( genera lly includ ing the notification of the decis ion to 
grant the patent righ t for utility m ode l, notification of the decision 
to re ject the a pp lica tion , notification of the decis ion that the ap 
plication is deem ed to have been w ithd raw n, and notification of 
the app lica tion  being w ithdraw n on the app lica n t’s own in itia tive) 

shall be sent to all o f the app lican ts  of that app lica tion .
The notifications used in the course of checking  the app lica 

tion for a patent for utility m odel include the notification of the d e 
cision to grant the patent right fo r utility m odel and to inform the 
app lican t to go  through the form alities of reg istra tion , the notifi
cation o f the decis ion to re ject an a pp lica tion , the notification of 
the decis ion that the app lica tion  is deem ed to have been w ith
d ra w n , the notification of the Patent O ffice ’s opin ion after ch e c 
king the app lica tion , the notification to make co rrec tion , the noti
fica tion to check the a pp lica tion , the notification to hold an inter
v iew , records of in terv iew , the notification to check the priority 
c la im , and append ix  to the notification. Am ong them , the notifi
cation of the decis ion to re ject an app lica tion  and the notification 
of the O ffice 's  op inion after check ing  the app lica tion  shall state 
the reasons for w hich the decis ion is m ade.

The requirem ents for some of the notifications are as fo l

low s;
( 1 )  Notification to m ake corrections
The notification to make corrections sha ll, e xcep t for the 

b ib liog raph ic  d a ta , include the fo llow ing contents in its part of
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the reasons:

(1) It shall point out the docum ent to w hich the notification 
relates and at what time it is de livered or m a iled ;

( ii) It shall point out the docum ent's  spec ific  de fects  and its 
non -  com pliance  with the provis ions of the Patent Law or the Im
plem enting Regulations of the Patent Law or other relevant provi
sions?

( iii) It shall c learly and spec ifica lly  state the opin ions the ex
am iner is inclined to g ive  and the suggestions h e /sh e  may 
m ake, so that the app lican t may understand h is /h e r intention 
and elim inate the defects in a m ost expeditious manner?

( iv )  It shall suggest the kind and num ber o f copy  of the 
docum ent which is used to co rrec t the defects?.

( v )  It shall spec ify  the time lim it w ithin w hich the defects 
should be corrected?

( v i)  The notification may use an append ix  in w hich to inform 
the app lican t of the defects w hich should be co rre c te d , and a 
sam ple  copy of the O ffice 's  correction may be appended  for the 
app lica n t’s reference.

( 2 )  Notification o f the Patent O ffice ’s opinion after checking  
the app lica tion

The notification of the Patent O ffice ’s opinion after checking  
the app lica tion  sha ll, e xcep t for the b ib liog raph ic  d a ta , include 
fo llow ing conten ts ;

( i )  It shall point out the title and the date  of subm ission of 
the app lica tion  docum ent to w hich the notification relates?

( i i )  It shall c learly and spec ifica lly  point out the defects of 
the docum ent, conv inc ing ly  analyze them and ind icate  the p rovi
sions of the Patent Law , the Im plem enting Regulations of the Pa
tent Law , or other relevant provisions w ith w hich the app lica tion  
docum ent is not in conform ity?

( i i i )  It shall state the opinion of rejection the O ffice  is in
c lined to g ive in accordance  with the provis ions o f the Patent 
Law or the Im plem enting Regulations of the Patent Law or other 
relevant provisions?

( iv )  It shall specify  a time lim it w ithin w hich the app lican t 
should make its /h is  observations.

( 3 )  Decision of rejection

The decis ion of rejection consists of the p rescribed  form  and 
the text of the dec is ion ;

( i )  The p rescribed  form? The b ib liog raph ic  d a ta . A rtic le  of
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the Patent Law , Rule of the Im plem enting Regulations of the Pa
tent Law or other relevant provisions on which the rejection is 
b a s e d , and the instructions for the subsequent p rocedure to be 

fo llowed.
( ii) The text of the rejection includes brie f of the case , rea

sons for rejection and the decision.
The part of the brief o f the case shall contain the course of 

checking  the app lica tion , and the facts existing in the app lica 
tion w hich require that it should be re jected. The purpose of this 
is to explain that the exam iner conducted  the checking  fully in 
conform ity with the p rocedure  provided by the Patent Law.

The part of the reasons for rejection shall state in great detail 
the fa c ts , reasons and legal basis on w hich the rejection is 
based. W here there are several reasons for which the app lica 
tion is required to be re jec ted , the exam iner m ay put forward 
sim ultaneously all of them or only a part or one of them . Howev
e r, the reason or reasons put forw ard m ust have been notified to 
the app licant. O therw ise the reason or reasons has to be first 
notified to the app lican t in the form of the notification of the 
O ffice ’s opin ion after checking  the app lica tion . W here the re jec
tion is m ade on the basis of a non -  substantive reason , for ex
a m p le , a patent app lica tion  does not meet the form ality require
ments after several notifications to make co rrec tions , the d ec i
sion m ay point out only the last corrected  app lica tion  in which 
there are still d e fe c ts , but it is not necessary to make further a- 
nalysis of the reasons for rejection. H ow ever, the app lican t shall 

be entitled to have at least two opportunities for correction. 
W here the rejection is m ade on the basis of A rtic le  2 6 .3  , 2 6 .4 ,  
3 1 .1 ,  or 33 of the Patent Law , or Rule 2. 2 or Rules 18 to 23 of 
the Im plem enting Regulations of the Patent Law , the substantive 
defects of the app lica tion  should be analyzed.

The part of the decision itself shall c learly ind icate the Article 
of the Patent Law or the Rule of the Im plem enting Regulations of 
the Patent Law with which the app lica tion is not in conform ity. It 

shall a lso ind icate  that the decis ion of rejection is m ade in ac
co rdance  w ith Rule 44 of the Im plem enting Regulations of the 

Patent Law.
( 4 )  Record of in terview ;
The record of interview sha ll, e xcep t fo r the b ib liograph ic  

d a ta , in its sum m ary note down the issues d iscussed by the ex
am iner and the a p p lica n t, and their respective  op in ions, and in
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its conclusion state the exam iner’s opinion to deal with the a p p li
cation in accordance  w ith the Patent Law , the Im plem enting 
Regulations of the Patent Law and other relevant provis ions. The 
record shall take e ffect after it has been signed or sealed by 
both parties and affixed the specia l seal of exam ination. The re
cord  of interview after it takes e ffect is equ iva lent to the notifica
tion to make corrections or the notification of the O ffice ’s opinion 
after checking  the a pp lica tion , therefore the exam iner shall sp e c 
ify in the record of interview the tim e lim it w ithin w hich the defects 
shall be corrected .

1 5 . 2 . 5  Requirements of Procedure of Preliminary Examination
( 1 )  General statement

In accordance  with Rule 44. 1 of the Im plem enting Regula
tions of the Patent Law , the pre lim inary exam ination o f an a p p li
cation for a patent for utility m odel consists of two p a rts :

( 1) Formalities check ing ;

( ii) Checking of obviously substantive  defects ( th a t is the 
checking  of the matters p rovided in Rule 44.1  ( 2 )  of the Im ple
menting Regulations of the Patent L a w ).

The relevant provis ions of Part I , C hapter 1 , Section 2 and 
Section 3 of these G uidelines shall app ly  to the form alities chec

king o f the app lica tion  for a patent for utility m ode l, with refer
ence to the relevant contents of Part V of these G uidelines. In re
spect of the checking  of the obviously substantive  de fects  o f the 
app lica tion for a patent for utility m od e l, Section 4 -  Section 14 of 
this Chapter shall be consu lted . Here are only the p rinc ipa l re
quirem ents of the p rocedure  o f the pre lim inary exam ination of the 
app lica tion  for a patent fo r utility m odel.

( 2 )  G rant of the patent right
Art. 40 W here it is found after the pre lim inary exam ination that the

app lica tion  for a patent for utility m odel com plies with the re
quirem ents of the form alities checking  and the check ing  o f obv i
ously substantive de fec ts , the O ffice shall issue a notification of 

the decision to grant the patent right for utility m odel. The a p p li
cation for a patent for utility m odel for w hich a patent righ t may 
be granted includes the app lica tion  which com p lies w ith the re
quirem ents of the pre lim inary exam ination w ithout the necessity 
of correction and the app lica tion  w hich com p lies with the requ ire 
ments o f the pre lim inary exam ination after de fects  being co rrec
ted . The notification to grant the patent right shall be m ade to all
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Rule 44.1  
Rule 4 4 .2

Rule 5 1 .2  
Rule 5 1 .3

of the app licants.
( 3 )  C orrection and Re -  correction

W here an app lica tion  for a patent for utility m odel has no 
substantive  defects w hich m ay lead to re jection , bu t has some 
other defects w hich are not in com pliance with the requirem ents 
of the Patent Law and the Im plem enting Regulations of the Patent 
Law and may be corrected  in the course of exam ination, the ap 
p licant shall be notified to make necessary corrections.

Defects may either be corrected  by the app lican t on its /h is  
own in itia tive, or be co rrected  by the app lican t at the request of 
the O ffice.

In accordance  w ith Rule 5 1 .2  of the Im plem enting Regula
tions o f the Patent Law , the app lican t of an app lica tion  for a pa
tent for utility m odel may am end the app lica tion  on its /h is  own in
itiative w ithin two months from the date of filing. U sually, later 
than two months from the date  of f il in g , the app lica tion  for a pa

tent for utility m odel has reached the stage of the pre lim inary ex
am ination, the app lican t shall m ake necessary corrections in 
com p liance  with the O ffice ’s notification. If the app lican t re
quests to make am endm ent to its /h e  app lica tion  later than two 
months from the date  of f il in g , the O ffice may d e c id e , depen 
d ing  on c ircum stances, whether or not to a ccep t the app licant's  
own am endm ent. For exam p le , if the am endm ent is conducive  
to the pre lim inary exam ination of that app lica tion , the am end
m ent may be accep ted . O therw ise, it would not be accepted  
because they were subm itted later than the time limit p rov ided in 
Rule 51. 2 of the Im plem enting Regulations of the Patent Law , 
and the app lican t shall be notified accord ing ly . H ow ever, no 
matter the am endm ent is accep ted  or no t, the am endm ent sub 
m itted by the app lican t on its /h is  own initiative shall be kept in 

the file fo lde r and shall not be returned to the app licant.
The m atters which the O ffice  requests to be co rrected  by 

the app lican t include both matters of form ality and obviously 
substantia l defects. Matters of form ality relate to the k ind s , num 
ber o f co p ie s , use, filling in of the various form s and relevant 
certify ing docum ents. O bviously substantia l defects relate to the 
dra fting  of the descrip tion  and c la im s , unity of a pp lica tion , a- 
m endm ent go ing  beyond the scope  of the d isclosure contained 
in the initial descrip tion  and c la im s , and so on.

When the app lican t co rrects its /h is  app lica tion  at the re

quest of the O ffice , if it/h e  has not co rrected  all of the defects in
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the app lica tion docum ents , the O ffice  may invite it/h im  to make 
correction again. H ow ever, in o rder to prevent the course of the 
pre lim inary exam ination from being drawn o u t, genera lly no 

more than three opportunities of correction would be given to an 
app licant. When the O ffice notifies the app lican t to m ake co rrec
tion for the th ird  tim e , the notification should point out that if the 
third correction still does not com p ly w ith the requ irem ents , the 
app lica tion  shall be rejected in accordance  w ith Rule 4 4 .2  of the 
Im plem enting Regulations of the Patent Law.

When the app lican t m akes corrections at the request o f the 
O ffic e , it/h e  should co rrect its /h is  app lica tion  w ithin the time lim 
it specified  by the O ffice. If the app lican t fails to make any re
sponse w ithin the spec ified  time lim it, the O ffice shall notify the 
app lican t that the app lica tion  is deem ed to have been w ith 
drawn.

The app lican t shall make correction in the form  of am end
ments or other relevant corrected  docum ents. If the corrected  
docum ents are the descrip tion  and its d ra w in gs , the c la im s , and 

the a bs trac t, two cop ies of each are requ ired , if the corrected  
docum ents are other relevant docum ents , only one copy  is re
quired. The letter subm itted by the app lican t together w ith the 
corrected  docum ents m ay be deem ed as the am endm ents.

In accordance  w ith Artic le  33 o f the Patent Law , the con 
tents of the a pp lica n t’s am endm ent may not go  beyond the 
scope  of the d isclosure conta ined in the descrip tion  and cla im s 
subm itted on the date  of filing . The re fo re , the exam iner shall 
check the co rrected  descrip tio n , d raw ings and cla im s with refer

ence to the docum ents subm itted on the date  of filing.
( 4 )  Notification o f the Patent O ffice ’s opinion after checking 

the app lica tion  and decis ion of rejection
In the pre lim inary exam ination o f the app lica tion  for a patent 

fo r utility m ode l, if the exam iner finds that it does not contain the 
docum ents as p rovided in A rtic le  26 of the Patent Law and other 
necessary docum ents , or it fa lls under the provision of Rule 44.1
( 2 )  of the Im plem enting Regulations o f the Patent Law , the O f
fice  shall notify the app lican t of this opinion and invite it/h im  to 
state its /h is  observations or to co rrec t its /h is  app lica tion  within 

the specified  time limit. If after the app lican t m ade its /h is  obse r
vations or co rrec tions , the de fect pointed out in the notification 
has not been e lim ina ted , the app lica tion  shall be re jected.

The re a s o n (s )  fo r rejection m ay be one or two o f the fo llow 
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in g ;
( i)  A fter several tim es of correction the form ality of the ap 

plication docum ents or other necessary docum ents still does not 
m eet the requ irem ents, or the app lican t refuses to make co rrec
tion w ithout any justified reason ;

( ii) There are obviously substantive defects in the a pp lica 
tion docum ents.

A notification of the Patent O ffice ’s opinion after checking  the 
app lica tion  is an ind ispensable  step before m aking a decis ion of 
re jection. In respect of the app lica tion  w hich is intended to be 

re jec ted , the O ffice shall issue a notification o f its opinion after 
checking  to the a p p lica n t, inform it/h im  of the reasons for re jec
tion and invite him or it to state its /h is  observations. W here the 
reasons for the intended rejection belong to the instance ( i ) 
m entioned a bo ve , it/h e  m ay, while m aking its /h is  observa tions, 
subm it a copy  of the rep lacem ent sheet of the new am endm ent 
at the sam e tim e. If the am endm ent meets the requ irem ents, the 
Office shall g rant the patent right. If it still does not com p ly with 
the requirem ents after several co rrec tions , the O ffice shall reject 
the app lica tion . W here the reasons for the intended rejection be

long to the instance ( ii) m entioned above , if the observations of 
the app lican t are tenab le , and the form alities of the app lica tion 
m eet the requ irem ents, the O ffice shall g rant the patent right. If 
the observations of the app lican t are not tenab le , or if they do 
not relate to the reasons for re jec tion , or they m erely state that 
they do  not agree with the reasons of rejection but w ithout g iving 
any conv inc ib le  reason , the O ffice  shall make a decis ion of re
jection. If the app lican t fails to state its /h is  observations or to 
make corrections w ithin the specified  time lim it, the app licant 
shall be notified o f the O ffice ’s decision that the app lica tion is 
deem ed to have been w ithdrawn.

( 5 )  W ithdrawal of app lica tion
The app lican t may w ithdraw  its /h is  app lica tion  for a patent 

for utility m odel at any time in the p rocedure  of the prelim inary 
exam ination. W here the app lica tion  is filed by more than one ap 
p lican t, the w ithdraw al shall be m ade by all of the app lica n ts , 
and they all shall sign or seal the declaration of w ithdraw al. It is 
the right of the app lican t to w ithdraw  its /h is  patent app lica tion , 
and it is not necessary to g ive any reason for w ithdrawal. Once 
the declaration to w ithdraw  the patent app lica tion  takes e ffect, 
the app lican t cannot w ithdraw  the declaration.
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The exam iner only checks the form ality requirem ents of the 
declaration to w ithdraw  a patent app lica tion . If the declaration 
does not meet the requ irem ents, the app lican t shall be invited to 
make correction. If the declaration meets the requ irem ents , it 
takes e ffect when the O ffice receives it. O nce the declara tion to 
w ithdraw  takes e ffe c t, the exam ination of that app lica tion  shall 
be co n c lu d e d , and all docum ents subm itted  by the app lican t re
lating to that app lica tion  shall not be accep ted  thereafter.

( 6 )  Request for an extension , app lica tion  deem ed to have 

been w ithdraw n and restoration of rights
If the app lican t cannot m ake a response w ithin the p re 

scribed  or spec ified  time lim it for justified reasons in the p roce 
dure of the pre lim inary exam ination of the app lica tion  for a patent 
for utility m ode l, the app lican t m ay request for an extension of 
the tim e limit. If the app lican t makes no response w ithin the p re 
scribed  or spec ified  tim e lim it, and has not requested an exten
sion of the time lim it, the app lica tion  shall be deem ed to have 
been w ithdraw n. W here the app lica tion  for a patent for utility 

m odel deem ed to have been w ithdraw n since the app lican t 
m issed the deadline  because of a justified  reason or fo rce ma- 

jeu re , the app lican t m ay request the O ffice  to restore its /h is  
r igh ts , in the case of justified reason w ithin two months from the 
date of rece ip t of the notification from  the O ffice , o r, in the case 
of force m ajeure, from  the date  on w hich the im ped im ent was re
m oved , at the latest w ithin two years im m ediate ly from  the date 
of expiration. For the provisions of the request for extension and 
the restoration of an app lica tion  being deem ed to have been 
w ithd raw n, see the provis ions in Sections 4 , 5 ,  and 6 ,  Chapter 
7 of Part V of these G uidelines. W here an app lica tion  for a patent 
for utility m odel has been restored after be ing deem ed to have 
been w ithd raw n, its exam ination shall continue from  the point 

where the app lica tion  is deem ed to have been w ithdraw n.

16. Pre -  Examination and Continuation of Examination by For
mer Examination Department

A cco rd ing  to Rule 61 of the Im plem enting Regulations o f the 
Patent Law , the exam iner of the form er exam ination departm ent 
shall conduc t an exam ination of the request for reexam ination 

which was rem itted by the Patent Reexam ination B o a rd , and is
sue a notification of opin ions after exam ination w ithin one month 
from the date  of rece ip t of the rem itted file. In respect of the re
quirem ents for the pre -  exam ination by the form er exam ination
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d epartm en t, see Section 5 , C hapter 2 of Part IV of these G u ide

lines.
A fter the Patent Reexam ination Board makes a decision to 

revoke the O ffice ’s decis ion rejecting an app lica tion , the exam in

er o f the exam ination departm ent who has m ade the decis ion of 
rejection shall continue to make exam ination of that app lica tion . 
In the course of the continu ing exam ination , the exam iner shall 
n o t, on the basis of the sam e facts and reasons, make a d ec i
sion of rejection that are contrary to the decision of the Patent 
Reexam ination Board.
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Rule 44.1

Chapter 3

Prelim inary Examination of A pp lica tion  for Patent for Design

1. Introduction

U nder Artic le  3 and Artic le  40 of the Patent Law , the O ffice 
receives and exam ines the app lica tion  for a patent fo r design . 
W here it is found after pre lim inary exam ination that there is no 
cause for rejection of that app lica tion , the O ffice  shall make a 

decision to grant the patent righ t for d e s ig n , issue the certifica te  
of patent fo r d e s ig n , reg ister and announce it. Therefore , the 
pre lim inary exam ination of app lica tion  for a patent fo r design  is 
an im portant p rocedure  after rece ip t of an app lica tion  for a pa
tent for design  and before  granting the a pp lica n t a patent right 
fo r design.

The scope  o f the pre lim inary exam ination for an app lica tion  
for a patent for design  is as fo llow s;

( 1 )  W hether or not the app lica tion  conta ins the docum ents 
as p rovided in Artic le  27 o f the Patent Law , and whether or not 
those docum ents com p ly  with the relevant provis ions of the Pa

tent Law and its R egula tions, especia lly  whether or not the draw 
ings or pho tographs of the design  are in conform ity w ith the re
quirem ents;

( 2 )  W hether or not the app lica tion  obviously falls under A rti
c le  5 o f the Patent Law , or is not in conform ity w ith the provisions 
of Artic le  18 or 19.1 of the Patent Law , or is obviously not in con 
form ity with the provisions of A rtic le  3 1 .2  or A rtic le  33 of the Pa
tent Law , or of Rule 2. 3 ,  13. 1 , or 43. 1 o f the Im plem enting 
Regulations of the Patent Law , or is not entitled to a patent right 
in accordance  w ith the provis ions of Artic le  9 of the Patent L a w ;

(3 )  W hether or not other docum ents relating to the a pp lica 

tion meet the relevant requirem ents stipu lated  in the Patent Law 
and its Regulations.

2. Examination of Application Documents

Artic le  27 of the Patent Law provides th a t, where an a pp li
cation for a patent for des ign  is f i le d , a request, d raw ings or 
photographs o f the design  shall be su bm itted , and the p roduct 
incorporating the design  and the class to w hich that p roduc t be 
longs shall be ind icated.
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2 .1  Request
The app lican t shall use the request in the form  that is cur

rently p rescribed  by the Office.

2 . 1 . 1  Name of Product Incorporating Design
The name of the pro  duc t incorporating the design shall be 

ind icated  in the request.- It shall ind icate  briefly and precise ly the 
p roduc t w hich seeks pro tection. It shall contain p re ferably 1 - 7  
Chinese cha rac te rs , at m ost not more than 15 Chinese charac

ters.
The name of the p roduct shall com p ly with the fo llow ing re

quirem ents;
( 1 )  The name of the p roduct shall generally be in conform i

ty with the name in the International C lassification for Design.
( 2 )  The name of the p roduc t shall be in agreem ent with the 

content of that design.
( 3 )  The use of the fo llow ing names shall be a v o id e d ;
( i)  nam es conta in ing the name of a pe rson , a p la ce , a 

co m p an y , a tradem ark , a c o d e , a m odel or a h istorical a g e ;
( i i )  generic or abstract nam es, such as “ s ta tion e ry ” , 

“ cooking u tens ils ” , “ m usical instrum ents” , “ bu ild ing a rtic les ” 

etc. ;
( iii)  nam es conta in ing the structu re , function or e ffect of the 

p ro d u c t, such as “ oil -  saving eng ine ” , “ human body height -  
increasing shoe -  p a d ”  , e tc . ;

( i v ) names with specification or num erical unit of the 
p ro d u c t, such as “ 21 -  inch Color TV s e t” , “ one pair of 

g loves”  , “ a pair of ch op s ticks ”  , etc. ;
( v )  nam es conta in ing the shape or co lo r of the p ro du c t, 

such as “ red c o a t” , “ pyram id ru le r” , etc. ;
( v i)  names in shortening fo rm , for exam p le , “ chessboa rd ” 

shall not be nam ed as “ ch e ss ” , “ toy c a r”  shall not be named 
as “ c a r” , etc. ;

( v ii)  names in fore ign language ;
( v iii)  names conta in ing the contents of the d e s ig n , for ex

a m p le , a “ sch oo lb ag ”  nam ed as a “ schoo lbag with the pattern 
of a p a n d a ”  or with the pattern of an animal or a plant.

2 . 1 . 2  Classification
The app lican t sha ll, in the relevant colum n of the request of 

an app lica tion  for a patent fo r d e s ig n , ind icate  the c lass to which
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the p roduc t b e longs , i. e. the c lass of the p roduct in the Interna
tional C lassification for Design. W here the app lican t is not clear 
about the class to w hich the p roduct b e longs , it/h e  shall ind i

cate the techn ica l fie ld to w hich the p roduct be longs or the place 
the p roduct is to be used.

2 . 1 . 3  Creator
In this regard , the provisions concern ing the inventor in Sec

tion 2 .1 .2 ,  Chapter 1 of this Part shall app ly  m utatis m utandis.

2 . 1 . 4  Applicant
In this regard, the provisions concerning the applicant in Sec

tion 2 .1 .3 , Chapter 1 of this Part shall apply mutatis mutandis.

2 . 1 . 5  Patent Agency and Patent Agent
In this reg a rd , the provisions in Section 2 .1 .4 ,  C hapter 1 of 

this Part shall app ly.

2 .2  Drawings or Photographs
A cco rd ing  to the provis ions of Rule 27. 3 of the Im plem en

ting Regulations of the Patent Law , the app lican t sha ll, in re
spec t of the sub jec t m atter of the p roduc t incorpora ting  the de
sign which is in need of p ro tec tion , subm it the relevant views 
and stereoscop ic d raw ings or pho tog rap hs , so as to clearly 
show the sub ject m atter for w hich pro tection is sought. C oncern

ing the “  relevant views and s te reoscop ic  d raw ings or photo
g ra p h s ”  , so far as the p roduct with a three -  d im ensional design 

is co nce rn ed , if the main points of the des ign  o f the p roduc t in
volve six s ide s , the app lican t shall subm it o rthograph ic  p ro jec
tion of six -  s ide v iew s ; if the main points of the design  of the 
product involve the view  of one side or several sides on ly , the 
app lican t may subm it o rthograph ic  pro jection view and space  d i
agram  of the side concerned. So far as the p roduct w ith plane 
design  is co nce rn ed , if the main points of the des ign  o f the 

p roduc t involve the view  of one side on ly ; the a pp lica n t may 
subm it the orthograph ic  p ro jection view of the relevant s ide on ly ; 

if the main points o f the design  o f the p roduc t involve the view  of 
two s id e s , the app lican t shall subm it the o rthograph ic  pro jection 
v iews of the two relevant sides.

The titles of the six -  side views are front v ie w , back v iew , 
left v iew , right v iew , top view  and upw ard view. The title of each
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view  shall be ind icated  under the relevant view.

2 . 2 . 1  Size
In accordance  w ith Rule 27. 1 of the Im plem enting Regula

tions o f the Patent Law , the size of the figure  in the draw ings or 
photographs subm itted shall not be sm aller than 3cm  x 8cm  (e x 
ce p t fo r that of a long and thin a r t ic le ) , nor larger than 15cm  x 
22cm . M oreover, a reproduction w ith a linear reduction in size to 

two -  th irds should still enable  all deta ils of the outline o f the 
p roduct to be clearly d is tingu ished.

2 . 2 . 2  Drawings
Rule 120.1 The draw ings shall be m ade in accordance  with the State

standards of techn ica l draw ing and m echanical draw ing in b lack 
ink w ith the aid of draw ing instrum ents. No p enc il, crayon or ball 
- p e n  may be used. And no b luep rin t, s ke tch in g , m im eograph 

m ay be used.

2 . 2 . 3  Photographs
The photographs shall be taken in accordance  with the rule 

of o rthograph ic  pro jection. The outline of the photograph shall 
be clear. The h igh ligh t, shadow , or background ob ject shall be 
avoided.

2 . 2 . 4  Color
W here the design  seeking pro tection contains co lo r, d raw 

ings or photographs in co lor shall be subm itted in dup lica te . The 
draw ings in co lor shall be m ade with paint that is fast and not 
likely to fade or run.

2 . 2 . 5  Notification of Correction
W here the content of an app lica tion  for a patent for design 

cannot be correctly  determ ined from the ind ications of the re
quest and draw ings or pho tog raphs, the app lican t shall be invi
ted to make necessary corrections. The defects that may be cor
rected m ainly refer to the fo llo w in g :

( 1 )  where the m ethod , s ta te , pu rpose , etc. , of the use of 
the p roduct w hich incorporates the design  is not c le a r, such as 
a schem atic d ra w in g , a city p lanning sketch.

( 2 )  where the relation of projection o f the views is w rong , 
such as the ups ide  down d irection of the v iew , or the reversed
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direction of use of the sheets o f the d raw ings or pho tographs of 
the design.

( 3 )  where the content of the des ign  cannot be co rrectly  ex
pressed because the draw ings or pho tographs are not c lear e- 
n ough , or the size of the figure  is too sm a ll, or there is a re flec
tion of ligh t, shadow  or background  ob jec t though the figure is 
clear.

( 4 )  w here the contents o f the p a tte rn , material or size of a 
p roduct incorporating the des ign  cannot be understood by a 
person skilled in the relevant fie ld  of the technology ( for exam 
p le , in the case of a type  of anti -  counterfe it m ark , if it is an in
v is ib le  pa tte rn , the draw ing of the design  o f the revealed pattern 

shall be s u b m itte d ) .
( 5 )  w here the design  has several d ifferen t s ta te s , but only 

one state is d isp layed in the views ( fo r  exam p le , in the case o f a 
fo lded  chess ca se , its opening state is a chess case w ith a 
chess ta b le , ch essb oa rd , bu t its fo lded  state is a chess ca se , 
the respective  views of d ifferent states o f the chess case shall be 
s u b m itte d ).

( 6 )  w he re , in the draw ings or pho tographs of the d e s ig n , 
there are figures or w ords w hich  should be covered and cannot 
be regarded as the spec ific  content to be pro tected  by a patent 
fo r d e s ig n , such as the portrait of a pe rson , tradem ark , sym bo l, 
well -  known boo k , or a well -  known b u ild in g , or there are lines 
w hich should be d e le te d , such as a shadow  line , ind icative  line, 

dotted line , central line or d im ension line.
( 7 )  where the views of a three -  d im ensional p roduc t have 

any of the fo llow ing c ircum stances;

( i )  the ratio of the various views is not cons is ten t;
( i i ) the draw ings are not m ade in accordance  with the 

m ethod of m aking orthograph ic  pro jection or the photographs 
are not m ade in accordance  w ith the relations o f orthographic 

p ro jections;
( iii) where the main points of the des ign  of the p roduct in

volve six s id e s , there are not six -  s ided  v iew s, but excepting  
the fo llo w in g :

the back view m ay be om itted if it is identica l or sym m etrical 

w ith the front v iew ;
the left view ( or the righ t v ie w ) may be om itted if it is 

identica l or sym m etrica l with the right view  (o r  the left v ie w ) ;
the top view  (o r  the upw ard v ie w ) m ay be om itted if it is i
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dentica l or sym m etrica l with the upw ard view  (th e  top v ie w ) ;
the upw ard view  m ay be om itted in the case of the large -  

scale m echanic a ppa ra tus , or m echan ic appara tus with fixed 
position or the artic les with bottom s not often be seen.

( 8 ) w here the view o f a p roduct with plane design  has any 
of the fo llow ing c ircum stances:

( i)  the ratio of various views is not cons is ten t;
( ii) the main points of the design  of the pro duc t involve two 

s id e s , bu t there are not two sides views (h o w e ve r, if the back 
view  is identica l or sym m etrica l w ith the front view  or there is no 
design  in back v iew , the back view may be o m itte d ).

( 9 )  w here , in the case of a long and thin p roduct (s u c h  as 
the m easuring rule or section b a r ) , the m iddle  part of the p rod 
uct is om itted in the d ra w in g , but the double  parallel do t dash 

lines or natural geosutures are not used.
(1 0 )  where the six -  s ide views or two -  s ide views cannot 

fully express the d e s ig n , and no exp loded  v iew , sectional v iew , 
enlarged view or s te reoscop ic  v iew , etc. w hich is necessary to 
fully express the design  is subm itted .

(1 1 )  where the section and the cu t -  o ff part of the sectional 

view has any of the fo llow ing c ircum stances:
( i )  no section line or the line is incom plete  in the sectional 

v iew ;
( i i )  the do t dash line , sym bol and direction show ing the 

p lace of section is incom plete  or even lack of them to ind icate 
the cu t -  o ff position (h o w e ve r, it is not necessary to ind icate the 

m ark to express the cu t -  o ff from  the central p a r t ) .
(1 2 )  w here there is an enlarged view  of a certain part but 

the position o f that enlarged part in the relevant draw ing is not in

d ica ted.
( 1 3 )  where the design  relates to a com bination p roduct 

consisting of two or more p ieces of artic les ( th e  com bination of 
the separable  p ro du c ts , such as detachab le  c a b in e t) ,  in a d d i
tion to the co rrespond ing  views of the com bination s ta te , the 
views of each part o f the com bination are also required when it is 
necessary , but the draw ings subm itted are not su ffic ient or do 

not meet this requirem ent.
(1 4 )  where the design  of transparent artic les has any of the 

fo llow ing c ircum stances:
( i)  w here the outer layer has no co lo r and pattern and the 

inner layer has a pattern but is not drawn as the practica l pattern
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Rule 2 8 .2

which is v is ib le  through the transparent pa rt, e. g . , a snuff bot
tle ;

( ii) where the outer layer and inner layer have two or more 
kinds of shapes , patterns and co lo rs bu t are not expressed sep 
arately.

2 .3  Brief Explanation
The brie f explanation is a short descrip tion  o f the main 

points o f the d e s ig n , the om itted v iew s , and the co lo rs for which 
protection is sought. Thus, only the fo llow ing contents may be 
described  in this pa rt;

( 1 )  the designs are identica l or sym m etrica l in front and at 
the b a ck , the left and right s ide s , the top and the bottom  o f the 
p ro d u c t, ind icating the om itted v iew ;

( 2 )  the state of the p roduc t is ch an ge ab le , such as a fo l
ded um bre lla , a m ovable  toy ;

( 3 )  the transparent parts of the p ro d u c t;
( 4 )  the unit pattern of a plane p roduct w hich is connected 

in two sides or four s ides and has no fixed lim its , such as p rin 
ted cotton fa b r ic , w a llpape r;

( 5 )  the length of a long and thin p roduc t part of w hich is o- 
m itted in d raw ing ;

( 6 )  the specia l material w hich a p roduc t is m ade o f;
( 7 )  the design  conta in ing co lo r for w hich  p ro tection is 

sought;

( 8 )  the use , method of use or function of a newly deve l
oped p ro du c t;

( 9 )  the main points o f the design.
The brie f explanation shall not contain any com m ercia l ad 

vertisem ent and shall not be used to ind icate  the function and 
structure of the product.

2 .4  Classification of Patent for Design
The O ffice shall c lassify the app lica tions for patent for de 

sign in accordance  with the pub lished International C lassification 

for Designs and accord  appropria te  c lassifica tion num bers. The 
classifica tion shall be m ade on the basis of the p roduc t ind icated  
in the d raw ings or pho tog raphs, and reference be ing  m ade to 
the w ritings in the “ title of the p roduc t incorpora ting  the d e s ig n ” 
and “ the class in w hich it be longs to , the techn ica l fie ld in which 
it belongs to or the p lace  for it to be u se d ” in the request.
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2 . 4 . 1  Check of Application Documents
The classifica tion exam iner shall check  the fo llow ing con

tents before  the classifica tion is m a d e ;
( 1 )  whether or not the notification of accep tance  has been 

inc luded  in the file ;
( 2 )  whether or not the filing num ber and the date  of filing 

are ind icated  in the request;
( 3 )  whether or not the c lass of the p roduct is ind icated  in 

the request;
( 4 )  whether or not the p roduct shown in the draw ings or 

pho tographs of the design  is in conform ity w ith the title of the 

product ind icated  in the request.
In the course of the ch e ck in g , if it is found that the notifica

tion of accep tance  has not been included in the file , or the filing 
num ber or the date of filing is not ind icated  in the request, the 
file shall be returned to the Receiving Division for handling.

Where the class to w hich the p roduc t be longs is not ind ica
ted in the request or the p roduct shown in the draw ings or photo
graphs of the design  is not in agreem ent w ith the title of the 
p roduc t ind icated  in the request, the O ffice shall notify the a pp li
cant of its opin ion after check ing  and invite it/h im  to make nec
essary correction.

2 . 4 . 2  Determination of Classification Number
W here the app lica tion  docum ents com p ly w ith the requ ire 

m ents m entioned a bo ve , the c lassifica tion exam iner shall con 
d uc t the c lassifica tion of the p roduct incorporating the design  for 

w hich a patent is app lied  for in accordance  with the International 
C lassification for D es ign , accord  it appropria te  c lass , subclass 

and sequence num bers , and w rite them in the relevant colum ns 
of the cover of the file. The data  shall be stored in the com puter. 
A fte rw ards , the file shall be sent to the Procedure M anagem ent 

D ivision.

2 . 4 . 3  check of Classification of Special Products
( 1 )  W here the use , m ethod of use , or function of some 

newly deve loped  p roducts  are not ind icated  in the brie f exp lana

tio n , or the c lassifica tion of som e p roducts  cannot be m ade be

cause their use , m ethods of use or function are not c le a r, the 
O ffice shall notify the app lican t of its opinion after checking  and 
invite it/h im  to make co rrec tion , state the use , m ethod of use or
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function of the p ro d u c t, a nd , where it is necessary , furnish ref
erence figures to show its state of use. After the app lican t makes 
corrections or observa tions, the classifica tion exam iner shall 
conduc t reclassification in accordance  w ith the provis ions of 
Section 2 .4 .2  of this Chapter.

( 2 )  W here two or more designs are inc luded  in one a p p li
ca tion , a classifica tion num ber may first be given in accordance  
with the title ind icated  in the request. W here a divisional a pp lica 
tion is requ ired , a notification to m ake correction shall be sent to 
the app lican t at the next step o f the procedure.

( 3 )  Two classifica tion num bers may be given to a p roduct 
which possesses two or more functions and the firs t c lassifica tion 
num ber shall be the main num ber.

3. Checking of Other Relevant Documents

3 .1  Appointment of Patent Agency and Designation of Represent
ative
In this re g a rd , the provis ions o f Section 3. 1 , C hapter 1 of 

this Part shall app ly.

3 .2  Claim of Right of Priority
Where the app lican t c la im s the right of p rio rity , the provi

sions of A rtic le  29 and Artide 30 of the Patent Law , Rule 32 and 
Rule 33.1  of the Im plem enting Regulations o f the Patent Law and 
the relevant provisions of the Paris Convention shall app ly.

In accordance  with Artic le  29 of the Patent Law , only fore ign 
priority may be c la im ed for an app lica tion  for a patent for d e 
s ig n , that is , w he re , w ithin six months from  the date  on which 
any app lican t first filed in a fore ign country an app lica tion  for a 
patent for d e s ig n , it/h e  files in China an app lica tion  for a patent 
for the sam e sub ject m atter, it /h e  m ay, in accordance  with any 
agreem ent conc luded  between the said fore ign country and Chi
n a , or in accordance  w ith any international treaty to w hich both 
countries are p a rty , or on the basis of the p rinc ip le  of mutual 
recognition of the righ t o f p rio rity , enjoy a right of priority.

3 . 2 . 1  Earlier Application and Subsequent Priority -  Claiming Ap
plication

W here the app lica n t files an app lica tion  for a patent for de
sign with the Patent O ffice  and cla im s the right o f priority of the 
app lica tion  filed earlier in a fore ign coun try , the exam iner shall
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exam ine whether or not the earlier app lica tion , as the basis of 
the p rio rity , has been filed in a country party to the Paris Con
vention , or whether or not the earlier app lica tion  is a regional a p 
p lica tion or international app lica tion  w hich is filed for a country 
party to the Paris Convention. W here the app lican t of an a pp lica 
tion c la im ing the right of priority be longs to a country not party to 
the Paris C onvention , the exam iner shall exam ine whether or not 
that country recognizes the priority of China. The exam iner shall 
also exam ine whether or not that app lican t may enjoy the rights 
p rovided by the Paris C onvention , that is , whether or not that 
app lican t is a national or resident of a country party to the Paris 
Convention or of a country w hich recognizes the priority of Chi
na. W here the conclus ions from those two exam inations are neg
a tive , the app lican t shall be notified that the claim  of the priority 

righ t is deem ed not to have been made.
The exam iner shall further exam ine whether or not the sub 

sequent app lica tion  c la im ing right o f priority was filed w ithin six 

m onths from the date  of filing of the earlier app lica tion . If the 
subsequen t app lica tion  was filed later than the six -  month peri
o d , the priority claim  shall be deem ed not to have been m ade. 
Where there are two or more earlier app lica tions , the period shall 
be counted from  the date  of filing of the earliest app lica tion . 
W here over six months have passed from the date of filing o f the 
earliest a pp lica tion , the app lican t shall be notified of that fact 
and the priority claim  is deem ed not to have been made.

In the pre lim inary exam ination, the question whether or not 
the earlier app lica tion  was the firs t app lica tion  as defined by the 
Paris Convention shall not be exam ined.

3 . 2 . 2  Declaration of Claiming Right of Priority
In this re g a rd , the provisions of Section 3 .2 .1 .2 ,  C hapter 1 

of this Part shall app ly.

3 . 2 . 3  Copy of Earlier Application
In checking  the copy  of the earlier app lica tion , excep t for 

the contents stated in Section 3. 2. 1 .3 ,  C hapter 1 of this Part, 
the exam iner shall also check  whether or not the subsequent p ri
ority -  c la im ing  app lica tion  has the same sub jec t m atter of de 

sign as that of the earlier app lica tion .
Where the draw ings or photographs of the subsequent ap 

p lica tion docum ent are not com ple te ly  identica l w ith those of the
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earlier app lica tion , but it m ay be conc luded  from the draw ings or 
photographs what they seek protection for is the identica l design 
of the identica l p ro d u c t, it may be determ ined that the sub ject 
matters of the design  of both the subsequen t app lica tion  and the 
earlier app lica tion  are the sam e, and the subsequent app lica tion 
may enjoy the date of priority. For exam p le , the app lican t of the 
earlier app lica tion  furnished the front v iew , back v iew , left view 
and space d iagram  of a p roduct. While the app lican t of the sub 
sequent app lica tion furnished the front v iew , back v iew , left 
v iew , right view  and top view  of the sam e p ro d u c t, and it is ind i
ca ted  in the brie f explanation that s ince the bottom  of the p rod 
uct is not often seen so the upw ard view  is om itted. If the front 
v iew , back view  and left v iew  of the subsequen t app lica tion  are 
identica l w ith those of the earlier app lica tion , and the right view 
and top view  have been c learly shown in the space  d iagram  of 

the earlier app lica tion  docum ents , it may be conc luded  that the 
sub jec t m atters of the two app lica tion  are iden tica l, and the sub 

sequent app lica tion  may enjoy the priority of the earlier a pp lica 
tion.

W here the subsequen t app lica tion  is a com bination a pp lica 
tion conta in ing two or more d e s ig n s , the sub jec t m atter o f one of 
the designs is identica l with that of an earlier a pp lica tion , that 
design  of the subsequen t app lica tion  may enjoy the priority of 
the earlier app lica tion .

W here the design  of the subsequen t app lica tion  is a co m b i
nation of the designs of several earlier a pp lica tion s , it m ay be 
conc luded  that the sub ject m atter of the design  of the subse
quent app lica tion  is d ifferent from  those of the earlier a pp lica 
tions , the subsequent app lica tion  cannot enjoy m ultip le  priori
ties.

3 . 2 . 4  Applicant of Subsequent Application
In this re g a rd , the provisions of Section 3 .2 . 1 .4 ,  C hapter 1 

of this Part shall app ly.

3 . 2 . 5  Fee for Claiming Priority
In this re g a rd , the provis ions o f Section 3 . 2 . 1 .6 ,  C hapter 1 

o f this Part shall app ly.

3 . 2 . 6  Withdrawal of Priority Claim
In this reg a rd , the provisions of Section 3 . 2 . 1 .5 ,  C hapter 1
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of this Part shall app ly.

3 .3  Disclosure Causing No Loss of Novelty

3 . 3 . 1  Scope of Application
In this re g a rd , the provis ions o f Section 3 .3 .1 ,  C hapter 1 of 

this Part shall app ly.

3 . 3 . 2  Certifying Materials
In this re g a rd , the provisions of Section 3 . 3 . 2 , C hapter 1 of 

this Part shall app ly.

3 .4  Declaration to Withdraw Patent Application
In this reg a rd , the provis ions of Section 3 . 6 , C hapter 1 of 

this Part shall app ly.

3 .5  Change in Bibliographic Data
In this re g a rd , the provisions of Section 3 .7  of C hapter 1 of 

this Part shall app ly.

4. Check According to Rule 44.1 ( 3 )  of the Regulations

4 .1  Check According to Article 5 of Law
Artic le  5 of the Patent Law provides that no patent righ t shall 

be granted for any invention -  creation that is contrary to the laws 
of the State or socia l m orality or that is detrim ental to pub lic  inter

est.
A cco rd ing  to Section 2 , C hapter 1 of Part II of these G u ide

lines, the checking  shall include three a spe c ts ; whether or not 
the design  app ly ing  for a patent is obviously contrary to the laws 
of the S ta te , whether or not it is obviously contrary to socia l m o
ra lity , and whether or not it is obviously detrim ental to pub lic  in
terest. If the exam iner finds that the entire contents or part of the 

contents o f an app lica tion  for a patent for design  belong to one 
of the three a sp e c ts , the O ffice shall notify the app lican t of h is / 
her opinion after ch e ck in g , stating the reasons, and invite him or 
it to m ake its /h is  observations ( where the entire contents of the 
app lica tion  are in v o lv e d ) , or to delete the relevant part (w h e re  
part of the contents of the app lica tion  is in vo lve d ) ,  w ithin a 

spec ified  tim e limit. If the reasons subm itted by the app lican t are 
not suffic ient to justify in saying that the app lica tion  does not fall 
under A rtic le  5 of the Patent Law , or the app lican t refuses to de 
lete the relevant part w ithout any justified  reason , the O ffice shall
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make a decis ion to reject the app lica tion .
To be “ contrary to the laws of the S ta te ” refers to a design  

w hich has vio lated the laws stipu lated by the National Peop le ’s 
Congress or the Standing Com m ittee of the National Peop le ’s 
Congress accord ing  to the leg isla tive procedure.

For exam p le , s ince any app lica tion  for a patent for design  
which takes the national flag or national em blem  as the pattern of 
a p roduct violates the law of National Flag and Law of National 
E m blem , no patent right may be granted to that app lica tion .

To be “ detrim ental to pub lic  in terest”  m eans that the exp lo i
tation or app lica tion  of the des ign  m ay harm the interest of the 
pub lic  or soc ie ty , or may a ffect the normal o rder o f the State and 
society.

For exam p le , where the w ords or pattern of any app lica tion  
for a patent for design  relate to a m ajor national po litical event or 
religious belie f and consequently  are detrim enta l to pub lic  inter
es t, hurt the peop le ’s or national fe e lin g , or p ropaga tes feuda l
ism and superstition , no patent right may be granted  to that a p 
p lication. For another exam p le , no patent right may be granted 
for the specia l coin in com m em oration of C hina ’s resum ption of 
sovereignty of Hong Kong and Macao.

4 .2  Check According to Article 3 1 . 2  of Law
Artic le  3 1 .2  of the Patent Law provides that an app lica tion  

for a patent for des ign  shall be lim ited to one des ign  incorpora t
ed in one p roduct. Two or m ore designs w hich are incorporated 
in p roducts be long ing  to the sam e class and being sold or used 
in sets may be filed as one app lica tion .

W here any app lica tion  for a patent for des ign  w hich is o bv i
ously not in conform ity w ith the provis ions m entioned a bo ve , the 
O ffice sha ll, in accordance  with Rule 4 2 .2  of the Im plem enting 

Regulations of the Patent Law , invite the app lica n t to am end its / 
his app lica tion  w ithin a spec ified  tim e limit. If it/h e  fails to make 
any response w ithin the spec ified  time lim it, the O ffice  shall noti
fy it/h im  that the app lica tion  is deem ed to have been w ithdraw n. 

If the app lican t refuses to am end its /h is  app lica tion  w ithout any 
justified  reason, the O ffice  shall make a decis ion to re ject the ap 
p lica tion , and the app lican t shall be notified accord ing ly .

4 . 2 . 1  Design of Products in Set
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4 . 2 . 1 . 1  Same Class
In accordance  with the provisions o f Artic le  3 1 .2  of the Pa

tent Law and Rule 36. 1 of the Im plem enting Regulations of the 
Patent Law , one of the cond itions for two or more designs to be 
filed  as one app lica tion  is that the said two or more designs are 
incorporated in p roducts  be long ing  to the sam e c la ss , that is, 
the p roducts be long ing  to the sam e subclass in the International 

C lassification for Designs.
For exam p le , both artic les are used for d in in g , such as 

p la te , sauce r, cup  and b ow l; and artic les used for cook ing , 
such as p o t, b as in , d in ing knife and d in ing fo rk , are classified 
in C lass 07 ( household wares are not included in the other c las
s e s ). H ow ever, p la te , sauce r, cup  and bowl used for d in ing 
are c lassified  in Subclass 07 - 0 1 ;  pot and basin are c lassified in 
Subclass 07 - 0 2 ,  and d in ing knife and d in ing fork are classified 
in Subclass 07 -0 3 .  As a resu lt, p o t, bow l and d in ing knife do 
not belong to the sam e S ubc lass , they cannot be filed in one a p 
p lication. On the other h an d , because bowl and saucer belong 
to the same S ubc lass , they may be filed as one app lica tion . 
H ow ever, it should be noted that the artic les be in the same sub 
c lass is not the only cond ition for two p roducts being filed  as one 
a pp lica tion , the requirem ents concern ing being sold or used in 
sets as p rovided in Artic le  3 1 .2  of the Patent Law shall also be 

com p lied  with.

4 . 2 . 1 . 2  Sold or Used in Set
In accordance  with the provis ions of Artic le  3 1 .2  of the Pa

tent Law and Rule 36. 1 of the Im plem enting Regulations of the 
Patent Law , where two or m ore designs are filed as one a pp lica 
tio n , it requires not only that the p roducts  incorporating the de
signs belong to the sam e c lass , bu t a lso that the p roducts 
should be sold or used in se ts , that is , the p roducts  incorpora 
ting the designs have the same design ing  concep t and are 
custom arily sold or used at the sam e time.

Two or more p roducts o f the same class may be filed as one 
app lica tion  if they m eet certa in requirem ents. Such com bined 
p roducts  are usually referred to as a set of p roducts. A set of 

p roducts  shall have two or more p roducts which are custom arily 
sold and used in set. And they have the sam e design ing  con 
ce p t and the same design ing  style.

( 1 )  C oncep t of Set of Products
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A set of p roducts  consists of tw o or m ore independen t p rod 
u c ts , each o f w hich has its own features and value of use , while 
all of them com bined in use may p roduce  the value of the set u- 
sing toge ther, such as a set of coffee utensils consisting of co f
fee c u p , coffee p o t, m ilk pot and sugar pot. A set of p roducts 
does not refer to the co llection consisting  o f a num ber o f co m p o 

nent parts w hich m erge into an o rgan ic whole. Only all o f them 
com bined together can p roduce  an independen t value of use, 
but each of the com ponent part alone has no independen t value 
of use. For exam p le , poker p laying c a rd s , bu ild ing  b lo cks , and 
p lug -  in toy unit shall be regarded  as one p ro d u c t, and can be 
filed only as one app lica tion . But they are not a set of p roducts.

( 2 )  Sold at the sam e time

The m eaning of be ing sold at the sam e time shall be lim ited 
to the p roducts w hich are custom arily sold at the same tim e , that 
is , the p roducts  w hich are usually sold in set on the m arket, 
such as the five -  p iece  bedd ings  consisting of b e d sp re a d , 
sheet, p illow  case and the like. The p roducts  w hich are sold to 
gether for the purpose o f prom otion cannot be filed as a set of 
p ro d u c ts , such as school bag and pencil box. A lthough a pencil 
box will be given as a g ift when a school bag is so ld , they can 
not be regarded  as having been custom arily sold together at the 
same time and they cannot be filed as a set of p roducts.

( 3 )  Used at the sam e time

“ Used at the same tim e ” refers to the c ircum stances when 
people  use one p roduc t of the se t, they often associate  it with 
the existence o f other p roducts  of the se t; it does not necessarily  
mean the using of the p roducts  o f the set at the sam e moment. 
That is , the p ro du c ts , such as coffee c u p , sugar po t and milk 
pot of the coffee u tensils, ar.e related to each other in the course 
of use , therefore tha t w ill be in conform ity w ith the p rinc ip le  of 
used at the same time.

( 4 )  Various p roducts  having the same design ing  concep t

The “  same design ing  c o n c e p tv refers to the unity o f the
style of design ing  of each of the p roducts  of the set. That means 
the design  of the sh ap e , pattern or their com b ina tion , or the 
com bination of the co lo r w ith shape or pattern of the various 
p roducts of the set is unified.

Unity of the shape refers to that each com ponen t p roduc t is 
characte rized  by a spec ific  m o ld in g , or the com bina tion  relation 
between the com ponent p roducts  is constitu ted on the basis of a
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spec ific  m o ld ing . U nder such c ircum stances, the p roducts shall 
be regarded  as being in conform ity with the unity of the shape.

The unity of the pattern refers to that the design of the pat
tern and its sub jec t m atte r, com pos ition , form  of expression, 
co lo r, and so o n , of each p roduc t of the set shall be unified. If 
one aspect of them is d iffe ren t, the pattern of the p roducts shall 
be regarded as not unified. For exam p le , where the subject 
m atter of the design  of the coffee pot is o rch id , while the subject 

m atter of the design  of the coffee cup  is a p an da , s ince the se
lected sub jec t matters of design are d ifferent and the styles of 
design  are d ifferent to o , the p rinc ip le  of unity and coordination is 
not com p lied  w ith. S ince the p roducts  are not a set of p roduc ts , 
the designs of them cannot be filed as one app lica tion.

The unity of the co lo r cannot be considered alone. It must 
be cons ide red  com prehensive ly w ith the shape and pattern of 
each com ponent p roduct. W here the shape and pattern of each 
p roduct com p lies  respective ly with the p rinc ip le  of unity and co 

o rd ina tion , if the co lor of the p roducts  is the sam e, the designs 
may be filed as one app lica tion ; If the co lor o f each com ponent 
p roduct is quite d ifferent and the harm ony of the entirety is dam 

a g e d , the designs cannot be filed as one app lica tion .
Two or more designs w hich are in conform ity with the provi

sions m entioned above can be filed as one a p p lica tio n , and the 
sequence num ber of each design  shall be m arked before the ti
tle of the view  of each p roduc t incorporating the design.

4 . 2 . 1 . 3  Each Component of Set of Products to Comply with Re
quirements of Grant

It should be noted that an app lica tion  for a patent for design 
in respect of a set of p ro du c ts , excep t for com pliance  with the 
general requirem ents m entioned a bo ve , each com ponent p rod 
uct shall com p ly  w ith the requirem ents of grant of the patent 

right. If one of the com ponen t p roducts  fails to com p ly  with the 
requ irem ents , the designs of the com ple te  set of p roducts shall 
not be qualified to be granted the patent right.

4 . 2 . 2  Examination of Divisional Application

4 . 2 . 2 . 1  Legal Basis of Divisional Application
U nder the provisions of Rule 42 .1  of the Im plem enting Reg

ulations of the Patent Law , where an app lica tion  for a patent for

93



C hapter 3 GUIDELINES FOR EXAMINATION

design  conta ins two or more d e s ig n s , the app lican t m ay, before 
the expiration of the tim e lim it of two months from  the date  of re
ce ip t of the notification to grant the patent right for the design  
and going through the form alities of reg istra tion , subm it to the 
O ffice a d ivis ional app lica tion . H ow ever, in respect of an a pp li
cation w hich has been rejected and the rejection is e ffe c tive , or 
which has been w ithdraw n or deem ed to have been w ithdrawn 
and has not been resto red , no divisional app lica tion  m ay be 

subm itted.
U nder the provisions o f Rule 4 2 .2  of the Im plem enting Reg

ulations of the Patent Law , where the O ffice finds that an a pp li
cation for a patent for design  is not in conform ity with the provi
sions o f A rtic le  3 1 .2  of the Patent Law and Rule 36 of the Im ple
menting Regulations of the Patent Law , it shall invite the a p p li
can t to am end the app lica tion  w ithin a spec ified  tim e lim it. The 
app lican t m ay, when it /h e  deletes one or more surp lus designs 
from the initial app lica tion  to com p ly  w ith the requirem ent of uni
ty , subm it to the O ffice  one or more d iv is ional app lica tions for 
one or more patent for the de le ted  designs.

4 .2 .2 .2  Requirements Relating to Divisional Application
“ D ivisional a pp lica tion " refers to the situation w here the ini

tial app lica tion  for a patent for des ign  conta ins two or m ore de
s ign s , the app lican t takes one of the designs out from the initial 
app lica tion  and makes it the sub jec t m atter for w hich a new a p 
plication for a patent for design  is filed . The new app lica tion  is 
the divisional app lica tion  and may enjoy the date of filing of the 
initial app lica tion .

The new divisional app lica tion  shall be checked whether or 
not it com plies with the fo llow ing requ irem ents;

Rule 42 .1  ( 1 )  The d iv is ional app lica tion  shall be filed before the expi-

Rule 54 .1  ration o f the period of tw o m onths from the date  of rece ip t of the
notification to grant the patent right for the initial app lica tion  and 
to invite the app lican t to go through the form alities of reg istra tion , 
and the initial patent app lica tion  has not been re jected ( or al

though it has been re jec ted , the rejection has not taken e f fe c t ) , 
or has not been w ithdraw n or has not been deem ed to have 

been w ithd raw n;
( 2 )  The app lican t of the d iv is ional app lica tion  m ust be the 

same as that of the initial app lica tion . W here they are not the 
sam e, a docum ent certify ing assignm ent of the right shall be

94



GUIDELINES FOR EXAMINATION C hapter 3

subm itted . The creator of the design  of divisional app lica tion  
shall be the crea tor or part of the creators of the initial a pp lica 
tio n ;

( 3 )  When the divisional app lica tion  is file d , a copy  of the in
itial app lica tion shall be subm itted . W here the priority is c la im ed , 
a copy of the priority docum ents of the initial app lica tion  shall a l

so be subm itted ;
( 4 )  W here the initial app lica tion  for a patent for design  con

tains two or more des ign s , the design  of the divisional app lica 
tion shall be one or more of the designs taken out from  the initial 
app lica tion ;

( 5 )  When a divisional app lica tion  is file d , at least one de
sign shall be left in the initial app lica tion  and the rest shall be the 
sub jec t m atter of the divisional a p p lic a t io n (s ) ;

( 6 )  W here the design  of the initial patent app lica tion  is a 
design  of the whole p ro d u c t, the app lican t is not a llowed to take 
out the design  of part only of the p roduct as the sub ject m atter of 
the divisional app lica tion . For exam p le , where an app lica tion  is 

filed  to p ro tect the design  o f a m oto rcyc le , no divisional app lica 
tion may be m ade for the design  of its spare parts or com po
nents.

Where a divis ional app lica tion  is found to be not in conform i
ty with the requirem ent of item ( 1 ) ,  the O ffice shall issue a notifi
cation that the divisional app lica tion  is deem ed not to have been 
filed . W here the app lica tion  is found to be not in conform ity with 
the requirem ents of items ( 2 )  and ( 3 ) ,  the O ffice shall notify the 
app lican t to make correction w ithin the specified  time limit. If no 
correction is m ade w ithin the time lim it, the O ffice shall issue a 
notification that the divisional app lica tion  is deem ed to have been 
w ithdraw n. W here a divisional app lica tion  is found to be not in 
conform ity w ith the requirem ents of items ( 4 )  and ( 5 ) ,  the Of

fice  shall notify the app lican t of its opinion after check and invite 
it/h im  to m ake am endm ents w ithin a spec ified  time limit. Where 
no response and no am endm ents are m ade w ithin the time lim it, 
the O ffice  shall issue a notification that the divisional app lica tion  

is deem ed to have been w ithdraw n. W here the app lican t refuses 
to m ake am endm ents bu t w ithout suffic ient reason , the O ffice 
shall m ake a decis ion to re ject the divisional app lica tion . Where 
the app lica tion  is found to be not in conform ity w ith the require
ment of item ( 6 ) ,  the O ffice shall notify the app lican t o f its op in 
ion after check ing . If no response is m ade w ithin the specified
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Rule 5 1 .3

tim e lim it, the O ffice shall issue a notification that the divis ional 
app lica tion  is deem ed to have been w ithdraw n. W here the a p p li
cant insists that its /h is  app lica tion  is a d iv is ional app lica tion  but 
w ithout su ffic ient reason , the O ffice  shall m ake a decis ion to re
jec t the divisional app lica tion .

4 .3  Check According to Article 33 of the Patent Law
In accordance  w ith the provis ions of A rtic le  33 of the Patent 

Law , the am endm ent m ade by the app lican t to its /h is  a p p lica 
tion for a patent for design  may not go beyond the scope  of the 
d isclosure as is shown in the initial d raw ings or photographs.

The app lican t for a patent fo r des ign  m ay am end the a p p li
cation docum ents for a patent for design  on its /h is  own initiative 
w ithin two months from the date  o f filing . Furtherm ore, upon the 
rece ip t of the O ffice ’s notification to make am endm ent, the a p p li
cant shall am end the app lica tion  as required by the notification.

4 . 3 . 1  Amendment on Applicant’s Own Initiative
In respect of the am endm ent m ade on the a pp lica n t’s own 

in itia tive, it shall be checked  firs t whether or not the am endm ent 
was m ade w ithin two months from  the date  of filing . W here the a- 
m endm ent was m ade later than that time lim it, excep t for the a- 
m endm ent corrected  the defects in the initial a pp lica tion , the O f
fice  shall issue a notification that the am endm ent is deem ed to 
have not been m ade in accordance  w ith Rule 5 1 . 2  of the Im ple
m enting Regulations of the Patent Law. W here the am endm ent is 
m ade w ithin the time lim it, it shall be checked  whether or not it 
goes beyond the scope  as shown in the initial d raw ings or pho to 
g raphs. If the am endm ent goes beyond the said sco p e , the a p 
p licant shall be notified that the am endm ent is not in conform ity 
with the provisions of Artic le  33 of the Patent Law. W here , after 
the app lican t m ade its /h is  response , the O ffice still finds that the 
am endm ent to the app lica tion  goes beyond the said sc o p e , the 
app lica tion  shall be re jected in accordance  with A rtic le  33 o f the 
Patent Law and Rule 44 of the Im plem enting Regulations of the 

Patent Law.

4 . 3 . 2  To Amend According to Notification
W here the app lican t m akes am endm ent to its /h is  app lica tion  

accord ing  to the O ffice ’s notification bu t the am endm ent goes 
beyond the scope o f the initial d raw ings or pho tog raphs, it/h e
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shall be notified that the am endm ent is not in conform ity w ith the 
provisions of A rtic le  33 of the Patent Law. W here , after the a p p li
cant m ade its /h is  response, the O ffice finds that the am endm ent 
to the app lica tion  still goes beyond the scope  of the initial d raw 
ings or pho tog rap hs , it shall re ject the app lica tion  in accordance  
with Artic le  33 of the Patent Law and Rule 44 of the Im plem enting 

Regulations of the Patent Law.

4 . 3 . 3  Contents May Be Amended by the Office on Its Own Initia
tive

In the course of the pre lim inary exam ina tion , the O ffice 
m ay, on its own in itia tive, co rrect the obvious defects in the d o c 
um ents of the patent app lica tion  m entioned in Sections 2 . 1 ,  2 . 2  
and 2 . 3  of this C hap te r, and notify the app lican t accord ing ly . 
The contents w hich m ay be co rrected  by the O ffice  on its initia

tive m ainly refer to fo llow ings;
( 1 )  obvious m istake in the title of the p ro du c t;
( 2 )  obvious m istake in the name of the v iew ;
( 3 )  obvious m istake in the d irection of the v iew ;
( 4 )  M istake in the d irection of the Form of “ D raw ings or 

Photographs o f the D es ign ”  ;
( 5 )  the figures and w ords in the draw ings or photographs 

of the design  w hich cannot be pro tected  as the spec ific  contents 
of the des ign  and should be co ve red , for exam p le ; the portrait 
of a pe rson , tradem ark , sym bo l, well -  known book , or well -  
known b u ild in g ; and the lines in the draw ings w hich should be 
d e le te d , for exam p le ; shadow  line , ind icating  line , dotted line, 
centra l line or d im ension line ;

( 6 )  the descrip tions in the brie f explanation w hich obviously 

does not relate to the contents of the d raw ings or pho tographs of 
the d e s ig n , for exam p le ; the descrip tions of the structure  of the 

product.

4 .4  Check According to Rule 2 .3  of the Regulations
In accordance  with the provisions of Rule 2 .3  of the Regula

tio ns , “ d e s ig n ” in the Patent Law means any new design  of the 
shape , the pattern or their com b ina tion , and the com bination of 
the co lo r w ith shape or pa tte rn , of a p ro d u c t, w hich creates an 
aesthetic feeling and is fit for industria l app lica tion .
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4 . 4 . 1  Shape, Pattern or Their Combination and Combination of 
Color with Shape or Pattern of Product

The carrier of a des ign  m ust be a p roduct. A “ p ro d u c t”  re
fers to any artic le  p roduced  by industria l m ethods. H and ic ra fts , 
agricu ltura l p ro d u c ts , livestock p roducts  or natural p ro du c ts , 
w hich cannot be p roduced  repea ted ly , shall not be the carrie r of 
the design.

W hat constitu tes a design  is the shape , the pattern or their 
com bination and the com bination of the co lo r w ith shape or pa t
tern. G enera lly , the co lor of a p roduc t a lone cannot constitu te  a 
design  unless the change o f the co lo r of a p roduc t constitu tes a 
pattern. The com binations that m ay constitu te  a des ign  inc lude : 
the shape of a p ro d u c t; the pattern o f a p ro d u c t; the shape and 
pattern of a p ro d u c t; the shape and co lo r of a p ro d u c t; the pa t
tern and co lo r of a p ro d u c t; the shape , pattern and co lo r o f a 
product.

“ S hape”  refers to the des ign  of the m old ing  of a p ro d u c t, 
that is , the external outline of a p roduc t presented by the m ove, 

change or com bination o f the d o t, line or s ide of the external 
part of the p roduct. That is the result of the synchronal d e s ig n , 
m anufacture of the s truc tu re , external shape and so on o f a 
product.

“  Pattern”  refers to the figure constitu ted on the surface of 
the p roduct by means of the arrangem ent or com bina tion  o f the 
line , charac te r, sym bol or co lo r p iece. Pattern may be created 
by draw ing or other m eans w hich are able to em body the des ig 
ning conception  of the creator. The pattern of a p roduc t shall be 
perm anent and v is ib le , and not flickering or v is ib le  only under 
spec ific  cond itions.

“ C o lo r”  refers to the co lo r or com bination o f co lo rs app lied  
on the p roduct. The natural co lo r o f the raw material appeared 
on a p roduc t is not the co lo r o f the design.

The three e lem ents, that is , sh ap e , pattern and co lo r, are 
inter -  dep en de n t, and som etim es it is d ifficu lt to define their 
boundary. For exam p le , the arrangem ent of m any co lo r p ieces 
may constitu te  a pattern.

4 . 4 . 2  New Design Fit for Industrial Application
To be “ fit fo r industria l a pp lica tion ”  refers to a design  which 

may be used in industry and may be m anufactured in batches.
A new design  refers to a design  that is a new ly p lanned de
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sign of a p roduct. An obviously not new design  refers to a de
sign w hich  is known w ithout search in the course of exam ination 
tha t, before  the date  of filing or priority of the app lica tion  for a 
patent for design  under exam ination, there is an identica l or 
s im ilar design  for which an earlier patent app lica tion  has been 
filed with the O ffice and pub lished in the China Patent Gazette. It 
also refers to a design  w hich is known in the course of exam ina
tion th a t, before the date  of filing or priority o f the app lica tion  for 
a patent for design  under exam ination , p roducts  incorporating 
the identica l or sim ilar des ign  has been pub lic ly  used or sold in 
C h ina , or the contents o f the app lica tion  under exam ination have 
been pub lic ly  d isc losed  in a pub lica tion in China and abroad.

4 . 4 . 3  Subject Matter for Which No Design Patent Shall Be Gran
ted

The fo llow ing are exam ples of p roducts  the designs of which 
shall not be granted patents for design  accord ing  to the provi
sions of Rule 2 .3  of the Im plem enting Regulations of the Patent 

L a w ;
( 1 )  any fixed b u ild in g , b ridge  and the like w hich depends 

on their spec ific  geograph ic  cond itions and cannot be rebuilt 

elsewhere.
( 2 )  any p roduct which has no fixed sh ap e , pattern or color 

because it conta ins the substance w hich has no fixed shape, 

such as g a s , liqu id  or powder.
( 3 )  any com ponent part of the p roduc t w hich cannot be 

partitioned or sold or used sepa ra te ly , such as the heel of 
so cks , the brim of a ha t, the handle of a c u p , and so on.

( 4 )  in the case of any p roduct consisting of several com po
nent parts w hich have d iffe ren t shape or patte rns, if the com po
nent part is not a p roduc t w hich has any va lue of independent 

use , no patent right may be granted for such com ponent. For 
exam p le , a p lug -  in p iece w hich cannot be inserted by an iden
tica l p lug -  in p ieces to form a spec ific  shape or pattern cannot 
be used independen tly , nor does it constitu te an independent 
p ro d u c t, consequently no protection of a patent for design  shall 
be granted for such a p roduct. Only when such plug -  in p ieces 
are connected  together w ith other p lug -  in p ieces and turn into a 
kind of to y , and an app lica tion  for a patent for design  incorpora

ting  the design  of such a toy is file d , a des ign  patent may be 

granted.
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( 5 )  any p roduc t w hich cannot be perce ived by the visual 
sense or the shape , pattern or co lo r o f w hich is d ifficu lt to be de 
term ined with the naked eye.

( 6 )  any design  for which the pro tection is sought is not the 
design  of the state of normal p ro d u c t, for exam ple  the des ign  of 
the state of an animal m ade with a handkerchief.

( 7 )  any design  the main body of w hich is the original 
shape , pattern or co lo r of the natural ob ject.

( 8 )  any work w hich be longs w holly to the fie ld  o f fine arts.
( 9 )  any design  w hich is constitu ted  only by geom etric 

shapes or patterns of com m on s igh t in the fie ld of the relevant 
p roduct.

( 1 0 )  the fo n ts , sound or m eanings of the general w ords and 
num ber shall not be the contents of the des ign  seeking p ro tec
tion.

4 .5  Examination According to Article 9 of the Law and Rule 13.1
of the Regulations
Artic le  9 of the Patent Law p rov ides ; “ where two or more 

app lican ts  file app lica tions for patent for the identica l invention -  
c rea tion , the patent right shall be granted to the app lican t whose 
app lica tion  w as filed  first. ”

Rule 13.1 of the Im plem enting Regulations of the Patent Law 
p ro v id e s ; “ For any identica l invention -  c re a tio n , only one patent 
righ t shall be g ranted . ”  This provision lays down the p rinc ip le  of 
no double  -  patenting.

In the pre lim inary exam ination of the app lica tion  for a patent 

for d e s ig n , the exam iner w ill not conduc t the exam ination of 
w hether or not an app lica tion  for a patent for design  is in con

form ity with the provis ions o f A rtic le  9 of the Patent Law and the 
Rule 13. 1 of the Im plem enting Regulations o f the Patent Law , 
unless the exam iner is aware in the course o f pre lim inary exam i

nation tha t, there are two or m ore app lican ts  filing app lica tions 
for patent for the identica l design  respective ly or the app lican t 
has filed another app lica tion  for a patent for design  w hich has i- 
dentica l contents.

This Section shall expla in  only the p rinc ip le  of judgm ent of 
the “ identica l invention -  c rea tion ” stated in Artic le  9 of the Pa
tent Law and Rule 13.1 of the Im plem enting Regulations of the 

Patent Law and the m ethods of handling under various c ircum 
s tances, but not inc lud ing  the app lica tion  for a patent for design
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w hich shall be exam ined accord ing  to Rule 2 .3  of the Im plem en
ting Regulations of the Patent Law. In other w o rds , where the 
earlier app lica tion  has been pub lished and is part of prior a rt, 
the exam ination of the later app lica tion  shall be conducted  ac 
co rd ing  to Rule 2 .3  of the Im plem enting Regulations of the Pa
tent Law , and not A rtic le  9 of the Patent Law and Rule 13. 1 of 
the Im plem enting Regulations of the Patent Law.

4 . 5 . 1  Principles of Judgment
In the judgm ent of whether or not two or more designs con

stitute the “ identica l invention -  c rea tion ”  stated in Artic le  9 of 
the Patent Law and Rule 13.1 of the Im plem enting Regulations of 
the Patent Law , it shall be determ ined on the basis of the de 
signs incorporated in p roducts as shown in the draw ings or pho
tographs o f the relevant two app lica tions for a patent for design 
or patents for design.

“ Identical d e s ig n s ”  refers to two designs that are identical 
w ith or sim ilar to each other. The m eaning of identica l or sim ilar 
designs includes two a spe c ts ; p roducts being identica l (o r  s im i
la r)  and designs being identica l ( o r  s im ila r ) . The identical 
p roducts  mean the use and function of the p roducts are com 
plete ly iden tica l, while the sim ilar p roducts refer to the p roducts 
which have the same use but d ifferent functions. To judge 
whether or not the designs are identica l (o r  s im ila r) is a com pre 
hensive judgm ent on the design  of the shape , pattern and color 
of the identica l ( o r  s im ila r) p roducts.

4 . 5 . 2  Method of Handling

4 . 5 . 2 . 1  Different Applicants
W here tw o app lican ts  filed app lica tions for patent for the i- 

dentica l design  success ive ly , the later app lica tion shall be han
d led  in the fo llow ing w a y ;

W here the earlier app lica tion  has not been granted the pa
tent righ t and both earlier and later app lica tions are in conform ity 
w ith other requirem ents for be ing granted the patent r igh t, the 

patent right shall be granted to the app lican t whose app lica tion 
was filed first accord ing  to Artic le  9 of the Patent Law. A fter the 

patent right has been granted to the earlier a pp lica tion , the O f
fice  shall notify the app lican t of the later app lica tion that its /h is  
app lica tion  is not in conform ity with the provisions of Rule 13. 1 of
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the Im plem enting Regulations of the Patent Law. W here the earli
er app lica tion  has been granted the patent r ig h t, the app lican t of 
the later app lica tion  shall be notified of the O ffice ’s opinion after 
checking  its /h is  app lica tion . If the app lican t fails to make any re
sponse w ithin the spec ified  time lim it, the later app lica tion  shall 
be deem ed to have been w ithdraw n. If, after the app lican t has 
m ade its /h is  observa tions, the O ffice still finds that the later ap 
p lication is not in conform ity with the requirem ents of Rule 13 . 1 ,  
the later app lica tion  shall be re jected.

Where two app lican ts  filed app lica tions on the sam e day for 
patent for the identica l design  and both app lica tions are in con
form ity w ith other requirem ents for be ing granted the patent 
righ t, the O ffice sha ll, accord ing  to Rule 13 . 2  of the Im plem en

ting Regulations of the Patent Law , notify the app lican ts  to hold 
consultations am ong them selves to dec ide  the p e r s o n ( s )  who 
shall be entitled to file the app lica tion . If the app lican ts  fail to 
make any response w ithin the specified  time lim it, both a pp lica 
tions shall be deem ed to have been w ithdraw n. If the app lican ts  
fail to reach any decision in the consu lta tions, o r, after the a p p li
cants have m ade observations or am endm ents to the a pp lica 
tions , the O ffice  still finds that the app lica tions are not in con 
form ity w ith the requirem ents of Rule 13.1 , both app lica tions 
shall be re jected.

4 . 5 . 2 . 2  Same Applicant
W here the same app lican t files app lica tions for patent for the 

identica l design  successive ly and both app lica tions are in con 
form ity w ith other requirem ents for be ing granted the patent 
r ig h t, but no patent right has been granted to any of them , the 
O ffice shall notify the app lican t that its /h is  later app lica tion  is not 
in conform ity w ith the provisions of Rule 13. 1 of the Im plem en
ting Regulations of the Patent Law unless it/h e  w ithdraw s its /h is  
earlier app lica tion . W here the app lican t fails to make any re
sponse w ithin the spec ified  tim e lim it, its /h is  later app lica tion  
shall be deem ed to have been w ithdraw n. W here the app lican t 

insists to maintain its /h is  later app lica tion  and refuses to w ith
draw  its /h is  earlier app lica tion  w ithout any justified  reason, its / 
his later app lica tion  shall be re jected . W here its /h is  earlier a p p li

cation has been granted the patent r ig h t, the O ffice  shall notify 
the app lican t of its opinion after check ing  its /h is  later app lica tion 
and states that the app lica tion  is not in conform ity w ith the provi
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sions o f Rule 13.1 of the Im plem enting Regulations of the Patent 
Law. If the app lican t fails to make any response w ithin the spec i
fied tim e lim it, the app lica tion  shall be deem ed to have been 
w ithdraw n. If the app lican t insists to m aintain the later app lica 
tion w ithout any justified  reason , the later app lica tion  shall be re

jected .
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Chapter 4

Patent C lassification

1. Introduction

This C hapter involves the classifica tion of the patent for in
vention and the patent for utility m odel only. For the classifica tion 
of the patent for d e s ig n , provisions in Section 2 . 4 ,  C hapter 3 of 
this Part shall app ly.

The Patent O ffice adopts the “  International Patent C lassifica
tio n ” ( Int. C l) to conduct the classifica tion for an app lica tion  for 
patent for invention and an app lica tion  for patent fo r utility m od 
el.

The latest Chinese version of the “  International Patent 
C lass ifica tion ”  shall be the w orking text of the classifica tion. 
Where there is d ive rgence  of in te rpre ta tion , the latest English or 
French text shall prevail.

The purposes of classifica tion are as fo llow s;
( 1 )  Establishm ent of patent files w hich have value for patent 

search ;

( 2 )  D istribution of app lica tions for patent fo r invention or for 
utility m odel to the com peten t exam ination departm en ts ;

( 3 )  C lassifying the app lica tions for patent for invention or for 
utility m odel by m eans of the classifica tion sym bo ls , so tha t they 

could  be pub lished or announced in system atical way.

2. Contents of Classification

The classifica tion departm ents shall c lass ify  the techn ica l 
sub ject m atter of each app lica tion  for patent for invention or utility 
m ode l, p rovide a com ple te  classifica tion sym bol w hich repre
sents the inventive information of an invention or utility m ode l, 
and if necessary, p rovide  the indexing code  w hich is related to 
these classifica tion sym bols at the sam e time.

The inventive information of the invention or utility m odel 

m entioned above refers to the techn ica l information relating to 
the invention or utility m odel p e r se , i. e. the techn ica l in form a
tion w hich d irectly relates to the techn ica l sub jec t m atter of the 
app lica tion  for patent for invention or utility m odel seeking patent 
protection.

The techn ica l information expressed by the indexing code 
m entioned above refers to the supp lem ent of the c lassified  infor
mation ( such  a s , ind ication of the basic com position  of a com 
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pound or a m ixture or the com ponent c luster of a co m p ou nd ) or 
the ind ication o f the use or app lica tion  of a c lassified  technical 
sub ject matter.

3. Technical Subject Matter

3 .1  Determination of Technical Subject Matter

3 . 1 . 1  General Principle
The determ ination of the techn ica l sub jec t matter shall be 

mainly m ade on the basis of the c la im s, and the descrip tion  ( in 
c lud ing  the d raw ings) shall be taken into consideration in an ap
propria te  manner.

3 . 1 . 2  Entireness
Where the determ ination of the techn ica l sub ject matter is 

m ade m ainly on. the basis of the c la im s, the exam iner shall un
derstand the techn ica l contents of the c la im s in its entirety. 

W here the determ ination of the techn ica l sub jec t m atter is m ade 
on the basis of the independen t c la im s, the techn ica l features in
d ica ted  in the pream ble  portion shall be com bined with the tech
nical features ind icated  in the characteriz ing portion.

3 . 1 . 3  Emphases
W here the determ ination of the techn ica l sub jec t matter is 

m ade m ainly on the basis o f the c la im s , em phases shall be put 
on the independen t c la im ; where there are more than one inde
pendent c la im , em phases shall be put usually on claim  1.

3 . 1 . 4  Combination with Description
Taking appropria te  consideration of the descrip tion  ( inclu

d ing  the d ra w in gs) in determ ining the techn ica l sub ject matter is 

to correctly  understand or c larify the techn ica l features ind icated 
in the claim s and constitu ting the techn ica l schem e seeking pro
tection.

3 . 1 . 5  Methods for Determination of Technical Subject Matter
( 1 )  G enera lly , the determ ination of the techn ica l features is 

m ade m ainly on the techn ica l features stated in the pream ble 
portion of the independen t c la im , and the techn ica l features stat
ed in the characteriz ing portion are to restrict the pream ble por
tion.
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Exam ple 1 :
A bu ild ing  board used for wall or roo f, characte rized  in that 

it consists of sheets, each of w hich is rectangle and com prises 
four p a rts , the surface shape of each part is hyperbo lic  parabo

loid. . .
The technical sub jec t m atter is : a sheet bu ild ing  b oa rd , 

used for wall or roo f, characte rized  in shape.

Example 2 :
A crude  oil com position with an im proved pour -  point which 

com prises wax -  bearing c rude  oil and an e ffective am ount of 
pour -  point depressant a d d itive , wherein the add itive  mainly 
consists of po lym er se lected from copo lym er of ethene and acry- 

lonitrile and tripo lym er.
The techn ica l sub ject matter is : a c rude  oil com position 

characte rized  in an add itive  consisting of the polym er of the co 
polym er and tripo lym er conta in ing ethene and acrylonitrile .

Exam ple 3 ;
A m echanical shock absorber of cotton textile m ach ine , 

characterized in that v iscoe lastic  m aterials stick on the steel plate 
so that the two m aterials com b ine  as one entire p iece.

The techn ica l sub jec t matter is : a m echanical shock a bso rb 

er of cotton textile m ach ine , characte rized  by stick ing  v iscoe las
tic m aterials on steel p late to com bine  them as one entire p iece.

Exam ple 4 :
A speaker, the p iezoe lectric  ce ram ic sheet being connected  

at one end of the tubu lar shell by p ress , and the speaker open 
ing being at the other e n d , w ith tw o metal contacts being on the 
p iezoe lectric  ceram ic shee t, characte rized  in that a layer of v i
bration shell is installed on the outside o f the speaker she ll, be
ing connected  w ith the edge  of the speaker o pe n ing , and there 
is an interval between the two shells to com prise  a tw in shell.

The techn ica l sub ject m atter is ; a p iezoe lectric  ceram ic 

sheet speaker, characterized  by tw in shell.
( 2 )  Under specia l c ircum stances, i. e. , where the sub ject 

matter described  in the pream ble  portion of the independent 
claim  has no spec ific  location in the C lass ifica tion , the determ i
nation of the techn ica l sub jec t m atter shall be m ade m ainly on 
the basis of the techn ica l features recorded in the characteriz ing 
portion , and the techn ica l features recorded  in the pream ble  
portion shall be regarded  as the restriction to the characteriz ing 

portion.
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Exam ple 1 :

A sw itch , com prises a she ll, the contro l d ev ice , w ire tun
ne l, and open & close contact being equ ipped  in the shell cov
e r, characterized  in that a ligh t transm itting board m ade of trans
parent m aterials and a g low  bulb ind icating sw itch position are e- 
q u ipp ed  under the opening o f the shell cover.

The techn ica l sub jec t m atter is : a device  of a sw itch capa 
ble of ind icating the position o f the sw itch.

Exam ple 2 ;

An active  dye co m p ou nd , characterized  in that the process 
of synthesis is by m eans of enzym e, . . .

The techn ica l sub ject matter is ; use of enzym e to synthesize 
an active  dye com pound.

Exam ple 3 :
A tim ing c lock com pris ing  of a shell and a cassette  m echa

n ism , characte rized  in that the shell is m ade of ceram ic m ateria l, 
its appearance  i s . . .

The techn ica l sub jec t matter is ; the shell of a tim ing clock 
m ade o f ceram ic m a te r ia l.. .

( 3 )  In very particu la r cases , that is , where the c la im s de 
scribe  the invention or utility m odel in an extrem ely sum m arized 
or com m on w ay, to the e ffect tha t, based on these inform ation, 
it is im possib le  to ge t hold of the techn ica l sub ject m atter to 
make the classifica tion. U nder-such  c ircum stances, the ju d g 
m ent shall be m ade on the basis of the techn ica l problem s 
solved by the invention or utility m ode l, the techn ica l schem es, 

techn ica l results or em bod im ents recorded in the descrip tion.
Exam ple 1 :
A process of sharing a general purpose m otor for e lectrica l 

home a pp lia nce s , characterized  in that no specia l purpose m o
tor is e qu ipped  w ith the e lectrica l app lia nce s , when the process 
is in use , the general purpose m otor is equ ipped  w ith the e lectri

ca l home app liances by m eans of sp rin g , b e lt, la th , dog  screw  
and nu t, and the general purpose m otor is to be d isassem bled 
after use.

The techn ica l sub jec t m atter judged  from the em bodim ent 
is ; the installation com ponents and assem bling m ethod of the 
m otor used in the tub of the wave -  d isc  -  type  semi -  autom atic 
dup lex washing m achine.

Exam ple 2 :
A process of p reparing the fo llow ing com pounds and their
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pharm aceutica lly accep tab le  sa lt:

R2

Wherein
When X is O H , S , R i s . . .
The techn ica l sub jec t m atter judged  from the em bod im ent 

is : a process of p reparing  [ 1 -  ( trans , 3 , 4 ) ]  - 1  -  ( 2  -  ( d im e- 
thy lam ino) cyc loh exy l] - 1 , 3 , 4 , 5  -  te tryhydro  - 4  -  ( 4  -  me- 
thoxyphenyl) - 3  -  methyl - 6  -  ( trifluo rom ethyl) - 2 H  - 1  -  ben- 
zazepine - 2  - o n e  m onohydroch loride.

3 .2  Categories of Technical Subject Matter
The techn ica l sub jec t m atter is related either to the features 

or functions of an ob ject p e r se  or to its use or app lica tion .
H ere , the word “ o b je c t” refers to any techn ica l ob jec t in its 

broad sense , no m atter it is tang ib le  or in tang ib le , such as 

p rocess , p roduc t or apparatus.

3 . 2 . 1  General Object
The techn ica l sub jec t m atter is a general o b je c t, that is , it 

relates to the feature or function of the o b je c t, bu t is irre levant to 
the spec ific  fie ld where it is u se d , or the techn ica l feature of the 
ob jec t will not be affected w ithout consideration of the scope  of 
app lica tion.

Exam ple 1 :
A w oodscrew  w hich has 20° skewed slots and can be used 

to tap screw  thread.
Exam ple 2 :
A process o f p re p a rin g l , 2 , 4  - tr ia z o lo  [ 1 , 5  - C ]p y r im id in e  

- 2  -  sulfam oyl C om pound.
Exam ple 3 ;
A  generator rotor core  used in d iesel locom otion, w hich  is 

characte rized  in the shape and arrangem ent of co il slot.

Example 4 :
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A cutting m ach ine , w hich is characte rized  in having a disk 

cutter tu rned around a move shaft.

3 . 2 . 2  Objects Suited for Specific Use or Purpose
The techn ica l sub jec t m atter is an o b jec t w hich is suited for 

spec ific  use or pu rpose , that is , an ob jec t w hich is intentionally 
im proved or m anufactured for a known use or purpose.

For exam p le , a DC vibration m assager, in which there are 
two coils co iled  around the fram e; the shake of the m assager 
head is driven by the back and forth m ovem ent of a m oving core 

in the co ils.

3 . 2 . 3  Special Use or Application of an Object
The techn ica l sub jec t m atter is the specia l use or app lica tion  

of an object.
For exam p le , the insec tic ide , acaric ide  or aph ic ide  conta i

ning the m ixture of d im ethyl -  ( 2 , 2  -  d ich loro  v in y l) phosphate 
and 0 ,0  -  d im ethyl -  S -  N -  (2  -  ch lo ropheny l) -  N -  butanoyl- 
am ino d ith iophosphate.

3 . 2 . 4  Classifying an Object into a More General System
The techn ica l sub jec t matter is to c lassify an ob ject into a 

more general system.
For exam p le , a vehic le hanger b racket of sing le  w hee l, in 

which there are several tum b le rs , two of them are band spring 
them selves. H ere, the band spring  is included in the c lass of 

veh ic le  hanger b racket.

3 . 2 . 5  Being Both a General Object and an Object Related to Its 
Use or Application

The techn ica l sub jec t m atter is both a general ob jec t and an 

ob jec t related to its use or app lica tion . That is , it relates both to 
the feature or function of the ob jec t itself and to its spec ific  a pp li

cation or its spec ific  app lica tion  or com bination in a more general 
system.

For exam p le , a cam era  characterized  in being able  to load 

m ore than one rolls of film and expose a spec ific  roll o f film when 
necessary as well as its installation to the plane.

4. Method of Classification

4 .1  Classification According to Entireness
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It is advised  to c lassify the techn ica l sub ject m atter from  its 
entirety as m uch as possib le  rather than c lassify  the each com 
ponent part of the techn ica l sub jec t m atter respective ly.

Example 1 ;

A tum bler auto -  contro l b ridge  te lescop ic  s lo t device  con 
sisting of m idd le  g ird e r, e lastic sealing e lem ent, transverse -  
jo is t, supporting  s p rin g , transverse -  jo is t sealing box and so 
o n , characterized  in that each transverse -  jo ist . . .

To classify the b ridge  te lescop ic  slot device  as a w ho le , it is 
to be c lassified  into E01D 19/06.

Exam ple 2 :

A solid waste d isposa l system  consists  o f im port device  and 
apparatuses of so rting , sm ash ing , metal re triev in g , p lastic  re
triev ing , fertilizer m aking and so on.

To classify the solid waste d isposa l system as a w ho le , it is 
to be classified  into B 09B 3/00 .

4 .2  Classification According to Function
The techn ica l sub jec t m atters m entioned in Section 3 . 2 . 1  of 

this C hapter are c lassified into their positions in accordance  with 
the func tion ; where there is no such function position in the C las
s ifica tion , it is to be classified into the p roper app lica tion  pos i
tion.

Exam ple 1 :
A process o f p reparing  com pound 1 , 2 , 4  -  triazo lo  [ 1 , 5 -  

C ]  p y r im id in e - 2  -  sulfam oyl.
To classify accord ing  to its func tion , it is to be classified into 

C 07D 487/04 .
Exam ple 2 :
A cutting m achine w hich has a d isk cutter turned around 

s lid ing shaft.
To classify accord ing  to its func tion , it is to be c lassified into 

B26D 1/157 .
Example 3 ;
For a covering flux s tr ip p e r, no function position is existed in 

the C lassification. A cco rd ing  to ju d g m e n t, the covering  flux 
stripper is mainly used for s tripp ing  the sheath o f cable.

To classify accord ing  to a pp lica tion , it is to be c lassified into 
H 02G 1/12 .

4 .3  Classification According to Application
The techn ica l sub jec t m atters m entioned in Sections 3 . 2 . 2 ,

3 . 2 . 3  and 3 . 2 . 4  of this C hapter shall be c lassified  into their po 
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sitions accord ing  to their a pp lica tion ; where there is no such a p 
p lication position in the C lass ifica tion , they shall be c lassified in

to their p roper function positions.

Exam ple 1 ;
A DC vibration m assager, characterized  in having two coils 

co iling  around the fram e ; the shake o f the m assage head is d riv 
en by the back and forth m ovem ent o f a m oving core  in the 

co ils.
To classify accord ing  to app lica tion , it is to be c lassified into 

A 61H 23 /02  in.

Exam ple 2 ;
An insec tic ide , acaric ide  or a p h ic id e , characterized  in con 

ta ining the m ixture of two kinds of active  com position.
To c lassify  accord ing  to app lica tion , it is to be classified into 

A 01N sub -  class.
Exam ple 3 ;
A vehic le  hanger b racket of single w hee l, characterized in 

having several tum b le rs , two of them are band spring.
To classify accord ing  to app lica tion , it is to be classified into 

B 60G 3/00 .
Exam ple 4 ;
A refrigerator protection device  for overload, overvoltage 

and time delay startup.
There is no spec ific  app lica tion  position for re frigerator e- 

m ergency pro tective  -  c ircu it in the C lassification. Judg ing  from 
expe rience , it is an em ergency pro tective  -  c ircu it device.

To classify accord ing  to app lica tion , it is to be classified in 

H02H subclass.

4 .4  Classification by Both Function and Application
The techn ica l sub jec t matters m entioned in Section 3 .2 .5  of 

this C hapter shall be c lassified both in function position in ac 

co rdance  w ith its function and in app lica tion  position in acco rd 
ance w ith its app lica tion . W here there is no such function posi
tion , it shall be c lassified in the app lica tion  position on ly ; where 
there is no such app lica tion  pos ition , it shall be c lassified in 

function position only.

Exam ple 1 ;
A cam era , being able to load more than one rolls of film and 

expose a spec ific  roll of film when necessary as well as its instal

lation to the plane.
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To classify both accord ing  to function to G 0 3 B 1 9 /0 6 , and to 
c lassify accord ing  to app lica tion  to B64D 47/08 .

Exam ple 2 :

A generator su ited for use in illum ination for b icyc le  and ani
mal -d ra w n  cart. The generator is e qu ipped  w ith a gear -  ratio 
-a d ju s ta b le  gearbox and can be easily coup led  with the wheel.

There is no app lica tion  position in the C lassification for this 
p ro d u c t, it is to be classified  in H 02K 7 /116  only in accordance  
w ith its function.

W here, in c lassify ing a techn ica l sub jec t m atter m entioned 
in Section 3 .2 . 4 ,  i. e. , to c lassify it accord ing  to app lica tion  by 
means of including it into a more general c lass , if the inherent 
features of the ob jec t are invo lved , further classifica tion in ac
co rdance  with its function shall be needed.

4 .5  Classification of Independent Claim and Dependent Claim
Classification shall be carried out fo r each independen t 

claim  and for the im portant information conta ined in each de
pendent claim s.

The im portant information conta ined in the dependen t c la im s 
refers to the information w hich has value for the estab lishm ent of 
searchable  patent file s , i. e. useful for the exam iner to conduc t 
exam ination of app lica tions for patent or fo r the pub lic  to search 
certain techn ica l information.

4 .6  Steps for Classifying Technical Subject Matter

4 . 6 . 1  Compound
W here the techn ica l sub jec t m atter is a co m p o u n d , it is to 

be judged  at the very start whether it relates only to the a p p lica 

tion of the com pound. If yes , it shall be c lassified accord ing  to 
its app lica tion  or use position on ly ; if the answer is no , it needs 
to dec ide  whether the app lica tion  or use of the com pound  is a 
com ponent part of its main techn ica l features. If ye s , it is to be 
c lassified both in C lass С and in the app lica tion  or use position 
of the co m p ou nd ; if no , it is to be classified  in C lass С only.

4 . 6 . 2  Chemical Mixture or Composition
W here the techn ica l sub ject m atter is a chem ica l m ixture or 

com pos ition , it is to be judged  at the very start whether there is 
a position in the C lassification for the ob ject. If n o , it shall be
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classified  accord ing  to its app lica tion  or use position only. If 

ye s , it is to be d ec ided  whether its app lica tion  or use is a com 
ponent part of its main techn ica l features. If yes , it shall be c las
sified in the position of m ixture or com position  and the position of 
its app lica tion  or u s e ; if no , it is to be c lassified in the position of 
m ixture or com position only.

4 . 6 . 3  Preparation or Disposition of Compound
W here the techn ica l sub jec t m atter is the preparation or d is 

position of a co m p ou nd , it is to be dec ided  at the very start 
whether there is a position for preparation or d isposition in the 
C lassification. If yes , it is to be classified in the position o f the 
com pound and the position for preparation or d ispos ition ; if no , 
it is to be classified  in the position of the com pound only.

4 . 6 . 4  Equipment or Process
W here the techn ica l sub jec t m atter is an equ ipm ent or 

p rocess for p roduc ing  or processing an o b je c t, it is to be d ec id 
ed at the very start whether there is a position for equ ipm ent or 
process in the C lassification. If yes , it is to be classified  in the 
position of the equ ipm ent or p ro cess ; if no , it is to be dec ided  
w hether there is a position for the process using the equ ipm ent 
or a position for the equ ipm ent using the process. If yes , it is to 
be c lassified in the position of the equ ipm ent or process? if no , it 
is to be classified in the position for the ob ject m anufactured or 
processed by the equ ipm ent or process.

4 . 6 . 5  Manufactured Article
Where the techn ica l sub jec t matter is an a rtic le , it is to be 

dec ided  at the very start whether there is a position for the article 
in the C lassification. If yes , it is to be c lassified in the position of 
the article? if no , it is to be dec ided  whether there is an app ro 
priate position for its function. If ye s , it is to be classified in the 
appropria te  function position? if n o , it is to be classified in the 
position for its app lica tion  or use.

4 . 6 . 6  Multi -  Steps Process, Equipment
W here the techn ica l sub jec t m atter is a multi -  step p rocess, 

equ ipm en t, it is to be dec ided  at the very start whether there is a 
position for the com bination o f the various processes or equ ip 
ments in the C lassification.
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( 1 )  If ye s , it is to be d ec ided  whether the position relates to 
any ind ividual unit of the com bination. If ye s , it is to be c lassified 
in the position of the com bination and the position of the ind iv idu 
al un it; if no , it is to be c lassified  in the position o f the com b ina 

tion only.
( 2 )  If there is no position for the com b ina tion , it is to be de 

c ided  whether it relates to any ind iv idua l unit of the com bination. 
If yes , it is to be c lassified  in the position of the p roduct pro
duced  by such com bination and the position of the ind iv idua l u- 
nit. If no , it is to be classified  in the position of the p roduct p ro 

duced  by such com bination.

4 . 6 . 7  Parts, Structural Elements
W here the techn ica l sub jec t m atter relates to p a rts , structur

al e lem ents, it is to be d ec ided  at the very start whether it suits 
or is used only for spec ific  equ ipm ents. If yes , it is to be c lass i
fied in the position for the specia l equ ipm ents. If no t, it is to be 
dec ided  whether there is a position for the p a rts / e lem ents of 
general use in the C lassification. If ye s , it is to be c lassified  in 
the position for p a rts / e lem ents of general u s e ; if no t, it is to be 
c lassified in the position for the appropria te  equ ipm ent.

5 . Selection of Indexing Codes

5 .1  Indexing Code List

5 . 1 . 1  Indexing Code List for Specific Use
There are subclasses for the spec ific  Indexing C ode List 

and the Indexing Code List G roup in the C lassification. These In
dexing Codes are used for indexing only and can be d irectly  se
lected when used for supp lem enta l indexing for the c lassified  in

fo rm ation , such as B29K subclass.

5 . 1 . 2  Indexing Code List for Common Use
U nder the Com m on -  use Indexing Code List in the C lassifi

ca tion , the classifica tion sym bol of the G roup and Subgroup of 
the ca tegory w hich can be used both as classifica tion sym bol 
and indexing co de  ca tegory is identified  by inserting a vertical 

line on their left. When the classifica tion sym bol is used as inde
xing c o d e , the slant “ / ”  in the classifica tion sym bol o f the ca te 
gory shall be substitu ted by c o lo n “ ; ” . Taking A01 N 25 /00  for 
exam p le , when it is used as an indexing c o d e , it shall be ex
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pressed as A01 N 2 5 :00.

5 .2  Usage of Indexing Code

5 . 2 . 1  Consecutive -  Use of Indexing Code
It is ind icated  in the Notes of C lassification that the indexing 

codes in certa in positions shall be used together with relevant 
c lassifica tion sym bols. Each g roup  o f consecutive  -  use inde

xing code  shall be expressed in round brackets respective ly. In 
the round b ra cke ts , the c lassifica tion sym bol is listed first and 
then fo llowed by the indexing code. Between the classification 

sym bol and indexing c o d e , there is a com m a, such as 
(C 0 8 F 2 1 0 /1 6 , 2 1 4 :0 6 ) .

5 . 2 . 2  Indexing Code of Non -  Consecutive -  Use
It is ind icated  in the Notes of C lassification that the indexing 

codes in certa in positions shall be used independen tly  w ithout in
d ica ting  the relevant classifica tion sym bo ls , such as B 2 9K 9 ;06.

6. Marking of Classification Symbol and Indexing Code

6.1  Method of Marking
The classifica tion sym bol and the indexing code  shall be 

separated by a doub le  -  slant. The classifica tion sym bol is listed 
in front of the doub le  -  s lan t, the indexing code of consecutive  -  
use is listed beh ind the double  -  slant and then followed by the 
indexing code  of non -  consecutive  -  use. W here in , the c lassifi
cation sym bol and the indexing code  of non -  consecutive ly  -  
use is separa ted  by a com m a, and there should be no punctua
tion mark on either left or right s ide of the round brackets of the 
consecutive  -  use of indexing code.

Exam ple 1 :
C08 F210 / 1 6 ,2 5 5 /0 4 / /  ( C08 F21 0 1 6 ,2 1 4 :0 6 )
( C 0 8 F 2 5 5 /0 4 ,2 1 4 :0 6 )
Exam ple 2 :
B 2 9 C 6 5 /0 8 //B 2 9 K 8 3 :0 0 , B 29L23 ; 18

6 .2  Sequence of Classification Symbol
The classifica tion sym bols are arranged in the o rder of the 

c la im s on w hich they have their basis. In w h ich , the first c lass ifi
cation sym bol shall be acqu ired  genera lly from independent 
cla im  1. When classifica tion is m ade accord ing  to the em bod i-
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m erits recorded in the invention or utility m ode l, the classifica tion 
sym bols shall be in the o rder of the em bod im ents on w hich they 
are based. W here in , the first c lassifica tion sym bol shall be ac 
quired from the em bod im ent recorded firs t, unless the app lican t 
has ind icated  otherw ise or the exam iner considers a spec ific  em 
bod im ent m ost im portant. U nder such c ircum stances, the c las 
sification sym bol acqu ired  from the ind icated em bod im ent shall 

be arranged first.

6 .3  Reading of Classification Symbol and Indexing Code
“ / ”  in the classifica tion sym bol shall be read as “ s la n t” . 

For exam p le , A 01B 3 /00  shall be read as A zero one В three 
slant zero zero.

in the indexing code  shall be read as “ co lo n ” . For ex
a m p le , B 29L1 :00  shall be read as В two nine L one colon zero.

7. Mark X

7 .1  Meaning of Mark X
( 1 )  The sing le  mark X ind icates that the techn ica l sub ject 

m atter on issue can ’t be c lassified in any position in the C lassifi
cation.

( 2 )  Mark X beh ind the C lassification sym bol ind icating  Part, 
C lass or Subclass ( such as А Х Л A01X or A 01B X ) shall mean 

that a lthough the techn ica l sub jec t m atter on issue is inc luded  in 
the said Part, C lass or S ubc lass , there is no app ropria te  posi
tion in the subord ina ting  C lass , Subclass or G roup for it to be 
c lassified.

( 3 )  M ark X beh ind the C lassification sym bol ind icating 

G roup (s u c h  as G 0 1 N 3 /0 0 X ) shall mean that w here there is no 
app ropria te  G roup for the techn ica l sub jec t m atter on issue , the 
m arked G roup is the c losest one to it, but for the said techn ica l 
sub jec t m atte r, it is not exact.

7 .2  Use of Mark X
W here the exam iner for classifica tion cons iders  that it is nec

essary to use m ark X for an a pp lica tion , h e /s h e  shall fill in a 
“ N otification o f Suggestion to Use M ark X ”  and reports to the Di
rector of the relevant d iv is ion. The D irector o f the d iv is ion , if so 
a g rees , shall consu lt w ith relevant exam ination departm ents and 
dra ft a “ Report of Suggestion to Use Mark X ”  toge ther with the 
c lassifica tion assistant of the exam ination departm ent.
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Where the exam iner for the exam ination as to substance 
considers it necessary to use Mark X , h e /sh e  shall fill in a “ Noti
fication o f Suggestion to Use Mark X ”  and subm it to the d irector 
of h is /h e r d iv is ion. W here the D irector agrees w ith the su gg es
tio n , h e /sh e  shall report to the D irector General of the depa rt
m ent and contact with the departm ent in charge  of classification 
in the D epartm ent of Prelim inary Exam ination and Procedural A d 
m inistration. If a g re e d , the departm ent in charge  of c lassifica tion 
in the D epartm ent of Prelim inary Examination and Procedural A d 
m inistration shall d ra ft a “ Report of suggestion  to Use Mark X ” 
toge ther w ith the classifica tion assistant of that departm ent.

M ark X can be used on file only after the above -  m entioned 
“  Report of Suggestion to Use Mark X ”  has been signed by the 
D irectors General of the Prelim inary Exam ination and Procedural 
Adm in istra tion D epartm ent and the relevant departm en t, and rat
ified by the com peten t C om m issioner of the Patent O ffice.
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Art. 1

Art. 5

Chapter 1

Inventions -  Creation for W hich No Patent R ight Shall Be Granted

1. Introduction

The granting o f the patent right for inventions -  creations 
should foster the sp read ing  and app lica tion  of invention -  c rea

tio n , prom ote the deve lopm ent and innovation of science and 
techno logy , and m eet the needs of the redization of socia list 
m odernization. Considering the interests of the State and socie 
ty , certa in restriction is m ade in the Patent Law in respect of the 
scope  o f patent pro tection. On the one hand , A rtic le  5 of the Pa
tent Law provides that no patent right shall be granted for any in
vention -c re a t io n  that is contrary to the laws of the State or socia l 
m orality or that is detrim ental to pub lic  interest. On the other 
han d . Artic le  25 of the Patent Law provides a list of the sub ject 
matters for w hich no patent rights shall be granted.

2. Inventions -  Creations for Which No Patent Right Shall Be 
Granted According to Article 5 of the Patent Law

A cco rd ing  to the provis ions of Artic le  5 of the Patent Law , 
no patent righ t shall be granted for any invention -  creation if its 
d isc losu re , use or m anufacture is contrary to the laws of the 
State or socia l m orality or detrim ental to pub lic  interest. This is a 
general p rinc ip le . The m eaning of the laws o f the S ta te , socia l 
m orality and pub lic  interest is quite  broad. They m ay change at 
d ifferent periods of tim e and in d ifferent p laces. Som etim es the 
law m ay be am ended and certa in restrictions m ay be rem oved. 

Therefore , the exam iner shall pay specia l attention to this point 
when h e /h e r conducts  exam ination on the basis of Artic le  5.

2. 1 Inventions -  Creations Contrary to the Laws of the State
“ The laws o f the S ta te ” refers to the laws form ulated and 

prom ulga ted  by the National People ’s C ongress or its Standing 
Com m ittee in accordance  w ith the leg isla tive p rocedure. They 
do  not include the adm inistrative rules and regulations.

No patent righ t shall be granted for any invention -  creation 
the purpose  o f w hich is contrary to the laws of the State. For ex
a m p le , an invention -  creation relates to any gam bling  e qu ip 
m en t, device  or to o l; any drug  -  taking a pp lia nce ; any e qu ip 
m ent used to m ake counterfe it m oney, b ill, o fficial docum ent, 
ce rtifica te , sea l, h istoric relics are the inventions -  creations
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Art. 5

which are contrary to the laws o f the State and no patent rights 
shall be granted for them .

W here the purpose of an invention -  creation p e r se  is not 
contrary to the laws of the S tate , but it is contrary to the laws of 
the State if it is a b u s e d , it is not exc luded  from  being granted 
the patent right. For exam p le , various po isons, n a rco tics , seda 
tives and ana leptics w hich are for the use of m ed ica l trea tm ent, 
and p laying c a rd s , chess and any board gam e w hich are for the 
use of ente rta inm ent, are not contrary to the laws of the State.

Rule 9 of the Im plem enting Regulations of the Patent Law 
provides that any invention -  creation that is contrary to the laws 
of the State referred to in A rtic le  5 of the Law shall not include the 
invention -  creation m erely because the explo ita tion of w hich is 
prohib ited by the laws of the State. It m eans th a t, where the 
laws of the State m erely restrict or lim it the m anufactu re , sale or 
use of the p roduct of an invention -  c rea tion , the p roduc t p e r se  
and the processes o f its .m anufacture  do  not belong to the inven
tion -  creation that is contrary to the laws o f the State. For exam 
p le , although the m anufactu re , sale or use of w eapons m anufac
tured for the purpose of national defense is restricted by the laws 
of the S tate , these w eapons p e r se  and their processes of m anu
facture are the sub jec t matters for w hich patents m ay be g ran

ted.

2. 2 Inventions -  Creations Contrary to Social Morality
“ Social m ora lity ”  refers to ethica l or m oral concep ts  and 

rules generally accep ted  by the pub lic  as reasonable. Its conno
tation is based on certa in cultural backg rounds. Its connotations 
w ill continuously change w ith time and socia l progress. It varies 
from area to area. The socia l m orality referred to in the Patent 

Law shall be app lied  w ithin the territory o f China.
The patent right shall not be granted  for an invention -  c rea

tion w hich is ob jective ly  contrary to socia l m orality. For exam p le , 
the patent rights shall not be granted for inventions -  creations 
such as a design  with v io lence , m urder or obscene  p icture  or 
pho tog raph , a p roduct of artific ia l sexual organs or its substitu te  
w hich is not for m edica l use , or a m ethod of m ating betwen hu
man -  being and animal.
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Art. 5 2. 3 Inventions -  Creations Detrimental to Public Interest
“  Detrim ental to pub lic  in terest”  refers to that the exploitation 

or use o f an invention -  creation may cause detrim ent to the pub 

lic or socie ty or may interfere with the normal o rder of the State 
and society. Exam ples are as fo llo w s ;

W here any invention -  creation the purpose of w hich is to 
cause d isab ility  to other persons or to dam age the property  of 
o th e rs , for exam p le , an anti -  theft device  w hich may cause loss 
of s ight of both eyes for th ieves, and the m ethod of m aking such 
a d ev ice , it shall not be granted the patent right.

W here any invention -  creation the m anufacture or use of 
which m ay seriously pollute the environm ent or destroy eco log i
cal ba lance , it shall not be granted the patent right.

Where any patent app lica tion  the w ords or pattern of which 
relates to an im portant po litical event of the State or to religious 
b e lie f, and hurts the peop le ’s feeling or national sentim ents, or 
propagates feudalism  or superstition , it shall not be granted the 
parent right.

H ow ever, if any invention -  creation that m ay be detrim ental 
to pub lic  interest is due to its a bu se , or that creates a positive 
e ffect and p roduces a certa in defect at the same tim e , for exam 
p le , a pharm aceutica l p roduc t that has side e ffects on the hu
man b o d y , the exam iner shall not refuse to grant the patent right 
for such an invention -  creation on the ground that it is “ detri
mental to the pub lic  in terest” .

2. 4 Inventions -  Creations Partially Contrary to Article 5 of Law
An app lica tion  is ca lled partia lly contrary to provisions of Ar

tic le  5 o f the Law if part of the app lica tion  contains a certa in sub 

stance that is contrary to the laws of the S ta te , or socia l morality 
or detrim ental to pub lic  in terest, but the rest of the app lica tion  is 
lawful. In the case of such an app lica tion , the O ffice shall notify 

the app lican t to am end its /h is  app lica tion , that is , to delete the 
part w hich is contrary to the provisions of A rtic le  5 of the Law. If 
the app lican t refuses to delete the part which is contrary to the 
Law , no patent right shall be granted.

Take the exam ple of an invention -  creation relating to “  slot 
m arble gam e m ach ine ” . When the p layer achieves a certa in a- 
m ount of p o in ts , the m achine will e ject certa in am ount of money. 
The O ffice  shall notify the app lican t to delete or change the part 
of e jecting m oney in o rder to make it a sim ple  slot m arble gam e
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m achine. O therw ise, even if it is a new techn ica l solution pos
sessing inventiveness, no patent righ t shall be granted for it.

3. Subject Matters Unpatentable According to Article 25 of Law

Where any sub jec t m atter for w hich a patent is app lied  be
longs to any o f the five items of A rtic le  25. 1 ,o f the Patent Law. 
shall not be granted the patent right. The provisions of the said 
Artic le  and paragraph  shall app ly  to both inventions and utility 
m odels.

Art. 25. 1 ( 1 )  3 . 1  Scientific Discoveries
“ Scientific d iscoveries”  refers to the revelations o f phenom 

ena or varying processes and their features and laws w hich ob 
jective ly exist in the natural w orld. A scientific  theory is the sum 
mary of the understand ing of the natural w o rld , and it is the d is
covery in a b roader sense. All of these are the extension of the 
cognition of the people. Because these d iscovered  substances, 
phenom ena, p rocesses, features or laws are d ifferent from  the 
technical solution of reform ing the ob jective  w o rld , they are not 

the inventions -  creations in the sense of the Law. Therefore , no 
patent rights shall be granted for such kind o f d iscoveries. For 
exam p le , no patent right shall be granted for the d iscovery  of 
the photosensitive p roperty of a silver halide under illum ination. 
H ow ever, the patent right may be granted to the pho tographic 
film and the process to p roduce  the film in accordance  with this 
d iscovery. Another exam p le ; no patent right shall be granted for 
a d iscovery of a natural substance existing in its natural state un
known before. This is deem ed m erely a d iscovery. (F o r the ex
am ination of patent app lica tions involving a substance w hich is 
separated or extracted from  the nature for the first tim e , see 
Section 2 . 1 ,  C hapter 10 o f this Part. )

It should be noted tha t, although there is an essential d iffe r
ence between invention and d iscove ry , they are c lose ly related. 

U sually, m any inventions are m ade on the basis of d iscoveries. 
In tu rn , inventions prom ote d iscoveries. Such close relation be
tween inventions and d iscoveries is especia lly  prom inent in “ the 
use invention” of chem ica l substances. When the spec ific  p rop 
erty of a certain substance is d isco ve re d , the use invention utili
zing this p roperty  will be m ade accord ing ly .
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Art. 25. 1 (2 )  
Rule 2. 1

3. 2 Rules and Methods for Mental Activities
“ Mental ac tiv ities”  refers to m an's th inking m ovement. They 

orig inate  from  m an's th inking and produce  abstract results 

through in ference, analysis and jud gm e n t, or they can only ind i
rectly ac t on the nature and produce  results through the medium 
of m an’s th inking m ovement. They are only the rules and m eth
ods gu id ing  people  to th ink , d is tingu ish , judge  and mem orize 
the inform ation. Because mental activities do not adop t techn ica l 
means or fo llow  the laws of natu re , nor do they solve any techn i
ca l problem  or create any techn ica l e ffe c t, they do not constitute 
a techn ica l solution. Mental activ ities are not in conform ity with 
the provis ions of Rule 2 .1  of the Im plem enting Regulations of the 
Patent Law. They fall into the scope  as p rovided in Artic le  
2 5 . 1 ( 2 ) of the Patent Law. Therefore , no patent rights shall be 
granted for the rules and m ethods which gu ide  mental activities.

When judg ing  whether or not an app lica tion for a patent for 
an invention involving rules and m ethods for a mental activ ity be 
longs to the sub jec t m atter for w hich the patent right may be 
g ran ted , the fo llow ing rules shall be o b se rve d ;

( 1 )  If an invention m erely involves rules and m ethods for 
mental a c tiv itie s , i. e. , the rules and m ethods p e r se  fo r mental 
a c tiv itie s ,n o  patent right shall be granted for it, such a s :

— specia l m ethods to exam ine an app lica tion  for a pa ten t;
—  m ethods and system s of o rgan iza tion , p roduc tion , com 

m ercial ac tiv ities , econom ic m anagem ent, e tc . ;
—  traffic  ru les, a scheduling p rogram , or rules of a contest;
—  m ethods of d ed uc tio n , in ference, or opera tion ;
—  rules of book c lass ifica tion , m ethods of ed iting  a d ic tion

a ry , m ethods of information sea rch ing , and patent c lass ifica tion ;

—  rules and m ethods of editing a ca lendar;
—  operating instructions o f an instrum ent or a p iece of e- 

q u ipm ent;

—  gram m ar of various languages and rules of cod ing  of 

Chinese ch a ra c te rs ;

—  com pute r languages and their ca lcu la ting  ru les;

—  short -  cu t counting m ethod or relevant p ithy fo rm u lae;

—  m athem atical theories and m ethods of convers ion;

—  m ethods of psycho log ica l tes t;

—  m ethods of te a c h in g , le c tu rin g , tra in ing and beast train

ing ;
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—  rules and m ethods of various gam es and enterta inm ents;
—  m ethods of s ta tis tics , accoun ting , and b oo kke e p in g ;
—  m usic sco res , rec ipes or chess m anua l;
—  m ethods of elim inating d iseases, body -  bu ild ing  or 

keeping hea lthy;
—  m ethods of general surveys of d iseases and population 

censuses;
—  m ethods of information form ula tions;
—  com pute r p rogram s as such
( 2 )  If an invention, as a w ho le , is not a rule or m ethod for a 

mental activ ity but part of the invention be longs to the rule or 
m ethod for a mental a c tiv ity , the app lican t should not be com 
plete ly excluded  from the possib ility  of be ing granted the patent 
right. It is required to make concrete  analysis and deal w ith the 
app lica tion  in the fo llow ing two w a y s :

( i )  If the contribution o f the invention m ade to the prior art 
lies only in the part involving a rule or m ethod for a mental ac tiv i

ty , the invention shall be regarded  as a rule or m ethod for a 
mental activ ity and no patent righ t shall be g ran ted ;

( ii) If the contribution of the invention m ade to the prior art 

do not or not only lie in the part involving a rule or m ethod for a 
mental a c tiv ity , the invention shall not be refused to be granted 
the patent right accord ing  to the provis ions of Artic le  25.1  ( 2 )  of 
the Patent Law.

In respect of the question whether or not the app lica tion  for 
a patent fo r invention involving a com pute r program  be longs to a 
rule or m ethod as p rovided in A rtic le  25 .1  ( 2 ) ,  see the relevant 
content of C hapter 9 of this Part.

Art. 25. 1 (3 )  3. 3 Methods for Diagnosis or for Treatment of Diseases
“ M ethods for the d iagnosis or fo r the treatm ent of d iseases” 

refers to the m ethods, taking live human or animal bod ies as the 
im m ediate ob jec t for executing the m ethods, of d is tingu ish ing , 
determ in ing or elim inating the cause or focus of d iseases.

For humanitarian and socia lly ethica l reasons, doctors are 

free to choose various m ethods and cond itions in the course of 
d iagnosis and treatm ent of the d iseases. M oreover, the said 
m ethods are d irectly  executed on live human or animal bod ie s , 
so they cannot be app lied  in industry. The m ethods are not in
ventions -  creations in the sense of the Law. There fo re , no pa
tent righ t shall be granted for the m ethods for the d iagnosis or for
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the treatm ent of d iseases.
H ow ever, all instrum ents and devices for im plem enting the 

m ethods for the d iagnosis or for the treatm ent of d iseases, or the 

substances and m aterials used in the course of d iagnosis or 
treatm ent of d iseases, belong to the sub ject matters for which 
the patent righ t may be granted.

3. 3. 1 Methods for the Diagnosis of Diseases
“ M ethod for the d iagnosis o f d iseases" refers to the whole 

process of d is tingu ish ing , studying and determ ining the cause 

or focus of d iseases on live human or animal bod ies.

3. 3. 1. 1 Inventions Belonging to Diagnostic Methods
Any m ethod that relates to the d iagnosis of a d isease shall 

be regarded  as a d iagnostic  method for w hich no patent right 
may be granted only if the m ethod com plies w ith the follow ing 

three requ irem ents;
( 1 )  It is executed on a live human or animal b o d y ;
( 2 )  Its im m ediate purpose is to obtain the d iagnostic  result 

of a d isease ;
( 3 )  It covers the entire process of the d iagnosis.
When determ ining whether or not an invention of m ethod that 

relates to the d iagnosis of a d isease is actually a m ethod for the 
d iagnosis of a d isease , the exam iner should not only consider 
whether or not the said m ethod in the form  of its descrip tion 
m eets all of the above -  m entioned requ irem ents, but also ana
lyze whether or not the said invention meets these requirem ents 

in substance. Take the exam ple of an invention that m erely in
volves the m ethod of obta in ing physio log ica l param eter from the 
human body. It does not m eet the above -  m entioned three re
quirem ents in the form  of its descrip tion . H ow ever, if the d ia g 
nostic result of a d isease can be achieved d irectly  in accordance  

w ith the m ed ica l know ledge of the prior art as long as the said 
physio log ica l param eter is know n, the invention is in substance a 
m ethod for the d iagnosis of a d isease for w hich no patent right 
shall be g ranted.

A cco rd ing  to the above -  m entioned ru le , the fo llow ing are 
exam ples o f m ethods for w hich no patent rights shall be gran

ted :
M ethods of feeling p u lse , foot d iagnostic  m ethods, X -  ray 

d iagnostic  m ethods, ultrasonic d iagnostic  m ethods, gastro intes
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tinal rad iography d iagnostic  m ethods, endoscop ic  d iagnostic  
m e thods , isotope tracing d iagnostic  m ethods and infrared nonin- 
vasive d iagnostic  m ethods.

3. 3. 1. 2 Inventions Which Are not Diagnostic Methods
Not all inventions of m ethods relating to d iagnos is  are exclu 

ded  from  patent pro tection . There are som e inventions of m eth
ods w hich look like to have relations w ith the d iagnosis of a d is
ease , or their ultimate purpose is the d iagnosis of a d isease , but 
their im m ediate purpose is not the d iagnosis of a d isease , there
fo re , they shall not be refused to be granted the patent righ t ac
co rd ing  to the provisions of Artic le  25 .1  ( 3 )  o f the Law. The fol
low ing are exam ples of inventions of m ethods of this k ind ;

( 1 )  The im m ediate purpose of the m ethod is not to obtain 
the d iagnostic  result but only the information a n d /o r  the method 
to process the information (sh a p e  param eters , physio log ica l pa 
ram eter or other pa ram ete rs) as an in term ediate result from  a 
live human or animal body. ( I t  should be expla ined th a t, the in
form ation will be regarded  as interm ediate result only if the d ia g 
nostic result required by the treatm ent may not be achieved d i
rectly from the information p e r se  in accordance  w ith the m edica l 
know ledge of the prior a r t ) ;

( 2 )  M ethods to treat or test the tissue , body flu id  or excre 
m ent that has been rem oved from a human or animal b o d y ;

( 3 )  M ethods of patho log ic anatom y em ployed on a dead 
human or animal body.

3. 3. 2 Methods for the Treatment of Diseases
“  M ethods for the treatm ent of d is e a s e s "  refers to the 

process of s to p p in g , relieving or e lim inating the cause or focus 

of a d isease in o rder to allow the live human or anim al body to 
restore or obtain health or to relieve pain.

M ethods for the treatm ent of d iseases include, various m eth
ods w hich serve the purpose of treatm ent or w hich  is of the na
ture of treatm ent. The m ethods for im m unity or for the prevention 
of d iseases are regarded  as m ethods for the treatm ent of d isea
ses.

If a m ethod conta ins both a purpose  of treatm ent and a pur
pose of non -  trea tm ent, the method w hich is c learly ind icated  
as a m ethod used for a “ purpose  of non -  trea tm en t" shall be 
pa ten tab le , otherw ise no patent right shall be granted.
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3. 3. 2. 1 Inventions Belonging to Methods for Treatment of Disea
ses

M ethods for the treatm ent of d iseases for w hich no patent 
r igh t shall be granted  refer to m ethods carried  out on live human 
or animal bod ies and the im m ediate purpose o f w hich is the 

treatm ent or prevention of d iseases.
The fo llow ing m ethods belong to or shall be regarded as 

m ethods for the treatm ent of d iseases for which no patent right 

shall be g ra n te d ;
( 1 )  m ethods of su rg ica l operation trea tm ent, m ethods of 

m ed ic ine  trea tm ent, p sycho the rapeu tics ;
( 2 )  m ethods of acupunctu re , anesthesia, m anipu la tion, 

m assage , scrap ing  trea tm ent, q ig o n g , hypnosis , m edicated 
b a th , a ir b a th , sunshine b a th , forest bath and nursing which 

serve the purpose of treatm ent of d iseases;
( 3 )  m ethods m aking use of irrad ia ting , rad ia tin g , stim ula

ting the human or animal body by e lec tric ity , m agnetism , 
s o un d , ligh t or heat which serve the purpose o f treatm ent;

( 4 )  m ethods m aking use of c o a tin g , freez ing , d ia therm y or 
other m eans which serve the purpose of treatm ent;

( 5 )  various imm une m ethods for the prevention of d isea

ses;
( 6 )  auxiliary m ethods for perform ing treatm ent by a surg ica l 

operation or m ed icine  trea tm ent, such as a m ethod for the trea t
ment of a body organ or tissue returning to the same b o d y , a 
m ethod of hem od ia lys is , a m ethod of m onitoring the degree  of 
an anesthes ia , a m ethod of taking m edicines o ra lly , a method of 

in jecting m ed ic ines , or a m ethod of app ly ing  m ed icine  external

ly ;
( 7 )  m ethods of fe rtiliza tion , con tracep tion , increasing the 

num ber of sp e rm , adoscu la tion , em bryon ic transfer or other 

means w hich serve the purpose of treatm ent;
( 8 )  m ethods of cosm etic su rgery , lim b -  s tre tch ing , w eight 

-  red uc in g , height -  increasing w hich serve the purpose of 

trea tm ent;
( 9 )  m ethods for treatm ent o f human or animal w ounds, 

such as a m ethod of d is in fecting wound or bandag ing  a w ound ;
(1 0 )  other m ethods w ith the purpose o f trea tm ent, such as 

m ethods of artific ia l b rea th ing , or m ethods of oxygen therapy.
It should be noted that a lthough no patent right shall be 

granted for m ethods for the treatm ent of d iseases by m ed ic ine ,
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the m ed icine  p e r se  is patentab le. For the exam ination of a pa 
tent app lica tion  that involves m edica l use of the relevant sub 
s tance , see C hapter 10 , Section 3 .5 .2  of this Part.

3. 3. 2. 2 Inventions not Belonging to Methods for Treatment of 
Diseases

Where the purpose or the im m ediate purpose of a method 
p e r se , w hich is carried out on human or animal b o d y , is not for 
treatm ent of d iseases, the grant of the patent righ t m ay not be 
refused accord ing  to the provis ions of A rtic le  25.1  ( 3 )  of the Pa
tent Law. Exam ples are as fo llo w s ;

( 1 )  m ethods of m aking artific ia l lim b or prothesis for the 
purpose of treatm ent of an incom plete  lim b or o rg an , and m eth
ods of m easurem ent for the purpose of m aking such artificial 
limb or prothesis. For exam p le , a m ethod of m aking false te e th , 
including m aking teeth mould in the mouth cavity  of the patient 
and m aking false teeth outside  o f the body. A lthough its ultimate 

aim is trea tm ent, the purpose  of the method p e r se  is to make 
p roper false te e th ;

( 2 )  m ethod of s tockbreed ing  through treatm ent of anim als 
by m ethods of non -  su rg ica l operation to change  their grow ing 
fea tu res, such a s , m ethods to accelera te  growth of the live 
lam b , im prove the quality of mutton or increase the ou tpu t of 
sheep ’s wool by app ly ing  certa in e lectrom agne tic  stim ulation;

( 3 )  m ethods of s laughtering anim a ls;

( 4 )  m ethods for the treatm ent of dead human or animal 
b o d y , such as m ethods of ana tom y, beautification of the b o d y , 
antisepsis of the b o d y , or specim en m aking m ethods;

(5 )  pure m ethods for cosm eto logy, i. e. , m ethods for co s
m eto logy w hich are not invasive to the human b od y  or do not 
p roduce  w ou nd s , inc lud ing  the m ethods for deodoriza tion , pro
te c tion , decora tion  or beautification for the purpose of non -  

treatm ent and locally perform ed at the position w hich can be 
seen by people  such as sk in , ha ir, n a il, or to o th ;

( 6 )  m ethods to m ake human or animal which are in a state 
of n o n -p a th o g e n ic  feel com fo rtab le , h a p p y , or m ethods to sup 
p ly o xygen , n eg a tive -o xyg e n  ion or m oisture under the specia l 
c ircum stances like d iv in g , anti -  tox in ;

( 7 )  m ethods for killing b ac te ria , v iruses , lice , or flea exteri
or to the human or animal body (o n  skin or ha ir, excep t for on 
w ounds and in fe c tio n s ).
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3. 3. 2. 3 Methods of Surgical Operation
“ M ethods of surg ica l opera tion" refer to the traum atic or in

vasive curing  or treating method practised on living human or an

imal body by an instrum ent, such as inc is ions, resection, 
s titch ing , tattooing and so on. No patent right shall be granted 
for such a m ethod of surg ica l operation. H ow ever, a method of 
surg ica l operation p racticed  on a dead human or animal body 
be longs to the sub jec t m atter for which the patent right m ay be 
granted if it does not violate the provis ions of A rtic le  5 of the Pa

tent Law.
A m ethod of surg ica l operation for the purpose of treatm ent 

belongs to the m ethod for treatm ent of the d iseases, fo r which 
no patent shall be granted in accordance  w ith Artic le  25.1  ( 3 )  of 

the Patent Law.
Art. 22. 4 For the exam ination o f m ethods for surg ica l operation for

non -  treatm ent pu rpose , see C hapter 5 of this Part.

Art. 25. 1 (4 )  3. 4 Animal and Plant Varieties
Anim als and p lants are living substances. A cco rd ing  to the 

provis ions o f A rtic le  25.1  ( 4 )  of the Patent Law , no patent right 
shall be granted for animal and p lant varieties. In the Patent 
Law , an animal refers to the life -  form  which cannot synthesize 

carbohydra te  and protein by itself and m aintains alive only by 
absorb ing  natural ca rbohydrate  and protein. The p lant m en
tioned in the Law refers to the life -  form which m aintains its life 
by synthesizing ca rbohydrate  and protein from the inorganic 

substances, such as w a te r, carbon d iox ide  and m ineral sa lt, 
through photosynthesis. Usually such p lant is im m ovable. The 
animal and p lant varieties may be pro tected by other laws be
s ides the Patent Law. For exam p le , the new varieties of plant 
may be pro tected  by Regulations of the People ’s Republic of 
C hina on Protection of New Varieties of Plants.

M oreover, accord ing  to Artic le  2 5 .2  of the Patent Law , pa

tent righ t may be granted for the processes used for p roducing 
animal and p lant varieties. The said processes refer to the non -  
b io log ica l processes. The processes to p roduce  animal or p lant 
mainly through b io log ica l m ethod are not inc luded.

W hether or not a process is “  m ainly through bio log ica l 
m ethod ”  depends on the degree  of human technical involve
ment. If the human techn ica l involvem ent is the contro lling  and 
decis ive  factor for achieving the result or e ffect of that p rocess .
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that process is not “ m ainly through b io log ica l m e thod ” , thus a 
patent right may be granted . For exam p le , the patent right may 
be granted for the m ethod of raising high -  y ie ld -  m ilk dairy ca t
tle through irrad ia tion, or the method o f raising lean -  m eat p ig 
by im proving the m ethod.

The s o -c a lle d  m ic ro -o rg a n ism  invention refers to an inven
tion relating to p roduc ing  a chem ica l substance ( such as an an
tib io tics ) or decom posing  a substance from various m ic ro -o r 
g an ism s, such as bacte ria , fungus, and virus. Both m ic ro -o r 
ganism  and the process of p roduc ing  the m ic ro -o rg a n is m  may 

be pro tected by the patent right. For the exam ination of the a p 
p lication for a patent for m ic ro -o rg a n is m  invention see the rele
vant contents in Chapter 10 of this Part.

A rt 2 5 .1 (5 )  3 .5  Methods of Nuclear Transformation and Substances Ob
tained by Means of Nuclear Transformation
The m ethods of nuclear transform ation and the substances 

obta ined by means of nuclear transform ation relate to the im por
tant State interests o f econom ics , national de fense , scientific  re
search and pub lic  life. M onopolization by ind iv idua l or entity is 
inappropria te. Therefore, no patent right shall be granted for 
such inventions.

3. 5. 1 Methods of Nuclear Transformation
“ M ethods of nuclear transform ation” refers to the processes 

of one or more a tom ic nucleus form ing one or more new atom ic 
nucleus through fission or fus ion , such as the m ethods of m ag
netic m irror traps and close trap for realizing the nuclear fusion 
reaction and various reactors for realizing nuclear fission. No pa
tent right m ay be granted for these m ethods. H ow ever, the par
tic le  acceleration m ethods, which increase the energy of the par
tic les to realize the nuclear transform ation ( such as electron line 

acceleration m ethod , e lectron s ta n d in g -w a ve  accelera tion m eth
o d , e lectron clash m e th od , electron c ircu la r acceleration method 
and so o n ) are not m ethods of nuclear transform ation , and they 
are sub jec t m atters for w hich the patent righ t may be granted.

The various equ ipm en ts , devices and their rep lacem ent 
com ponents and parts used for realizing the nuclear transform a
tion are sub ject matters for w hich the patent righ t m ay be gran
ted.
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3. 5. 2 Substances Obtained by Means of Nuclear Transformation
The substances obta ined by m eans o f nuclear transform a

tion prim arily refer to various rad io isotopes m anufactured and 
p roduced  by acce le ra to r, reactor or other nuclear reaction a pp a 
ratus. The patent right shall not be granted for such isotope.

H ow ever, the app lica tion  of the said isotope and the device 
or equ ipm ent used for p roducing  such isotope are sub ject m at

ters for which the patent right may be granted.
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Art. 26. 1

Art. 26. 3 - 4  
Art. 56

Rule 18

Chapter 2

D escription and C laims

1. Introduction

Any app lica tion  for a patent for invention shall inc lude a de 
scrip tion  (w h e re  necessary , draw ings are requ ired ) and its ab 
s trac t, and cla im s. Any app lica tion  for a patent fo r utility model 
shall include a descrip tion  ( in c lu d in g  d ra w in g s ) , and its a b 
s tra c t, and cla im s. The descrip tion  and cla im s shall com p ly  with 
the relevant requirem ents of the Patent Law and its Regulations. 

These requirem ents m ainly involve A rtic le  26 of the Patent Law 
and Rules 18 -2 4  of the Im plem enting of the Patent Law.

This C hapter shall make general provis ions for the main con 
tents of the descrip tion  and cla im s and their dra fting  require
m ents. For further provisions of the descrip tion  and cla im s of the 
app lica tion  for a patent for invention in the fie lds o f com pute r 
program  and chem is try , see relevant contents of C hapter 9 and 
C hapter 10 o f this Part.

2. Description

In accordance  with the provis ions of Artic le  26. 1 of the Pa
tent Law , there shall be a descrip tion  in an app lica tion  for a pa 
tent fo r invention or utility m odel.

In accordance  with Rule 39 of the Im plem enting Regulations 
of the Patent Law , subm ission of the descrip tion  is one of the in
d ispensab le  cond itions that determ ine the date  of filing o f an a p 
p lication for a patent for invention or utility m odel.

The descrip tion  and its d raw ings are m ainly used to d isclose 
the invention or utility m odel in a m anner suffic iently c lear and 

co m p le te , so as to enable a person skilled in the relevant fie ld  of 
techno logy to understand and carry out the invention or utility 
m odel. The descrip tion  and its draw ings are also used to sup 
port the c la im s and interpret the c la im s when determ in ing the ex
tent of protection of the patent for invention or utility m odel.

Each part o f the descrip tion  shall be written in accordance  
with the p rescribed  m anner and o rder. It shall use standard 
term s and be in clear w ord ing.
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2. 1 Requirements to Be Complied with by Description
Artic le  2 6 .3  of the Patent Law provides that the descrip tion 

shall set forth the invention or utility m odel in a m anner suffic iently 

c lear and com p le te  so as to enable  a person skilled in the rele

vant fie ld  of techno logy to carry out the invention or utility m odel. 
In other w o rd s , the descrip tion  shall com p ly with the requirem ent 

of su ffic ient d isc losure  of the invention or utility m odel.
For the m eaning of “ a person skilled in the relevant fie ld of 

techno logy” , see Section 2. 2 ,  Chapter 4 of this Part.

The contents of the descrip tion  shall be clear. The d escrip 

tion shall meet the fo llow ing requirem ents;

( 1 )  C lear sub ject matter
The descrip tion  sha ll, starting from the prior a rt, c learly set 

forth w hat the invention or utility m odel wants to do and how to 

do so as to enable a person skilled in the relevant fie ld of tech 
nology to understand exp lic itly  the sub jec t matter of the invention 

or utility m odel for w hich pro tection is sought. In other w o rds , 

the descrip tion  shall d isc lose  the techn ica l problem  the invention 

or utility m odel aims to solve and the techn ica l solution adopted 

to solve the p ro b le m ; and s ta te , w ith reference to the prior art, 

the advantageous effects of the invention or utility m odel. Such 

techn ica l p rob lem , techn ica l solution and advantageous effects 

shall be adap ted  to one another and w ithout any self -  conflic t or 

d isconnection .

( 2 )  A ccurate  w ord ing
The descrip tion  shall use term s of the techn ica l fie ld to 

w hich the invention or utility m odel relates. The w ord ing  of the 

descrip tion  shall accurate ly  ind icate  the techn ica l contents of the 

invention or utility m odel w ithout any am b igu ity  or equivocation 

so as to enable  persons skilled in the relevant fie ld of technology 
to c learly and co rrectly  understand the invention or utility m odel.

A com ple te  descrip tion  shall include the contents p rovided 
in Rule 18 of the Im plem enting Regulations of the Patent Law. 
Any techn ica l contents w hich are required for the understand ing 
and carry ing out o f the invention or utility m odel should not be 

lacking.

Art. 26. 3 2. 1. 1 Clarity

Art. 26. 3 2. 1. 2 Completeness
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A com ple te  descrip tion  shall inc lude the fo llow ing co n te n ts ;
( 1 )  contents w hich are ind ispensab le  for he lp ing  peop le  to 

understand the invention or utility m ode l, such as the descrip tion  
of the fie ld of technology to w hich  the invention or utility m odel 
perta ins, the state of the backg round  art and the brie f d e sc rip 
tion of the d raw ings if any.

( 2 )  contents w hich determ ine whether or not the invention 
or utility m odel possesses nove lty , inventiveness and practica l 
a pp lica b ility , such as the techn ica l problem  the invention or utili
ty m odel a im s to so lve , the techn ica l solution adop ted  to solve 
the p ro b le m , and the advantageous e ffects of the invention or u- 
tility model.

( 3 )  contents w hich are required for carry ing  out the inven
tion or utility m ode l, such as the m ode of the techn ica l solution 
adop ted  to solve the techn ica l problem  of the invention or utility 
m odel.

W here the invention or utility m odel has overcom e a pre ju
d ic e , the descrip tion  shall expla in  why the invention or utility 
m odel is said to have overcom e the p re ju d ice , the d iffe rence be
tween the new techn ica l solution and the p re ju d ice , and the 
techn ica l m eans adopted  to overcom e the pre jud ice .

It should be pointed out tha t, all of the relevant contents 
w hich a person skilled in the relevant fie ld  of techno logy cannot 
obtain d irectly  and sole ly from the prior art shall be inc luded  in 
the descrip tion.

Art. 26. 3 2. 1. 3 Practical Applicability
“ Can be carried out by a person skilled in the relevant field 

of techno logy” m eans that the person skilled in the re levant field 
o f technology ca n , in accordance  with the contents of the de
sc rip tion , and w ithout further inventive e ffo rt, ca rry out the tech 
nical solution of the invention or utility m od e l, solve the techn ica l 
p roblem  and achieve the expected  techn ica l effects.

The fo llow ing are exam ples of c ircum stances in w hich  the 
techn ica l solution described  in the descrip tion  are regarded  as 
unable to be carried  out due to lack o f techn ica l m eans to solve 
the techn ica l p rob lem ;

( 1 )  The descrip tion  sets forth only a task a n d /o r  assum p

tion , or only a w illingness a n d /o r  resu lt, w ithout describ ing  any 
techn ica l means to enable  a person skilled in the relevant fie ld of 
techno logy to carry it ou t;
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Rule 18. 1

(2 )T h e  descrip tion  sets forth the techn ica l m eans, but the 
m eans are so am biguous and vague that a person skilled in the 
relevant fie ld o f techno logy cannot carry it out accord ing  to the 

contents of the d esc rip tio n ;
( 3 )  The descrip tion  sets forth the techn ica l m eans, but a 

person skilled in the relevant fie ld of techno logy cannot solve the 

relevant techn ica l problem  by adopting  the said m eans;
( 4 ) The sub jec t m atter of an app lica tion  is a techn ica l solu

tion consisting o f several techn ica l m easures, bu t one of them 

cannot be carried out by a person skilled in the relevant fie ld of 

technology accord ing  to the descrip tion ;

( 5 ) The descrip tion  sets forth a concrete  techn ica l solution 
w ithout experim enta l evidence. H ow ever, the solution can only 

be estab lished upon confirm ation by the experim ental result.

2. 2 Manner and Order of Presentation of Description
In accordance  with the provisions of Rule 18 of the Im ple

m enting Regulations of the Patent Law , the descrip tion  of an ap

p lica tion for a patent for invention or utility m odel shall state the 

title of the invention or utility m ode l, w hich shall be the same as it 

appears in the request. The descrip tion  shall inc lude the fo llow 

in g ;
( 1 )  Technica l fie ld ; spec ify ing  the techn ica l fie ld to which 

the techn ica l solution seeking protection perta ins;
( 2 )  Background a rt; ind icating the background art which 

can be regarded  as useful for the understand ing , searching and 

exam ination of the invention or utility m ode l, and when poss ib le , 

c iting  the docum ents reflecting such a rt;
( 3 ) Contents of the invention or utility m ode l; d isclosing the 

techn ica l problem  the invention or utility m odel aims to solve and 

the techn ica l solution adopted  to solve the p ro b le m ; and s ta tin g , 

w ith reference to the prior a rt, the advantageous e ffects of the in

vention or utility m ode l;
( 4 ) D escription of figu res ; briefly describ ing  each figure  in 

the d ra w in gs , if any ;
( 5 )  M ode o f carry ing out the invention or utility m ode l; de

scrib ing  in deta il the optim ally  se lected m ode contem plated  by 
the app lican t for carry ing out the invention or utility m ode l; where 
app ro p ria te , this shall be done in term s of exam ples, and with 

reference to the d ra w in gs , if any.
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Rule 18. 2

Rule 1 8 .3

Rule 18. 4

Rule 18. 1

The m anner and o rder m entioned above shall be fo llowed 
by the app lican t for a patent fo r invention or utility m ode l, and 
each of the parts shall be p receded  by a h ea d ing , un less, be
cause of the nature o f the invention or utility m ode l, a d ifferent 
m anner or a d ifferent o rder would result in a better understand
ing and a more econom ical presentation.

The descrip tion  of the invention or utility m odel shall use 
standard term s and be in c lear w o rd in g , and shall not contain 

such references to the c la im s as “ as described  in c la im .. .  ”  , nor 
shall it contain com m ercia l advertisem et.

Where an app lica tion  for a patent for invention conta ins d is 
closure of one or more nucleotide a n d /o r  am ino ac id  sequence , 
the descrip tion  shall contain a sequence listing in com pliance 
with the standard p rescribed  by the O ffice. The sequence listing 
shall be subm itted as a separate  part of the d esc rip tio n , and a 
copy  of the said sequence listing in m achine -  readable  form 
shall a lso be subm itted in accordance  with the provis ions of the 
Office.

The fo llow ing is a deta iled  explanation of the m anner and or
der m entioned above.

2. 2. 1 Title
The title of the invention or utility m odel shall be c lear and 

concise. It shall appear at the m idd le  of the top  of the firs t page 
of the text of the descrip tion.

The title o f the invention or utility m odel shall be written in ac
co rdance with the fo llow ing requ irem ents;

( 1 )  The title of the invention or utility m odel in the d e sc rip 
tion shall be the sam e as it appears in the request. Norm ally a ti
tle shall contain not m ore than 25 Chinese ch a ra c te rs ;

( 2 )  Use the techn ica l term s genera lly adop ted  in the techn i
cal fie ld to w hich the invention or utility m odel perta ins pre ferab ly 
the techn ica l term s appearing  in the International Patent C lassifi
cation. The title shall not use non -  techn ica l te rm s;

( 3 )  Reflect c learly and conc ise ly  the sub jec t m atter and the 
kind (p ro d u c t or p rocess) of the techn ica l solution of the inven
tion or utility m odel seeking pro tection so as to be helpfu l to the 
classifica tion of the app lica tion  for a pa ten t;

( 4 )  The title shall com prehensive ly reflect various ca tego 
ries of inventions inc luded in the app lica tion . For exam p le , if an 
app lica tion  includes two inventions— a z ippe r p roduc t and the
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Rule 18. 1 (1 )

Rule 18. 1 (2 )

process of m aking the z ip p e r, its title shall be stated as “ z ipper 
and its m aking process ” ;

( 5 )  The title shall not contain a name of a person or p lace , 
tradem ark , m odel or a name of g o o d s , and so on. Nor shall it 

contain com m ercia l advertis ing.

2. 2. 2 Technical Field
The techn ica l fie ld  of the invention or utility m odel shall be 

the spec ific  techn ica l fie ld to w hich the techn ica l solution of the 
invention or utility m odel pertains or d irectly  a pp lie s , and not the 
more general or ad jacent techn ica l fie ld , nor the invention or utili
ty m odel p e r se. The spec ific  techn ica l fie ld usually relates to the 
lowest position in w hich that invention or utility m odel may be 
c lassified  accord ing  to the International Patent C lassification. For 
exam p le , an invention relating to an excavator cantilever. The in
ventive feature is a change from the rectangular section of the 
cantilever of the prior art to e llip tic section. The techn ica l fie ld to 
w hich it perta ins may be dra fted as “ this invention relates to an 
excavator. Epecia lly to an excavator cantileve r”  ( spec ific  techn i
ca l f ie ld ) , and not “ this invention relates to a build ing m achiner- 
y ”  (m o re  general techn ica l f ie ld ) , nor “ this invention relates to 
the e llip tic  section of an excavator can tileve r”  or “ this invention 
relates to the excavator cantilever that has an e llip tic se c tion ” 
( invention p e r s e ) .

2. 2. 3 Background Art
The part of the background  art in the descrip tion  of an in

vention or a utility m odel shall ind icate  the background art which 

is useful for the unde rs tand ing , searching and exam ination of the 
invention or utility m ode l, and cite  the docum ents reflecting such 
art. Especia lly it shall cite the prior art docum ents w hich contains 
the techn ica l features stated in the pream ble  portion of the inde
pendent claim  of the invention or utility m ode l, that is , the docu 
ments relating to the prior art w hich are c losest to the app lica tion 
for a patent for invention or utility m odel. The docum ents c ited in 
the descrip tion  may be either patent docum ents or non -  patent 

lite ra tu re , such as jou rna l, m agazine , m anual and book and so 
on. W here the descrip tion  c ites a patent docum ent, it shall ind i
ca te  at least the name of the coun try , pub lica tion num ber a n d , 

p re fe rab ly , the pub lica tion date  of the patent docum ent. Where 
non -  patent literature is c ite d , it shall ind icate  its deta iled

139



C hapter 2 GUIDELINES FOR EXAMINATION

source.

M oreover, the problem s and defects exist in the back
ground a rt, w hich relate only to the problem  and d e fec t solved 

by the techn ica l solution of the invention or utility m ode l, shall be 
objective ly described  in this part. W here it is p oss ib le , the rea
sons w hy such problem s or defects existed and the d ifficu lties 
encountered in solving them should also be inc luded.

The cited docum ent shall a lso com p ly  w ith the fo llow ing re
qu irem ents;

(1 )The  cited docum ent should be p ub lic ly  pub lished . Be
s ides paper fo rm , an e lectron ic pub lica tion  or other form s of 
pub lica tions are included as well.

( 2 )  The date  of pub lica tion  o f the c ited non -  patent litera
ture or fore ign patent docum ents shall be earlier than the date  of 

filing of the a pp lica tion ; and the date  of pub lica tion  of the cited 
Chinese patent docum ent shall be earlier than the date  of pub li
cation of the app lica tion .

( 3 )  W here the c ited  docum ent is a fore ign patent docum ent 
or foreign non -  patent literature, the citation shall ind icate  the 
reference and relevant information of the c ited  docum ent in the 
language used when the c ited  docum ent w as prom u lga ted  or 
pub lished . W here the cited docum ent was translated into Chi
nese , the orig inal language shall be ind icated.

If the c ited  docum ent satisfies those requ irem ents , its con 
tents shall be regarded  as having been d isc losed  in the d e sc rip 
tion of the relevant app lica tion . H ow ever, whether or not such c i

tation has satisfied the requirem ent of suffic ient d isclosure of an 
invention or utility m ode l, see Paragraph 9 ,  Section 2 .2 .6  of this 
Chapter.

Rule 18. 1 ( 3 )  2. 2. 4 Contents of Invention or Utility Model
This part shall c learly and ob jective ly  inc lude  the fo llow ing 

co n te n ts ;
( 1 )  The techn ica l problem  to be solved

The techn ica l problem  which the invention or utility m odel 
wants to solve refers to the techn ica l p roblem  existing in the prior 
art w hich the invention or utility m odel aims to solve. The techn i

ca l solution d isc losed  in the app lica tion  for a patent for invention 
or utility m odel shall be able to solve these problem s.

The techn ica l problem  w hich the invention or utility model 
a ims to solve shall be written in accordance  with the fo llow ing re-
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quirem entS;
(1) to po in t out the de fect or defic iency existing in the prior 

art aga inst w hich the invention or utility m odel is d irec ted ;
( i i )  to describe  in positive  and concise  w ords objective ly 

and with good  grounds the techn ica l problem  w hich the invention 
or utility m odel a im s to so lve , and further to describe  the techn i

ca l effects.
No com m ercia l advertisem ent shall be used in the d escrip 

tion of the techn ica l problem  which the invention or utility model 

aims to solve.
The descrip tion  of an app lica tion  for a patent m ay contain 

one or more techn ica l p rob lem s that the invention or utility m odel 
a ims to so lve , and the techn ica l solutions for solving these tech 
nical problem s shall be d isc losed  in the descrip tion. W here one 
app lica tion  contains several inventions or utility m ode ls , all of the 
techn ica l p rob lem s aim ed to be solved stated in the descrip tion 
shall be related to a sing le  general inventive concept.

( 2 )  Technica l solution
The core of an app lica tion  for a patent for invention or utility 

m odel is the techn ica l solution d isc losed  in the descrip tion.
The techn ica l solution is the assem bling  of techn ica l m eas

ures adopted  by the app lican t for solving the techn ica l problem . 
U sua lly , the techn ica l m easures are represented by technical 

features.
“ D isclosing the techn ica l solution of the invention or utility 

m odel adopted  to solve the techn ica l p ro b le m ” , referred to in 
Rule 18. 1 ( 3 )  of the Im plem enting Regulations of the Patent 
Law , m eans describ ing  clearly and com ple te ly  the techn ica l fea
tures o f the techn ica l solution adop ted  by the invention or utility 
m odel to solve the techn ica l prob lem . This part shall at least in
c lude  the techn ica l solution of the independen t claim  containing 
all the essential techn ica l fea tu res, and may also include the 
techn ica l solutions for further im provem ent conta in ing other a d d i

tional techn ica l features.
G enera lly , the part o f the techn ica l solution in the d escrip 

tion shall first state the techn ica l solution of the independent 
c la im , in w ords sim ilar to or identica l w ith those used in the inde
pendent c la im , that is , in the form  o f the assem bling  of its es
sential techn ica l features to c larify the essence of an invention or 
utility m odel. W here necessary , this part shall state the relations 
between the assem bling  of the essential techn ica l features and
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the e ffects o f the invention or utility m odel.

Then, this part shall describe  the add itiona l techn ica l fea
tures o f the invention or utility m ode l, to reflect the techn ica l solu
tion o f a dependen t claim  by w hich further im provem ent is m ade 
to the invention or utility m odel.

Where one app lica tion  contains m ore than one invention or 
utility m ode l, the techn ica l solution of each invention or utility 
model shall be described  separate ly.

( 3 )  Advantageous effects

The descrip tion  shall c learly and ob jective ly  state the advan
tageous e ffects of the invention or utility m odel as com pared  with 
the prior art.

“  Advantageous e ffe c ts " refer to the d irec t e ffects b rought a- 
bout by the techn ica l features w hich constitu te  the invention or u- 
tility m ode l, or the e ffects w hich are bound to p roduce  from 
those techn ica l features.

Advantageous e ffects are the im portant basis to determ ine 
whether the invention represents “  a notable p rogress ” , or 
whether the utility m odel represents “ p ro g ress” .

U sua lly , advantageous e ffects m ay find their expression in 

the im provem ent of p roductiv ity , qua lity , precis ion and e ffic ien
c y ; decrease of energy consum p tion , raw m ateria ls and w orking 

p rocedures ; sim plifica tion of the p ro cess in g , ope ra tion , contro l 
or app lica tion ; im provem ent or rad ica l cure  of environm ent pollu 
tion , or the appearance of useful func tion , e tc . .

A dvantageous advantages m ay be described  by w ay of the 
analysis of the structural features of the invention or utility model 
com bined w ith theoretica l descrip tio n , or the cita tion of experi

mental data. It is not enough just to conc lude  that the invention 
or utility m odel possesses the advantageous effects.

H ow ever, no matter what m ethod is used to expla in  the a d 
vantageous e ffe c ts , the invention or utility m odel should be com 

pared with that of the prior art and point out w here the invention 
or utility m odel is d ifferent from  the prior art.

The advantageous e ffects of the invention or utility m odel in 
the fie lds of m echanics and e lectric ity  m ay , under certa in  c ir
cum stances, be expla ined by the structural features in con junc
tion with the m anner of the invention or utility m odel b rought into 
p lay. H ow ever, for the inventions in the fie ld o f chem is try , under 
m ost c ircum stances, it is not su itab le  to use the above method 

to expla in their advantageous e ffects. Their advantageous
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e ffects are expla ined by means of experim ental data.
In the case of certain fie ld s , such as taste or sm ell, as there 

is no su itab le m easuring m ethod to be a d o p te d , they have to be 
judged  by human sensory organs. Their advantageous effects 
m ay be described  by m eans o f statistical experim ental results.

W here the advantageous e ffects are expla ined by c iting ex
perim enta l d a ta , the necessary experim ental cond itions and 

m ethods shall be expla ined.

2. 2. 5 Description of Figures
Where there are draw ings in the descrip tion , the title of each 

figure in the draw ings shall be stated and the contents expressed 
by the draw ings briefly explained. Where there are quite a lot of 
com ponents and parts , the titles of the spec ific  com ponents and 
parts in the draw ings may be included in the form of a list.

W here there are two or more figu res , the description shall 

briefly describe all of the figures.
For exam p le , an app lica tion  for a patent for an invention en

titled  “ An Energy -  saving System of the Fire -  coal Bo ile r” , in
c ludes four figures in its descrip tion. The captions of the figures 

are as fo llow s:
Fig. 1 is the front view  of the fire -  coal energy -  saving sys

tem ;
Fig. 2 is the side view  of the said energy -  saving system in 

Fig. 1 ;
F ig .3 is the view along the A d irection in F ig .2 ;
F ig .4 is the В - B  sectional view  in Fig. 1.

2. 2. 6 Mode of Carrying Out
The optim ally se lected m ode of carry ing out of the invention 

or utility m odel is an im portant part of the descrip tion , w hich is 
extrem ely im portant for the suffic ient d isc losu re , understand ing 
and carry ing out of the invention or utility m ode l, as well as for 
the support and explanation of the cla im s. C onsequently , the 
descrip tion  shall describe  in deta il the optim ally se lected m ode 
contem plated  by the app lican t for carry ing out the invention or u- 
tility m odel. W here a pp rop ria te , this shall be done in term s of 
e xam p les , and with reference to the d ra w in gs , if any.

The optim ally se lected m ode of carry ing out of the invention 
or utility m odel shall em body the techn ica l solution for solving the 
techn ica l problem  adop ted  in the a pp lica tion , and shall also de 
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scribe  in deta il the techn ica l features of the c la im s so as to sup 
port the claim s.

The descrip tion  of the optim ally se lected m ode of carry ing 
out of the invention or utility m odel should be deta iled  ( w ith refer
ence to the d ra w in gs , if a n y ) , so as to enable  a person skilled 

in the relevant fie ld o f techno logy to ca rry  out the invention or util
ity m odel w ithout any inventive effort.

The exam ple is the illustration o f the optim ally se lected 
m ode o f carrying out the invention or utility m odel. The num ber 
of exam ples shall be determ ined in accordance  with the nature 
of the invention or utility m od e l, the techn icah fie ld  to w hich the 
invention or utility m odel perta ins, status of the prior art and the 
scope of pro tection of the claim s.

The descrip tion  may g ive only one exam p le , if that is su ffi
c iently to support the techn ica l solution described  in the cla im s. 
W here a claim  ( especia lly  an independen t c la im ) covers a 
broad scope  and the features generalized by the claim  cannot 
find its basis in one exam p le , the descrip tion  should g ive more 
than one exam ple  in o rder to support the scope  o f p ro tection of 
the claim s. W here the range of num erical va lue involved in the 
c la im s is quite  b ro a d , the descrip tion  shall g ive  exam ples with 
the values near both ends and at least one w ith the m edian va l
ue.

W here the techn ica l solution of an invention or utility m odel is 
com parative ly s im p le , if the part relating to the techn ica l solution 
in the descrip tion  gives a clear and com ple te  explanation of the 
sub ject matter of an app lica tion  for a patent for invention or utility 
m ode l, the app lican t need not repeat the explanation in the part 
relating to the m ode of carry ing out in the descrip tion.

In the case of a p roduct invention or utility m ode l, the m ode 

or exam ple  of carry ing out shall describe  the m echanical s truc
tu re , e lectro  -  c ircu it structure or chem ica l com ponen ts , and the 
interrelationship between the various parts of w hich the p roduct 

consists. In the case o f m ovable  p ro d u c ts , if the descrip tion  of 
various parts of w hich the p roduct consists w ill not enable  a per
son skilled in the relevant fie ld of techno logy to understand and 
carry out the invention or utility m od e l, the descrip tion  shall also 
contain the process of the activ ity or opera ting  steps.

In the case of a process invention , the descrip tion  shall con 
tain the steps o f the p rocess , inc lud ing  the techno log ica l cond i
tions expressed by d ifferent param eters or scope  of param eter.
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The deta iled  descrip tion  of the m ost nearly related prior art 
or the techn ica l feature in com m on with the m ost nearly related 

prior art m ay, in genera l, not be included in the part of the mode 
of carry ing out of the invention or utility m ode l, bu t the technical 
feature of an invention or utility m odel w hich is d is tinct from that 
of the prior a rt, or the add itiona l techn ica l features in the de
pendent claim  shall be suffic iently described  in detail so as to 
enable  a person skilled in the relevant fie ld of techno logy to carry 
out the techn ica l solution. It should be noted tha t, for the con 
venience of exam ination and in o rder to help the pub lic  under
stand d irectly  the invention or utility m ode l, the app lican t may not 
om it those contents w hich are ind ispensable  to com p ly with the 

requirem ents as p rovided in Artic le  2 6 .3  of the Patent Law by c i
ting either other docum ents or other paragraphs of the d escrip 
tion. They shall be concrete ly  written in the descrip tion.

W here the descrip tion  describes the m ode of carry ing out an 
invention or utility m odel w ith reference to the d raw ings, the a- 
dop ted  reference signs or sym bols shall be the same as those 
appeared in the draw ings and p laced after the corresponding 
techn ica l term s w ithout brackets. For exam p le , an illustration re
lating to the connection of the c ircu its  may be written as “ resistor 
3 is connected  with capac ito r 5 through the co llector of triode 
4 " ,  and not written as “ 3 is connected with 5 through 4 ” .

Rule 18. 3 2. 2. 7 Other Requirements for Writing of Description
The contents of the descrip tion  shall use accurate  term s and 

be in c lear w ord ing. In other w o rd s , the contents of the d escrip 
tion shall be clear and de fin ite , and w ithout any am b iguousness, 

vagueness or contrad ictions so as to enable a person skilled in 
the relevant fie ld of techno logy to understand the descrip tion  
easily.

The descrip tion shall use the technical terms of the technical 
fie ld to which the invention or utility model pertains. As for the 
term s of natural sc ience, the standard scientific terms shall be 
used if there is a prescribed one set forth by the State. If there is 
no such standard te rm s, the term s established by the persons 
through long use in the relevant technical fie ld may be a d o p te d , 
the scientific and technologica l term known by only a few people 

or most recently appearing term s may also be adop ted , or the 
term s in foreign language ( with Chinese transliteration or free 
translation) may be used d irec tly , but the meaning of the terms
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must be clear to the persons skilled in the relevant fie ld of tech 
nology, and no m isunderstandings may occur. Where necessary, 
self -  defining term s may be used with c lear and defin ite definition 

or explanation. Generally speak ing , the descrip tion shall not use 
terms which already have basic meaning in the relevant fie ld of 
technology to express the m eaning w hich is not included in the o- 
riginal idea, in order to avoid m isunderstanding or confusion. The 
scientific and technologica l term s and sym bols used in the de
scription shall be consistent from the beginning to the end.

The descrip tion  shall be written in Chinese. H ow ever, under 
the prerequ is ite  that no d ifferent m eaning may be p ro d u ce d , 
some particu la r w ords may be written in a language other than 
Chinese. When a non -  Chinese techn ica l term is used in the d e 

scrip tion  for the first tim e , it shall be annotated by Chinese trans
lation or expla ined in Chinese.

For exam p le , an app lica tion  may use non -  Chinese expres
sions under the fo llow ing c ircum stances;

( 1 )  The techn ica l term s well -  known by persons skilled in 
the relevant fie ld  of techno logy may be expressed in a non -  Chi
nese language. For exam p le , erasab le  and p rogram m able  read 
-o n ly  m em ory is expressed by the term  of “ EPROM ” ; centra l 

processing  unit is expressed by the term  o f“ C PU ” . H ow ever, It 
is not a llowed to continuously use non -  Chinese techn ica l terms 
in one sentence with the result that the sentence is d ifficu lt to un
derstand ;

( 2 )  As for m easuring un its , m athem atic sym bo ls , math- 
em atic express ions, various program m ing languages, com pute r 
p rog ram s, representation sym bols w ith spec ia l m eaning (s u c h  
as the abbreviation of China State S tandard— G B ) and so on , 
non -  Chinese expression may be used.

B e s id e s , the references and title of c ited  fore ign patent d o c 
um ent, patent a pp lica tion , and non -  patent literature shall use 

their o rig inal language. W here necessary , the Chinese transla
tion shall be pu t in brackets.

The m easuring unit used in the descrip tion  should be the le
gal m easuring unit of the S ta te , inc lud ing  international system of 
unit and other State -  se lected unit. W here necessary , the d e 
scrip tion  m ay use other m easuring unit well known in the relevant 
techn ica l f ie ld , bu t the legal m easuring unit of the State shall be 

ind icated  sim ultaneously.
W here it is inevitab le to use the nam e of goods in the d e 
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Rule 19 
Art. 2 6 .3

Rule 19. 3

Rule 19. 4

Rule 19. 1 
Rule 19. 2

Rule 24

scrip tion , it shall be fo llowed by its m ode l, sp ec ifica tion , func
tion and m anufacturer.

The descrip tion  should avoid defin ing the substance or 
p roduc t by use of the reg istered tradem ark.

2. 3 Drawings
The draw ings are a com ponen t part o f the descrip tion.
The function of the d raw ings is to supp lem ent the explana

tion in the text of the descrip tion  w ith figures to enable  a person 
to intuitively and visually understand each techn ica l feature and 
the whole techn ica l solution o f an invention or utility m odel. The 

function of the draw ings in app lica tions for a patent in the fie lds 
of m echan ics and e lectric ity  is even more obvious. Therefore, 
the draw ings shall c learly re flect the contents of the invention or 
utility m odel.

The draw ings in an app lica tion  for a patent for invention may 
be d ispensed  with if the descrip tion  can set forth the technical 
solution of an invention in w ords in a suffic iently c lear and com 
plete manner.

An app lica tion  for a patent for utility m odel m ust contain 
draw ings.

Where several figures are inc luded  in an app lica tion  for a 
pa ten t, the draw ing  reference sign for the same techn ica l feature 
(o r  the sam e o b je c t) shall be the sam e for all of the figures. The 
identica l draw ing reference sign used in the descrip tion  and in 
the draw ings shall represent the sam e techn ica l feature ( or the 

sam e o b je c t) . Reference signs not m entioned in the text of the 
descrip tion  shall not appear in the draw ings. Reference signs 
not m entioned in the draw ings shall not appear in the text of the 
descrip tion  either.

The draw ings shall not contain any other explanatory notes, 
excep t w ords w hich are ind ispensable . H ow ever, as for d raw 
ings like flow chart or b lock d ia g ra m , the necessary w ords or 
signs shall be written in its b locks.

For the requirem ents for m aking the d ra w in gs , see Section
2. 4 , C hapter 1 of Part I of these G uidelines.

2. 4 Abstract
The abstract is the sum m ary of the contents d isc losed  in the 

descrip tion. It is m erely a p iece  of techn ica l information with no 
legal effect.
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Rule 24.1  - 2

Rule 24. 2

Rule 2 4 .2  

Rule 2 4 .2

Rule 21. 1

The contents of the abstract do not belong to those of the o- 
rig inal d isc losure  o f an invention or utility m odel. Therefo re , they 

cannot be relied upon later to make am endm ents to  the d e sc rip 
tion or c la im s. They cannot be used to interpret the scope  of 
pro tection of the patent right.

The a bstrac t shall com p ly  w ith the fo llow ing requ irem ents:
( 1 )  The abstract shall ind icate  the title  of the invention or u- 

tility m ode l, and the techn ica l fie ld to w hich the invention or utility 
m odel perta ins, c learly reflect the techn ica l problem  w hich it 
aims to so lve , the g is t of the techn ica l solution w hich  is adopted  
to solve that techn ica l p roblem  and the p rinc ipa l use or uses of 
the invention or utility m odel. The main th ing o f the contents is 
the techn ica l solution. The abstract may conta in  the chem ica l 
form ula w hich best characterizes the inven tion ;

( 2 )  In app lica tions for patent w hich conta in d ra w in g s ,th e  

app lican t shall designate  and furnish a figure  w hich best charac

terizes the main techn ica l features of the invention or utility m od

e l;
( 3 )  The scale and the d is tinctness of the figure  shall be as 

such that a reproduction  w ith a linear reduction in size to 4cm  x 

6cm  would still enable all deta ils to be clearly d is tingu ished ;

( 4 )  The whole text o f the abstract shall conta in not more 

than 300 Chinese cha rac te rs , and there shall be no com m ercia l 

advertis ing in the abstract.
M oreover, reference signs appearing  in the text of the a b 

s tract shall be put between parentheses.

3. Claims

The cla im s shall be supported  by the d escrip tio n , and shall 

define c learly and concise ly the m atter for w hich pro tection is 

sought in term s of the techn ica l features of the invention or utility 

m odel. The contents and w riting  of the c la im s are stipu lated  in 

A rtic le  2 6 .4  of the Patent Law and Rules 20 - 2 3  o f the Im ple

m enting Regulations of the Patent Law.

The cla im s shall conta in at least one independen t c la im , 
and may also contain dependen t claim s.

3. 1 Claim

3 . 1 . 1  Kinds of Claims
A cco rd ing  to the nature of c la im s , they are d iv ided  into two
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basic k in d s , nam ely , c la im s to a physical entity ( “ p roduct 
c la im ” ) and cla im s to an activ ity ( “ process c la im ” ) .  The first 
basic kind of claim  inc ludes any physica l entity ( p ro d u c t, a pp a 
ra tus) w hich is p roduced  by m an’s techn ica l skill. The second 
basic kind of claim  includes activities with elem ent of course of 

time (p ro c e s s  and u s e ) .  C laim s to a physical entity include 
c la im s to a rtic les , substances, m ateria ls , too ls , apparatus and 
equ ipm ent. C laim s to an activ ity include cla im s to m anufacturing 
p ro cess , m ethods of use , com m unication m ethods, m ethods of 
hand ling , m ethods of app ly ing  a p roduct for a spec ific  purpo

ses , e tc . .
The purpose of c lassify ing the c la im s is to define the scope 

of patent right.

3. 1. 2 Independent and Dependent Claims
Rule 2 1 .2  The independen t claim  shall outline the techn ica l solution of

an invention or utility m ode l, and state the essential technical 
features necessary for the solution of its techn ica l problem .

The essential techn ica l features refer to the ind ispensable  
techn ica l features of an invention or utility m odel to solve its tech 

nical p rob lem , the sum total of when is suffic ient to constitu te the 
techn ica l solution of the invention or utility m odel and to d is tin 
guish it from  other techn ica l solutions of the background art.

Am ong the cla im s of an a pp lica tion , the scope  of protection 
o f the invention or utility m odel defined by the independent claim  
is the b roadest one.

Rule 21. 3 W here one claim  conta ins all the techn ica l features of anoth
er claim  of the sam e c a te g o ry , and further defines the technical 
solution of the claim  w hich it refers to , that claim  is a dependent 
cla im . Because the dependent claim  goes a step further to de 
fine the claim  w hich  it refers to by add itiona l techn ica l fea tu res , 
the scope  of pro tection of the dependen t claim  falls into that of 
the claim  w hich it refers to.

The add itiona l techn ica l features of a dependen t claim  may 
be techn ica l features for further defin ing  those o f the claim  it re

fers to , or new ly in troduced techn ica l features.
An app lica tion  shall have at least one independen t claim  in 

the c la im s. W here there are two or more independen t c la im s in 
the c la im s, the one written in the firs t position is ca lled  the first 
independen t c la im , and others are ca lled paralle l independent 
c la im s. The exam iner shall take note that som etim es a parallel
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independen t claim  m ay also refer to the p reced ing  independen t 
claim  ( fo r  exam p le , a paralle l independen t claim  may be written 
like “ an apparatus for the carry ing out of the process of claim

1 , . . . ” ; or “ a process for the m anufacture o f the p roduc t of 
claim  1 .  ” etc. ) .  U nder such c ircum stances , the sub jec t m at
ter described  in the paralle l independen t claim  is a d iffe ren t kind 
of invention, w hich cannot be regarded  as a dependen t claim . 
U nder som e c ircum stances, a claim  in the form  of a dependent 
claim  ( i . e . ,  inc lud ing  the reference portion of a dependent 
c la im ) is not necessarily  a dependen t claim  in substance . For 
exam p le , claim  1 states “ a m achine tool w ith feature X ” . Anoth
er later claim  states “  a m achine tool accord ing  to claim  1 is 
characte rized  in that it rep laces X by Y ” . H ere , the later claim  is 
also an independen t c la im . The exam iner shall not regard the 
later claim  as a dependen t claim  just from  the form  of the claim .

3. 2 Requirements to Be Satisfied by Claims
Artic le  2 6 .4  of the Patent Law provides that the c la im s shall 

be supported  by the descrip tion  and shall state the extent o f the 
patent pro tection asked for. M oreover, Rule 2 0 .1  o f the Im ple
m enting Regulations of the Patent Law provides that the claim s 
shall define c learly and concise ly the m atter fo r w hich pro tection 
is sought in term s of the techn ica l features of the invention or util
ity m odel.

Art. 26. 4 3. 2. 1 Support in Description
The cla im s shall be based on the descrip tion . It m eans that 

the claim s m ust be supported  by the descrip tion . C laim s shall 
not only be supported  by the descrip tion  in the form  of expres
s ion , bu t also be supported  by the descrip tion  in substance . In 
other w o rd s , the techn ica l solution seeking pro tection in each 
claim  should be the techn ica l solution w hich can be d irectly  de

rived or acqu ired  by sum m arization by a person skilled in the rel
evant fie ld of technology from the contents d isc losed  in the de
sc rip tion , and the extent of the claim  shall not go  beyond the 
scope  o f the contents inc luded  in the descrip tion.

U sua lly , c la im s are generalizations from one or m ore m odes 
or exam ples of carry ing out o f the techn ica l solution d isc losed  in 
the descrip tion . The generalization of the claim  should be a p p ro 
priate so as to keep its extent of pro tection co rresponds just right 
with the contents d isc losed  in the descrip tion. The exam iner
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shall judge  whether the generalization of the claim  is appropria te  
in the light of the relevant prior art. An invention which opens up 
a whole new fie ld of techno logy is entitled to more generality in 
the c la im s than one that is concerned with advances in a known 
fie ld of technology. A claim  o f appropria te  generalization is one 
that does not go beyond the scope of the initial d isclosure of an 
app lica tion  for a pa ten t, nor does it cause loss of any of the 
a pp lican t's  rights and interests to which it/h e  is entitled.

W here the generalization of a claim  includes the contents in
ferred by the app lican t and it is d ifficu lt to determ ine and evalu
ate their results in a dva nce , the exam iner shall regard the gener
alization as go ing  beyond the scope  of the initial d isclosure. Un
der such c ircum stances, the exam iner shall invite the app licant 
to m ake am endm ents in accordance  with Artic le  2 6 .4  of the Pa
tent Law on the ground that the claim  cannot find its support in 
the descrip tion.

Take the exam ple of “ a m ethod of a ffecting substances by 
high frequency e lectric e ne rgy” which is a claim  of broad gener
a lization. If the descrip tion  contains only one em bod im ent con

cern ing “ e lim inating dust from the gas by high frequency e lectric 
e ne rgy” , w ithout stating that other substances m ay also be af
fected  by high frequency e lectric ene rgy , and if it is d ifficu lt for a 
person skilled in the relevant fie ld of techno logy to determ ine and 
evaluate the results of a ffecting other substances by high fre
quency e lectric  energy in a dva nce , the claim  should be regar
ded as not supported  by the descrip tion.

Another exam ple of “ a method o f treating seeds o f a p lant 
by contro lling  the freezing time and exten t” which is also a claim  
with broad generalization. If the descrip tion  contains only a 

m ethod of treating one kind o f seeds of p lant and nothing about 
any m ethod of treating other p lant se ed s , and if it is d ifficu lt for a 
horticulturist to determ ine and evaluate the results of treating oth

er k inds of p lant seeds by such a m ethod in a dva nce , the claim 
should be regarded  as not supported  by the descrip tion. Only 
when the general relationship between this kind o f p lant seeds 

and other kinds of p lant seeds is included in the descrip tion , or 
suffic ient num ber of em bod im ents are d isc losed in the d escrip 

tio n , a horticulturist is thus ab le  to understand how to use this 
m ethod to treat the p lant se ed s , can the claim  be regarded as 
being supported  by the descrip tion.

In respect of a claim  with broad generalization and relating
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to the whole c lass of m aterials or m ach ines, if it is fa irly suppor
ted by the descrip tion , and there is no reason to doub t that the 
invention or utility m odel cannot be carried out w ithin the scope 
of the c la im , then the claim  m ay be accep ted  even if it is of 
broad scope. H ow ever, if the information given in the d e sc rip 
tion is insuffic ient to enable  a person skilled in the relevant fie ld 
of technology to extend the teach ing of the descrip tion  to the 
scope cla im ed by using routine m ethods of experim entation or a- 
nalys is , the exam iner shall invite the app lican t to expla in that a 

person skilled in the relevant fie ld of technology can readily ex
tend the invention or utility m odel to the scope  c la im ed on the 
basis of the information given in the descrip tio n ; o therw ise , the 
exam iner shall invite the app lican t to restrict the c la im . For ex
am p le , in respect of a claim  of “ a m ethod of treating synthetic 
resin m ould ing to obtain changes in ch a rac te ris tics ” , if exam 
ples described  in the descrip tion  relate only to therm op lastic  res
in , and the app lican t cannot prove that this m ethod is also a p p li
cable  to therm osetting res in , then the app lican t should restrict 
the scope  of the claim  to therm oplastic resin.

W here the descrip tion  of the techn ica l solution with a feature 
contains only one em bod im ent, and the feature in the claim  is 
defined in term s of func tion , if a person skilled in the relevant 

fie ld of technology could  understand that the function m ay be 
carried out by other means w hich are not stated in the d e sc rip 
tion , the claim  is perm itted to be defined in term s of function. 
H ow ever, if the function described  in the descrip tion  is carried 
out in a particu la r w ay, w ithout other a lternative m eans being 
s ta te d , and if a claim  is form ulated in such a w ay as to em brace 
other m eans or all m eans of perform ing the func tion , it is not pe r
m itted. Furtherm ore, if the descrip tion  m erely states in vague 

term s that other m eans m ay be a d o p te d , bu t a person skilled in 
the relevant fie ld of technology does not understand what these 
m ethods are and how they are u s e d , then it is not perm itted to 
have a claim  defined in term s of function.

When determ in ing whether the c la im s are supported  by the 

descrip tion , the exam iner should take the whole contents of the 
descrip tion  into account and not m erely the part of em bodim ents 
of the descrip tion. If other parts o f the descrip tion  include the 
contents of the spec ific  m ode or exam ple of carry ing out the in
vention or utility m ode l, that is to say , the generalization of the 

cla im s is appropria te  as judged  by the whole contents of the de 
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Art. 33

Rule 20. 1

sc rip tion , then the exam iner shall regard the c la im s as being 
supported  by the descrip tion.

Where parts or all of the contents of the techn ica l solution 
seeking pro tection are d isc losed  in the c la im s o f the app lica tion 
as file d , but are not m entioned anywhere in the descrip tion , the 
app lican t is perm itted to add  those contents to the descrip tion. 
H ow ever, in so doing it w ould  only help the c la im s to appear be
ing supported  by the descrip tion  in form . It does not mean that 
the c la im s are also supported  by the descrip tion  in substance. 
Only when the techn ica l solution seeking protection by the claim s 
can be d irectly  obta ined or acqu ired  through generalization by a 

person skilled in the relevant fie ld of techno logy from the con
tents d isc losed  in the descrip tio n , m ay the claim  conta in ing that 
techn ica l solution be regarded as really being supported  by the 
descrip tion.

3. 2. 2 Clarity
The clarity of the c la im s is extrem ely im portant for defining 

the extent of protection o f an invention or utility m odel.

The cla im s shall be clear. It m eans tha t, firs t, each of the 
ind iv idua l c la im s shall be clear. S econd , it means all of the 
c la im s as a whole shall be c lear as well.

F irst, the ca tegory of each claim  shall be c lear and in a- 
g reem ent with the sub jec t m atter of the invention or utility model 
seeking pro tection. A p roduc t claim  is app licab le  to a p roduct 
invention, and m ay be described  in term s of the structural fea
tures of the p roduct. A process claim  is app licab le  to a process 
invention , and m ay be described  in term s of the technical fea
tures of a techn ica l p rocess , operating cond itions , steps or p ro 
cedures.

S econd , the extent of pro tection defined by each claim  shall 
be clear. The extent of pro tection of a claim  shall be understood 

in accordance  with the m eaning of the w ords used by the claim . 
In particu la r cases , w here the descrip tion  g ives a w ord a special 
m eaning and that word is used in the c la im , if the scope  of pro
tection of the claim  is defined clearly because o f the definition of 
the word in the descrip tio n , such use should be perm itted. Usu
a lly , a p roduct claim  shall avoid as far as possib le  defin ing the 
invention in term s of features of function or effect. Only when a 
techn ica l feature cannot be defined by a feature of s tructu re , or 
if it is defined by a feature of s truc tu re , the m eaning of the claim
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is not as clear as it is defined by a feature of function or e ffec t, 
a n d , in a dd ition , that function or e ffect can be d irectly  and pos i

tively confirm ed by the experim ent or operation fu lly stated in the 
descrip tion , may a p roduc t claim  be defined an invention in 

term s of a feature of function or e ffect. H ow ever, the app lican t 
may not make use of features of function or e ffect to broaden the 
extent of protection at w ill, so as to avoid the scope  of protection 
of the claim  from being m ade unreasonable. C laim s of features 
of pure function should especia lly  not be allowed to appear. The 
functional feature in the claim  shall be understood as inc lud ing  
all the m odes by w hich the said function can be carried  out.

The standard techn ica l term s set forth by the State shall be 
used in the claim s. Exceptions are not a llowed unless they are 
abso lu te ly necessary. No ja rgo n , local d ia lect or self -  created 

term s may be used.
Any w ords which have uncerta in m ean ings , such as 

“ th ic k ” , “ th in ” , “ s trong ” , “ w eak” , “ high tem pera ture ” , “ high 
p ressure ” , “  very broad s c o p e ”  and other sim ilar w ords shall 

not be used in the c la im s, unless such w ords have a generally 
accep ted  exact m eaning in a spec ific  fie ld.

Any claim  should not include expressions like “ such a s ” , 
“ it is b e tte r . . .  ”  , “  e sp e c ia lly ”  , “  where necessa ry ” , “  e tc . ”  , 

“ or the like ” and so o n , since those expressions used in a claim  
may produce  d ifferent extent of p ro tec tion , or the extent of pro
tection may not be clearly defined by such expressions.

G enera lly , the w ords “ a b o u t” , “ app rox im a te ly ”  or other 
sim ilar w ords m ay not be used in the claim s. If such w ords a p 
pear in a c la im , the exam iner shall determ ine whether the use of 
such w ords may cause the claim  am biguous. If no t, the w ords 
m ay be accep ted . H ow ever, when considering  novelty or inven
tiveness, if the use of such w ords m akes the invention or utility 
m odel not clearly d istingu ishable  from the prior a rt, then the use 

of such w ords cannot be accep ted .
F inally, the c la im s as a whole should be clear as well. This 

means that the reference relations between the cla im s should be 
c lear (s e e  Section 3 .3  of this C h a p te r) .

3. 2. 3 Conciseness
The claim s shall be concise. This m eans, firs t, Ind ividual 

claim s shall be co nc ise , and se con d , the c la im s in their entirety 
shall be concise  too. For exam p le , there shall not be two or
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m ore cla im s of the sam e ca tegory and having substantia lly the 
same extent of pro tection in one app lica tion .

The num ber o f c la im s shall be reasonable. It is a llowed to 
have a reasonable num ber of dependent c la im s in the c la im s to 

define the optim ally se lected techn ica l solution of the invention or 
utility m odel.

The w ord ing  of the c la im s shall be concise. Except for the 
techn ica l fea tu res, no unnecessary statem ent of cause or reason 
may be inc lu de d , nor shall it contain com m ercia l advertis ing.

In o rder to avoid unnecessary repetition of the identica l con
tent am ong the c la im s, where p oss ib le , the c la im s shall be d ra f
ted in the form of referring to the p reced ing  claim  as much as 

possib le .

3. 3 Requirements for Writing of Claim
Since the extent of protection of a claim  is defined by the 

techn ica l features described  therein assem bled as a w ho le , so 

each claim  shall have only one full stop at its end.
Rule 20. 2 If there are two or more c la im s , they shall be num bered

consecutive ly  in A rab ic Numerals.
Rule 20. 3 The techn ica l term ino logy used in the c la im s shall be con 

sistent w ith that used in the descrip tion . The cla im s m ay contain 
chem ica l fo rm u lae , chem ica l reaction form ulae or m athem atical 
form ulae bu t no illustrations or draw ings. They shall no t, except 
where abso lu te ly necessary , contain such ind ications as “ as de 
scribed  in p a r t . . .  of the d escrip tio n " , or “ as illustrated in figure 
. . .  of the d ra w in gs ”  or the like. “ Absolute ly necessary”  refers 

to a situation where a spec ific  shape of an invention w hich can 
be defined by draw ings only and not by w ords. U nder such c ir
cum stances, the w ords “ as illustrated in f ig u re .. .  ”  or the like 
may be used in the claim s.

U sually, a claim  shall not contain ta b le s , unless the subject 
m atter of the invention may be expressed more clearly by tables.

Rule 20. 4 The techn ica l features m entioned in the c la im s m ay, in order
to facilita te  understand ing the techn ica l solution of the c la im s, 
m ake reference to the co rresponding  reference signs in the 

draw ings of the descrip tion. Such reference signs shall be 
p laced in parentheses and after the co rresponding  techn ica l fea

tures. They shall not be construed as lim iting the extent of pro
tection o f the claim s.

The use of parentheses shall be avoided as far as possib le
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in the c la im s excep t for the reference signs of d raw ings or other 
necessary situation.

G enera lly , one claim  shall be described  in one paragraph . 
H ow ever, where there are m any techn ica l fea tures, the contents 
and their interre lationship are quite  co m p lica te d , and it is d ifficu lt 
to make the re lationship c lear by punctuations and s ig n s , one 
claim  may be described  in separate  lines or paragraphs.

W here the claim  is supported  by the d esc rip tio n , it is per
m itted to make a genera lized defin ition of the invention or utility 
m odel. Usually there are two m odes o f generalization as fo llow s;

( 1 )  Generalization by using general concepts . For exam 
p le , “ gas laser”  m ay be used to generalize He -  Ne lase r, ar
gon ion lase r, carbon m onoxide laser, carbon d iox ide  laser and 

so o n ; “ C, - C 4 a lky l”  may be used to genera lize  m ethy l, e th y l, 
p ropyl and butyl g ro u p ; “ be lt d rive ” may be used to generalize 
fla t belt d rive , vee belt drive and odonto id  be lt drive.

( 2 )  Generalization by using paralle l se lection. This is , by u- 
sing the w ords “ o r ” or  “ a n d ” , to keep tw o or more features in 
para lle l, such a s , “ features A,  S , С  or D ” . Another exam p le , 
“ to se lect one substance from a group consisting  of А , В,  C,  
and D ” .

When paralle l se lection is used for genera liza tion , the spe 
c ific  contents to be generalized by paralle l se lection shall be e- 
quivalent. The contents generalized by a general concep t can 
not be juxtaposed after a spec ific  concep t by “ o r ” . Further
m ore , the m eaning of the concep ts  generalized by the parallel 
selection shall be clear. For exam p le , in the statem ent o f “ A , S, 
C , D or other sim ilar ones (e q u ip m e n t, p rocess , s u b s ta n c e )”  , 
the m eaning of the concep t of “ sim ilar o ne s”  is not c lea r, so it 
cannot be p laced in parallel with the spec ific  p roducts  or p roces
ses ( A ,  S , C , D ) .

The exam iner shall pay specia l attention to whether the said 
generalizations broaden the scope  of pro tection o f the invention 
or utility m odel and whether they are supported  by the d e sc rip 
tion. If there is reason to doubt the appropria teness o f the gener
alization , or if no basis is found for such generalization in the d e 
sc rip tion , the exam iner shall invite the app lican t to furnish evi
dence and state the reasons for such generalization. If the ex
am iner finds the contents genera lized in the c la im s from the prior 
a rt, such as certa in spec ific  c o n c e p t, it m eans the genera liza
tion of the claim  is too broad. The exam iner shall invite the a p p li
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can t to m ake further lim its to the claim .

3. 3. 1 Requirements for Writing of Independent Claim
In accordance  w ith the provis ions of Rule 22.1  of the Im ple

m enting Regulations o f the Patent Law , an independen t claim  of 
an invention or utility m odel shall contain a pream ble portion and 
a characteriz ing portion , and be presented in the fo llow ing fo rm ;

( 1 )  a pream ble  p o rtio n ; ind icating  the title of the subject 
m atter of the techn ica l solution of the invention or utility m odel for 
w hich pro tection is sough t, and those essential techn ica l fea
tures of the invention or utility m odel w h ich , in com b ina tion , are 
part of the m ost nearly related prior a rt;

( 2 )  a characteriz ing p o rtio n ; stating in such w ords as 

“ characterized  in that . . . ”  or in sim ilar express ions, the techn i
ca l features of the invention or utility m odel w hich d istingu ish it 
from  the m ost nearly related prior art. Those fea tu res, in com b i
nation with the features stated in the pream ble  portion , serve to 
define the scope  of pro tection of the invention or utility m odel.

It is further stipulated in Rule 2 2 .3  of the Im plem enting Reg
ulations of the Patent Law that an invention or utility m odel shall 
have only one independen t c la im , w hich shall p recede  all of the 
dependen t c la im s relating to the sam e invention or utility m odel. 
The intention o f this stipulation is to m ake the cla im s as a whole 
more clear and concise.

In the p ream ble  portion of the independen t c la im , the es
sential techn ica l features of the sub jec t m atter of the invention or 
utility m odel that are in com m on with the m ost nearly related prior 

art refer to those techn ica l features of the techn ica l solution of the 
invention or utility m odel seeking protection w hich are in com m on 
with those of a single docum ent of the m ost nearly related prior 

art. W here it is a pp rop ria te , it is p re ferable  to se lect a single 
docum ent o f the prior art w hich is m ost nearly related to the in
vention or utility m odel to “ draw  a line o f dem arca tion ” .

In the pream ble  portion of the independen t c la im , it needs 
only to s ta te , in add ition  to the title of the sub ject matter of the 
techn ica l solution of the invention or utility m odel for which pro
tection is sough t, those essential techn ica l features o f the prior 
art w hich are c lose ly related and com m on to the technical solu
tion of the invention or utility m odel. Take the exam ple of an in
vention relates to a pho tograph ic  cam era. The main point of the 
invention is the im provem ent of the focal plan shutter o f the cam 
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era. In the pream ble p o rtio n , it needs only to describe  “ a pho to 
g raph ic  cam era  includ ing a focal plan s h u tte r .. .  ” , and there is 
no need to refer to the other known features of the parts of a 
cam era such as lens and view  -  finder. In the characteriz ing 

portion o f the independent c la im , it is necessary to state the es
sential techn ica l features of the invention or utility m odel w hich 
are d ifferent from  those of the m ost nearly related prior art. 
Those d istingu ish ing techn ica l features and the techn ica l features 
described  in the pream ble  portion com bine  to constitu te  the 
whole essential techn ica l features of an invention or utility m odel 
and define the extent of protection of the independen t claim .

The purpose of an independen t cla im  d iv ided  into two por
tions is to show to the pub lic  more c lea rly , in all of the techn ica l 
features of an independen t c la im , w hich are the com m on techn i

cal features of the invention or utility m odel and the m ost nearly 
related prior a rt, and w hich are the techn ica l features of the in

vention or utility m odel d ifferent from  those of the m ost nearly re
lated prior art.

In accordance  with Rule 2 2 . 2  of the Im plem enting Regula
tions of the Patent Law , where the tw o -  part form of c la im ing 
m entioned above is not appropria te  to be fo llowed because of 
the nature of the invention or utility m ode l, the independen t claim  
may be dra fted not in two parts. The fo llow ing are exam p les ;

( 1 )  inventions w hich open up a whole new fie ld ;
( 2 )  inventions m ade by com b in ing  several known technolo 

gy integer of equal s ta tus, the g is t of the invention lying in the 
com b ina tion ;

( 3 )  inventions of im provem ent of known p rocesses , the g ist 
of im provem ent lying in the om ission of certa in substance  or m a
te ria l, the substitu tion of one substance  or material for another 
substance or m ateria l, or the om ission of a s te p ;

( 4 )  known inventions im proved by m aking certa in changes 
in the parts of known sys tem , or in their interre lationship.

3. 3. 2 Requirements for Writing of Dependent Claim
In accordance  w ith the provis ions of Rule 23.1  of the Im ple

m enting Regulations o f the Patent Law , any dependen t c la im  of 
an invention or utility m odel shall contain a reference portion and 
a characteriz ing p o rtion , and be presented in the fo llow ing fo rm ;

( 1 )  a reference portion ; ind icating the serial n u m b e r(s )  of 
the c la im (s )  referred to , and the title of the sub jec t m atter;
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( 2 )  a characteriz ing p o rtion ; stating the add itiona l techn ica l 
features of the invention or utility m odel.

Rule 23. 2 Any dependent claim  shall refer only to the p reced ing  claim
or c la im s. Any m ultip le  dependent c la im , which refers to two or 
more c la im s , shall refer to the p reced ing  one in the alternative 
on ly , and shall not serve as a basis for any other m ultip le  de
pendent claim s.

The reference portion of the dependen t claim  shall indicate 
the serial n u m b e r(s )o f the c la im (s )  referred to , fo llowed by the 
title of the sub ject m atter of the c la im (s )  referred to. For exam 
p le , the reference portion of a dependen t claim  shall be written 
a s ; “ A metal fiber draw ing system accord ing  to claim  1 , . . .  ” .

A m ultip le  dependent claim  is a dependent claim  w hich re
fers to two or more claim s. The form of reference of the m ultip le 
dependent claim  includes the p reced ing  independent claim  and 
dependent c la im , or two or more p reced ing  dependent claim s.

Where a dependen t claim  is a m ultip le dependen t c la im , the 
serial num bers of the claim s referred to shall use the word “ o r ” 
or a word synonym ous with “ or ”  between them , that is to show 
the cla im s are referred to in an alternative way. For exam p le , the 
reference portion of the dependent claim  may be drafted as fo l
low ing , “ . . .  accord ing  to claim  1 or claim  . . . . ” , “ . . .  accord ing
to claim  2 , 4 ,  6 or 8 ___ ” , or “ . . .  accord ing  to any one of
cla im s 4 - 9  . . .  ” .

A m ultip le  dependen t claim  w hich refers to two or more 
cla im s shall not serve as a basis for any other m ultip le depend 
ent cla im . For exam p le , if in claim  3 s ta te s ; “ A zoom system of 
a v ideo  cam era accord ing  to claim  1 or 2 , . . .  ”  , it is not allowed 
to dra ft claim  4 a s : “ A zoom system of a v ideo cam era  a cco rd 
ing to claim  1 , 2 or 3 . . .  ”  since claim  3 referred to is a m ultiple 
dependent claim .

The characteriz ing portion o f a dependent claim  may define 
the techn ica l features of the p reced ing  claim  (in d e p e n d e n t claim 
or dependent c la im ). W here the p reced ing  independent claim  is 
in the form of two p a rts , the fo llow ing dependent claim  may fur
ther define the features not only in the characteriz ing portion but 
also in the pream ble  portion.

All of the dependent c la im s w hich are d irectly  or ind irectly 
dependent on a certain independen t claim  shall be grouped to
gether after that independen t claim  and before other independ
ent claim s.
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Chapter 3

Novelty

1. Introduction

In accordance  w ith the provisions of Artic le  22.1  o f the Pa
tent Law , any invention or utility m odel fo r w hich patent righ t may 
be granted m ust possess nove lty , inventiveness and p ractica l 
a pp licab ility . H ence , novelty is one of the ind ispensab le  requ ire 
m ents w hich any invention or utility m odel for w hich a patent is 
app lied  has to com p ly  with before a patent right is g ranted.

With the provisions of A rtic le  2 2 .2  of the Patent Law , Rules 
2 . 1 , 2 . 2 ,  and 30 of the Im plem enting Regulations of the Patent 
Law , any invention or utility m odel which possesses novelty shall 

be a new technical solution w hich is d iffe ren t from  the prior art 
and d ifferent from the invention or utility m odel described  in an 
app lica tion  for a patent w hich was filed  by any other person with 
the Patent O ffice before the date  o f filing and pub lished on or af
ter the date  of filing.

The contents of this C hapter m ainly relate to the concep t of 
nove lty, the p rinc ip les and gu ide lines of exam ination of nove lty, 
the d isclosures not causing loss of novelty and the handling of 
the identica l inventions -  creations.

Art. 22. 2 2. Concept of Novelty

Novelty m eans tha t, before the date  of filin g , no identica l in
vention or utility m odel has been pub lic ly  d isc losed  in p ub lica 
tions in the country or a b ro a d , or has been p ub lic ly  used or 
m ade known to the pub lic  by any other m eans in the coun try , 
nor has any other person filed  previously w ith the Patent O ffice 
an app lica tion w hich described  the identica l invention or utility 
m odel and was pub lished on or after the sa id  date  o f filing.

In accordance  with Rule 30 of the Im plem enting Regulations 
of the Patent Law , any technology w hich has been pub lic ly  d is
closed in pub lica tions in the country or a b ro a d , or has been 
pub lic ly  used or m ade known to the pub lic  by any other means 
in the coun try , before the date  of filin g , is prior art. M oreover, in 
o rder to prevent app lica tions for patent for the identica l inven
tions or utility m odels from being patented a ga in , when cons id 
ering nove lty , the exam iner shall take into account the a pp lica 

tions w hich have been filed by any other person before  the date 
of filing with the Patent O ffice  and was pub lished on or after the
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Art. 2 2 .2  
Rule 30

said date of filing . Therefore, in accordance  with the provisions 
of Artic le  22. 2 o f the Patent Law , an invention or utility model 
possessing novelty shall be not only d ifferent from the prior art, 
but also d ifferent from the contents of app lica tions for patent filed 
by any other person w ith the Patent O ffice before the date of fil
ing and pub lished on or after the date of filing.

As a resu lt, whether or not an app lica tion  for a patent fo r in
vention or utility model possesses novelty relates not only to the 
prior art bu t also to the contents of patent app lica tions filed by 
any other person with the Patent O ffice before the date of filing 
and pub lished on or after the date  of filing.

2. 1 Prior Art
In the sense o f the Patent Law , the prior art shall be the 

techn ica l contents that are availab le to the pub lic  before the date 
of filing . In other w o rds , the prior art shall be in such a state that 
it is availab le to the pub lic  before the date  of f il in g , and shall in
c lude  such contents from w hich the pub lic  can obtain substantia l 
techn ica l know ledge.

It should be noted that the techn ica l contents which are in a 
state of being kept secre t do not belong to the prior art because 

they are not availab le to the pub lic . The state o f be ing kept se
cre t relates not only to a situation where the obligation to keep 

secret arises from express confidentia l agreem ents , but a lso to a 
situation where the obligation to keep secret arises from socia l 
custom s or com m ercia l p ra c tices , that is , from  tac it agreem ents 
or understand ing.

H ow ever, if a person with the obligation to keep secre t vio
lates his agreem ent or tacit understand ing and reveals the tech 
nological secre ts to th ird parties , they shall becom e part of the 
prior art.

In accordance  with Rule 30 of the Im plem enting Regulations 
of the Patent Law , the definition of the prior art has relations with 
the tim e and territory of d isclosure and the m ode of d isclosure. 
These points are explained as follows.

2 . 1 . 1  Time Coverage
The decis ive  m om ent for determ ining prior a rt in respect of 

an invention or utility m odel for which an app lica tion for patent is 
filed is the date  of f i l in g , or the priority date where priority is 

c la im ed. Broadly sp ea k in g , so far as an app lica tion  is con 
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Art. 22. 2 
Rule 30

c e rn e d , all of the techn ica l contents d isc losed  before the date  of 
its filing fall into the scope  of prior a rt, bu t those d isc losed  on the 
date  of filing are not inc luded.

2. 1. 2 Territory Coverage
The decis ive  area o f d is tric t for determ in ing prior art de 

pends upon the m eans of d isclosure of techn ica l contents. So 
far as d isclosure by pub lica tions is co nce rn ed , all the technical 
contents d isc losed  any where in the world fall into the dom ain of 

prior art. So far as d isc losure  by use or any other means is con
ce rn ed , only the techn ica l contents d isc losed  in the country fall 
into the dom ain of prior art.

2. 1. 3 Forms of Disclosure
The form s of d isc losure  of the prior art inc lude  d isc losure  by 

pub lica tions , d isc losure  by use and d isc losure  by other m eans .

2. 1. 3. 1 Disclosure by Publications
The pub lica tions in the sense of the Patent Law mean the in

dependen tly  existing tang ib le  d issem inating carriers of techn ica l 
or design ing  con ten ts , w hich shall state c learly their issuer or 
pub lisher and their date  of issue or pub lica tion .

The pub lica tions in above -  m entioned sense inc lude  various 
printed or typed  pape r docum ents , such as patent docum ents , 
scientific  and technolog ica l m agazines and b oo ks , academ ic 
theses, professional d ocum en ts , tex tbooks , techn ica l m anuals, 

o ffic ia lly pub lished p roceed ings or techn ica l reports , news
p a p e rs , b rochu res , sam ple b oo ks , p roduc t ca ta logues , etc 
They also inc lude the tang ib le  carriers m ade by other m ateria ls, 
such a s , various m icro fiches, film s , negative film s , m agnetic 
ta pe s , gram ophone reco rd s , CD -  ROMs m ade by m eans of e- 
lec tron ics , o p tic s , photography.

Publications are not restricted by the d is tric t w he re , or the 
language or m anner in w hich  it was m ade availab le  to the p u b 
lic , nor by its age.

The am ount o f d istribu tion  of the pub lica tion  is of no im por
ta n ce , and whether or not it has been read by any one or known 

by the app lican t is a lso o f no im portance.
As for the pub lica tions w ith the w ords “  Restricted Publica

tio n ”  , if they are tru ly required to be kept confidentia l and c ircu 
lated to a spec ific  exten t, they do not belong to the scope  of the
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“ pub lica tions”  in the sense o f the Patent Law.
The printing date  of a pub lica tion shall be regarded  as the 

date  o f d isclosure. If only a spec ific  m on th /yea r or year is ind i
ca ted  as the printing date  of a pub lica tion , the last day of the 
month or D ecem ber 31 of that year shall be regarded as the date 

of d isclosure.
If the exam iner has som e doub t about the date of d isclosure 

of a pub lica tion , h e /sh e  may invite the person who has subm it

ted the pub lica tion  to furnish evidence.

2 . 1 .  3. 2 Disclosure by Use
A d isclosure by use m eans that by use of the techn ica l solu

tion in pub lic  makes it d isc losed to the p ub lic  or p laced in a situ
ation in w hich anyone can know about them . Even if the struc

ture or the function o f the p roduct or equ ipm ent which is used 
can be known only after it has been d isassem bled or broken a- 

pa rt, it is still regarded  as d isclosure by use.
D isclosure by use includes the situation tha t, not only by 

p ro d u c in g , us ing , selling or im porting p u b lic ly , bu t also by 
dem onstrating or exhib iting a m odel p u b lic ly ,a n y  m em ber of the 
p ub lic  could  gain know ledge of the techn ica l contents. Howev
e r, if no explanation of the techn ica l contents is g iven at the exhi
bition or dem onstration so that a person skilled in the relevant 
filed  of technology is unable to know the structure and function of 
p roduc t or the com position  of m aterials exhib ited or dem onstra
te d , the exhibition or dem onstration shall not be regarded as 

constitu ting d isclosure by use.
The date on w hich the pub lic  can know the p roduc t or 

p rocess shall be regarded  as the date  of d isclosure by use.

2. 1. 3. 3 Disclosure by Any Other Means
O ther means of d isclosure to the pub lic  mainly refer to oral 

d isc losu re , such as ta lk ing , repo rting , speaking at sym posium , 
b roadcasting  or te levising and any other means which make the 
techn ica l contents known to the pub lic . The date  of ta lk ing , re
porting or speaking shall be regarded  as the date of d isclosure. 
In respect of the broadcasts  sent by radio or television and the 

contents o f movie w hich can be received by the p u b lic , the date 
on w hich they are b roadcast or show n, shall be regarded  as the 
date  of d isclosure.

O ther means of d isclosure also include the m aterials of infor
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Art. 9 
Rule 13. 1

mation and the visual in form ation, such as pos te r, d ra w in g , 
p ho to , m ode l, sam ple  book , specim en and the like w hich  are 
dem onstrated at stands or are p laced in d isp lay w indow s which 
are open to the p u b lic , the date  of p ub lic  dem onstration shall be 
regarded  as the date  of d isclosure.

2. 2 Conflicting Application
In accordance  with the provisions o f A rtic le  2 2 . 2  o f the Pa

tent Law , when determ in ing the novelty of a patent app lica tion  

( th e  later a p p lic a t io n ) , an app lica tion  for a patent for the identi
cal invention or utility m odel ( th e  earlier a pp lica tion ) filed  by any 
other person w ith the Patent O ffice  before the date  o f filing of the 
later app lica tion  and pub lished  on or after the said date  of filing 
w ill destroy the novelty of the later app lica tion . In determ ining 

nove lty , fo r conven inence ’s sake, the said earlier app lica tion  
w hich is p re jud ic ia l to novelty is ca lled a con flic ting  app lica tion .

For one invention -  c re a tio n , only one patent righ t shall be 
granted . In o rder to avoid repeatedly granting  patent rights to 
app lica tions for patent for identica l invention or utility m od e l, the 
exam iner when considering  novelty shall conduc t a search for 
whether or not there is any conflic ting  app lica tion  to p re jud ice  the 
novelty of the app lica tion  or patent for invention or utility m odel.

When m aking a search to determ ine whether or not there is 
any conflic ting  a pp lica tion , the exam iner shall note that h e /sh e  

should exam ine not only the c la im s but also the descrip tion  ( in
c lud ing  d ra w in gs) of the initial text of the earlier app lica tion . This 
means that the whole contents o f the earlier app lica tion  play a 
p re jud ic ia l role.

Since contents o f the conflic ting  app lica tion  is not included 
in the “ existing te ch n o lo g y ” p rov ided  in Rule 33 o f the Im ple
m enting Regulations of the Patent Law , contents o f the con flic t
ing app lica tion  shall be cons ide red  only for determ in ing the nov

elty and not for determ in ing the inventiveness o f an invention or 
utility m odel.

The conflic ting  app lica tion  may also be constitu ted  by an in

ternational app lica tion  for a patent for identica l invention or utility 
m odel filed  by any other person before the date  o f filing o f anoth
er app lica tion  and entered the Chinese national phase and pub 
lished in Chinese on or after the said date  o f filing .

M oreover, the con flic ting  app lica tion  refers to the a pp lica 
tion for the identica l invention or utility m odel filed  by any other
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person only before the date of filing of a later app lica tion . It does 
not include the app lica tion  for the identica l invention or utility 
m odel filed by any other person on the date  of filing of a later a p 

p lication or by the app lican t h im self or itself of the later app lica 
tion ( fo r  the handling of the latter tw o a pp lica tion s , see Section 6 

of this C h a p te r ) .

2. 3 Reference Documents
G enerally sp ea k in g , because the exam iner does not know 

the technologies d isc losed  by use or m ade known to the pub lic  
by other m eans in C h ina , the prior art involved in the procedure 
of exam ination as to substance  m ainly refers to the technologies 
d isc losed  in pub lica tions.

In o rder to determ ine whether or not an app lica tion  for a pa

tent possesses novelty and inventiveness, the exam iner sear
ches the prior art fo r docum ents ( inc lud ing  patent docum ents 
and non -  patent lite ra ture) relating to the app lica tion  for patent 
and the conflic ting  app lica tion  docum ents for judg ing  novelty, 
and com pares these docum ents with the app lica tion  for patent 
being exam ined. These docum ents are ca lled  reference d ocu 

ments.
C ited reference docum ent may be one docum ent or several 

docum ents. The cited contents m ay be e ither the whole contents 
o f each docum en t, or part of one docum ent.

Reference docum ents are ob jective ly existing techn ica l m a

teria ls. When c iting the contents of the reference docum ents to 
judge  the novelty and inventiveness of an app lica tion , it shall be 
determ ined by the d isc losed techn ica l contents of the reference 
docum ents. So far as a person skilled in the relevant fie ld of 
techno logy is co nce rn ed , the im plied techn ica l contents that can 
be derived from the reference docum ents w ithout any am bigu ity  
also belong to the contents of d isclosure. H ow ever, it is not al

lowed to broaden or narrow the contents o f reference docum ents 
at w ill. If there are d raw ings appended  in a reference d ocu 
m en ts , they m ay be c ited . H ow ever, the exam iner should note , 
when c iting  the d ra w in gs , only the techn ica l features that can be 
obviously perce ived  from the draw ings belong to the contents of 

d isclosure. The contents inferred from the draw ings or the size 
and its re lationship m easured from  the draw ings w ithout any w rit
ten explanation cannot be regarded  as the contents of d isc lo 

sure.
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A reference docum ent that c learly and com ple te ly  d iscloses 
the techn ica l solution o f an app lica tion  for a patent fo r invention 
or utility m odel will destroy the novelty of that app lica tion .

3. Principles and Criteria of Examination of Novelty

It shall be considered  whether or not an app lica tion  for a pa
tent for invention or utility m odel possesses novelty only when the 
invention or utility m odel possesses p ractica l app licab ility .

3. 1 Principles of Examination
The fo llow ing p rinc ip les shall be com p lied  with when novelty 

is e xam in e d :

( 1 )  Identical inventions or utility m odels. When an a pp lica 
tion for a patent for invention or utility m odel ( later a pp lica tion ) 
being exam ined is com pared  w ith the relevant contents of the 
prior art or with an app lica tion  for a patent for the invention or u- 
tility m odel filed by any other person w ith the Patent O ffice  before 
the date of filing of the later app lica tion  and pub lished  on or after 
the said date  o f filing ( earlier filed and later pub lished a pp lica 
t io n ) ,  if their techn ica l fie ld s , techn ica l p rob lem s to be solved 

and techn ica l solutions are the same in subs tance , and their 
p rospective  e ffects are the sam e , they shall be regarded  as i- 
dentica l inventions or utility m odels.

( 2 )  Separate com parison . When determ in ing nove lty , the 
exam iner shall com pare  each claim  of an app lica tion  for a patent 
for invention or utility m odel separate ly with the relevant techn ica l 
contents d isc losed  in each item of the prior art or w ith each earli
er filed and later pub lished app lica tion , and not w ith a com b ina 
tion of the contents d isc losed  in several items of the prior art or 

several earlier filed and later pub lished  a pp lica tion s , or w ith a 
com bination o f several techn ica l solutions d isc losed  in one refer

ence docum ent. That is to com pare  separate ly w ith each item of 
the prior art. It is not perm iss ib le  to com bine  separate  items of 
the prior art together. This p rinc ip le  is su itab le  for determ in ing 
novelty of an app lica tion  for a patent fo r invention of utility m od 
el. It is d ifferen t from the p rinc ip le  of determ in ing  the inventive
ness of an app lica tion  for a patent for invention or utility m odel 
(s e e  Section 3 . 1 ,  C hapter 4 of this P a rt).

3. 2 Criteria of Examination
“ Identical inventions or utility m ode ls ”  m eans that their tech 

nical fie ld s , techn ica l p roblem s to be solved and techn ica l solu
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tions are the same in substance , and their prospective  effects 
are the same. This shall be used as the criterion for judg ing  nov

elty.
The fo llow ings are a few c ircum stances w hich often occur in 

determ ining novelty.

3. 2. 1 Invention or Utility Model with Identical Contents
Where the cla im ed sub jec t matter of an app lica tion  for a pa

tent for invention or utility m odel is identica l with the technical 
contents d isc losed in a reference docum ent, or there are only 
s im ple  changes in w o rd in g , such an app lica tion  for a patent for 
invention or utility m odel does not possess novelty. Furtherm ore, 
the concep t of “ identica l co n te n ts ” m entioned above shall be 
understood as including the sole content derivab le  d irectly from 
the reference docum ent. For exam p le , a techn ica l solution of an 
app lica tion  for a patent for invention is “ a m otor rotor core  m ade 
of Nd -  Fe -  В perm anent m agnet having a te tragonal crystal 
s tructure  and a main phase of N d2Fe14 В interm etallic com 
p o u n d ” . If the reference docum ent d iscloses “ a m otor rotor core 
m ade of Nd -  Fe -  В m agnet ” , the above -  m entioned patent 

app lica tion  for invention w ill lose nove lty , s ince it is well known to 
a person skilled in this fie ld of technology that the so -  called 
“ Nd -  Fe - B  m agne t”  m eans the Nd -  Fe - B  perm anent m ag
net having a main phase of N d2Fe14 В interm etallic com pound 

and a tetragonal crystal structure.

3. 2. 2 Specific ( Lower Level) Concept and Generic (Upper Lev
e l) Concept

If the c la im ed sub ject m atter of an app lica tion  for a patent 

for invention or utility m odel is com pared  w ith the prior art or the 
invention or utility m odel of the earlier filed and later pub lished 
patent app lica tion , and the d ifference between them lies merely 
in the fact that the techn ica l features of the sam e ca tegory of the 
form er is defined in term s of generic (u p p e r leve l) concepts  and 
those of the latter is defined in term s of spec ific  ( lower leve l) 
c o n ce p ts , the spec ific  d isc losure  of the techn ica l features takes 
away the novelty of the invention or utility m odel app lica tion  de 
fined in term s of generic  (u p p e r  leve l) concepts . For exam ple , 
a p roduc t “ m ade of c o p p e r” d isc losed in the reference docu 

m ent takes away the novelty of an identica l p roduct “  m ade of
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m eta l”  c la im ed in an app lica tion  for patent. H ow ever, the d is 
closure o f this co pp e r p roduct does not take away the novelty of 

the identica l p roduct m ade o f any spec ific  metal other than c o p 
per.

On the con tra ry , any d isclosure by generic  (u p p e r  leve l) 
concepts  does not take away the novelty of the invention or utility 
m odel of an app lica tion  for patent defined by spec ific  ( lower lev
e l) concepts . For exam p le , a p roduc t “  m ade of m e ta l”  d is
c losed in a reference docum ent does not take away the novelty 
of an identica l p roduct “ m ade of c o p p e r”  c la im ed in an a p p lica 
tion for a patent. Another exam p le ; if the d ifference between an 
app lica tion  for a patent for invention and the reference docum ent 
lies m erely in that “ ch lo rine ”  has been used in the patent a p p li
cation to rep lace  “ ha logen ”  or other spec ific  halogen “ fluorine ” 

of the reference docum ent, the d isclosure of “ ha logen ” or “ fluo
rine”  in the reference docum ent does not take away the novelty 
of the app lica tion  for a patent for invention w hich uses “ ch lo rine ” 
to define it.

The above -  m entioned criterion is also su itab le for com pa 
ring whether or not the techn ica l features of the sam e ca tegory 
are identica l in the determ ination of inventiveness.

3. 2. 3 Direct Substitution of the Customary Means
If the d ifference between the techn ica l solution o f an a pp li

cation for a patent for invention or utility m odel and that of the ref
erence docum ent is m erely a d irec t substitu tion o f the custom ary 

m eans em ployed in the relevant fie ld of techno logy , the a pp lica 
tion for a patent fo r invention or utility m odel does not possess 

novelty. For exam p le , where the prior art has d isc losed a device 
using screw  fas ten ing , whereas the app lica tion  for a patent for 

invention or utility m odel rep laces the screw  fastening by bolt 
fastening on ly , the app lica tion  does not possess novelty.

3. 2. 4 Numerical Value and Range of Value
W here there exists a techn ica l feature defined by num erical 

values or a range of continuously chang ing  num erical va lues in 
the technical solution for w hich pro tection is sought in an a p p li
cation for a patent for invention or utility m ode l, such as tem per

a tu re , p ressure , the constituents of a m ixture and a group of 
com pounds (e . g. , C nH2n+2, wherein “ n ” is an in te g e r) , and 

the rest of the techn ica l features are identica l with the prior art or
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the invention or utility m odel c la im ed in an earlier filed  and later 
pub lished  patent a pp lica tion , the novelty of the invention or utility 
m odel c la im ed in the app lica tion  being exam ined shall be deter
m ined in accordance  with the fo llow ing provis ions;

( 1 )  W here the above defined techn ica l feature is d iscrete  
num erical va lues, and the co rresponding  techn ica l feature of the 
reference docum ent is a range of continuously chang ing  num eri
ca l values between two extrem e va lues , the latter can take away 
the novelty o f the techn ica l solution defined by the value identical 
to any one of the two extrem e va lues , but not the novelty of the 
techn ica l solution defined by all the spec ific  values between the 
two extrem e values unless these spec ific  values in between are 
spec ifica lly  d isc losed  a lready in the reference docum ent. For ex
am p le , if the range of tem peratures d isc losed in a reference 
docum ent is only O'C -1 0 0 ‘C ,  whereas the tem peratures defined 
in the techn ica l solution c la im ed are О Т), 3 8 T ), 6 5 T) and 100T), 
the rest of the techn ica l features are iden tica l, then the technical 
solution defined by O 'T and 1 0 0 T  does not possess nove lty, but 
the techn ica l solution defined by 3 8 T) and 65 T  does possess 
novelty. Another exam p le , if the reference docum ent only d isc lo 
ses , by a general fo rm u la , a group of com pounds C xH2x+2, 
wherein X  = '\ - 4 ,  then CFI4 and C 4H 10, w hich are extrem e val
ues of the group when X  = 1 and X  = 4  respective ly , take away 
the novelty of com pounds C H 4 and C4H 10 c la im ed , but not the 
novelty of C2H6 and C3H8 that are the interm ediate values ( see  
C hapter 10 o f this Part for the relevant spec ific  ju d g m e n ts ).

( 2 )  W here the above defined techn ica l feature is a range of 
continuous num erical va lues, and a w ide r range of num erical 
va lues and a num ber of spec ific  num erical values o f em bod i
m ents w ithin the range are given in the reference docum ents , if 
these num erical values of em bod im ents fall w ithin the range of 
the num erical values o f the techn ica l solution c la im ed , then the 
techn ica l solution does not possess novelty.

( 3 )  W here the above defined techn ica l feature is a range of 
continuous num erical va lues, and a num erical value d isc losed  in 
the reference docum ent falls w ithin this range , the c la im ed tech 

nical solution defined by that range of num erical values does not 
possess novelty.

( 4 )  W here the above defined techn ica l feature is a range of 
continuous num erical va lues, a w ider range of continuous nu
m erical va lues has been d isc losed  in the reference docum ents .
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and the said two ranges of num erical va lues have a com m on ex
trem e value or overlap in pa rt, the c la im ed techn ica l solution de
fined by the narrower range of num erical values does not pos

sess novelty.
The exam iner should note , if the ranges of num erical values 

of the techn ica l solutions stated in ( 3 )  and ( 4 )  above can satis
fy the conditions stipulated in Section 5 . 2 . 2 . 1  ( 2 ) , C hapter 8 of 

this Part, the c la im ed techn ica l solution defined by the am ended 
range of num erical values possesses novelty.

( 5 )  W here the above defined techn ica l feature is a range of 
continuous num erical va lues , w hich have not been d isc losed  in 
the reference docum ents , nor included num erical values d is
closed in the reference docum ents , the techn ica l solution de 
fined by that range of num erical va lues possesses novelty.

( 6 )  W here the above defined techn ica l feature is a range of 

continuous num erical va lues , a w ider range of num erical values 
has been d isc losed  in the reference docum ent, and there are no 
com m on extrem e values or overlap in part for both ranges , the 
cla im ed techn ica l solution defined by the narrower range of nu

m erical values possesses novelty.
( 7 )  W here the above defined techn ica l feature is a range of 

continuous num erical va lues , w hich is se lected from the range of 
num erical values d isc losed  in the reference docum ent in o rder to 

resolve a spec ific  techn ica l problem  existing in the reference 
docum ent or achieve a specia l e ffe c t, the c la im ed techn ica l so
lution defined by the se lected range of num erical va lues posses

ses novelty.
( 8 )  W here the above defined techn ica l feature is a d iscre te  

num erical value or a range of continuous num erical va lues, 
which have been d isc losed  in the prior art to adm onish persons 
skilled in the relevant fie ld of technology not to adop t that range 
of num erical va lues, the app lica tion  for a patent for invention or 

utility m odel w hich overcom es such p re jud ice  possesses novel

ty-
The above -  m entioned criteria  are also appropria te  for com 

paring whether or not the techn ica l features in the same category 
are identica l in determ in ing inventiveness.

4. Right of Priority

Art. 29. 1 W here, w ithin twelve months from the date  on w hich any ap-
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p licant first filed in a fore ign country an app lica tion  for a patent 
for invention or utility m ode l, it/h e  files in China an app lica tion for 
a patent for the sam e sub jec t m atte r, it/h e  m ay, in accordance 
with any agreem ent conc luded  between the said foreign country 
and C hina, or in accordance  with any international treaty to 
which both countries are p a rty , or on the basis of the p rinc ip le  of 
mutual recognition of the right of p rio rity , enjoy a right of priority. 
Such kind o f right of priority is ca lled a right of foreign priority.

Art. 29. 2 W here , w ithin twelve months from the date  on w hich any ap-
Rule 33 p licant filed first in China an app lica tion  for a patent for invention

or utility m ode l, and if it/h e  files w ith the Patent O ffice an app li
cation for a patent for invention or utility m odel and if for the 
same sub ject m atter, on the basis of the earlier app lica tion  for a 
patent for invention, or an app lica tion  for a patent for utility m od
el or invention on the basis of the earlier app lica tion  for a patent 
for utility m ode l, it/h e  may enjoy a right of priority. Such right of 
priority is ca lled dom estic  priority.

Art. 29. 1 4. 1 Right of Foreign Priority

4. 1. 1 Conditions for Entitlement to Right of Foreign Priority
An app lica tion  for patent w hich is to enjoy the right of foreign 

priority shall com p ly  with the fo llow ing cond itions ;
( 1 )  A fter the app lican t first filed in a fore ign country an ap

p lica tion for a patent for an invention -  creation ( earlier foreign
a p p lic a t io n ) , it/h e  files in China an app lica tion  for a patent for 
the same sub jec t m atter ( subsequent app lica tion  filed in Chi
n a ) .

( 2 )  So far as an invention or utility m odel is co nce rn ed , the 
date  of filing of the subsequent app lica tion  filed in China shall not 
be later than twelve months from the date of filing of the earlier 
fo re ign app lica tion .

( 3 )  The fore ign country where the app lican t first filed an ap 
p lica tion has an agreem ent conc luded  with C h ina , or is a coun
try , the same as ch in a , party to an international trea ty , or which 
recogn izes the right of priority.

The entitlem ent of the invention -  creation to the fore ign p ri

ority right has no relation with the final result of exam ination of the 
earlier fore ign app lica tion . Provided that the date of filing o f the 
earlier app lica tion  has been estab lished in the relevant foreign 
coun try , that app lica tion  can be used as the basis for cla im ing
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the fore ign priority.

4. 1. 2 Definition of Invention -  Creation with Identical Subject 
Matter

The “ inventions or utility m odels w ith the sam e sub jec t m at

te r”  m eans that their techn ica l fie ld s , techn ica l p rob lem s to be 

solved and techn ica l solutions are identica l in subs tance , and 

their p rospective  e ffects are identica l. It should be noted that 

they are “ iden tica l” , it does not mean that their w ord ings or de 

scrip tions are exactly the same.

The exam iner shall note that the sub ject m atter of the subse 

quent app lica tion filed in C hina, being the techn ica l solution de

fined in the c la im s , m ay claim  the righ t of priority o f the earlier 

fore ign app lica tion , p rovided that the techn ica l solution had 
been described  in the fore ign app lica tion . It is not necessary for 

it to be conta ined in the c la im s of the fore ign app lica tion .

4. 1. 3 Effect of Right of Foreign Priority
After having first filed  an app lica tion  in a fore ign coun try , the 

app lican t files an app lica tion  for a patent for invention -  creation 

w ithin the p rescribed  period of priority in China for the sam e sub 

ject m atter, the subsequent app lica tion  w ill be regarded  as if it 

had been filed on the sam e date  as the earlier fore ign  a pp lica 

tion. C onsequen tly , the e ffect of its /h is  subsequen t app lica tion  

filed in China w ill not be destroyed because of any filing of a p p li
cation for the same sub jec t m atter, or pub lica tion  or explo ita tion 

of such invention -  creation by any other person during the priori

ty p e rio d , that is between the filing date  of the earlier fore ign  ap 

plication and the filing date of the subsequent app lica tion .

Furtherm ore, it is possib le  for any other person to file an ap 

plication for a patent for the sam e sub ject m atter of the invention 

-  creation during the period of the righ t of priority. Because of 

the e ffect of the right of p rio rity , no patent righ t may be granted 

to such an app lica tion . That is to say , because o f the existence 

of the earlier fore ign app lica tion  w hich is used as the basis of a 

right of fore ign p rio rity , the app lica tion  for a patent for the same 

sub ject m atter of the invention -  creation filed by any other pe r

son between the date  of firs t fore ign filing and the date  of subse 

quent filing in China possesses no nove lty , so no patent right 

may be granted to it.
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4. 1. 4 Foreign Multiple Priorities and Foreign Partial Priority
In accordance  with the provisions of Rule 33.1  of the Im ple

m enting Regulations of the Patent Law , an app lican t may claim 
one or more priorities for an app lica tion  for a patent. W here mul
tip le  priorities are c la im ed , the priority period for the app lica tion 
shall be ca lcu la ted  from the earliest priority date.

The provisions concern ing  fore ign m ultip le priorities and for
e ign partial priority are as fo llow s;

( 1 )  Any app lica tion  for a patent c la im ing m ultip le priorities 
shall com p ly  w ith the requirem ents for unity as p rovided in Article 
31 of the Patent Law and Rule 35 of the Im plem enting Regula
tions o f the Patent Law.

( 2 )  The earlier fore ign app lica tions w hich are the basis of 
the m ultip le  priorities m ay be filed in d ifferent countries. For ex
am p le , a subsequent app lica tion  filed in China contains two 
techn ica l solutions A and B. Solution A  was d isc losed in an ap
plication first filed in F rance, and solution В  was d isc losed in an 
app lica tion  first filed in G erm any. These app lica tions were filed 
in France and Germ any respective ly w ithin twelve months before 
the date  o f filing of the subsequen t app lica tion  filed in China. 
U nder such c ircum stance , the subsequent app lica tion  filed in 
China is entitled to m ultip le  p rio rities , I. e. , solution A  is entitled 
to the priority date in France and solution В  is entitled to the pri
ority date  in Germ any. If the solutions A and В  are alternative 
techn ica l solutions and they are described  by a word “ o r” in one 
claim  of the subsequent app lica tion  filed in C h ina , the subse
quent Chinese app lica tion  is entitled to m ultip le p rio rities , and it 
has two d ifferent priority dates. H ow ever, if the techn ica l solution 
d isc losed  in the subsequen t app lica tion  filed in China is a com b i
nation of d ifferent techn ica l features d isc losed respective ly in two 
or more earlier fore ign app lica tions , no right of priority may be 
cla im ed. For exam p le , the techn ica l solution d isc losed  in the 
subsequen t app lica tion  filed in China is a com bination of techn i
ca l feature С  d isc losed  in one earlier fore ign app lica tion and 
techn ica l feature D  d isc losed  in another earlier fore ign app lica 
tion , but the techn ica l solution conta in ing both features С and D 
has never been d isc losed in the above -  m entioned two earlier 
fore ign a pp lica tion s , the subsequent app lica tion  filed in China is 
not entitled to claim  the right of fore ign priority on the basis of the 
two earlier fore ign app lica tions.

( 3 )  The app lica tion  cla im ing right of fore ign priority m ay, in
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Art. 29. 2

Rule 33. 2

addition to the techn ica l s o lu tio n (s )  d isc losed  in the app lica tion  
as the basis of the right of fore ign p rio rity , contain one or more 
new techn ica l solutions. For exam p le , in a subsequen t a pp lica 

tion filed in C hina, in add ition  to the techn ica l solution conta ined 
in the earlier fore ign app lica tion , a new techn ica l solution which 

further im proves or perfects that so lu tion , has also been de 
sc rib e d , such as add ing  a dependen t claim  w hich reflects the 
new m ode of carry ing out or the new em bod im ent in the d e sc rip 
tion , or add ing  an independen t claim  w hich is in conform ity with 
the requirem ents o f unity. U nder such c ircum stances, the exam 
iner shall not refuse to recognize a right of priority or re ject the 
app lica tion for the reason that the techn ica l solution added  in the 
claim s of the subsequen t app lica tion  filed in China w as not d is
c losed in the earlier fore ign app lica tion . The invention -  creation 

conta ined in the subsequent app lica tion  filed in China w hich is 
the same sub jec t m atter as that d isc losed  in the earlier fore ign 
app lica tion  should be entitled to the right o f p rio rity , the effective 
date of w hich shall be the date of filing of the earlier fore ign ap 
p lica tion , i. e. , the priority date . The e ffective date for the newly 
added  techn ica l solution is the date  of filing of the subsequent 
app lica tion  filed in China. Because part of the techn ica l solution 
of the subsequent app lica tion  filed in China is entitled to the right 
of fore ign p rio rity , it is ca lled fore ign partia l priority.

4. 2 Right of Domestic Priority

4. 2. 1 Conditions of Entitlement to Right of Domestic Priority
Any app lica tion  w hich is in com p liance  with the fo llow ing 

cond itions m ay enjoy the right of p rio rity :

( 1 )  It only app lies to app lica tions for a patent for invention 
or utility m odel.

( 2 )  A fter the app lican t first filed an app lica tion  for a patent 

fo r invention or utility m odel in China ( th e  earlier app lica tion  filed 
in C h in a ) , it/h e  files another app lica tion  for a patent for the 
same sub ject m atter w ith the Patent O ffice  ( the subsequen t ap 
p lication filed in C h in a ) .

( 3 )  The date  of filing of the subsequen t app lica tion  filed in 
China should not be later than twelve m onths from the date  of fil
ing of the earlier app lica tion  filed in China.

H ow ever, when the subsequen t app lica tion  is file d , if the 
sub jec t m atter of the earlier app lica tion  falls under any of the foil

174



GUIDELINES FOR EXAMINATION C hapter 3

owing c ircum stances, it may not be taken as the basis for c la 

m ing dom estic  p riority :
( 1 )  where the app lican t has cla im ed fore ign or dom estic 

p riority ;
( 2 )  w here it has been granted a patent r igh t;
( 3 )  w here it is a d ivisional app lica tion  filed as p rescribed  in 

Rule 42 of the Im plem enting Regulations of the Patent Law.
It should be noted that w here the app lican t claim s the do

m estic p rio rity , the first app lica tion  filed in C hina, which is taken 

as the basis of the dom estic  p rio rity , shall be deem ed to have 
been w ithdraw n from the date  on which the subsequent app lica 

tion is filed.

4. 2. 2 Definition of Invention or Utility Model with Identical Subject 
Matter

In this re g a rd , the provisions of Section 4 .1 .2  of this C hap
ter ( Definition of the Invention -  creation with Identical Subject 

M atter) shall app ly .

4. 2. 3 Effects of Right of Domestic Priority
In this reg a rd , the provisions of Section 4 .1 .3  of this C hap

ter ( Effects of Foreign R ight of Priority) shall app ly.

4. 2. 4 Domestic Multiple Priority and Domestic Partial Priority
The provis ions of Rule 33. 1 shall app ly  not only to foreign 

m ultip le  priorities bu t also to dom estic  m ultip le priorities. The re
quirem ents for the dom estic  m ultip le  priorities and the dom estic 
partia l priority are as fo llow s;

( 1 )  An app lica tion  for a patent c la im ing m ultip le priorities 

shall com p ly w ith the requirem ent of unity p rovided in Artic le  31 
of the Patent Law and Rule 35 of the Im plem enting Regulations of 

the Patent Law.
( 2 )  The subsequent app lica tion  filed in China contains sev

eral techn ica l solutions. For exam p le , if it contains three techn i
cal solutions A , B, and C , w hich have been d isc losed respec
tive ly in three earlier app lica tions filed in C hina, the subsequent 
app lica tion  filed in China may claim  m ultip le  p rio rities , that is, 
the techn ica l solutions A , В  and С  shall take the dates of filing of 
the three earlier app lica tions filed in China as their dates of priori

ty respective ly.
( 3 )  The techn ica l solution seeking pro tection in a subse
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quent app lica tion filed in China is A ,  which conta ins em bod i
ments a , , a2 , and a3 , wherein only a1 has been d isc losed  in the 
earlier app lica tion  filed in China. Only a1 is entitled to the dom es
tic  p rio rity , others are not entitled to the dom estic  priority.

( 4 )  The subsequent app lica tion  filed in China conta ins tech 
nical solution A  and em bod im ents a, and a2, wherein solution A 
and em bod im ent a, have been d isc losed  in the earlier a pp lica 
tion filed in China. The subsequent app lica tion  filed  in China may 
claim  priority for A  and a , , while em bod im ent a2 is not entitled  to 
the dom estic  priority.

It should be pointed out tha t, if it is not suffic ient to support 
the scope  of protection of solution A  by em bod im ent a, on ly , the 

app lican t m ay supp lem ent em bod im ent a2 to support solution A. 
H ow ever, if a2 is a lready known to the pub lic  when the subse

quent app lica tion  is filed in C hina, a2 shall be deleted and the 
extent of protection of A  shall be lim ited as far as it can be su p 
ported by a1.

( 5 )  A fter the earlier app lica tion  filed  in China and the sub 
sequent app lica tion  filed in C hina, the app lican t filed a second 
subsequent app lica tion. The earlier app lica tion  conta ins only 
techn ica l solution A , ; the first subsequen t app lica tion  conta ins 
technical solutions A 1 and A2, and it c la im s the dom estic  priority 
fo r A, on the basis of the earlier app lica tion  filed in China. The 
second subsequent app lica tion  conta ins techn ica l solutions A 1, 
A 2 and A3. So far as the second subsequent app lica tion  is con 
c e rn ed , it may claim  the righ t o f priority for techn ica l solution A2 

on the basis of the first subsequent app lica tion . H ow ever, since 
the first subsequent app lica tion  has cla im ed the right of priority 
for techn ica l solution A 1, the second subsequent app lica tion  
may not claim  the righ t o f priority for it again on the basis of the 
first subsequent app lica tion , bu t it may claim  on the basis of the 
earlier app lica tion  filed in China. Because both subsequen t a p 
p lica tions claim  the right o f priority on the basis of the earlier a p 
p lication filed in C hina, they may lead to double  patenting. If this 
h appens , it is not in com p liance  with the provis ions of Rule 13.1 
of the Im plem enting Regulations of the Patent Law and shall be 
handled accord ing  to Section 6 .2  of this Chapter.

5. Disclosure Causing No Loss of Novelty

Artic le  24 of the Patent Law provides that an invention -  c re 
ation for w hich a patent is app lied  does not lose its novelty 
w here , w ithin six months before the date  o f filin g , one of the fol-
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lowing events o c c u r :

( 1 )  where it is firs t exhib ited at an international exhibition 
sponsored or recogn ized by the Chinese G overnm ent;

( 2 )  where it is first m ade pub lic  at a p rescribed  academ ic 
or technolog ica l m eeting ;

( 3 )  where it is d isc losed by any person w ithout the consent 
of the app lican t.

The above provisions shall be expla ined as follows.

5. 1 Invention -  Creation First exhibited at an International Exhibi
tion
A cco rd ing  to the provisions of Artic le  24 ( 1 )  of the Patent 

Law , if an invention -  creation for which a patent is app lied  was 
first exhib ited within six months before the date of filing at an in
ternational exhibition sponsored or recognized by the Chinese 
G overnm ent, it does not lose its novelty.

The international exhibitions sponsored by the Chinese Gov
ernm ent include those sponsored by the State C ounc il, various 
m inistries or com m issions, or sponsored by other authorities or 
local governm ent with the approval of the State Council. The in
ternational exhibitions recogn ized by the Chinese G overnm ent in
c lude  those held in fore ign countries recogn ized by the State 
C ouncil and various m inistries or com m issions. The so -  called 
international exhibition m eans an exhibition where the exhib its in
c lude  those not only from the host country bu t also from other 
fore ign countries.

In accordance  with the provision of Artic le  2 2 .2  of the Patent 
Law , the exhib its d isp layed at the exhibition held in foreign 
countries w ill not becom e prior a rt, whereas the pub lica tions d is
tribu ted  at an exhibition held in a fore ign country will becom e p ri
or art. H ow ever, the invention -  creation d isc losed  in pub lica 
tions d is tribu ted  at an international exhibition held in a foreign 

country recognized by the Chinese Governm ent to in troduce the 
exhib its m ay enjoy the grace period provided in A rtic le  24 o f the 
Patent Law.

5. 2 Invention -  Creation First Made Public at Prescribed Academ
ic or Technological Meeting
In accordance  w ith the provisions of A rtic le  24 ( 2 )  of the 

Patent Law , if an invention -  creation for which a patent is a p 

p lied was first m ade pub lic  w ithin six m onths before the date of
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Rule 31. 1

filing at a p rescribed academ ic or technolog ica l m ee ting , it does 
not lose its novelty.

The p rescribed  academ ic or technolog ica l m eeting means 
any academ ic or technolog ica l m eeting o rgan ized by the com pe 
tent departm ent concerned of the State C ouncil or by the national 
academ ic or technolog ica l association. It does not include the 
academ ic or technolog ica l m eetings o rgan ized by any sponsor 
at the level of province or low er, or by any organization entrusted 
by m inistries or com m issions under the State C ouncil or national 
academ ic assoc ia tion , or o rgan ized in the nam e of them selves. 
The d isclosure of an invention -  creation m ade in the latter occa 
sions will lead to the loss of its novelty unless there is a con fiden

tial arrangem ent in the m eeting.

5. 3 Invention -  Creation Disclosed by Any Person without Con
sent of Applicant
In accordance  with the provisions of Artic le  2 4 (3 )  of the Pa

tent Law , if an invention -  creation for w hich a patent is app lied  
was d isc losed  w ithin six months before the date  of filing by any 
person w ithout the consent of the a p p lica n t, it does not lose its 

novelty.
Any d isclosure of an invention -  creation by any person w ith 

out the consent of the a pp lica n t, includes not only the d isclosure 
by any person who fails to com p ly  w ith an exp lic it agreem ent or 
tacit prom ise to keep the invention -  creation con fiden tia l, but a l

so the d isclosure by any person who learn about the invention -  
creation from the inventor or app lican t by m eans of th reat, 
fra u d , espionage or the like. The d isclosure under either c ircum 

stance is contrary to the intention of the app licant.

5. 4 Grace Period
An invention -  creation for w hich a patent is app lied  w ill not 

lose its novelty w ithin six m onths before the date  of filing where 
any of the events p rovided in A rtic le  24 of the Patent Law oc
curred . In other w o rds , even if any of these events o ccu rre d , 
the relevant invention -  creation will not becom e prior art which 
will a ffect the said app lica tion . That period of six months is 
ca lled the grace  period.

The e ffect of the grace period is d ifferent from that of the 
right of priority. So far as the grace  period is co nce rn ed , the 
p rescribed d isclosures m ade by the app lican t ( in c lu d in g  invent
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Rule 3 1 .3

Rule 31. 4

o r) or by any th ird person who learns about the contents of the 
invention -  creation from the inventor by legal or illegal m eans, 
are m erely regarded  as not causing loss of novelty and inventive
ness of the invention -  creation for w hich an app lica tion  for pa 
tent is filed . While the invention -  creation w hich has been d is 
closed has, in fa c t, becom e part of the prior art. The p rescribed 
d isclosures m erely do not cause loss of novelty to the relevant in
vention -c re a t io n  for w hich an app lica tion  for patent is filed w ith

in a lim ited period. The date  of the said d isclosure is not regar
ded  as the date  of filing of the relevant app lica tion . There fo re , if 
any th ird person m akes an identica l invention independently dur
ing the grace  period and files an app lica tion  for patent before the 
app lican t. A cco rd ing  to the p rinc ip le  of the first -  to -  file , the 
app lican t has no right to be granted the patent right. On the oth
er h a n d , s ince the invention -  creation has becom e part o f the 
prior art after the d isclosure m ade by the app lican t ( in c lu d in g  in
v e n to r) ,  the patent app lica tion  filed by the th ird person loses 
novelty and so no patent right m ay be granted to it/h is  either.

If, w ithin six months from the date on w hich any event d e 
scribed  in Artic le  24 of the Patent Law occu rre s , the app lican t 
d isc loses the relevant invention -  creation again before it/h e  files 
an app lica tion  for a patent for that invention -  c rea tion , so long 
as the d isclosure does not belong to any of the p rescribed  e- 
v e n ts , the later d isclosure w ill take away the novelty of the app li
cation it /h e  will file thereafter.

W here any invention -  creation for which a patent is app lied  
falls under the provisions of Artic le  2 4 (3 )  of the Patent Law , the 
O ffice  m ay, when it deem s necessary , require the app lican t to 
subm it the relevant certify ing docum ents to verify the date  of oc
currence of the event and the substantia l contents of the d isc lo 
sure.

W here the app lican t fails to make a declaration and subm it 
certify ing docum ents as required in Rule 3 1 .2  o f the Regula
tions , or fails to subm it certify ing  docum ents w ithin the specified 
time lim it as required in Rule 31. 3 of the Im plem enting Regula
tions of the Patent Law , its /h is  app lica tion  shall not enjoy the 
grace  period of novelty p rovided in Artic le  24 of the Patent Law.

When a d ispute  arises as to the app lica tion  of A rtic le  24 of 
the Patent Law , the party requesting to enjoy the e ffect of the 

provision shall bear the burden of proof or make a convincing 
statement.

179



C hapter 3 GUIDELINES FOR EXAMINATION

6. Handling of Identical Inventions -  Creations

Rule 13.1 of the Im plem enting Regulations of the Patent Law 
provides tha t, fo r any identica l invention -  c rea tions , only one 
patent right shall be granted . This provision determ ines the p rin 
c ip le  that no doub le  patenting is perm itted.

This Section m erely involves the p rinc ip le  of jud gm e n t for the 
provision of Rule 13. 1 of the Im plem enting Regulations of the Pa
tent Law and the m odes of handling various relevant s ituations, 
but not inc lud ing  the exam ination of app lica tions for patent for in
vention w hich may be conducted  in accordance  w ith the provi
sions of A rtic le  2 2 .2  and 2 2 .3  of the Patent Law. In other w o rds , 
those earlier app lica tions (o r  pa ten ts ) w hich have becom e prior 
art or conflic ting  app lica tions after d isc losure  shall be exam ined 
in accordance  w ith the provis ions of A rtic le  22. 2 and 22. 3 of the 
Patent Law rather than the provis ions of Rule13. 1 of the Im ple
m enting Regulations o f the Patent Law.

6. 1 Principles of Judgment
“ Identical inventions -  c rea tion s” , referred to in Rule 13. 1 

of the Im plem enting Regulations o f the Patent Law , m eans that 
the inventions -  creations seeking pro tection by two app lica tions 
are identica l. When m aking a ju d g m e n t, a com parison shall be 
m ade between the contents of the c la im s of the tw o app lica tions 
or patents for invention or utility m odel. The descrip tion  and the 
appended  draw ings may be used to interpret the claim s.

The inventions or utility m odels seeking pro tection by claim s 
of two app lica tions or patents are identica l m eans that their fie lds 
of techn o lo gy , techn ica l p rob lem s to be solved and the techn ica l 
solutions are in substance  iden tica l, and their p rospective  results 
are identica l as well.

W hen m aking a ju d g m e n t, each claim  of the two a pp lica 
tions or patents shall be com pared  respective ly. If it is found that 
the contents of a claim  o f one app lica tion  or patent is identica l 
w ith that of certa in c la im  of another app lica tion  or pa ten t, it shall 

be regarded  that the inventions -  creations seeking protection 
are identica l.

W here the contents o f the descrip tions  of two app lica tions or 
patents are iden tica l, but the contents o f their c la im s are d iffer
en t, the inventions -  creations seeking pro tection shall be regar
ded  as not identica l. For exam p le , where both descrip tions of 
two app lica tions filed  by the sam e app lica n t conta in a p roduct
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and a process to p roduce  the p ro d u c t, if the claim s of one a pp li
cation seek to p ro tect the p ro d u c t, and the cla im s o f the other 
app lica tion  seek to p ro tect the p ro cess , the inventions -  crea 
tions seeking pro tection shall be regarded  as different.

6. 2 Method of Handling

6. 2. 1 Handling of Two Applications

6. 2. 1. 1 Sam e Applicant
During exam ination , if it is found that the sam e app lican t 

has filed two app lica tions for the same invention -  c rea tion , and 
if these two app lica tions are in conform ity with other requirem ents 
of pa ten tab ility , the app lican t shall be notified to m ake a se lec
tion or am endm ents. W here the app lican t fails to m ake any re

sponse w ithin the specified  tim e lim it, if the dates of filing of two 
app lica tions are d iffe ren t, the later app lica tion  shall be deem ed 
to have been w ithdrawn? if the dates of filing of tw o app lica tions 
are the sam e , both of them shall be deem ed to have been w ith

d raw n. W here , after the app lican t has m ade its /h is  observations 
or am endm ents , the app lica tions are still not in conform ity with 
the requirem ents of Rule 13.1 of the Im plem enting Regulations of 
the Patent Law , one of the app lica tions shall be re jected and the 
other app lica tion  shall be granted the patent right.

6. 2. 1. 2 Different Applicants
During exam ination , if it is found that two app lican ts  filed 

separate ly app lica tions for patent for identica l inventions -  crea
tions on the sam e d a te , and these app lica tions are in conform ity 
w ith other requirem ents for the grant o f patent r ig h t, the a p p li
cants shall be notified to hold consultations am ong them selves to 
d ec ide  the person or persons who shall be entitled to file the ap 

p lica tion in accordance  w ith the provis ions of Rule 1 3 .2  of the 
Im plem enting Regulations o f the Patent Law. If the app lican ts  fail 
to m ake any response w ithin the spec ified  tim e lim it, both app li

ca tions shall be deem ed to have been w ithdraw n. If the consu l
tation fa ils , o r, after the app lican ts  have m ade their observations 

or am endm ents , the app lica tions are still not in conform ity with 
the provis ions of Rule 13. 1 of the Im plem enting Regulations of 
the Patent Law , both app lica tions shall be re jected.
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6. 2. 2 Handling of One Application and One Patent
During the exam ination of an a pp lica tion , if it is found that 

another app lica tion  filed by the same a pp lica n t for the identica l 
invention -  creation has been granted  the patent r ig h t, and if the 
app lica tion  being exam ined is in conform ity w ith other require

ments for the grant of the patent r igh t, the app lican t shall be no
tified to make a se lection. A t this tim e , the app lican t m ay either 
abandon the patent right w hich it /h e  has been granted  or w ith
draw  the app lica tion  to w hich no patent righ t has ye t been g ran
ted . If the app lican t fails to make any response w ithin the sp ec i
fied time lim it, the app lica tion  shall be deem ed to have been 
w ithdraw n. W here , after the app lican t has m ade its /h is  observa
tion or am endm ents, the app lica tion  is still not in conform ity with 

the provisions of Rule 13. 1 of the Im plem enting Regulations of 
the Patent Law , the app lica tion  shall be re jected. W here the ap 
p licant selects to abandon the patent right w hich it /h e  has been 
g ran ted , it /h e  shall subm it a written declaration to abandon  that 
patent right when it/h e  makes response to the O ffice ’s notifica
tion. At this tim e , the O ffice shall m ake a decis ion to g ran t the 
patent righ t to the patent app lica tion  w hich is in conform ity with 

the requirem ents for the grant of the patent righ t and the a p p li
cant shall be notified accord ing ly . The written declara tion to a- 
bandon the patent right shall be sent to the exam ination depart

m ent concerned . The O ffice shall reg ister and announce it. It 
shall be ind icated  in the announcem ent that the earlier patent 
right shall cease ow ing to abandonm ent as of the date  on w hich 
the later patent right takes effect.
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Chapter 4

Inventiveness

1. Introduction

In accordance  w ith the provisions o f Artic le  22 .1  of the Pa
tent Law , any invention or utility m odel for w hich a patent right 
m ay be granted m ust possess nove lty, inventiveness and p rac ti
ca l app licab ility . The re fo re , possessing inventiveness is one of 
the ind ispensable  requirem ents for the grant of the patent right to 
an invention or utility m odel.

In accordance  with the provisions of Artic le  2 2 .3  of the Pa

tent Law and Rule 30 of the Im plem enting Regulations of the Pa
tent Law , in com parison with the prior a rt, the invention that pos
sesses inventiveness shall have prom inent substantive  features 
and represent a notable p rog ress , and the utility m odel that pos
sesses inventiveness shall have substantive  features and repre 
sent p rogress.

The contents in this C hapter prim arily relate to the concep t 
of inventiveness of invention, p rinc ip les and criteria of exam ina
tion of inventiveness of invention, judgm ent of inventiveness for 
d ifferent k inds of inventions and focal points to be noted when in
ventiveness is exam ined. For the exam ination of inventiveness of 
utility m od e l, see Section 2 , C hapter 6 of Part IV of these G uide
lines

2. Concept of Inventiveness of Invention

Art. 22. 3 Inventiveness o f invention m eans tha t, as com pared  with the
existing technology before the date  of filing , the invention has 

prom inent substantive features and represents a notable pro
gress.

2. 1 Existing Technology
In accordance  w ith Rule 30 o f the Im plem enting Regulations 

of the Patent Law , the existing technology referred to in Article
2 2 .3  of the Patent Law means any technology w hich has been 
pub lic ly  d isc losed in pub lica tions in the country or a b ro a d , or 

has been pub lic ly  used or m ade known to the pub lic  by any oth
er m eans in the co u n try , before  the date  of filin g , that is , prior 
art.

The contents of a patent app lica tion  filed by any other per
son w ith the O ffice  before the date  of filing of the app lica tion  be-
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ing exam ined and pub lished after the said date  of filin g , w hich is 
referred to in Artic le  22. 2 of the Patent Law , do  not fall in the 
scope of prior a rt, and so shall not be taken into account when 
inventiveness of the invention conta ined in the app lica tion  being 
exam ined is evaluated.

2. 2 Person Skilled in the Relevant Field of Technology
W hether or not an invention possesses inventiveness shall 

be evaluated on the basis o f the know ledge and ab ility  of the 
person skilled in the relevant fie ld of techno logy. The person 
skilled in the relevant fie ld  of techno logy, who is also known as 
the person skilled in the a rt, refers to a fictional “ pe rson ”  who is 
presum ed to be aware of all o f the com m on techn ica l know ledge 
existing before the date  of filing or priority in the techn ica l fie ld to 
which the invention perta ins, and to have had access to every
thing in the state of art and possess the normal m eans and ca 
pacity  for routine experim entation before  that date. H ow ever, he 
does not have creative  capac ity . If the techn ica l problem  to be 
solved impels that person to seek its solution in another techn ica l 
fie ld , he should also have access to the relevant technologies 
and com m on techn ica l know ledge existing before the date  o f fil
ing or p rio rity , and have the capac ity  for routine experim entation 
in that fie ld.

The purpose of estab lish ing such a concep t is to unify the 
standard of exam ination and to avoid the influence of the sub jec 
tive sense of the exam iner as far as possible .

2. 3 Prominent Substantive Features
An invention possessing prom inent substantive  features 

means tha t, having regard to the prior a rt, it is non -  obvious to 
a person skilled in the art. If the person skilled in the art can o b 
tain the invention by log ical ana lys is , inference or lim ited experi
m ent on the basis of the prior a rt, the invention is obv ious , and 
has no prom inent substantive features.

2. 4 Notable Progress
An invention representing a notable progress m eans that the 

invention m ay produce  useful techn ica l e ffects as com pared  with 
the c losest prior art. For ins tance, the invention has overcom e 
the d isadvantages and de fic iencies o f the existing techno logy, 
or has p rovided a techn ica l solution w ith a d ifferent conception  to
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solve certa in techn ica l p ro b le m , or the invention represents cer
tain new trends of technology.

3. Principles and Criteria of Examination of Inventiveness of In
vention

The determ ination as to whether or not an invention posses
ses inventiveness shall be considered only when that invention 
has novelty.

3. 1 Principles of Examination
In accordance  w ith Artic le  22. 3 of the Patent Law , when the 

inventiveness of an invention is exam ined , the exam iner shall ex
am ine whether or not the invention possesses prom inent sub
stantive features and whether or not it represents a notable pro
gress.

When evaluating whether or not an invention possesses in

ven tiveness, the exam iner shall consider not only the essence of 
the techn ica l solution of the invention, bu t also the technical 
problem  solved and the techn ica l e ffects p roduced  by the inven
tion. These shall be cons idered  as a whole.

In exam ining whether there is inventiveness, it is perm issib le  
to com b ine  together the d isc losures of d ifferent techn ica l solu
tions in one or m ore reference docum ents. That is d ifferent from 
the p rinc ip le  of “ separate com parison " w hich is adopted  in the 
exam ination of novelty (s e e  Section 3 .1  .C h a p te rs  of this P a rt).

If an independen t claim  possesses inventiveness, there is 
no need to exam ine the inventiveness of any dependent claim  
under that independen t claim .

3. 2 Criteria of Examination
W hen the inventiveness of an invention is eva lua te d , Article

2 2 .3  of the Patent Law should be the govern ing criterion. In or
der to help to know well that c rite rion , the guide lines for the ex
am ination on prom inent substantive  features and notable pro
gress are given as follows.

3. 2. 1 Prominent Substantive Features
If the techn ica l solution o f the c la im ed invention is unobvious 

as it is com pared  with the prior a rt, it possesses prom inent sub 
stantive features. If it is o bv ious , it does not possess prom inent 
substantive  feature.

Usually it takes three steps to judge  whether the c la im ed 
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technica l solutions is obvious accord ing  to the fo llow ing criterion 
of exam ination.

( 1 )  Determ ining the c losest prior art
The c losest prior art refers to a techn ica l solution in the prior 

art w hich is m ost nearly related to the c la im ed invention and is 
the basis for determ in ing w hether or not the c la im ed invention 
has the prom inent substantive  features. U sua lly , the c losest p ri
or art may be a known com bina tion  in the same techn ica l fie ld  as 
the c la im ed invention, and its techn ica l problem  to be so lved , 

techn ica l e ffects or intended use are c losest to the c la im ed in
vention , a n d /o r  has d isc losed  the greatest num ber of techn ica l 
features in com m on with the c la im ed invention; or a lthough it is 
in a d iffe ren t techn ica l fie ld , it is capab le  of perform ing the func
tion of the invention and has d isc losed  the greatest num ber of 
techn ica l features in com m on with the invention. It should be not
ed that when determ in ing the c losest prior a rt, account should 
be first taken o f the prior art in the sam e or sim ilar techn ica l 

fie lds.
( 2 )  Determ ining the d is tingu ish ing  features of the invention 

and the techn ica l p roblem s p ractica lly  solved by the invention
During the exam ination , the exam iner shall ob jective ly  ana

lyze and determ ine the techn ica l problem  p ractica lly  solved by 
the invention. To do this the exam iner shall determ ine the d is tin 
gu ish ing features of the c la im ed invention as com pared  with the 
c losest prior art and then determ ine the techn ica l problem  that is 
p ractica lly  solved by the invention on the basis of the technical 
e ffect of the d istingu ish ing features. The techn ica l problem  p rac
tica lly solved by the invention in this sense , m eans the technical 

task of im proving the c losest prior art to achieve a better techn i

cal effect.
During the exam ination , because the c losest prior art de te r

m ined by the exam iner may be d ifferen t from the prior art d e 
scribed  in the descrip tion  by the a p p lica n t, therefore the deter
m ined techn ica l problem  p ractica lly  solved by the invention on 

the basis of the c losest prio r a rt may not be the sam e as that de 
scribed  in the descrip tion. U nder such c ircum stances , the 
“ techn ica l p rob lem ”  shall be re -  determ ined on the basis of the 

c losest prior art held by the exam iner.
The extent of such re -  determ ination of the “ techn ica l p rob 

lem ”  may have to be fixed on the concrete  cond itions o f each 
particu lar invention. As a p rinc ip le , any techn ica l e ffect of an in
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vention may be used as the basis to re -  determ ine the technical 
p rob lem , as long as the said e ffect is derivab le  from the con 
tents of the descrip tion  by a person skilled in the art.

( 3 )  Judg ing  whether or not the c la im ed invention is obvious 

to a person skilled in the art
A t this s te p , it shall be ju d g e d , on the basis of the closest 

prior art and the techn ica l problem  practica lly  solved by the in
ven tion , whether or not the c la im ed invention is obvious to a per
son skilled in the art. In the course of ju d g in g , it is required to 
be ascerta ined whether or not there is any inspiration in the prior 
art as a whole. That is , whether or not the prior art has given the 
inspiration o f app ly ing  the said d istingu ish ing  features to the c lo 
sest prior art to solve the existing techn ica l problem  ( th a t is , the 
techn ica l problem  practica lly  solved by the inven tion ). Such in
sp iration would p rom pt a person skilled in the art to im prove the 
c losest prior art and accom plish  the c la im ed invention when he is 
confronted with the said techn ica l problem .

Under the fo llow ing c ircum stances, the “ techn ica l inspira
tion ”  is usually regarded  as existing in the prior art;

( i)  The said d istingu ish ing  feature is a com m on know ledge , 
such as the techn ica l m eans d isc losed  in the pub lic  textbook or 
reference book which may solve the re -  determ ined technical 
p rob lem ; or the habitual techn ica l means solving the re -  dete r
m ined techn ica l problem  in the relevant techn ica l f ie ld ;

( ii)  The said d istingu ish ing  feature is the techn ica l means 
w hich is interre lated w ith the c losest prior a rt, such as the techn i
ca l m eans d isc losed in the other part of the same reference d o c 
um ent, the function of w hich is the sam e as that of the d is tingu is
hing feature for solving the re -  determ ined techn ica l problem  in 

the c la im ed invention;

( iii)  The said d istingu ish ing  feature is the relevant technical 
means d isc losed  in another reference docum ent, the function of 

w hich is the sam e as that of the d istingu ish ing feature for solving 
the re -  determ ined techn ica l problem  in the c la im ed invention.

3. 2. 2 Notable Progress
When evaluating whether or not an invention possesses no

table p ro g ress , the exam iner shall prim arily cons ider whether or 

not the invention p roduces useful techn ica l effects. U sually, the 
invention shall be regarded  as p roducing  useful technical e ffects 
and possesses notable progress in the fo llow ing situations;
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( 1 )  As com pared  with the c losest prior a rt, the invention 
has a better techn ica l effect. For exam p le , the qua lity is im 
proved ; the output of p roduction  is in c re a se d ; the energy is 

saved ; pollution of environm ent is prevented and con tro lled , 
e tc. ;

( 2 )  The invention provides a techn ica l solution w hich has 
d ifferent techn ica l conception  from  the closest prior art. Its tech 
nical e ffect may basica lly  reach that of the c losest prio r a rt;

( 3 )  The invention represents certa in trend of the deve lop 
ment of new techno logy;

( 4 )  The invention has obvious positive techn ica l e ffec ts , e- 
ven if it has some negative e ffects on other aspects.

3. 3 Auxiliary Criteria of Examination
U sua lly , the question as to whether or not an invention pos

sesses inventiveness shall be exam ined accord ing  to the criteria 
of exam ination described  in Section 3. 2 o f this C hapter. In order 

to help the judg ing  of inventiveness, some auxiliary criteria  w hich 
m ay be of use under spec ific  c ircum stances are given as fo l
lows.

3 . 3 .  1 Invention Which Solves Technical Difficulty Unsolved and 
Long -  Waiting to Be Solved

An invention shall be regarded  as possessing prom inent 
substantive features and notable p rogress and possessing in
ventiveness if it so lves, th rough hard work of the inventor, a 
techn ica l d ifficu lty  w hich had been eagerly desired to be solved 
for a long time in a certa in fie ld of techno logy. For exam ple , 

since farm ing began farm ers had longed for solving the problem  
of perm anently m arking farm  anim als (s u c h  as m ilk c o w ) w ithout 
causing pain to the anim als or dam age to the hide. An inventor 
has successfu lly  so lved this techn ica l problem  by an invention of 
freeze -  brand ing  on the basis of a d iscovery  that h ide can be 
dep igm ented  by freezing. That invention possesses inventive
ness.

3. 3. 2 Invention Overcomes Technical Prejudice
Technica l pre jud ice  refers to techn ica l personnel’s know l

edge  of a certa in techn ica l problem  in a fie ld of technology dur
ing a certain period of tim e that departs  from  the ob jective  facts 
and leads persons to believe that there is no other possib ilities.
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It h inders persons from carry ing out research and deve lopm ent 
in that fie ld of technology. If an invention is m ade by overcom ing 
such techn ica l p re jud ice  and adopting  the techn ica l means 

w hich was abandoned by persons due to the techn ica l pre ju
d ic e , the invention shall be regarded  as possessing prom inent 
substantive  features and notable p ro g ress , that is , inventive
ness. For exam p le , it was generally believed that the more 
smooth of the interface of the com m utator and brush of an e lec
tric  m otor is , the better o f the con tac t is , and the sm aller of the 
current consum ption  is. A cco rd ing  to an invention , a rough m i
crogroove w as m ade on the surface of the com m utator. As a re
su lt, the e lectric consum ption  is even sm aller than that w ith the 
smooth surface. Because the invention has overcom e the techn i
ca l p re ju d ice , it possesses inventiveness.

3. 3. 3 Invention Produces Unexpected Technical Effect
“ An invention p roduces an unexpected techn ica l e ffe c t” 

m eans th a t, as com pared  with the prior a rt, the techn ica l e ffect 
of an invention p roduces a “ qua lita tive ”  ch an ge , that is new 
perfo rm ance ; or it p roduces a “ quantita tive ” change which was 
unexpected. It is im possib le  for a person skilled in the art to ex
pect or infer such qualita tive or quantita tive change in advance. 
If an invention p roduces an unexpected e ffe c t, it means the in
vention possesses notable  progress on the one h an d , and it also 
m eans that the techn ica l solution of the invention is non -  obvious 
and possesses prom inent substantive  features on the other 
hand. The invention possesses inventiveness. For the relevant 
exam ples, see Sections 4 .2  - 4 . 5  of this Chapter.

3. 3. 4 Invention Achieves Commercial Success
W here an invention achieves com m ercia l su ccess , if such 

success is d irectly  b rought about by the techn ica l feature of an 

inven tion , it m eans that the invention has useful e ffect on the one 
h an d , and it is non -  obvious on the other hand. Such kind of in
vention possesses prom inent substantive  features and notable 
progress. It possesses inventiveness. H ow ever, if the success 
is b rought about by other fa c to rs , such as the im provem ent of 
sale m ethods or com m ercia l a dve rtis in g , the invention cannot be 
regarded  as possessing inventiveness.

4. Judgment of Inventiveness of Various Types of Inventions

It should be noted that the d ivision of the types of the inven- 
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tion in this Section m ainly depends on the characte ris tics  of the 
d istingu ish ing features of the invention from the c losest prior art. 
Such d ivision is used for reference only. During the exam ination , 
the exam iner should make h is /h e r fa ir judgm ent accord ing  to the 

spec ific  cond itions of each case rather than app ly ing  these ex
am ples m echanically.

The fo llow ing are exam ples to illustrate the judgm ent of in
ventiveness of various types of inventions.

4 .1  Invention Which Opens Up a Whole New Field
The invention opening up a whole new fie ld is one of a totally 

new techn ica l so lu tion , unpreceden ted  in the history of techno lo 
gy. It has ushered in a new epoch in the deve lopm ent of human 
science and technology at a certa in period of time.

As com pared with the prior a rt, the invention opening  up a 
whole new fie ld possesses prom inent substantive  features and 
notable progress. It has inventiveness. For exam p le , the four 
great Chinese inventions— co m p ass , paperm ak ing , letterpress 
and gunpow der belong to inventions opening up a whole new 
fie ld . The fo llow ing inventions are also regarded  as inventions of 
that ty p e ; steam  eng ine , filam ent lam p , rad io , rad a r, laser and 
so on.

4. 2 Combination Invention
The com bination invention refers to a new techn ica l solution 

constitu ted by com bination o f certain techn ica l solutions to solve 
a certa in techn ica l problem  existing in the prior art.

If the com bined techn ica l features are functiona lly support
ing each other and p roduce  a new techn ica l e ffe c t, in other 
w o rds , if the techn ica l e ffect of the com bination is better than the 

total sum of the e ffects of each of the techn ica l features com 
b in ed , such com bination possesses prom inent substantive  fea
tures and notable progress. That is an invention possessing in

ventiveness. W hether or not each of the techn ica l features is 
known or partia lly known to the pub lic  does not a ffect the inven
tiveness. For exam p le , the invention of “ A deep  refrigerating 
treatm ent and process of chem ica l p lating Ni - P  -  rare ea rth ”  is 
a com bination of pub lic ly  known refrigeration treatm ent and 
chem ica l p la ting. A cco rd ing  to the prior a rt, after deep refrigera
tion trea tm ent, the work p iece needs unconventional tem pering 
treatm ent to e lim inate s tress , so as to stabilize  its s tructure  and
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p roperties. While accord ing  to the present invention, after deep 
refrigeration trea tm ent, there is no tem pering or seasoning treat
m ent in respect of the work p ie ce , while the process of chem ical 
p lating is perform ed in the p lating liqu id  of 8 0 "C ± 1 0 CC . To do 
th is , accord ing  to this invention, the tem pering or seasoning 

treatm ent is e lim ina ted , while the work p iece still has stable m a
trix structure and the plating film w hich possesses the features of 
anti -  friction and anti -  corrosion and has a good adhesion with 

the m atrix. It is d ifficu lt for a person skilled in that techn ica l field 
to expect the techn ica l e ffect of this kind of com bination. There

fo re , that invention possesses inventiveness.
H ow ever, if an invention is m erely a g roup ing  -  together of 

certa in pub lic ly  known p roducts or p rocesses, each of them still 
works as usual and the general techn ica l e ffect is the summation 
of the techn ica l e ffect of each p a rt, and there are no functional 

supports between the com bined techn ica l fea tu res , then the 
com bination is m erely a s im ple  group ing  -  together. It does not 
possess inventiveness. For exam p le , an invention of a ball -  pen 
w ith e lectron ic watch m erely fixes a pub lic ly  known electronic 
watch on the ball -  pen. After com b ina tion , each of them still 
p lays its own ro le , w ithout functional support between them . This 
com bination is only a sim ple g roup ing  -  toge ther, there fore , it 

does not possess inventiveness.
M oreove r,if the com bination is only a change of the pub lic ly  

known s truc tu re , or it fa lls into the scope  of the deve lopm ent of 
com m on technology w ithout unexpected techn ica l e ffe c ts , the 

invention does not possess inventiveness.

4. 3 Selection Invention
The selection invention refers to purposefu lly  se lecting the 

sm aller range of alternatives or ind iv idua l one which is not m en
tioned in the prior art from  a larger range of alternatives d is 

c losed in the prior art. This is a com m on type of invention in the 
fie ld of chem is try , the judgm ent of inventiveness of w hich is 
m ainly with reference to the techn ica l e ffect of the invention. If 
the se lected techn ica l solution p roduces unexpected technical 
e ffe c t, it possesses prom inent substantive  features and notable 
p rogress. It has inventiveness. For exam p le , an invention that 
relates to a process of p roducing  th iochloroform ate. It is d is 
c losed in one of the reference docum ents that the proportion of 
cata ly tic  agent ca rboxy lic  acid  am ide a n d /o r  urea to 1 mol raw
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material m ercapta in  is > 0  ~ 1 0 0 m o l% . In the given exam p le , the 
amount of the cata ly tic  agent is 2 ~13m o l%  , and it is ind icated  
that the p roductiv ity  starts to increase from 2m ol%  of the am ount 

of ca ta lytic agent. M oreover, the pro fessional personnel in that 
fie ld of techno logy genera lly im prove p roductiv ity  by increasing 
the am ount of cata lytic  agent. A cco rd ing  to the present inven
tion , less amounts of ca ta ly tic  agent are se lected ( 0 .0 2  - 0 . 2  
m o l% ) ,  but the p roductiv ity  is increased 11. 6%  - 3 5 .  7 % , 
w hich is greatly beyond the scope  o f expected  p roductiv ity . M o
reover, the invention has sim p lified  the process o f the reactant. 
All of these show that the techn ica l solution se lected by this in
vention has p roduced  unexpected e ffects and thus the invention 
possesses inventiveness.

H ow ever, if the invention is only a se lection am ong a num 

ber o f equally possib le  a lterna tives, and the se lected solution 
does not p roduce  an unexpected  e ffe c t, it does not possess in
ventiveness. For exam p le , there are m any heating processes in 

the prior art. In one invention, a com m on known e lectrica lly 
heating process was se lected for a known heating -  adopted  
chem ica l reaction , and that invention does not p roduce  an unex

pected  effect. Thus, it does not possess inventiveness.
W here an invention se lects spec ific  d im ensions, tem pera 

ture range or other param eter from a possib le  and lim ited sco p e , 

while such selection m ay be m ade through conventional means 
by a person skilled in the a rt, that invention does not possess in
ventiveness. For exam p le , an invention relates to a process for 
carrying out a known reaction and is characte rized  by a sp ec i
fied rate of flow of an inactive gas. The determ ination of the flow 

rate may be obta ined through conventional ca lcu la tions by a per
son skilled in the art. Therefore , this invention does not possess 
inventiveness.

An invention does not possess inventiveness if the selection 
can be d irectly  derived from the prior art. For exam p le , an in
vention that im proves the therm al stab ility  of a com position  Y is 
characte rized  by the use of a spec ified  m inimum  content of com 

ponent X in com position Y. This can be derived from  the curve 
ind icating the relations between the contents o f com ponen t X 
and the therm al stab ility  of com position Y. The re fo re , it does not 
possess inventiveness.
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4. 4 Invention Involing the Application of Known Measures and
Use -  Invention
The invention involing the app lica tion  of known measures 

refers to an invention which is m ade by transferring the use of a 
prior art from one techn ica l fie ld to another techn ica l fie ld . Where 
such a transfer p roduces an unexpected e ffect or overcom es a 
d ifficu lty  which has never been encountered in that technical 
fie ld , it possesses prom inent substantive  features and notable 
progress. It has inventiveness. For exam p le , an invention re
lates to the subm arine aileron. A cco rd ing  to the prior a rt, the 
subm arine stays at an a rb itrary p lace under w ater based on the 
p rinc ip le  that the spec ific  gravity  of its deadw e igh t and the water 
are identica l. It goes up by operating horizontal cabin  to create a 
buoyant force. But the a irp lane flies in the air com ple te ly  by the 
buoyant force p roduced  by the main w ings. The invention draws 
lessons from the techn ica l means of the plane and app lied  the 
main w ings of the plane to the subm arine. As a resu lt, the buoy
ant fo rce or sinking force of the subm arine is created by the 
function of the m ovable  b o a rd , w hich is used as aileron of the 
subm arine , so that the rise and fall perform ance of the subm a
rine is greatly im proved. Because many d ifficu lties has to be 
overcom e to app ly  the technology in the air to those under wa
te r, this invention p roduces extrem ely good results. It possesses 
inventiveness.

However, if the transfer of use is carried out between the iden
tical or similar fields of technology and does not produce unexpect
ed e ffects, such invention does not possess inventiveness.

The use invention refers to the invention by which a known 
p roduct is used for a new purpose. If the new use can produce 
an unexpected e ffe c t, the use possesses prom inent substantive 
features and notable progress. The invention possesses inven
tiveness. For exam p le , s in ituho , used to be a wood bacteri- 
a c id e , is used as a herb ic ide  and p roduces an unexpected 
e ffect. It is an invention which possesses inventiveness.

H ow ever, if the new use m erely makes use of a pub lic ly  
known property  of a known m ateria l, it does not possess inven
tiveness. For exam p le , the use of a known com pos ition , used to 
be a lubricant o il, as a cutting agent in the same fie ld of technol
ogy  does not possess inventiveness.

4. 5 Invention Involing Substitution of Elements
The invention involing substitu tion of e lem ents includes the
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inventions of changed relations o f e lem ents, the inventions of 
substitu ted e lem ents and the inventions of om itted elements.

(1 ) The invention of changed  relation o f e lem ents means 
tha t, as com pared  with the prior a rt, the param eters , such as 
sh ap e , s ize , p ropo rtion , pos ition , functional relation and so on , 
are changed. If the qua lity , function or use of the invention is 
changed  due to the change of the relation o f the e lem ents , and 
p roduces an unexpected  e ffe c t, it possesses prom inent su b 
stantive features and notable p rogress. Thus the invention pos
sesses inventiveness. For exam p le , an invention o f a grass 
m ower is characte rized  by the fac t that the ob lique  angle of the 
b lade of the m ower is d ifferen t from that of the trad itional m ower. 
The e ffect is that the ob lique  angle enab les the b lade to be auto
g ro u n d , while  the angle of the b lade  in the prior art has no such 
e ffect. The invention p roduces an unexpected  e ffect th rough a 
change in the relation o f e lem ents , so it possesses inventive

ness.
On the other hand , if the said change  cannot p roduce  an 

unexpected e ffe c t, the invention w ill not possess inventiveness. 
For exam p le , there is a m easuring device  in the prior a rt, the d i
vision c irc le  o f w hich is fixed but the hand turns. A new invention 
of m easuring dev ice  changes the relation of e lem ents: the d iv i

sion c irc le  turns bu t the hand is fixed. The d ifference between 
the invention and the prior art is obv iou s : one has a fixed d iv i
sion c irc le  w ith a turn ing h an d , the other has a fixed hand with a 
turning d iv ision c irc le . But such a change doesn ’t p roduce  any 
unexpected  e ffe c t, so it does not possess inventiveness.

( 2 )  The invention o f substitu ted  e lem ents refers to the in
vention w hich is m ade as a result of that a certa in e lem ent of a 
known p roduc t or p rocess is substitu ted  by another e lem ent. If 
the substitu tion p roduces an unexpected  e ffe c t, the invention 
possesses prom inent substantive  features and notable progress. 

It has inventiveness.
H ow ever, if the invention is an equ iva len t substitu tion  of 

known m eans w hich has the sam e func tion , or fo r the sake of 
solving the sam e p ro b le m , the use o f a recently deve loped  m a
terial w ith the sam e function to substitu te  the co rrespond ing  m a
terial in a pub lic ly  known p ro d u c t, or the use o f a pub lic ly  known 
m aterial to substitu te  a certa in m ateria l in the pub lic ly  known 
p ro d u c t, while  the sim ilar use of this pub lic ly  known material is 
pub lic ly  know n, and such uses do  not p roduce  any unexpected
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techn ica l resu lts , the invention does not possess inventiveness. 
For exam p le , an invention relates to a pum p which differs from 

the prior art in which its motive pow er is p rovided by a hydraulic 
m otor instead of an e lectric motor. Such an invention of equ iva

lent substitu tion does not possess inventiveness. Another exam 
p le : an e lectric cab le  com prises polyethylene sheath bounded to 
m eta llic shie ld by an adhesive. An invention uses a newly deve l
oped adhesive just pub lic ly  known before the date of filing to be 
su itab le for po lym er -  metal bond ing  to substitu te  the convention
ally used adhesive. This invention does not possess inventive

ness.
( 3 )  The invention of om itted elements refers to the invention 

that om its one or more elements of a known p roduct or process. 
If, as com pared  with the prior a rt, an invention is m ade by om it
ting one or more elem ents ( fo r  exam ple , a p roduct invention o- 
m its one or more p a rts ; a process invention om its one or more 

s te p s ) , all of the functions still rem ain , or it p roduces an unex
pected  e ffec t, it possesses prom inent substantive features and 
notable p rogress. The invention possesses inventiveness.

H ow ever, if the co rresponding  function d isappears a cco rd 
ing ly after one or more e lem ents is o m itte d , the invention does 
not possess inventiveness.

5. Points to Be Noted When Inventiveness Is Examined

5. 1 W ay by Which Invention Is Made
The w ay of m aking an invention, either it is arduous or it is 

easy , does not a ffect the evaluation of the inventiveness of an in
vention. M ost inventions are the fruits of the creative work of in
ventors. They are the sum m arization of long time scientific re
search or p roduction  p ractice . H ow ever, there are some inven

tions m ade by acc iden t. For exam p le , the known tire of motor 
vehic les has good strength and anti -  abrasion. It was m ade by 
a technic ian by acc iden t who w rongfu lly added  30%  carbon 
b lack instead of 3%  when he was preparing m aterials for p rodu
cing b lack rubber. Facts show that the rubbe r with 30%  carbon 
b lack possesses the unexpected  high strength and anti -  abra 
sion. A lthough it w as m ade by a cc id en t, the inventiveness of the 
invention was not a ffe c te d .

5. 2 Avoiding to Be Wise after Invention
When judg ing  the inventiveness of an invention, because 

the exam iner has a lready known very well the contents of the in
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ve n tio n , it is easy for h im /h e r to underestim ate the inventiveness 
of the invention and make the m istake of “ h inds ight ” . h e /sh e  
should always bear in m ind that the evaluation shall be m ade by 

a person skilled in the art on the basis o f com parison  w ith the 
prior art before the date  of filing of the invention, so as to reduce 
and avoid the e ffect of the sub jective  feeling.

5. 3 Consideration of Unexpected Technical Effect
When judg ing  the inventiveness, cons ide ring  the techn ica l 

e ffect w ill be useful to evaluate co rrectly  the inventiveness of the 
invention. As Section 3 .3  of this C hapter s ta tes, where the in
vention p roduces an unexpected  techn ica l e ffect as com pared  
with the c losest prior a rt, it m ay be ascerta ined that the invention 
possesses inventiveness, and the exam iner needn ’t doubt 
whether or not the techn ica l solution has the prom inent substan

tive feature. H ow ever, it should be noted tha t, if the exam iner 
ca n , by the m ethod stated in Section 3 .2  of this C hap te r, deter
m ine the techn ica l solution of invention is non -  obvious for a per
son skilled in the a rt, and the techn ica l solution p roduces useful 
techn ica l e ffe c t, the invention possesses prom inent substantive 

feature and notable p rogress. It has inventiveness. U nder such 
c ircum stances, it shall not put undue stress on w hether or not 

the invention p roduces unexpected  techn ica l effect.

5. 4 Examination of Invention Claimed for Protection
The question of w hether or not an invention possesses in

ventiveness is d irected  at the c la im ed invention. Therefore , the 
evaluation of inventiveness shall be d irected  at the techn ica l so
lution defined by the cla im s. The techn ica l feature of the inven
tion w hich makes contribution to the prior a rt, such as the techn i
cal feature by m eans of w hich the invention p roduces an unex
pected  techn ica l e ffe c t, or the techn ica l feature by m eans of 

w hich the invention overcom es the techn ica l p re ju d ice , shall be 
included in the c la im s. O therw ise, even if it is d isc losed  in the 
d escrip tio n , it shall not be taken into account when evaluating 
the inventiveness of the invention. M oreover, the evaluation of 
the inventiveness shall be d irected  at the whole techn ica l solution 
defined by the c la im s , that is , to evaluate whether or not a tech 
nical so lu tion , rather than a spec ific  techn ica l fea tu re , posses
ses inventiveness.
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Chapter 5

Practical A pp licab ility

1. Introduction

In accordance  with the provisions o f Artic le  22 .1  of the Pa
tent Law , any invention or utility m odel for which patent right may 
be granted m ust possess nove lty , inventiveness and practical 
app licab ility . There fo re , possessing p ractica l app licab ility  is one 
of the ind ispensable  requirem ents for an invention or utility model 
to be granted  the patent right.

A cco rd ing  to the provis ions of Artic le  22. 4 of the Patent 
Law , an invention or utility m odel which possesses practica l a p 
p licab ility  should be a techn ica l solution w hich can be m ade or 
used by techn ica l personnel in the relevant fie ld o f technology 
and can produce  e ffective results.

The contents of this C hapter m ainly relate to the concep t of 
p ractica l app licab ility  and the p rinc ip les and criteria  of the exam 
ination of p ractica l app licab ility .

2 . Concept of Practical Applicability

Art. 2 2 .4  Practical app licab ility  m eans that the sub jec t m atter of a pa
tent app lica tion  for invention or utility m odel must be one that can 
be m ade or used industria lly and produce  positive e ffective re
sults.

An invention or utility m odel fo r which a patent righ t has 
been granted  shall be one that can solve a technical problem  
and be exp lo ited. In other w o rd s , if the invention is a p roduct 
( in c lu d in g  sub jec t m atter for invention or utility m o d e l) , it can be 
m ade industria lly and solve the techn ica l p ro b le m ; if it is a 
process (s u b je c t m atter for invention o n ly ) , it can be used in
dustria lly  and solve the techn ica l prob lem . Only when the app li
cation for a patent for a p roduc t or process satisfies such cond i
tio ns , can the patent righ t be g ranted.

The term “ industry ” refers to industry , ag ricu ltu re , fo restry, 
fishe ry , animal husbandry , com m unication and transporta tion , 

cu lture  and sp o rts , artic les of da ily  use , m edica l equ ipm ent, 
e tc . .

The “ techn ica l so lu tion ” , w hich can be m ade or used in in

d us try , refers to any exp lo itab le  techn ica l solution w hich is in 
conform ity with the Patent Laws of nature and possesses techn i

cal features. It does not mean that techn ica l solutions m ust use
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m achines or m anufacture p roducts. They may b e , fo r exam p le , 
a process for d ispers ing  fo g , or a process for converting energy 
from one form  to another.

“ P roducing positive e ffective resu lts ”  m eans that the eco 

nom ic , techn ica l or socia l e ffective results p roduced  by an in
vention or utility m odel is expected  by a person skilled in the art 
on the date  of filing of an app lica tion . These results shall be pos
itive and advantageous.

3. Principles and Criteria of Examination of Practical Applicability

It m ust be evaluated whether an app lica tion  for a patent for 
invention or utility m odel possesses p ractica l a pp licab ility  before 
the exam ination of novelty and inventiveness.

3. 1 Principles of Examination
The exam ination of p ractica l app licab ility  of an app lica tion  

for a patent for invention or utility m odel shall be in conform ity 
with the fo llow ing p rinc ip les :

( 1 )  The basis of exam ination shall be the entire contents of 
the technology d isc losed  in the descrip tion  ( inc lud ing  the d raw 
ing s) and cla im s subm itted on the date of filing and not merely 
the contents d isc losed  in the c la im s;

( 2 )  The criterion of judg ing  whether a techn ica l solution can 
be explo ited is to judge  whether it can be carried out by a per
son skilled in the a rt;

( 3 )  Practical app licab ility  has nothing to do  w ith how the in
vention or utility m odel was crea ted  or whether it has been ex
p lo ited.

3. 2 Criteria of Examination
The provision of A rtic le  22. 4 of the Patent Law is the basis 

for determ ining whether or not an app lica tion  for a patent fo r in

vention or utility m odel possesses p ractica l app licab ility .
Some typ ica l situations of not possessing p ractica l a pp lica 

bility are described  as follows.

3. 2. 1 Non -  Reproducibility
The sub jec t m atter of an app lica tion  for a patent for invention 

or utility m odel w hich has p ractica l a pp licab ility  shall possess re
p roduc ib ility . C onverse ly, the sub jec t m atter of an app lica tion  
for a patent for invention or utility m odel w ithout rep roduc ib ility  
does not possess p ractica l app licab ility .
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The term  “  rep ro du c ib ility ”  m eans that a person skilled in the 
art is , accord ing  to the d isc losed  techn ica l con ten ts , able to 
carry out again and again the techn ica l solution adopted  in the 
app lica tion  for a patent for the solution of a techn ica l problem . 

Such repeated explo ita tion shall not rely on any random  elements 
and the results obta ined shall be the same.

H ow ever, the exam iner shall take note that there is an es
sential d ifference between the low rate of fin ished p roduc t for 
w hich a patent for invention or utility m odel is app lied  for and non 
-re p ro d u c ib ility . The form er refers to the p roduc t w hich can be 

explo ited again and a ga in , and the low rate of fin ished product 
may be caused by certa in techn ica l cond itions (s u c h  as environ
mental c lean liness, tem perature  and so o n )  not fu lfilled in the 
course o f exp lo ita tion ; whereas the latter refers to such a situa
tion that even when all the necessary cond itions are fu lfilled , a 
person skilled in the a rt still cannot achieve the results w hich the 

techn ica l solution aim ed to achieve.

3. 2. 2 Contrary to the Law of Nature
An app lica tion  for a patent for invention or utility m odel pos

sessing p ractica l app licab ility  shall com p ly  with the laws of na
ture. An app lica tion  for a patent for invention or utility model 

which is contrary to the laws of nature cannot be explo ited. So it 
does not possess p ractica l app licab ility .

The exam iner shall take a specia l note o f the sub jec t matter 
of app lica tions for patent for invention or utility m odel w hich vio
lates the laws o f energy conserva tion , such as perpetua l motion 
m achines. They certa in ly do  not possess p ractica l app licab ility .

3. 2. 3 Product Utilizing Unique Natural Conditions
An app lica tion  for a patent for invention or utility m odel pos

sessing p ractica l a pp licab ility  may not be a unique p roduc t re
stricted by natural cond itions. The only p roduc t w hich is made 
by utilizing spec ific  natural cond itions and cannot be m oved for

ever does not possess p ractica l app licab ility . It should be noted 
that the com ponents p e r  se  o f the said p roduc t cannot be regar
ded  as not possessing p ractica l a pp licab ility  just because the 

said p roduc t does not possess p ractica l app licab ility .
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3. 2. 4 Methods of Surgery on Human or Animal Body for No 
Treatment Purposes

M ethods of surgery include m ethods for treatm ent and not 
for treatm ent. M ethods of surgery for treatm ent is a sub jec t m at
ter referred to in Section 3 . 3 , C hapter 1 of this Part w hich is ex
c luded  from patentab ility . M ethods o f surgery not fo r trea tm ent, 
such as m ethods of cosm etic  su rg ica l opera tion , m ethods of o b 
ta ining bezoar from  living cattle  b od y  by su rg ica l operation as 
well as the method of surg ica l operation for assisting d iagnos is , 
like the surg ica l operation adop ted  before coronary arte riography 
etc. , do not possess p ractica l app licab ility  because these m eth
ods are p rac ticed  on living human or anim al b o d y , they cannot 
be explo ited  industria lly.

3. 2. 5 No Positive Effect
The techn ica l solution of an app lica tion  for a patent fo r in

vention or utility m odel possessing p ractica l a pp licab ility  should 
p roduce  expected  positive effects. The techn ica l solution of an 
app lica tion  for a patent for invention or utility m odel w h ich  obv i

ously does not p roduce  b ene fit, is d ivo rced  from the needs of 
soc ie ty , seriously pollutes the environm ent, seriously wastes en
ergy or resources, or injures the health o f human b e in g s , does 
not possess p ractica l app licab ility .

3 . 2 . 6  Methods of Measuring Physiological Parameters under 
Limit Conditions of Human Bodies

When the physio log ica l param eters of a human body under 
cond itions of the limit are to be m easured , it is necessary for 
man to stay under such cond itions. But this would constitu te  a 
threat to m an's life. M oreover, the lim its w hich each man can en
dure are different. It would need experienced personnel to de
term ine the spec ific  lim it of each man accord ing  to its co nd i
tions. There fo re , such m ethods cannot be used industria lly  and 
do not possess p ractica l app licab ility .

The fo llow ing m ethods are regarded  as not possessing 

practica l app lica b ility :
( 1 )  The m ethod of m easuring the degree  o f co ld  -  resist

ance of a human or anim al by g radua lly  decreas ing  the tem pera
ture of a human or animal b o d y ;

( 2 )  The m ethod of non -  invasive exam ination for m easuring 
the m etabo lic  function o f the coronary artery through increasing
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the w orkload of the coronary artery step -  by -  step by decrea
sing oxygen partial pressure of the inhaling air and observing the 
com pensation reaction of the coronary artery from dynam ic 
change of the artery blood pressure.

201



C hapter 6 GUIDELINES FOR EXAMINATION

Art. 31. 1

Chapter 6

Unity of Invention and D ivisional Applica tion

1. Introduction

An app lica tion  for patent shall com p ly w ith the provisions on 
unity of invention as p rovided in the Patent Law and its Im ple
menting Regulations. The requirem ent of unity of invention for an 
app lica tion for a patent for invention or utility m odel is p rovided in 
Artic le  31.1  of the Patent Law and Rule 35 of the Im plem enting 

Regulations of the Patent Law. Provisions concern ing  the a- 
m endm ent or d ivision of the patent app lica tion  w hich do not 
com p ly with the requirem ent of unity of invention are p rovided in 
Rules 42 and 43 of the Im plem enting Regulations of the Patent 

Law.
This chap ter is d iv ided  into two parts w hich are unity of in

vention and divisional app lica tion  respective ly. In the part of uni
ty of invention , it m ainly relates to the basic concep t of unity of 
invention, and the p rinc ip les and m ethods of the exam ination of 
unity of invention. In the part of d iv is ional a pp lica tion , it mainly 
relates to c ircum stances under w hich an app lica tion  should be 
d iv id e d , the requirem ents to be satisfied when d iv id ing  an app li
cation and the exam ination of d iv is ional app lica tion .

The provisions on unity o f invention in this C hapter m ainly re
late to the app lica tion  for a patent fo r invention, but the basic 
concep t and p rinc ip les app ly  also utility m odels. For the exam i
nation of unity of invention with regard to an app lica tion  for a pa 

tent for utility m ode l, please refer to the relevant contents in 
C hapter 2 ,  Part I of these G uidelines. In respect of the exam i
nation of the unity invention with regard to an app lica tion  for a 
patent for d e s ig n , p lease refer to the contents in C hapter 3 ,  Part 
I of these G uidelines. In respect of the exam ination of the unity 

of invention w ith regard to the app lica tion  for a patent for inven
tion in the fie ld of chem is try , p lease refer to the contents of Sec

tion 6 ,  Chapter 10 of this part o f these G uidelines.

2. Unity of Invention

2. 1 Basic Concept of Unity of Invention

2. 1. 1 Requirement of Unity of Invention
By unity of invention, it m eans that an app lica tion  for a pa

tent for invention or utility m odel shall be lim ited to one invention

202



GUIDELINES FOR EXAMINATION C hapter 6

or utility m odel. Two or more inventions or utility m odels be long 
ing to a s ing le  general inventive concep t may be filed as one a p 
p lication. That is , where there are several inventions or utility 
m odels in one app lica tion  , the app lica tion  is accep tab le  if these 
inventions or utility m odels are so linked as to form  one single 
general inventive concept. This is the requirem ent of unity of in
vention for an app lica tion  for a patent.

The main concerns of the requirem ent of unity o f invention 
for an app lica tion  for patent are as fo llow s;

( 1 )  Econom ic cons idera tion ; so as to prevent the app lican t 
from  obta in ing patent pro tection for several d ifferent inventions or 
utility m odels by paying fees for only one patent.

( 2 )  Technological cons idera tion ; so as to facilita te the c las
sification , search and exam ination of an app lica tion for a patent.

The lack of unity of invention does not have pre jud ice  to the 
va lid ity of a patent. Therefore, lacking unity of invention shall not 
be taken as a ground to invalidate a patent.

2. 1. 2 General Inventive Conception
It is stipu lated in Rule 35 of the Im plem enting Regulations of 

the Patent Law that two or more inventions or utility m odels be 
longing to a sing le  general inventive concep t shall be techn ically 
interrelated and contain one or more of the same or co rrespond 
ing spec ific  techn ica l features. The expression “  spec ific  techn i
ca l fe a tu res ” shall mean the techn ica l feature or features that 
play a substantia l role in the contribution that each of those 
cla im ed inventions or utility m odels makes over the prior art.

The above -  m entioned provision ind icates a w ay for de te r
m ining whether two or more inventions or utility m odels claim ed 
in an app lica tion belong to a single general inventive concept. 

That is , two or more inventions belonging to a sing le  general in
ventive concep t shall be techn ica lly interre lated. The interrelation 

between the inventions is em bod ied  in their respective  claim s in 
the form  of the sam e or co rrespond ing  specia l techn ica l fea
tures.

The expression of “ spec ific  techn ica l fea tu res ” is also de
fined in the above -  m entioned provision. It is a concep t spec if
ica lly crea ted  for the evaluation of unity of invention of an app li

cation for patent. It shall be understood as the techn ica l features 
that em body the contribu tions the invention has m ade over the 
prior a rt, i. e. the techn ica l features w hich make the invention,
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com pared to the prior a rt and considered as a whole of the each 
invention seeking p ro tec tion , possessing novelty and inventive
ness.

In conc lus ion , the expression o f “ be long ing  to a sing le  gen

eral inventive c o n c e p t” as p rovided in Artic le  31 o f the Patent 
Law refers to the situation that the inventions possess the same 
or co rrespond ing  specia l techn ica l features.

2. 2 Examination of Unity of Invention

2. 2. 1 Principles of Examination
In carry ing out the exam ination of unity of invention w ith re

gard  to an app lica tion  for a patent for an invention, the fo llow ing 
p rinc ip les shall be observed by the exam iner;

( 1 )  When judg ing  whether a group o f inventions c la im ed in 
an app lica tion  satisfies the requirem ent o f unity o f invention in ac
co rdance  with the provis ions of A rtic le  31. 1 of the Patent Law 
and Rule 35 of the Im plem enting Regulations of the Patent Law , 
it is to determ ine whether the substantive  contents of the techn i
ca l solution described  in the c la im s belong to a single general in

ventive co n ce p t, i. e. to determ ine whether these cla im s contain 
one or more of the same or co rrespond ing  specia l techn ica l fea
tures which make the c la im ed inventions techn ica lly  interre lated. 
This judgm ent is conducted  in accordance  with the term s of the 

claim s. W here necessary , the contents of the descrip tion  and 
the draw ings m ay be consu lted.

( 2 )  The cla im s of tw o or more inventions be long ing  to one 
single general inventive concep t m ay be written as any one of 
the fo llow ing six com b ina tions;

( i ) independen t c la im s of the sam e ca tegory for two or 
more p roducts or processes w hich cannot be inc luded  in one 
c la im ;

( ii)  an independen t claim  for a p roduct and an independen t 
claim  for a process specia lly  adap ted  for the m anufacture  of the 
said p ro du c t;

( iii)  an independen t claim  for a p roduc t and an independ 
ent claim  for a use of the said p ro d u c t;

( iv )  an independen t claim  for a p ro d u c t, an independen t 
claim  for a process spec ia lly  adap ted  for the m anufacture  o f the 
said p ro d u c t, and an independen t claim  for a use of the said 
p ro du c t;
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( v )  an independen t claim  for a p ro d u c t, an independent 
claim  for a process specia lly  adap ted  for the m anufacture of the 
said p ro d u c t, and an independen t claim  for an apparatus spe 
cia lly designed for carrying out the said p rocess;

( v i)  an independen t claim  for a process and an independ
ent claim  for an apparatus specia lly designed for carry ing out the 

process.
W here in , the “ same ca teg o ry ”  in Item ( i )  means the types 

of independen t c la im s are the sam e, i. e. , two or more inven
tions c la im ed in one patent app lica tion  only involve e ither p rod

uct inventions or process inventions. So long as the one or more 
co rrespond ing  spec ific  techn ica l features can make more than 
one p roduct invention or process invention techn ica lly interrelat

e d , it is a llowable  to include more than one independent claim  in 
one patent app lica tion.

Items ( ii) -  ( v i)  relate to the com bina tions of two or more 
independen t c la im s in d iffe ren t ca tegories.

As for the com bination of an independen t claim  for a p rod 

uct and an independen t claim  for a process specia lly  adapted  
for the m anufacture of the said p ro d u c t, the use of the “ specia lly 
a d a p te d ” process is to obtain the c la im ed p ro d u c t, and the 
process and the p roduct are techn ica lly  interre lated. H ow ever, 
the expression “ specia lly  a d a p te d ”  does not mean that the said 
p roduct could  not be m anufactured by any other process.

With respect to the com bination of an independent p roduct 

claim  and the independent claim  for its use , the use cannot but 
depends on the specia l features of that p ro d u c t, and they are 
techn ica lly  interrelated.

As for the com bination of an independent claim  for a 

process and that for an apparatus specia lly  des igned  for ca rry
ing out the p ro cess , the “ specia lly  d e s ig n e d ”  apparatus shall 
be suitab le for carry ing out the p ro cess , and the contribution o- 
ver the prior art m ade by this apparatus shall correspond to that 
m ade by the p rocess. H ow ever, the expression “ specia lly  de 
s ig n e d ” does not im p ly that the said apparatus could  not be 
used to ca rry out other processes or the said process could  not 
be carried out by other apparatus.

The unity of invention is not affected by whether the inde
pendent c la im s in d ifferent ca tegories are dra fted by w ay of ref
e rences, w hich is only a d ifference in form . For exam p le , an in
dependen t claim  for a process specia lly adapted  for the manu
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facture of p roduct A ,  w hich is paralle l with an independen t claim  
for p roduct A , may be dra fted  as “ a process for the m anufac
ture of p roduct A  of claim  1 It also may be dra fted  as “ a 
process for the m anufacture of p roduct A , . . .  ”

( 3 )  Enumerated above are the six exam ples of com bination 
of two or more independen t c la im s in the same ca tegory  or d if
ferent categories w hich are allowed to be inc luded in one a p p li
cation and their p roper o rd e r, they a re , how ever, not exhaus
tive. In other w o rd s , on the prem ise of be long ing  to a single 

general inventive c o n c e p t, it is possib le  to use other k inds of 
com binations besides the said com bina tions. C onverse ly, if the 
two or more independen t c la im s do not belong to one sing le  
general inventive co n ce p t, though their com bina tion  form  may 

be in conform ity w ith one of the six exam ples enum erated a- 
bove , it is not a llowed to be inc luded  in one app lica tion .

( 4 )  In evaluating whether tw o or more inventions belong to 
one single general inventive c o n c e p t, it does not m atter whether 
these inventions are c la im ed in separate  independen t c la im s or 
in one claim  involving several a lternatives. For both cases the 
criterion for the determ ination of unity o f invention shall be the 
same . The latter case occurs  often in a Makush cla im . Refer to 
section 6 .1 ,  Chapter 10 of this Part for the exam ination of unity 
of invention with regard to a Makush claim . M oreover, the order 
of the c la im s shall not a ffect the determ ination of the unity o f in
vention of an invention.

( 5 )  In genera l, there may be the problem  of unity of inven
tion am ong the independen t c la im s , and the exam iner only need 
to take it into consideration in such situation. There usually exists 
no lack of unity of invention between the dependen t claim  and 
the independent claim  to w hich the dependent claim  is subo rd i
nated. H ow ever, where for a c la im s dependen t in form  bu t inde

pendent in substance , an exam ination of unity of invention shall 
be conducted  to them.

W here an independen t claim  cannot be granted patent right 
fo r lack of novelty or inventiveness, it is then necessary to con 

s ider whether am ong the dependen t c la im s there exists the unity 
of invention.

( 6 )  For some app lica tions , the question of the unity of in
vention may be dec ided  before  the search of the prior a rt; but 

for some other a pp lica tion s , the question of the unity of invention 
could  be dec ided  only after taking into consideration the result of
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the search of the prior art. W here the d ifferent inventions con
ta ined in an app lica tion  do  not obviously belong to a single gen
eral inventive co n ce p t, the exam iner may dec ide  that the a pp li
cation does not satisfy the requirem ent o f unity of invention be
fore the search is conducted . For e xam p le ,th e re  are two inde
pendent claim s of a herb ic ide  and a m ower respective ly in one 
app lica tion . Because there are no same or co rresponding  techn i
ca l features between the tw o , nor is it possib le  for them to have 
the sam e or co rrespond ing  spec ific  techn ica l fea tu res , it is obv i
ous that the invention has no unity of invention, the conclusion 
may be m ade before the search is conducted . H ow ever, since 
what the spec ific  techn ica l feature defines is the contribution 
m ade by an invention over the prior art and is to be com pared 
with the prior a rt, it can be dec ided  only after considering the 
state of the prior art. To this e nd , for quite  a lot of the app lica 
tions , the unity of invention m ay be dec ided  only after the search 
has been m ade.

If after being com pared  w ith the prior a rt, the novelty or in
ventiveness of the firs t independent claim  of an app lica tion  is de
n ie d , the question of whether the rest of the independen t claim s 
parallel to it be longs to the one sing le  general inventive concept 
shall be determ ined anew.

2. 2. 2 Examination of Unity of Invention, Methods and Examples
In genera l, the m ethod of analyzing whether a group of in

ventions possess unity of invention consists of the follow ing 

steps.
( 1 )  C om pare the sub jec t m atter of the first invention with 

the relevant prior art to identify the “ spec ific  techn ica l fea tu re ” 
that p lays a substantia l role in the contribution the invention 
makes over the prior art.

( 2 )  Determ ine whether the second invention conta ins one or 

more spec ific  techn ica l features w hich are same to or co rre 
spond w ith that in the first invention, so as to determ ine whether 
these two inventions are techn ica lly  interrelated.

( 3 )  If, between the inventions, there exists the one or more 
sam e or co rrespond ing  spec ific  techn ica l fea tures, i. e. , the in
ventions are techn ica lly  in te rre la ted , it may com e to the conc lu 

sion that they belong to a s ing le  general inventive concept. Con
verse ly , if there exists no techn ica l interrelation between the d if

fe rent inventions, it m ay com e to the conclusion that they do  not
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belong to a sing le  general inventive concep t and it m ay be de 
term ined that they do not possess unity of invention.

C om bined with the basic co n ce p ts , the princ ip les of exam i
nation and the m ethods of exam ination o f unity o f invention, the 
fo llow ing are the exam ples for dem onstrating the points of exam i
nation of unity o f invention.

2. 2. 2. 1 Unity of Invention of Independent Claims in the Same  
Category

Exam ple 1 :
Claim 1 : A conveyer be lt X  characterized  by feature A.

Claim 2 : A conveyer be lt /  characterized  by feature B.
Claim 3 : A conveyer be lt Z  characterized  by feature A and

B.

There is no conveyer belt characterized  by feature A or В  

d isc losed in the prior art. From the perspective  of the prior a rt, 
such conveyer belt is non -  obvious and it is not relevant be 
tween A  and B.

E xp lana tion : C laims 1 and 2 do  not contain the sam e or co r
responding  techn ica l features. Therefore , it is im possib le  for 
them to have the same or co rresponding  specia l techn ica l fea
tures. They are not techn ica lly  interre lated and do not possess 
unity of invention. Feature A  of claim  1 is the spec ific  techn ica l 
feature that p lays a substantia l pole to the contribution that the 
invention makes over the prior art. C laim  3 conta ins the spec ific  
techn ica l feature A , the re fo re , claim  1 and claim  3 contain the 

same spec ific  techn ica l feature and they possess the unity of in
vention. S im ilarly, the same spec ific  techn ica l feature В  exists in 
both claim  2 and claim  3 ,  thus they possess the unity of inven
tion.

Exam ple 2 ;
Claim  1 : A  transm itter characterized  by the tim e axis ex

pander for v ideo signals.
Claim 2 ; A receiver characte rized  by the time axis com pres

sor for v ideo signals.

Claim 3 : An apparatus for conveying video signal characte r
ized by that it consists of the transm itter in claim  1 and the re
ce iver in claim  2.

The use of the time axis expander and time axis com pressor 
in the relevant fie ld of the technology has neither been d isc losed 
nor im plied in the prior a rt, i. e. the use is non -  obvious.
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Exp lanation; The spec ific  techn ica l feature of claim  1 is the 
time axis expander of the v ideo s igna l, and the spec ific  techn i
cal feature of claim  2 is the time axis com pressor of the video 
signal. The expander and com pressor are interrelated and can 
not be used separate ly. C laim  1 and claim  2 have spec ific  tech
nical features co rresponding  w ith each other and they possess 
unity of invention. As claim  3 contains the spec ific  techn ica l fea
tures of both claim  1 and claim  2 ,  it possesses unity of invention 
with claim  1 or with claim  2 respective ly.

Exam ple 3 :
Claim  1 : A p lug characterized by feature A.
Claim 2 : A socket characte rized  by a feature corresponding  

to feature A.
The p lug  characterized by feature A and the corresponding  

socket have not been d isc losed or im plied in the relevant fie ld of 
techno logy , and they are non -  obvious.

Exp lanation; C laim  1 and claim  2 have co rresponding  spe 
c ific  techn ica l fea tu res , and the cla im ed plug and the socket are 
interre lated and have to be used toge ther, thus there is unity of 
invention between claim  1 and claim  2.

Exam ple 4 :
Claim  1 ; A control c ircu it with feature A for a D. C. motor.
Claim  2 : A control c ircu it with feature В for a D. C. motor.
Claim  3 ;  An apparatus com pris ing  a D. C. m otor control c ir

cu it with feature A.
Claim  4 : An apparatus com pris ing  a D. C. m otor control c ir

cu it with feature B.
From the perspective  of the prior a rt, A and В are the tech

nical features reflecting the contributions to the prior art m ade by 

the inventions respective ly , and A and В are not interrelated.
E xp lanation ; Feature A is the spec ific  techn ica l feature of 

c la im s 1 and 3 ,  and Feature В is the spec ific  technical feature of 
c la im s 2 and 4. H ow ever, there is no techn ica l relevance be
tween A and B. Therefore, claim  1 and claim  3 , and claim  2 and 
claim  4 have the same spec ific  techn ica l features and possess u- 
nity of invention. And since there is no sim ilar or corresponding 
spec ific  techn ica l features between claim  1 and claim  2 or 4 ,  or 

between claim  3 and claim  2 or 4 ,  they do not meet the require
ments of unity of invention.

Exam ple 5 :
Claim 1 : A filam ent A for a lamp.
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Claim 2 : A lam p В using filam ent A.

Claim  3 : A search ligh t com pris ing  a lam p В w hich uses fila 
m ent A and a swivel arrangem ent C.

Com pared with the lam p and the filam ent d isc losed  in the 
docum ents of the prior a rt, lam p filam ent A is new and posses
ses inventiveness.

Exp lanation; Since lam p filam ent A , the same spec ific  tech 
nical fe a tu re , is present am ong the three c la im s , there is unity of 
invention am ong them.

Exam ple 6 ;
Claim  1 : A m ethod В for m aking p roduc t A.
Claim 2 : A method С for m aking P roduct A.
Claim 3 ;  A method D for m aking p roduc t A.
Com pared w ith the prior a rt, p roduc t A is new and posses

ses inventiveness.

Exp lanation; P roduct A is the sam e spec ific  techn ica l fea
ture of the said three process c la im s , and there is unity of inven
tion am ong these three processes of В , C , and D. O f course , 
p roduc t A per se may be the sub jec t m atter of a p roduc t claim . 
If p roduct A is a known p ro d u c t, it shall not be regarded  as the 
spec ific  techn ica l feature o f the inventions. In such s ituation, the 
unity o f invention am ong the three processes shall be re -  evalu
ated.

2. 2. 2. 2 Unity of Invention of Independent Claims in Different 
Categories

Exam ple 7 :
Claim  1 ; A com pound X.
Claim  2 : A m ethod of p reparing  com pound  X.
Claim  3 : The use of com pound X as an insectic ide .
( 1 )  Situation 1 : The com pound X possesses novelty and 

inventiveness.
Exp lanation; C om pound X is the sam e techn ica l feature of 

these three cla im s. Being the techn ica l feature reflecting the 
contributions to the prior art m ade by the invention, it is ca lled 
the spec ific  techn ica l feature. H ence , c la im  1 , claim  2 and claim  

3 have the same spec ific  techn ica l fea tu res , and there is unity of 
invention am ong them.

( 2 )  Situation 2 : A fter sea rch , the exam iner finds that the 
com pound X does not possess novelty and inventiveness com 
pared with the prior art.
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Exp lanation; No patent righ t m ay be granted to claim  1 
s ince it does not possess novelty or inventiveness. The com m on 
techn ica l feature of claim  2 and claim  3 is still the com pound X. 
H ow ever, s ince the com pound X has not m ade a contribution to 
the prior a rt, it is not the com m on spec ific  techn ica l feature. Mo

reover, there is no co rresponding  spec ific  techn ica l feature be
tween claim  2 and claim  3. Therefore, the same or co rrespond
ing spec ific  techn ica l feature does not exist between claim  2 and 
claim  3.

Exam ple 8 :
Claim  1 : A high strength and corrosion resistant stainless 

steel strip consisting essentia lly of ( in  percen t by w e ig h t) : Ni = 
2 .0  - 5 . 0 ,  Cr =15  - 1 9 ,  Mo =1 ~ 2 , and the balance Fe having a 
th ickness of between 0. 5 and 2. 0 m m , and a 0. 2%  yield 
strength over 5 0 k g /m m 2.

Claim  2 : A m ethod of p roducing  a high strength and co rro 
sion resistant sta inless steel strip  consisting essentially of ( in 
percen t by w e ig h t ) : Ni = 2 .0  - 5 . 0 ,  Cr = 15 - 1 9 ,  Mo = 1 ~ 2 ,  
and the balance Fe, com pris ing  the steps in fo llow ing o rd e r:

( 1 ) hot rolling to a th ickness of between 2 .0  and 5 .0 m m ;
( 2 )  annealing the hot rolled strip at the tem perature of 

80043 - lO O O 'C ;
(3 ) c o ld  -  rolling the strip to a th ickness of between 2 .0  and 

5 .0 m m ; and
( 4 ) annealing at the tem perature  of 112043 -1 2 0 0 4 3  for 2 -  

5 min.
C om pared w ith the prior a rt, the sta inless steel be lt of which 

the 0 .2 %  yield strength over 5 0 k g /m m 2 possesses novelty and 
inventiveness.

Exp lanation; Unity of invention is present between claim  1 

and claim  2. The spec ific  techn ica l feature of p roduc t claim  1 is 
the 0 .2 %  yie ld  strength over 5 0 k g /m m 2. The steps in process 
claim  2 are adapted  for p roduc ing  the sta inless steel strip which 
has such yield strength. A lthough this feature is not apparen t 
from  the w ord ing  o f claim  2 , it is clearly d isc losed in the d escrip 
tion. These process steps are the co rresponding  spec ific  techn i
ca l features of the strength feature defined in p roduc t claim  1.

Claim 2 may be dra fted by w ay of m aking reference to claim  
1 , and the unity of invention shall not be a ffe c ted . For exam ple ;

Claim 2 : A m ethod of p roduc ing  stainless steel strip  as 
cla im ed in claim  1 , com pris ing  the fo llow ing s te p s :
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(S te p s  ( 1 )  ~ ( 4 )  are the sam e as the above and are om it
ted here. )

Exam ple 9 ;

Claim 1: A coating material containing dustproof substance X.

Claim  2 : A m ethod of coating  cloth p roduc t by the coating 

material as c la im ed in claim  1 , consisting of the fo llow ing s te p s :

( 1 )  spraying and atom izing the coating  material by com pressed  

a ir ; ( 2 )  d irecting  the atom ized coating m ateria l to the cloth 

p roduct after it passes through a e lectrode assem bly A and is e- 

lectrified .

Claim 3 ;  A spraying m achine inc lud ing  an e lectrode assem 
b ly A.

C om pared with the prior a rt, both the coating  material con 

ta ining substance X and the e lectrode assem bly A are new and 

possess inventiveness. H ow ever, the p rocess of a tom izing coa t

ing material and d irecting  the atom ized and e lectrified  coating 

material to the cloth p roduct is known.

Explanation; Unity of invention is present between claim  1 

and claim  2 , and the coating material conta in ing substance  X is 

their com m on spec ific  techn ica l feature. Unity of invention is also 

present between claim  2 and claim  3 , because the e lectrode as

sem bly A is their com m on spec ific  techn ica l feature. H ow ever, 
unity of invention does not exist between claim  1 and claim  3 ,  

since they do  not have a com m on or co rrespond ing  spec ific  

techn ica l feature.
Exam ple 1 0 :

Claim 1 : A process for treating tex tile , characte rized  by 

spraying the textile material w ith a specia l coating  material A un

der the spec ific  cond ition  B.

C laim  2 : A kind o f textile  material obta ined by the spraying 

process of cla im  1.

C laim  3 ; A spraying  m achine used in the process of claim  

1 , characte rized  in that it includes a nozzle С p rov id ing  a better 

d istribu tion of the coating  material on the textile m aterial.

The process of treating textile m aterials by coating m aterials 

has been d isc losed  in the prior a rt, bu t it does not include the 

process of coating by a specia l coating material A under the 

spec ific  cond ition  В (s u c h  as tem pera ture , irrad iance , e tc. ) as 

c la im ed in claim  1. M oreover, the textile  material c la im ed in 

claim  2 possesses an unexpected feature. The spray nozzle С is
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new and has inventiveness.
E xp lanation ; The spec ific  techn ica l feature in claim  1 is the 

use of spec ific  process cond itions co rrespond ing  to what is 
m ade necessary by the use of the specia l coating m aterial. The 
textile  material c la im ed in claim  2 is obta ined after the treatm ent 
by the said specia l coating material in the spec ific  condition. 
The re fo re , claim  1 and claim  2 possess co rrespond ing  spec ific  
techn ica l feature and have unity of invention. S ince the spraying 
m achine c la im ed in claim  3 has no com m on spec ific  technical 
features with c la im s 1 and 2 , claim  3 does not possess unity of 
invention w ith claim  1 or claim  2.

Exam ple 1 1 :
Claim  1 : A process of m anufacture com pris ing  step A and 

step B.
Claim  2 : An appara tus specia lly  des igned  for carry ing out 

step A.
Claim  3 : An apparatus specia lly  des igned  for carry ing out 

step B.
No docum ents of prior art relating to the process cla im ed in 

claim  1 have been found.
E xp lana tion ; Step A and Step В are the spec ific  technical 

features reflecting respective ly  the contribution over the prior art 
m ade by the inventions. Unity of invention is present between 
claim  1 and claim  2 , and between claim  1 and claim  3. As there 
is no same or co rrespond ing  spec ific  techn ica l feature between 

claim  2 and claim  3 , they do  not possess unity of invention.

Exam ple 1 2 :
Claim 1 : A burner characterized  in that there are tangentia l 

fuel inlets into a m ixing com bustion  cham ber.
Claim  2 : A process for m aking a bu rne r, characterized  in 

that it includes the step of form ing tangentia l fuel inlets into a 

m ixing com bustion  cham ber.
Claim  3 :  A process for m aking a bu rne r, characterized  by 

casting  procedure.
Claim 4 ; An apparatus for m aking a bu rne r, characterized 

in that it inc ludes a unit X connecting  the tangentia l fuel inlet p ipe  
w ith the m ixing com bustion cham ber.

Claim  5 : An apparatus for m aking a burne r, characterized 

in that it includes an autom atic contro l unit D.
Claim  6 : A method for m aking carbon b lack by the burner 

as c la im ed in claim  1 , characte rized  in that it includes the step
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of tangentia lly  in troducing fuel into a m ixing com bustion  cham 
ber.

The burner consisting of non -  tangentia l fuel inlets and the 
m ixing com bustion  cham ber has been d isc losed  in the d ocu 
ments of prior art. From the perspective  of the prior a rt, the 
burner having tangentia l fuel inlets is neither known nor obvious.

Exp lanation; Unity of invention is present am ong cla im s 1 , 
2 , 4 and claim  6. The spec ific  techn ica l feature am ong them in
volves the tangentia l fuel inlets. While the sam e or co rrespond 
ing spec ific  techn ica l features are not present am ong claim  3 or 
claim  5 and claim  1 , 2 , 4 or 6. As a resu lt, claim  3 or claim  5 
cannot be inc luded in this app lica tion . B es ides, there is no unity 
of invention between claim  3 and claim  5 . It is necessary to em 
phasize that even if the pream ble  portion of claim  3 has been re
written as “ a process for m aking a burner as c la im ed in claim  
1 ” , and the pream ble  portion o f claim  5 has been rewritten as 
“ an apparatus for m aking burner as c la im ed in claim  1 ” , since 
the techn ica l feature in the characteriz ing portions o f these two 

cla im s has no with the tangentia l fuel in le ts , there is still no same 
or co rresponding  spec ific  techn ica l feature or unity of invention 
between them and claim  1 , 2 ,  4 or 6. S im ilarly, since there is no 
same or co rrespond ing  techn ica l feature between claim  3 and 
claim  5 , they do not possess unity of invention.

2. 2. 2. 3 Unity of Invention of Dependent Claims
A cco rd ing  to the p rinc ip le  m entioned in 2. 2. 1 ( 5 )  of this 

C hapter, the problem  of lack of unity of invention does not hap
pen in respect of the dependen t c la im s w hich are in conform ity 

with the requirem ents o f the Patent Law and the independen t 
claim  on w hich it d e p e n d s , even if the dependen t claim  com pri
ses other inventions.

For exam p le , an independen t claim  relates to a new 

process for m aking cast iron. In a spec ific  em bod im ent, the cast 
iron has been p roduced  under a certa in scope  o f tem perature  by 
the process cla im ed in that c la im . U nder such c ircum stances , a 

dependen t claim  may be dra fted  to claim  the pro tection of the 
scope  of the tem perature . Even if the tem perature  has not been 
m entioned in the independen t c la im , there shall be no question 
of lack of unity of invention in respect of this dependen t claim  
and the independent claim .

Another exam p le , claim  1 is a m ethod characte rized  in u
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sing В as the raw material fo r m aking p roduct A. C laim  2 is a 
m ethod as c la im ed in claim  1 , characte rized  in that the raw m a
terial В is p repared  by material С for m aking p roduct A. Since 
claim  2 conta ins all of the techn ica l features of claim  1 , so , no 
m atter whether the process of the preparation of raw material В 
by material С is an invention, it shall not be considered  that be 
tween claim  1 and claim  2 there is lack of unity of invention.

One more exam p le , claim  1 c la im s a turb ine rotor b lade 
characte rized  in that the b lade is shaped in a specified  m anner, 
while claim  2 is a turb ine rotor b lade  as c la im ed in claim  1 char
acterized in that the b lade is m ade of alloy A. In this exam ple , 
even if the alloy A is new and it may constitu te an independent 
invention itself and its use in turb ine rotor b lade is inventive, 
there shall be no problem  of lack of unity of invention between 

claim  2 and claim  1.
It should be noted that under certa in c ircum stances there 

m ay be lack of unity of invention among cla im s which are de
pendent in form but independen t in substance. For exam ple , 
claim  1 c la im s a contacto r possessing features A , B , and C , 
while claim  2 is a contacto r as c la im ed in claim  1 , wherein the 
feature С is rep laced by feature D. Because the contactor 
c la im ed in claim  2 does not contain all of the features of the con
tactor c la im ed in claim  1 , claim  2 is not a dependent claim  of 
claim  1 , it is rather an independen t claim . The question of 
w hether there is unity of invention between the two cla im s shall 
be cons idered  in accordance  with the p rinc ip les of the exam ina
tion on unity of invention in respect of independen t c la im s of the 
sam e category.

W here an independen t claim  cannot be granted patent right 

for lack o f nove lty, inventiveness etc. , there m ay exist lack of u- 

nity of invention am ong its dependent claim s.
For exam ple ;
C laim 1 : A d isp lay characterized  w ith features A and B.
C laim  2 : A d isp lay as c la im ed in claim  1 characterized with 

add itiona l feature C.
C laim  3 ; A  d isp lay as c la im ed in claim  1 characterized with 

add itiona l feature D.
( 1 )  Situation 1 : C om pared with the d isp lay d isc losed in the 

prior a rt, the d isp lay having features A and В as c la im ed in claim 

1 has novelty and inventiveness.
Exp lanation; C laims 2 and 3 are dependen t c la im s that fu r
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ther define the extent of pro tection of the invention c la im ed claim  
1 , therefore there is unity of invention am ong cla im s 1 , 2 and 3.

( 2 )  Situation 2 ; V iewing from the com bina tion  of two refer
ence techn ica l docum ents , the d isp lay as c la im ed in claim  1 

does not possess inventiveness. W hereas features С and D are 
respective ly the techn ica l features w hich have contribu tions over 
the prior art and there is no re levance between them.

Explanation: S ince claim  1 does not possess inventiveness, 
no patent right m ay be granted  to it. For claim  2 and claim  3 ,  as 
far as the determ ination of unity of invention is co nce rn ed , they 
shall be regarded as independen t c la im s. And the spec ific  tech 
nical feature С in claim  2 and the spec ific  techn ica l feature D in 
claim  3 are neither same nor co rrespond ing  features. Therefore, 
there is no unity of invention between claim  2 and claim  3.

3. Divisional Application

3. 1 Scenarios of Divisional Application
To meet the requirem ent o f unity of invention, the app lican t 

shall be invited to make am endm ents ( inc lud ing  m aking d iv is ion
al a pp lica tions) to its /h is  app lica tion  under any of the fo llow ing 
c ircum stances:

( 1 )  Two or more inventions that do not com p ly  with the re
quirem ent of unity of invention are c la im ed in the initial c laim s.

Where two or m ore inventions not be long ing  to one single 
general inventive concep t are c la im ed in the initial c la im s , the 
exam iner shall invite the app lican t to lim it the app lica tion  to a sin
g le  invention (usu a lly  the invention c la im ed in c la im  1 ) .  The a p 
p licant m ay file d iv is ional app lica tions for the rem ain ing inven
tions.

( 2 )  No unity of invention between the invention c la im ed in 
the independent claim  newly in troduced or rep laced in the am en
ded app lica tion  docum ents and the invention c la im ed in the ini
tial claim s.

In the process of exam ination , the invention described  only 
in the descrip tion  orig inally is a dd ed  into the o rig inal c la im s as a 
independen t claim  or has rep laced the initial independen t claim  

by the app lican t when am ending the c la im s, and there is no uni
ty of invention between this invention and the invention c la im ed in 

the orig inal claim s. U nder such c ircum stances, the exam iner 
shall invite the app lican t to delete the added  invention from the 
claim s. The app lican t may file a divisional app lica tion  for the de 
leted invention.

216



GUIDELINES FOR EXAMINATION C hapter 6

( 3 )  One of the independen t c la im s fails to satisfy the re
quirem ents of novelty or inventiveness, and there is no unity of 

invention am ong the others claim s.
The lack o f novelty or inventiveness of one independent 

claim  ( usually claim  1 ) leads to the fact that the other paralle l in
dependen t claim s or even their dependent c la im s no longer have 
com m on or co rrespond ing  spec ific  techn ica l fea tu res, i. e. they 
no longer have unity of invention, and have to be treated as d iv i
sional app lica tions. For exam p le , an app lica tion  com prises a 
p ro d u c t, a process for m aking the p roduct and a use of the 
product. It is found after search and exam ination that the p rod 

uct is a known p roduct. Then, it is obvious that there cou ldn 't be 
any sam e or co rrespond ing  spec ific  techn ica l features between 

the rem aining independen t c la im s for the process for m aking the 
product and the use o f the p roduct. Therefore , it is necessary to 
d iv ide  the app lica tion .

The above -  m entioned d ivision of app lica tion  may be made 
either by the app lican t on its /h is  own in itia tive, or under the re
quest of the Patent O ffice. It should be noted that as the division 
of app lica tion  should be a vo luntary ac t on the part of the a p p li

ca n t, the exam iner shall only invite the app lican t to am end the 
app lica tion  c la im s to make the two or m ore inventions not com p l
ying w ith the requirem ent of unity of invention into an app lica tion 
cla im ing for only one invention or to am end the app lica tion  into 
two or more inventions be long ing  to one sing le  general inventive 

concept. W hether d ivisional app lica tions should be filed for the 
other inventions c la im ed in the app lica tion  after the am endm ent, 
it is for the app lican t to dec ide .

M oreover, one or more d iv is ional app lica tions m ay be d iv id 
ed from  one app lica tion . And one or more divisional app lica tions 
may be further d iv ided  from  one divisional app lica tion . This 
mainly depends on the actual needs and the possib ilities that 

may have .

3. 2 Requirements to Be Met for Divisional Application
A d iv is ional app lica tion  shall meet the fo llow ing require

m ents;
( 1 )  A pp lican t of d ivisional app lica tion
The app lican t of a d ivisional app lica tion  shall be the app li

cant of the initial app lica tion  or its /h is  assignee or successor. 
The inventor of the divisional app lica tion  shall also be the invent
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Rule 42. 1 
Rule 54. 1

Rule 42. 1

or or part of the inventors of the initial app lica tion .
( 2 )  Time of m aking d iv is ional app lica tion

W here the app lica tion  is regarded  as not m eeting the re
quirem ent of unity of invention by the Patent O ffice , the a pp lica 
tion shall be am ended to one invention or to several inventions 
belonging to one sing le  general inventive co nce p t by the app li
cant w ithin the spec ified  time lim it o f the Patent O ffice. As to 
w hether it's necessary to file d iv is ional app lica tions for the one or 
several inventions d iv ided  from the a pp lica tion , it is a vo luntary 
a c t o f the app lican t. A cco rd ing  to Rule 42 o f the Im plem enting 
Regulations of the Patent Law , the app lican t m ay, before the ex
p iration of the time lim it of two m onths from  the rece ip t of the no
tification o f grant of patent righ t from  the Patent O ffice  to go 

through the registration p ro cee d in gs , subm it a d iv is ional a p p li
cation to the Patent O ffice . Therefore , the app lica n t m ay either 
file d ivisional app lica tions before the Patent O ffice  issues the no
tification of grant of patent righ t or w ithin two m onths from the 
date  of rece ip t o f the notification of grant of patent right.

S im ilarly, filing o f d ivisional app lica tion  on the initiative o f the 
app lican t m ay be m ade e ither before the Patent O ffice  issues the 
notification of grant o f patent righ t or w ithin two m onths from  the 
date  of rece ip t of the notification of grant o f patent right.

H ow ever, it is to be noted that where an app lica tion  has 
been rejected and the rejection has taken e ffe c t, or an a p p lica 

tion has been w ithdraw n or is deem ed to have, been w ithdrawn 
and no restoration of right has o ccu rre d , no d iv is ional a p p lica 
tion may be filed.

( 3 )  K ind of pro tection of d iv is ional app lica tion
It is stipu lated in Rule 4 2 .3  of the Regulations that the d iv i

sional app lica tion  may not change the kind of pro tection of the 
initial app lica tion . This m eans that the divis ional app lica tion  d i
v ided  from the initial app lica tion  for a patent for invention shall be 

an app lica tion  for a patent for invention and the d iv is ional app li
cation d iv ided  from  the initial app lica tion  for a patent fo r utility 
m odel shall be an app lica tion  for a patent for utility m odel. O th

e rw ise , the divisional app lica tion  shall be treated as a new a p p li
cation for patent.

( 4 )  Text of d ivisional app lica tion
For a d ivisional app lica tion , at the beg inn ing  of its d e sc rip 

tion , i. e. before  the techn ica l fie ld  to w hich the invention be
longs of the d escrip tio n , it shall ind icate  the app lica tion  from
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w hich it is d iv id e d , and the date  of filing , the app lica tion num ber 
and the title of the invention -  creation of the initial app lica tion.

W hen filing the divisional a pp lica tion , a copy  of the initial 
app lica tion  shall be su bm itted ; if righ t o f priority is c la im ed , a 
copy  of the priority docum ent of the initial app lica tion shall also 

be subm itted.
( 5 )  Contents of d ivisional app lica tion
The divisional app lica tion  shall not go beyond the scope  of 

Rule 5 3 (4 )  d isc losure  conta ined in the initial app lica tion , otherw ise it shall
be re jected on the ground that it does not com p ly with the provi
sions of Rule 43. 1 of the Im plem enting Regulations of the Patent 

Law.
( 6 )  D escrip tion and cla im s of d ivisional app lica tion
The claim s of the initial app lica tion  and the divisional app li

cation shall claim  pro tection of d ifferent inventions respective ly. 
H ow ever, their descrip tions m ay have variations. For exam ple , 
inventions A and В may be included in the initial app lica tion , af
ter the d ivision of a pp lica tion , the initial app lica tion  m ay claim  for 
the pro tection of A , the descrip tion  of the initial app lica tion  may 
still include inventions A and B , or keep invention A only. If the 
c la im s of the divis ional app lica tion  claim  for the pro tection of B , 
the descrip tion  of the divis ional app lica tion  m ay still include in

ventions A and B , or cover В only.

3. 3 Examination of Divisional Application
U nder the c ircum stances w here it is necessary to d iv ide  an 

app lica tion , the exam ination of the d ivision of app lica tion  which 
includes both the exam ination of the divisional app lica tion  and 

the initial app lica tion  after the d iv ision shall be perform ed in ac
co rdance  w ith Rules 42 and 43 of the Im plem enting Regulations 

of the Patent Law.
( 1 )  In accordance  w ith Rule 43.1  of the Im plem enting Reg

ulations of the Patent Law , the divisional app lica tion  shall not go 
beyond the scope  of the d isclosure of the initial app lica tion. O th
e rw ise, the exam iner shall invite the app lican t to make am end
m ents. If the app lican t does not make the am endm ents, the d i
visional app lica tion  shall be re jected by the exam iner in acco rd 
ance w ith Rule 53. 4 of the Im plem enting Regulations of the Pa
tent Law on the ground that it does not conform  with the provi

sions of Rule 43.1  o f the Im plem enting Regulations of the Patent 

Law.
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( 2 )  In accordance  w ith Rule 4 2 .2  o f the Im plem enting Reg
ulations of the Patent Law , where an app lica tion  is not in con 

form ity with the provis ions o f A rtic le  31 of the Patent Law and 
Rule 35 o f the Im plem enting Regulations o f the Patent Law , the 
exam iner shall invite the app lican t to am end the app lica tion  w ith
in a specified  time lim it, i. e. , to change the initial app lica tion  to 
one invention or to several inventions be long ing  to one single 
general inventive concep t w ithin the said time lim it. M eanw hile , 
the exam iner shall rem ind the app lican t that the app lica tion  shall 
be deem ed to have been w ithd raw n , if w ithout justified  reasons, 
response has not been m ade within the time lim it; and if the ini
tial app lica tion  has not been changed to an app lica tion  in con 
form ity w ith the requirem ent of unity o f invention w ithout suffic ient 
reasons, the exam iner may re ject the app lica tion  on the ground 
that it does not conform  with the provis ions of A rtic le  31.1  o f the 
Patent Law. S im ilarly, the d iv is ional app lica tion  that is not in 
conform ity with the requirem ent of unity shall be treated in the 
same way.

( 3 )  Except for the exam ination conducted  in accordance  
with Rules 42 and 43 of the Im plem enting Regulations of the Pa
tent Law , the rest of the exam ination shall be conducted  as it 
does to a regular app lica tion .
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Art. 57 
Rule 55

Chapter 7

Search

1. Introduction

Each app lica tion  for a patent fo r invention shall go through 
the search before  being granted patent right. In the substantive 
exam ination p rocedure  for an app lica tion  for patent for invention, 
search constitu tes a very im portant step. The ob jective  of the 
search is to find out the reference docum ents c losely related or 
relevant to the sub jec t m atter of the app lica tion  from the prior 
a rt, or to find out the conflic ting  app lica tions or the docum ents 
w hich may avoid double  patenting in o rder to dec ide  whether the 
sub jec t matter of the app lica tion  possesses novelty and inven

tiveness as required in Artic le  2 2 .2  and 2 2 .3  of the Patent Law , 
or meets the requirem ent of Rule 13.1 of the Im plem enting Reg
ulations of the Patent Law.

The provisions o f this C hapter shall app ly  to the search of 
patent for utility m odel and the short -  term patent o f Hong Kong 
Specia l Adm in istra tive  Region.

The results o f the search shall be recorded in the search re
port.

This C hapter involves m ainly the search docum ents for use 
in the exam ination, the sub jec t m atter of the sea rch , the p repa 
ration prior to the search , the strategy of the sea rch , and the 
search repo rt, e tc . .

2. Search Documents for Use in Examination

2. 1 Patent Documents for Use in Search
The search in the substantive  exam ination p rocedure  for an 

app lica tion  for patent fo r invention is m ainly conducted  in the pa
tent docum ents w hich are used for the search. The patent docu 
m ents w hich are used for the search m ainly include the search 
files for exam ination in the IPC o rder and in paper form and the 
patent docum entation of the various countries in serial num ber; 
the patent docum ents of various countries in m icro fiche and the 
patent docum entation of various countries in E -  form (com pu te r 
searchable  d a ta b a s e ) .

The search files used by the Patent O ffice  m ainly inc lude ; 
the pub lica tion descrip tions of the Chinese patent app lica tions 
for patent for invention, the descrip tions of the Chinese patents 
for utility m ode ls , US patent spec ifica tions , pub lica tion d escrip 
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tions of the European patent a pp lica tion s , pub lica tion  d e sc rip 
tions of the POT international patent app lica tions and the c lass i

fied patent abstracts of various coun tries , e tc . . The patent d ocu 
m entation in E -  form  used by the Patent O ffice for search mainly 
inc ludes; the pub lica tion  descrip tions of the Chinese patent a p 
p lica tions for invention, the descrip tions o f the Chinese patents 
for utility m ode l, the pub lica tion  descrip tions o f the European pa
tent app lica tions , the pub lica tion descrip tions of the PCT interna
tional patent app lica tions , the US patent spec ifica tions , the p u b 
lication descrip tions o f the Japanese patents and utility m ode ls , 

and the classified patent abstracts o f various coun tries , e tc . .

2. 2 Non -  Patent Literature for Use in Search
Besides conducting  search in the patent docum ents , the 

exam iner, if necessary , shall a lso search the non -  patent litera
ture w hich mainly inc ludes; fore ign and dom estic  sc ien tific  and 

technolog ica l b oo ks , pe riod ica ls , index tools and m anuals in pa 
per form or E -  form.

3. Subject Matter of Search

3. 1 Text of Application Forming Basis of Search
The text of the app lica tion  form ing the basis of the search u- 

sually includes the initial c la im s and the descrip tion  ( including 
the d ra w in gs , if any) subm itted by the app lican t on the date  of 
filing . W here am endm ents have been m ade to the c la im s a n d /o r 

the descrip tion  by the app lican t upon the request of the exam in
er in accordance  with Rule 44 of the Regulations o f the Patent 
Law or on its /h is  own initiative in accordance  with Rule 5 1 .1  of 
the Im plem enting Regulations of the Patent Law , the text of the 
app lica tion  form ing the basis o f the search shall be the claim s 
a n d /o r  descrip tion  subm itted by the app lican t at the latest time 
and are in conform ity w ith the provisions of Artic le  33 of the Pa
tent Law (s e e  Section 4. 1 , C hapter 8 of this P a rt).

3. 2 Search of Independent Claim
Search shall d irec t m ainly to the c la im s of the app lica tion  

and w ith due regard to the descrip tion  and its d raw ings. The ex
am iner shou ld , at the very s ta rt, take the techn ica l solution d e 
fined by the independent claim  as the sub jec t m atter of the 
sea rch , and the em phasis shall be given to the inventive con

ce p t of the independen t c la im . The re fo re , the search shall not 
be confined to the literal w ord ing  of the independen t c la im , nor
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shall it be b roadened to include the each deta il that may be de
rived from a consideration o f the descrip tion  and the draw ings.

3. 3 Search of Dependent Claim
If the novelty or inventiveness of the independen t claim  is 

questioned by the reference docum ents found in the search of 
the sub jec t m atter defined by the independen t c la im , then for 
assessing the novelty and inventiveness as required by Article
2 2 .2  and 22. 3 of the Patent Law , it is necessary to take the 
techn ica l solution add itiona lly  defined by the dependen t claim  as 
the sub jec t matter of the sea rch , and one or more add itiona l in
ternational classifica tion units shall be searched. H ow ever, fur
ther search may not be conducted  for the add itiona l features of 
the dependen t claim  that are of trivia l techn ica l value or are gen

erally known in the prior art.
W here the search results have revealed that the sub jec t m at

ter defined by the independen t claim  possesses novelty and in
ven tiveness, it is not necessary generally to conduc t further 
search to the techn ica l solution defined by its dependen t claim s.

3. 4 Search of Claims Characterized by Combination of Elements
For c la im s characterized  by a com bination o f features A , B, 

and C , the exam iner, when carry ing out the search in the patent 

d ocum ents , should first d irec t the search to those international 
classifica tion units w hich relate to the com bination of A + В + С , 
and at the same time to those units of the sub -  com binations of 
A + B , В + C , and A + C ,  as well as the sing le  feature (e lem e n t) 
of A , B , and C. If no reference docum ents are found in those u- 
n its , in o rder to assess the inventiveness of the com bination of A 
+ В + C , the exam iner shall further d irec t the sea rch , w ith regard 

to the each feature and their sub -  com b ina tions, to the patent 
docum ents in other international c lassifica tion units.

3. 5 Search of Claims of Different Categories
W here the app lica tion  conta ins c la im s of d ifferent ca tegories 

( p ro d u c t, p rocess , apparatus or u s e ) , the exam iner shall d irect 
the search to all of these cla im s. In certa in c ircum stances, even 

though the app lica tion  conta ins c la im s of only one ca tego ry , it 
may be necessary to conduc t the search w hich d irects  to the rel
evant sub ject matter in other categories. For exam p le , when the 
search is d irected  to a claim  relating to a chem ica l p rocess , in
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order to determ ine its inventiveness, in add ition  to search the 
process claim  itse lf, the search shall a lso cover the final p roduc t 
m ade by the p rocess , unless they are obviously known p ro d 
ucts.

3. 6 Search of Description and Drawings
In add ition  to search the techn ica l solution defined  by the 

c la im s , i. e. the sub jec t m atter of the app lica tion  seeking p ro tec 
tion ( hereinafter refers to the sub jec t m atter of the a p p lic a t io n ) , 

it may be necessary for the exam iner to ca rry o u t, som etim es, 
the search w hich d irects to the other substantive  contents which 
further define the sub jec t m atter of the app lica tion  d isc losed  in 
the descrip tion  and its draw ings. This is because when the a p 
p licant am ends its /h is  c la im s , it is poss ib le  for it/h im  to add 
them into the c la im s. For exam p le , in an app lica tion  relating to 
an e lectric c ircu it, the techn ica l solution defined by the c la im s 
only relates to the function and the m anner of operation of the c ir
cu it, but an im portant transistor c ircu it has also been d isc losed  
in deta il in the descrip tion  and the draw ings. U nder such c ir
cum stances, when conducting  the sea rch , it shall not d irec t to 
the function and the m anner of operation of the c ircu it defined by 
the claim s on ly , but shall cover also the transistor c ircu it. Thus, 
even if the app lican t in troduces the transistor c ircu it into the 
claim s in the later am endm ents, the exam iner w ill not need to 
perform  supp lem entary search. H ow ever, no search is necessa
ry for the invention included in the descrip tion  w hich has no unity 
of invention with the sub jec t m atter defined by the c la im s , be
cause they are not a llowed to be in troduced into the c la im s in the 
later am endm ent (s e e  Section 5. 2. 1 ( 3 ) ,  C hapter 8 of this 
P a rt).

4. Time Coverage of Search

4. 1 Time Coverage of Search for Relevant Documents
For an app lica tion  for a patent fo r invention, the exam iner 

shall search all the relevant patent docum ents and non -  patent 
literature d isc losed before  the date o f filing in China. The advan
tage of do ing so is that the exam iner may not need to verify the 
va lid ity of p rio rity , excep t for the situations in w hich the priority 

m ust be verified as described  in Section 4 .6 .1 ,  chap ter 8 of this 
Part. For exam p le , when reference docum ents in the period of 

priority which can destroy the novelty or inventiveness of the ap 
plication are found.
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4. 2 Time Coverage of Search for Conflicting Applications
In o rder to determ ine whether there is a conflic ting  a pp lica 

tion w hich has p re jud ice  to the novelty of the sub jec t m atter of an 
app lica tion  for a patent for invention, the exam iner shall also 
search the fo llow ing :

( 1 )  All of the patent app lica tions in the sam e or relevant 
techn ica l fie lds filed by other person prior to the date  of filing of 
the app lica tion  and w hich have a lready been pub lished within 
the e ighteen months from the date  of filing of the app lica tion ;

( 2 )  All o f the PCT international app lica tions designating  Chi

na , filed by other person w ith the International Receiving O ffice , 
prior to the date  o f filing of the app lica tion  and which have a l
ready been pub lished  w ithin the eighteen m onths from  the date 
of filing of the app lica tion  and w hich are in the same or relevant 
techn ica l fie lds. This is to find out the international app lica tions 
w hich are identica l w ith and may constitu te the conflic ting  app li
ca tions of the app lica tion  after its entering o f the national phase 
of China accord ing  to the provisions of the Patent Cooperation 
Treaty ( P C T ).

5. Preparation Prior to Search

5. 1 Study of Relevant Documents
If the fo llow ing docum ents have been cited in the d escrip 

tion o f the patent a pp lica tion , the exam iner shall find them out 
and study them when necessary:

( 1 )  docum ents c ited as the basis of the sub ject m atter of 
the app lica tion ;

( 2 )  techn ica l background  docum ents relating to the techn i
ca l problem  w hich the invention intends to reso lve;

( 3 )  docum ents w hich can help the exam iner to understand 
the sub jec t matter o f the patent app lica tion.

Art. 36 If these docum ents are necessary for the understand ing  and

the evaluation of the sub ject m atter of the app lica tion  to the ex
tent that the exam iner cannot carry out a m eaningfu l search w ith 
out th e m , and if they are not availab le in the Chinese Patent O f
fic e , then the exam iner shall postpone the search and ask the 

app lican t to p rovide  a copy  of these docum ents w ithin a pre
scribed  time lim it. The search shall not be carried  out until the 
co p y  of the docum ents is received (s e e  Sections 3. 2 .4  and 3. 
2 .5 ,  C hapter 8 of this P a r t) .

If the docum ents c ited in the descrip tion  obviously have no 

d irec t re levance with the sub jec t m atter of the a pp lica tion , the
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exam iner may not take such docum ents into account.
If the app lican t has subm itted  the search report of foreign 

coun tries , the exam iner shall read the docum ents c ited  in the 

search repo rt, especia lly  those that may a ffect the novelty and 
inventiveness of the sub jec t m atter of the app lica tion .

5. 2 Verification of IPC Symbol of Application
In o rder to determ ine the patent docum entation ( m ainly re

ferring to the search files in paper form  and the patent docum en
tation in E -  fo rm ) to be sea rched , the exam iner shall firs t of all i- 
den tify  the International Patent C lassification ( IP C )  sym bol ( ab 
breviated as the C lassification s ym b o l) o f the app lica tion . For 
this p u rpo se , the exam iner sha ll, on the basis of co rrec t under
stand ing o f the sub jec t m atter of the a pp lica tion , use his know l
e dg e  of c lass ifica tion  to verify the IPC sym bol assigned to it by 
the c lassifica tion departm ent. If the IPC sym bol is found not ac
cu ra te , it shall be handled accord ing  to Section 3 . 1 ,  C hapter 8 

of this Part.

5. 3 Determine the Technical Field of Search
The exam iner shall usually ca rry  out the search in the techn i

ca l fie ld to w hich the sub jec t m atter of the app lica tion  belongs. 
W hen necessary , the scope  of the search shall be extended to 
the analogous techn ica l fie lds. The techn ica l fie ld to w hich  the 
sub jec t m atter of the app lica tion  be longs is determ ined by the 

contents of the c la im s , espec ia lly  the spec ific  function and the 
use , as well as the co rrespond ing  spec ific  em bod im ents which 
are c learly ind ica ted . The International Patent C lassification sym 
bol w hich ind icates the information o f the invention assigned by 

the exam iner is the techn ica l fie ld  to w hich the sub jec t m atter of 
the app lica tion  be longs. As to the analogous techn ica l f ie ld , it is 
determ ined by the essential function or the use that the sub ject 
m atter o f the app lica tion  as revealed in the app lica tion  d ocu 
ments has to possess , rather than the title of the sub jec t matter 
of the a pp lica tion , or the spec ific  function expressly ind icated  in 
the app lica tion  docum ents. For exam p le , a tea -  m ixer and a 
concrete  -  m ixer are in the analogous fie ld s , because m ixing is 
the essential function of both o f them . S im ilarly, a b rick  cutting 

m achine and a b iscu it cu tting  m achine also are in the analogous 
fie lds. Another exam p le , a cab le  c lam p having certa in structural 
characte ris tics  is defined in an independen t claim  of an a pp lica 
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tion. If no relevant docum ent can be found in the techn ica l field 
to w hich the cab le  c lam p b e longs , the search shall be extended 
to the techn ica l fie lds of p ipe c lam p and sim ilar c lam ps. These 
c lam ps possess the sim ilar essential function with the cable  
c la m p , it is quite  possib le  for them to have the structural charac
teristics as defined in that independen t claim . In other w ords , 
when an extended search is m ad e , the search shall cover all the 
docum ents that may contain all or certain co rresponding  features 
of the sub jec t matter of the app lica tion.

5. 3. 1 Use of Computer Searchable Database
The keyw o rd , the title of the invention, the name of the in

ven to r, e tc . . m ay be used by the exam iner in the com puter 
search of the com pute r searchable  database to determ ine the 
techn ica l fie lds to be searched. Am ong them , search by key
word is the m ost im portant w ay to help determ ine the technical 

fie lds of the search.
On the basis of the co rrect understand ing of the subject 

matter of the app lica tion  and after choosing one or more “  key
w o rd s ” , the com pute r search in the com pute r searchable  data 

base using these “  keywords ” m ay help determ ine the IRC 
G roup or Sub -  class to be searched with regard to the subject 
m atter o f app lica tion . Using the sam e m e th od , the IPC Group or 
Sub -  c lass of the other sub jec t m atter of app lica tion m entioned 
above can be determ ined also.

5 . 3 . 2  Use of International Patent Classification
If, through the use of the com puter searchable  da tabase , 

no exact information on the techn ica l fie lds to be searched can 
be foun d , the exam iner may determ ine the techn ica l fie lds of the 

search by consulting the International Patent C lassification in the 
fo llow ing s teps:

( 1 )  consu lt the “ Contents of the S ection ”  at the beginning 

of each Section of the IPC, and choose all the possib le  Sub -  
section and C lass accord ing  to the headings.

( 2 )  consu lt the headings of the se lected Sub -  Section and 
C lass , and choose the c losest Sub -  c lass which may m ost pos
sib ly  cover the contents of the sub jec t m atter of the search.

In the above two s te p s , the exam iner shall pay attention to 
the notes or references of the headings of the Sub -  section 
and /o r  C lass , w hich may have influence on the contents of the
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Sub -  c la ss , w ith ind ication to the d iffe rences between the Sub -  
c lasses, and p robab ly  the illustration o f the location o f the ex

pected  sub ject matter. M oreover, the exam iner shall note that if 
there is a functional c lassifica tion location that is sim ilar to the 
function of the sub jec t m atter of the sea rch , there are poss ib ly  

one or more app lica tion  classifica tion locations that are related to 
the sub ject m atter of the search. W hen no spec ific  location of the 
sub ject m atter o f the search could  be fo u n d , the classifica tion of 
the rem aining loca tions , of which the heading of the C lass or 

G roup are “ other XX ” , “ XX not listed in G roup XX” , may be 
considered as the techn ica l fie lds of the search.

( 3 )  refer to the “ Sub -  c lass Index” at the beg inn ing  o f the 
Sub -  c lass , consu lt the com ple te  h ead ing , notes and reference 
of the G rou p , and choose the G roup w hich is m ost su itab le  for 
covering the sub jec t m atter of the search.

( 4 )  consu lt all o f the Sub -  g roups w ith one do t under the 
se lected G rou p , and choose the m ost su itab le one for covering 
the sub jec t m atter of the search. If the Sub -  group has notes 
and re fe rences, these notes and references may g ive in form a
tion of the other Sub -  g roups to be taken into consideration so 
as to find out one or more classifica tion locations w hich may be 
more su itab le for the sub jec t m atter of the search.

( 5 )  choose a Sub -  group with m ore than one do t which 
can cover the sub jec t m atter of the search.

Through the above -  m entioned five s te ps , the Sub -  group 
w hich is m ost su itab le for the covering of the sub jec t m atter of 

the search can be determ ined. This Sub -  group and all its lower 
Sub -  g roups in w hich the sub ject matter of the search are not 

obviously excluded  are the techn ica l fie lds of the search. If there 
is any note of priority w ith the se lected Sub -  g ro u p , such Sub -  
group and all its lower Sub -  g roups in w hich the sub ject matter 
of the search are not obviously excluded  shall a lso be deem ed 
as the techn ica l fie lds o f the search. Furtherm ore, from the im 
m edia te  h igher level of the Sub -  g roup  through to the G roup to 
w hich the se lected Sub -  group be longs are the techn ica l fie lds 
of the search as w e ll, because there inc lude docum ents relating 
to the sub jec t matter of the search in an even broad scope . If 

the se lected Sub -  group is in a Sub -  group acco rd ing  to the 
“ last location ru le ” , besides the se lected Sub -  group and its 
lower Sub -  group in w hich the sub jec t m atter of the search are 
not obviously e x c lu d e d , the search shall be perform ed in the rel
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evant Sub -  g roups which have the same num ber of dots as the 
se lected Sub -  g ro u p , and those under them w hich are not obv i
ously excluded  as the sub jec t m atter of the search. M oreover, 

the search shall be perform ed in the various relevant Sub -  
g roups at the im m ediate h igher level of the se lected Sub -  group 
through to the G roup. For exam p le , 8 /2 0  is a Sub -  group with 3 
- d o ts  under C 08G 8 /00 . It is a se lected Sub -  group accord ing  

to the “ last location ru le ” , under w hich there is a 4 -  dots Sub -  
g roup— 8 /2 2 . U nder 8 /2 0 ,  there is 3 -  dots Sub -  g roups— 8 /  
2 4 , w hich is the relevant Sub -  g roups w ith the same num ber of 
dots as 8 /2 0 . Above the 3 -  dots Sub -  g ro up , there are rele
vant 2 -  dots Sub -  group 8 /0 8  and 1 -  dot Sub -  group 8 /0 4 . 
Therefore , the exam iner shall perform  the search first in Sub -  
group 8 /2 0 ,  then the search shall be carried out in Sub -  groups 
8 /2 2 ,  8 /2 4 ,  8 /0 8 ,  8 /0 4  through to the G roup 8 /0 0  successive

ly.
( 6 )  cons ider other possib le  Sub -  g roups under the same 

Sub -  c lass and the other Sub -  c lasses which are se lected by 

w ay o f Step ( 2 ) .

6. Search of Application for a Patent for Invention

6. 1 Essentials of Search
When conducting  the sea rch , the exam iner shall d irect his 

attention prim arily to the novelty and at the same tim e pay atten
tion to any prior art likely to have a bearing on the inventiveness, 
and se lect out the two or more reference docum ents which may 
destroy the inventiveness of the sub jec t m atter of the app lica tion 
when they are com b ined  together. The exam iner shall a lso pay 
attention to any docum ents that may be of im portance for other 
reasons, such as docum ents which m ay contribute  to a better 
understand ing of the sub ject m atter of the app lica tion ; or docu 
m ents w hich are m ost su itab le for illustrating the sub jec t matter 

of the app lica tion  and are possib le  to becom e m ost relevant with 
the prior art fo r the exam iner to ask the app lican t to make a- 
m endm ents of the pream ble portion o f the independen t claim 
and the relevant part of the descrip tion.

In the process of the sea rch , the exam iner shall pay atten

tion to all of the contents of the patent docum ents of the prior art, 
especia lly  the contents of the descrip tion  (a n d  its d raw ings) and 
shall not pay attention to the c la im s only. The exam iner should 
com pare  the contents of the c la im s of the app lica tion  to be
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searched with the contents as d isc losed in the relevant patent 
docum ents in the prior art.

6. 2 Order of Search

6. 2. 1 Search of Technical Fields to Which the Invention Belongs
The techn ica l fie lds to which the invention be longs are the 

major techn ica l fie lds of the sub jec t m atter of the app lica tion . 
There is the greatest possib ility  to find the m ost relevant d ocu 
ments if search is conducted  in these fie lds. Therefore , the ex
am iner shall begin the search carefully and in an all round way 
with the patent docum ents in these fie lds. For exam p le , if the 
IPC sym bol ind icating the information of the invention is x x x 7 / 
1 6 . . .  (7 /1 2  having p r io r ity ) , then the search shall be d irected 
to 7 /1 6  first and then to 7 /1 2 ;  After tha t, the exam iner shall 
search the various Sub -  g roups under 7 /1 6  and 7 /1 2 ,  in w hich 

the sub jec t m atter of the search are not obviously exc luded. Fi
na lly , the exam iner shall search the Sub -  group at the im m edi
ate h igher level up to G roup w hich cover the sub jec t m atter of 

app lica tion . If there are more than one IPC sym bol ind icating  the 
information of the a pp lica tion , the exam iner shall search the pa
tent docum ents o f the techn ica l fie lds defined by the other IPC 
sym bols in the same way.

As to the other sub jec t m atter of the app lica tion  to w hich the 
search should be d ire c te d , the search shall be carried  out in a 
sim ilar w ay in the techn ica l fie lds to w hich it be longs and in the 
relevant techn ica l fie lds.

6. 2. 2 Search of Technical Fields Having Analogous Function
Based on the search results obta ined by carry ing out the 

search accord ing  to w hat is described  in Section 6. 2. 1 , the ex
am iner shall cons ider whether it is necessary to extend the 

search to the analogous techn ica l fie lds. If it is , the search shall 
be carried out in these techn ica l fie lds w hich  have analogous 
function in the way as described  in Section 6. 2. 1.

6. 2. 3 Search of Technical Fields After Re -  Determination
If no reference docum ents are found after search has been 

carried out accord ing  to what is described  in Sections 6 . 2 . 1  and 
6 . 2 . 2 ,  it is possib le  that the techn ica l fie lds have not been co r

rectly determ ined. Then, the exam iner has to re -  determ ine the
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techn ica l fie lds and carry out the search in those fie lds.
In carry ing  out the search as described  in Sections 6 .2 . 1 ,

6 .2 .2  and 6 .2 . 3 ,  the ch rono log ica l o rder of the sea rch , i. e. the 
o rder o f the pub lica tion  date of the m ateria ls to be se a rch e d , 
should be in gene ra l, from near to far as com pared w ith the filing 

date  of the app lica tion .

6. 2. 4 Search of Other Materials
W here necessary , the exam iner shall carry out search in the 

non -  patent literature for search (s e e  Section 2. 2 of this C hap

te r) .
B es ides , the exam iner m ay consu lt the docum ents c ited in 

the reference docum ents obta ined in the above -  m entioned 
Sections 6 .2 .1  - 6 . 2 . 3 ,  and the relevant docum ents listed as a 
“ reference c ite d ”  of the pub lica tion  descrip tion  of patent a p p li
ca tions or patent descrip tion  obta ined from the search.

6. 3 Concrete Steps

6. 3. 1 Search by Hand
The exam iner may consu lt the patent docum ents in the fol

low ing steps when search is conducted  by hand :
Step o n e ; qu ick ly  skim  through the abstracts and the draw 

ings on the firs t page  of and the contents of the independent 
c la im s of the patent docum ents of the search files for exam ina
tion in the techn ica l fie lds of the se a rch ; the abstracts of c lass i
fied patent docum ents of Ja pa n , Russia ( inc lud ing  the form er 
Soviet U n io n ) , the Federal R epub lic  of G erm any, U K , F rance, 
Switzerland and so o n ; titles of the c lassified  Chinese and for
e ign period ica ls and theses; and p ick  up the docum ents which 
may be re levant to the sub jec t matter of the app lica tion  after pre
lim inary judgm ent. If the draw ings of the app lica tion  to be 
searched have various deta iled s truc tu res , the exam iner may 
com pare  the draw ings of the app lica tion  with those of the docu 
ments in the search file for exam ination one by one , and select 
those w ith the sam e or sim ilar structural features as those in the 

app lica tion .
Step tw o ; care fu lly consu lt the a bs trac ts , d ra w in gs , c la im s, 

and the docum ents co rrespond ing  to the abstracts and titles se
lected in Step one , and further choose the reference docum ent 
w hich is m ost re levant to the app lica tion .
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Step th re e : care fu lly consu lt, analyze and study the de
scrip tion  of the docum ents se lected in Step tw o , and then de te r
m ine the reference docum ents w hich should be cited in the 
search report and the text of an O ffice  Action.

6. 3. 2 Search by Computer
W here the search is to be carried  out by a co m p u te r, the 

exam iner should g ive specia l attention to choose appropria te  
search form ulas in o rder to im prove the hit rate and to avoid the 
om ission of relevant docum ents. The m ajor search form ulae in

c lude  the fo llow ing : com bination of c lassifica tion sym bol and 
keyw o rd ; com bination of keyword and k e yw o rd ; com bina tion  of 
c lassifica tion sym bol and classifica tion sym bo l, e tc . . The exam 
iner m ay app ly  these search m ethods in a flexib le  w ay accord ing  
to the actual situation. M ethods and steps w hich are m ost fre

quently  adop ted  inc lu de ; to determ ine the relevant fie lds of 
search in accordance  with the p rinc ip les described  in Section 
5 .3  of this C hap te r, then use keywords w hich m ay reflect the in
ventive concep t to m ake deta iled  search in these fie lds so as to 
find out the m ost relevant docum ents in the prior art. The Follow
ing is a brie f explanation of the general p rocedures o f search by 
m achine.

For exam p le , the sub jec t m atter of an app lica tion  relates to 
a theft -  proof unit for c lo thes for sale in the departm ent s to re , 
w hich consists of the com ponents buttoned from both s ides of 
the c lothes. One of the com ponents has a needle  -  shaped 

structure  and the other com ponen t has the structure  to g rip  the 
needle. The needle -  like com ponent may dam age the small 
conta iner of the g rip  com ponen t if they are not separa ted  by a 
specia l to o l, and the liqu id  w ill flow  out from  the conta iner to 
stain the clothes.

In o rder to carry out the search d irected  to the said a pp lica 
tion , the exam iner should firstly determ ine the classifica tion sym 
bol that relates to this sub jec t m atte r, that is , to determ ine the 
relevant techn ica l fie lds for search. The sub jec t m atter of the 
said app lica tion  relates to the theft -  p roof unit o f the c lo thes. To 
that e n d , the two keywords w hich reflect the sub jec t m atter such 

as theft -  p roof and clo thes are adop ted  and the fo llow ing rele
vant c lassifica tion sym bols are fo u n d ; E 0 5B 69 /0 0 , E 0 5B 73 /0 0 , 

G 0 8 B 1 5 /0 2 , G 0 8 B 1 3 /0 0 , G 0 9 F 3 /0 3 , A 44B 9 /18 . There is no 
need to cons ide r the classifica tion sym bols that obv ious ly  have
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no relevance with the sub jec t m atter of the app lica tion . But the 
c lassifica tion sym bols w hich cover theft -  proof unit o f the clothes 
shall have relevance w ith the fie lds of search. Then, in the fie lds 

covered by these related classifica tion sym bo ls , the keywords 
w hich further reflect the inventive concep t of the sub ject m atter of 
the app lica tion , such as liq u id , shall be adopted  to carry out fu r
ther sea rch , then some relevant prior art docum ents relating to 

the theft -  proof clothes w hich contain liqu id  m ay be obta ined by 
the exam iner. If the docum ents thus found is not too num erous, 
the exam iner may consu lt the docum ents one by one to find out 
the prior art docum ents m ost relevant to the sub jec t m atter of the 
app lica tion . It should be noted that the above -  m entioned key
w ords include their synonym s or superior or inferior w ords so as 
not to om it any relevant docum ents.

6. 4 Search of Conflicting Application

6. 4. 1 Basic Principles
The search for any conflic ting  app lica tion  should be carried 

out as perfectly  as possib le  before issuing the notification to 

grant the right of pa ten t, that is , the exam iner should search all 

the patent app lica tions by the others filed before  the date  o f filing 

of the app lica tion  under consideration and pub lished after the 

date  of filing of the app lica tion  concerned.

6. 4. 2 Search Directed to the Application Which Has Been Pub
lished after the Expiration of Eighteen Months from the 

Date of Filing and Entered into Substantive Examination 

Procedure
U sua lly , an app lica tion  for a patent for invention should be 

pub lished after the expiration of e ighteen months from  its date  of 

filing and entered into substantive exam ination p rocedure. In this 

s ituation, the search m ade before the issuance of the first O ffice 

Action should cover the search for conflic ting  app lica tion .

6. 4. 3 Search Directed to the Application Which Is Published Ear
lier and Entered into the Substantive Examination Proce
dures

W here an app lica tion  for a patent for invention is pub lished 
earlier and entered into the substantive  exam ination p rocedure .
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the exam iner may prelim inarily carry out the search for conflic ting 
app lica tion  before the issuance of the first O ffice Action. If it is 
w ithin e ighteen months from the date of filing for the date  of the 
conclusion of the exam ination of that a pp lica tion , the exam iner 
should carry out supp lem entary search step by step depend ing  

on the introduction of the conflic ting  app lica tions into the patent 
docum ents for search. If the said conclusion date  is on or after 
the date of expiration of e ighteen m onths from the date  of filing , 

the exam iner should make com ple te  search for conflic ting  a p p li
cation before the conclusion of the exam ination , because all of 
the conflic ting  app lica tions have been pub lished by then.

7. Search for Preventing the Patent Right from Being Granted 
Repeatedly

Rule 13. 1 In o rder to prevent repeatedly g ranting the patent r ig h t, the
search shall be conducted  as com ple te ly  as possib le  before  is
suing the notification to grant the patent righ t , that is , a p p lica 
tions or the patent docum ents relating to the sam e invention -  
creation subm itted by the sam e app lican t in the Chinese patent 
docum ents should be found out. see the provisions of Section 6 , 
Chapter 3 of this Part fo r the judgm ent of the identica l invention -  
creation.

8. Termination of Search

8. 1 Scope of Search
Theore tica lly , a perfect search should be com prehensive 

and com ple te . H ow ever, the search should be lim ited by con 
sideration for reasonableness of cost. The exam iner sh ou ld , at 
any tim e , determ ine whether the search should be s topped  ac
cord ing  to the quantity and qua lity of the se lected reference d oc 
uments. The factors for consideration are the balance of tim e , 
energy and cost spent on the search and the expected  results.

8. 2 Several Circumstances of Termination of Search
The exam iner may term inate search when one of the fo llow 

ing c ircum stances occurs during  s e a rch ;

( 1 )  A  reference docum ent c lose ly related to all of the sub
ject matters of the app lica tion  has been fo u n d , so that the exam 
iner thinks that the docum ent has clearly d isc losed  all of the 
techn ica l features of all the sub ject matters of the app lica tion  or 
the contents d isc losed by the docum ent m ay enable  a person 
skilled in the relevant fie ld of technology to obtain all of the tech-
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nical solutions described  in the c la im s , that is , the novelty or in
ventiveness of all o f the sub ject matters of the app lica tion  have 
been pre jud iced  by that reference docum ent a lone, and that 
docum ent constitu tes a docum ent at X level or E level provided 

by the search report;
( 2 )  Two or more reference docum ents c losely related to all 

of the sub jec t m atters of the app lica tion  have been foun d , so 
that the exam iner thinks that the com bination o f the contents of 
the docum ents may enable a person skilled in the relevant field 
of the technology to obtain all o f the techn ica l solutions of the 
claim s w ithout creative  w ork , that is , the inventiveness of all of 
the sub jec t m atters of the app lica tion  has been pre jud iced by the 
com bination of these reference docum ents , and these d ocu 
ments constitu te a docum ents at Y level p rovided by the search 

report;
( 3 )  A cco rd ing  to h is /h e r know ledge and w orking experi

ence , the exam iner th inks that it is im possib le  to d iscover closely 

related reference docum ents , or the tim e , energy and cost 
spent on the work is not com m ensurate with the expected  re
su lts , it is therefore not worth continuing the search;

( 4 )  C losely related reference d o c u m e n t(s )  m entioned in 
aforesaid ( 1 )  or ( 2 )  (usu a lly  they are docum ents at X or Y level 
p rovided by the search report) has been found from the m ateri
als p rovided by the pub lic  or from the fore ign search m aterials or 
fore ign exam ination results p rovided by the app licant.

9. Searches under Special Circumstances

9. 1 Search Directed to the Subject Matter of an Application
Which Relates to More than One Technical Field
W here the sub jec t m atter o f an app lica tion  relates to d iffe r

ent techn ica l fie ld s , besides m aking search in the techn ica l field 
in w hich h e /sh e  is responsib le  for perform ing exam ina tion , the 
exam iner shou ld , depend ing  on the s itua tion , consu lt with the 
exam iners in the other techn ica l fie lds to dec ide  how to make fu r
ther search.

9. 2 Search Directed to an Application Which Lacks Unity of In
vention

9. 2. 1 Search Directed to an Application Which Obviously Lacks 
Unity of Invention
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Where it can be determ ined that the sub jec t m atters of an 
app lica tion  lack unity after the exam iner analyzes and studies the 

claim s and descrip tion  ( and its d ra w in g s ) ,  one of fo llow ing 
m easures m ay be ta k e n :

( 1 )  Perform search after the a pp lica n t m akes necessary a- 
m endm ents to e lim inate the defect of lack of un ity ;

( 2 )  W here all o f the techn ica l solutions described  in two or 
more independen t c la im s, between w hich unity is not present , 
fall into the techn ica l fie ld that exam iner is responsib le  for per

form ing exam ination and the search fie lds of them are very close 
or even extensively overlap each o the r, the exam iner m ay make 
search for them together under the c ircum stance that it takes lit
tle or no add itiona l search effort. As a resu lt, the exam iner may 
ind icate  the de fect of the lack of unity of invention and evaluate 
these independen t c la im s when drafting the O ffice  Action. In this 
w ay , the p rocedure  of exam ination has been acce lera ted  by re
duc ing  one O ffice Action. If one or more independen t c la im s of 
the app lica tion  are found to lack novelty or inventiveness after 
se a rch , the app lican t may delete these cla im s rather than make 
divisional app lica tions after receiving the O ffice Action. U nnec

essary work will be avoided by do ing  so. M oreover, the m ateri
als further ind icates that unity is not present between the sub jec t 
matters of the app lica tion  m ay be found through such search.

9. 2. 2 Search Directed to an Application Which Does Not Obvi
ously Lack Unity of Invention

The app lica tion  that does not obviously lack unity o f inven
tion refers to those to w hich  whether the unity is present can be 
determ ined only after search has been com p le ted . The exam iner 
should perform  search for such an app lica tion  in the fo llow ing 
w a y :

( 1 )  When m aking search for the first independen t c la im , if 

the exam iner find this claim  lack of novelty or inventiveness after 
sea rch , w hich causes that unity is not present between the other 
independent c la im s , the exam iner m ay not make search for the 
other independent c la im s;

( 2 )  W here the inventive concep t of two or more inter -  par
allel independen t c la im s of an app lica tion  are very c lo se , and 
none o f them needs to be searched in another techn ica l f ie ld , 

the exam iner may make search for all of the sub jec t m atters of 
the app lica tion , because it w ill not greatly increase the w ork
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load ;
( 3 )  When m aking search d irected  to an independen t c la im , 

if the exam iner find  the claim  lack of novelty or inventiveness, 
w hich causes that unity is not present between its inter -  parallel 
dependen t c la im s , the exam iner may consu lt the m ethod de 
scribed  in the provis ions of Section 9 . 2 . 1 ,  9. 2. 2 ( 1 )  or 9. 2. 2 

( 2 )  to handle it.

9. 3 Search under Other Circumstances
W here part o f the sub jec t m atters of an app lica tion  falls into 

the situation described  in Section 10 of this C hapter, the exam in
er should make search d irected  to the sub jec t matters that are 
not in these situations. W here the de fect of lack of unity exists 

between the sub ject matters that are not in these situations, the 
search should be m ade in accordance  with the provisions of 
Section 9 .2  of this C hapter.

10. Subject Matters Excluded from the Search

It is not necessary for the exam iner to make search if all of 
the sub jec t m atters of an app lica tion  are under one of the fo llow 

ing c ircum stances;
( 1 )  Fall into the scope  of sub jec t matters w hich are not to 

be granted accord ing  to Artic le  5 or 25 of the Patent L a w ;
( 2 )  Do not possess a p ractica l app lica b ility ;
( 3 )  Not in conform ity with the requirem ents of Rule 2. 1 of 

the R egula tions;
( 4 )  The descrip tion  and cla im s have not m ade a c lear and 

com ple te  explanation of the sub jec t matters o f the app lica tion  so 
that a person skilled in the relevant fie ld  of techno logy cannot 
ca rry it out.

11. Supplementary Search

During the course of the substantive  exam ination proce
d u re , in o rder to obtain m ore suitab le reference docum ents , the 
exam iner m ay make supp lem entary search under any o f the fo l

low ing c ircum stances;
( 1 )  The app lican t has am ended the c la im , but the earlier 

search d id  not cover the scope  c la im ed by the am ended c la im ;
( 2 )  The clarification of the app lican t m akes the earlier 

search incom p le te ;
( 3 )  There is a m istake in the earlier search m ade before the 

issuance of the first O ffice Action or the search is incom p le te ;
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( 4 )  The change of the O ffice  Action m akes the search in
com ple te  or inaccurate so that it is necessary to increase or 
change the extent o f search.

During the interlocutory exam ination and the continuation of 
exam ination after the reexam ination, if the situation described  in
(1 )  or ( 2 )  o ccu rs , the supp lem entary search should be m ade.

M oreover, as to the docum ent of the international patent ap 
p lication which is designated  China and may constitu te  interfer
ence conflic ting  app lica tion  in accordance  w ith Section 4 . 2 ( 2 )  
of this C hapter, the supp lem entary search shall be m ade to see 

whether it has entered national phase of China before  the notifi
cation to grant the patent righ t to the app lica tion  under cons ide r
ation.

12. Search Report

The search report is used to record the result of the s e a rc h , 
especia lly  the docum ent w hich constitu tes the relevant existing 
technology. The search report should adop t the form  p rescribed  
by the Patent O ffice , and it should c learly record the fie ld of 
search a n d /o r  database and ke yw o rd , the reference docum ent 
found by search and the relevant level in w hich  the reference 
docum ent relates to the sub jec t m atter of the app lica tion . The 
exam iner should com ple te ly  fill in all other items as the Search 
Report Form required.

The search report should adop t one of the fo llow ing sym bols 
in o rder to reflect the relationships between a reference d ocu 
m ent and the c la im :

X : the docum ent that w ill independen tly  p re jud ice  the novel
ty or inventiveness of the c la im ;

Y : the docum ent, com b ined  with other docum ents at the 
same level c ited in the search repo rt, that will p re jud ice  the in
ventiveness of the c la im ;

A ; the docum ent define the general state of the a rt, i. e. the 
docum ent w hich d iscloses part of the techn ica l features of the 
claim  or relevant prior a rt;

R : the patent or patent app lica tion  docum ent that is filed by 
the same app lican t for the same invention -  creation and p u b 
lished on or after the date  o f filing of the app lica tion  being exam 
ined , or the patent app lica tion  docum ent that is subm itted  to the 
Patent O ffice by the others on the sam e date  of filing of the app li

cation being exam ined for the same invention -  crea tion ;
P: the interm ediate docum ent, that is the docum ents pub-
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lished on dates fa lling between the date  of filing of the app lica 
tion being exam ined and the date  of priority c la im ed , or the d o c 
uments that w ill cause to verify the priority of the app lica tion ;

E : the conflic ting  app lica tion  docum ent that m ay, by a lone, 
p re jud ice  the novelty of the invention c la im ed by the app lica tion 

being exam ined.
Am ong the above -  m entioned docum ents , sym bol X , Y 

and A ind icate a correlation between the contents o f the refer
ence docum ent and the claim  of the app lica tion . R and E ind i
cate a ch rono log ica l relation between the reference docum ent 
and the a pp lica tion , and the correlation of their contents. Sym
bol P, w hich is a sym bol m ade under the c ircum stance that the 
priority of the app lica tion  is not v e rifie d , represents the chrono
log ical relation between the reference docum ent and the app lica 
tion. Sym bol X , Y , E or A , which represents the degree of the 
correlation of the contents of the docum ents, should follow the 

sym bol P.
W here a claim  includes several parallel techn ica l solutions 

and the degree  of correlation between a reference docum ent and 
these techn ica l solutions are d iffe ren t, the exam iner should use 
the sym bol w hich represents the h ighest degree of correlation for 

the reference docum ent.

13. Search of a Patent for Utility Model

In accordance  w ith the provisions of A rtic le  5 7 . 2  of the Pa
tent Law , in the case of an in fringem ent d ispute  relating to a pa

tent for utility m ode l, the peop le ’s court or the local adm in istra
tive authority for intellectual p roperty  affairs m ay ask the patentee 
to furnish a search report m ade by the State Intellectual Property 

O ffice.
In accordance  with the provisions of Rule 55.1 of the Im ple

m enting R egula tions, after the announcem ent of the decis ion to 

grant a patent for utility m ode l, the patentee of the said patent 
for utility m odel may request to make a utility m odel search re

port.
Following are provisions for other aspects of a search o f a 

patent for utility m odel.

13. 1 Acceptance and Commencement of Search
The patentee should subm it a request for search for patent 

for utility m ode l, the patent descrip tion  ( o r  ind icate the patent 
num ber) and the patent certifica te  in two cop ies to the State In
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te llectual Property O ffice. The legal status of the patent for utility 
m odel shall be ind icated  in the Request a ttached by the co rre 
sponding  certified docum ent. Each Request should be lim ited to 
one patent for utility m odel. The text of the patent requested  for 
search should be the sam e as the docum ent of the patent for u- 
tility m odel when the patent right was announced as granted or 
when the patent righ t was upheld  valid after the exam ination for 
invalidation. W here there are more than one pa te n tee , the re
quest should be m ade by all the patentees or by the representa

tive appoin ted  by all the patentees. If the request is not in con 
form ity with the above -  m entioned requ irem ents, the State Intel
lectual Property O ffice  may not a ccep t it.

The request for search for patent fo r utility m odel m ay be 
subm itted e ither by the patentee or by the patent agency ap 
pointed by the patentee. If the patentee has appo in ted  a patent 
agency to handle all of the m atters of a patent fo r utility m odel at 
the time of the app lica tion  of that patent for utility m odel was 

file d , and now the patentee w ishes to process the request for 
search e ither by itse lf/h im se lf or by another patent a g e n cy , the 
appoin tm ent of the o rig inal patent agency should be term inated.

After receiving the request for search for patent for utility 
m odel , the State Inte llectual Property O ffice  should beg in  an fo r
mal exam ination of the request. W here the request does not 
com p ly  with the above p rov is ions, the State Inte llectual Property 
O ffice should invite the person who m ade the request to am end 
the request w ithin a spec ific  time limit. If that person does not 
m ake rectification w ithin the time lim it, the request shall be 
deem ed not to have been subm itted.

13. 2 Process of Search
The search report of a patent for utility m odel should be 

m ade by the departm ent of the substantive  exam ination that is 
responsib le  for the techn ica l fie ld to w hich that patent for utility 
m odel be longs or another departm ent designated  by the State 
Intellectual Property O ffice. The departm ent that a ccep ts  such 
request should send the request and other docum ents p rom ptly 
to the departm ent responsib le  for perform ing the search. After 
receiving the request, the departm ent responsib le  for searching 
should appo in t a relevant exam iner to perform  the search in ac
co rdance  with this Chapter.

Search should be d irected  to all the c la im s o f the patent for

240



GUIDELINES FOR EXAMINATION C hapter 7

Rule 56

utility m odel.
W here the sub jec t matters c la im ed by the patent for utility 

m odel fall into the scope described  in Section 10 of this C hapter, 
the exam iner should not conduct search.

W here unity is not present am ong the sub ject matters 
c la im ed in the patent fo r utility m ode l, the exam iner should invite 
the person who requested for search to pay an add itiona l search 

fee. If no add itiona l search fee has been p a id , the exam iner 
should perform  search d irected to the sub jec t m atter cla im ing in 
Claim 1 of the patent for utility m ode l, and the sub jec t m atter of 
other c la im (s )  between w hich unity is present with Claim 1. The 
exam iner should not carry out search d irected to the sub ject 
m a tte r(s )  c la im ed in other c l a i m( s )  between which unity is not 
p resent w ith Claim  1.

13. 3 Search Report of a Patent for Utility Model
The result of the search of utility m odel shall be recorded in 

the search report. The search report consists of two p a rts : the 
form  ind icating  the re lationship between the reference docum ent 
and each c la im , and the brie f explanation as to whether each 

claim  is in conform ity with the requirem ents of the provisions of 
A rtic le  22 of the Patent Law concern ing novelty or inventiveness.

See the explanation of the search report p rovided by the 
State Inte llectual Property O ffice for the requirem ents of com p le 
ting  the search report, see Section 12 of this C hapter for the re
quirem ents for com ple ting  the items in search report which are 
the sam e as those in the search report for a patent for invention.

The exam iner should evaluate each claim  for which the 
search has been m ade in the brie f explanation. In the case of 
m ultip le  dependent c la im s, the exam iner should respective ly e- 
valuate each techn ica l solution that referred to in the dependent 
claim s. If the claim  has parallel selective so lu tions, the exam iner 
should evaluate each solution.

If no reference docum ent which may p re jud ice  the novelty or 
inventiveness of the c la im (s )  is fo u n d , the exam iner should p ro 
vide a c lear conclusion that the claim  is in conform ity with the 
provis ions o f A rtic le  22 of the Patent Law. If the claim  is not in 

conform ity with the provisions of A rtic le  22 of the Patent Law with 
respect to novelty or inventiveness, the exam iner should c ite  the 
reference docum ent, ind icate the relevant reason and attach a 
copy  o f the c ited docum ent. See Section 5 , C hapter 4 of this
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Part for the judgm ent of inventiveness of the patent for utility 
m odel.

W here the sub jec t m atter of the patent for utility m odel falls 
into one of the situation as described  in Section 10 of this C hap
ter under w hich no search is necessary , or the search is lim ited 

due to the de fect of lack of un ity , the exam iner should provide 
the relevant reason and necessary analysis in the search report.

The search report should be m ade by the exam iner carrying 
out the sea rch , verified  by the head of the division o f exam ina
tion in w hich the said exam iner works or the exam iner designated  

by h im , and signed w ith seal by both the said exam iner and the 
person who is in charge  of the verification.

13. 4 Correction of the Search Report of a Patent for Utility Model
Where the departm ent w hich is responsib le  for search finds 

that there are som e m istakes in the search report fo r the patent 
for utility m od e l, the departm en t m ay co rrect the m istakes on its 
own in itia tive , and send the corrected  search report to the per
son who m ade the request to rep lace  the earlier report.
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Chapter 8

Procedures for Examination as to Substance

1. Introduction

The exam ination as to substance  in this C hapter refers to the 
exam ination as to substance  to a Chinese app lica tion  for a pa 
tent for invention. As for the exam ination as to substance to an 
international app lica tion  at the Chinese national phase, where 
there are stipulations in Chapter 2 ,  Part III of these G uide lines—  
“ Exam ination as to Substance of International A pplica tions after 
Entering the National Phase” , the exam ination shall be co nd uc
ted in accordance  w ith those stipulations. W here there is no rele
vant s tipu la tions, the provisions of this C hapter shall app ly.

U nder the provis ions o f Artic le  35 of the Patent Law , the Pa
tent O ffice shall conduc t the exam ination as to substance to an 

app lica tion  for a patent for invention.
The purpose of the exam ination as to substance is to judge  

whether patent right shall be granted to an app lica tion  for a pa
tent fo r invention , especia lly  whether it is in conform ity w ith the 
requirem ents of “ nove lty , inventiveness and p ractica l a pp licab ili
ty ” as set out in the relevant A rtic les of the Patent Law.

In accordance  with the provisions of A rtic le  35.1  of the Pa

tent Law , the p rocedures of exam ination as to substance usually 
shall be started upon the request of the app lican t. H ow ever, in 
a ccordance  with Artic le  3 5 . 2  of the Patent Law , such exam ina
tion as to substance m ay be started by the Patent O ffice on its 
own initiative.

In accordance  with the provisions of Artic le  39 of the Patent 
Law , where it is found after exam ination as to substance that 

there is no cause for rejection of the app lica tion  for a patent for 
invention, the Patent O ffice shall make a decis ion to grant the 
patent right for invention.

In accordance  with the provis ions of A rtic le  38 of the Patent 
Law , in the course of exam ination as to substance , w here , after 
the app lican t has m ade the observations or am endm ents, the 
Patent O ffice finds that the app lica tion  for a patent for invention is 
still not in conform ity with the provisions of the Patent Law , i. e. it 
fa lls into the situations described  in Rule 53 of the Im plem enting 
Regulations of the Patent Law , the app lica tion  shall be rejected.

In accordance  with Artic le  32 of the Patent Law , an app li
cant m ay w ithdraw  its /h is  app lica tion  for a patent at any tim e be-
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fore the patent righ t is g ranted . Furtherm ore, in A rtic les 36. 2 
and 37 of the Patent Law and Rule 42. 2 of the Im plem enting 
Regulations of the Patent Law , c ircum stances are described  
where an app lica tion  for a patent shall be deem ed to have been 
w ithdraw n in the p rocedures of exam ination as to substance.

This C hapter m ainly concerns the p rocedures for the exam i

nation as to substance  and the basic p rinc ip les thereo f, ve rifica
tion of app lica tion  docum ents and prepara tion  of exam ination as 
to subs tance , exam ination as to substance  ( in c lu d in g  com pos i
tion and requirem ents of the first O ffice A c tio n , and continuation 
of exam ination , etc. ) ,  response and am endm ents , decis ion of 
rejection and notification to grant patent r ig h t, te rm ina tion , sus
pension and restoration of the procedures for exam ination as to 
subs tance . In terlocutory Exam ination and the continuation of ex
am ination after reexam ination, e t c . .

2. Procedures of Examination as to Substance and Basic Princi
ples thereof

2. 1 Outline of Procedures of Examination as to Substance
The procedures for exam ination as to substance  start when 

the file of the app lica tion  is rece ived by the D epartm ent of Exam
ination as to Substance from the File P rocedure Adm in istra tion 
D epartm ent and term inate at the tim e when the notification to 
grant patent r ig h t, or that the patent app lica tion  has been 
deem ed to have been w ithdraw n is sen t, or the decis ion to reject 
an app lica tion  has been m ade and entered into force or that the 
app lica tion  has been w ithdraw n by the app licant.

C ircum stances that m ay occu r in the course of the exam ina
tion as to substance are as fo llo w s :

Art. 37 ( 1 )  W here the exam iner, after h e /s h e  has m ade the exam i

nation as to substance of the app lica tion  for a patent for inven
tio n , finds that the app lica tion  is not in conform ity w ith the p rov i
sions o f the Patent Law and its Im plem enting R egula tions, h e / 

she shall notify the app lica n t and request it/h im  to su b m it, w ithin 
a specified  time lim it, its /h is  observations o r, if necessary , to a- 
mend the app lica tion . The O ffice  Action ( in c lu d in g  notification to 
make divisional a p p lica tio n ) sent by the exam iner and the re
sponse m ade by the app lican t m ay be repeated for several tim es 
until the patent right is granted  to the app lica tion  or the a pp lica 
tion is re jected or w ithdraw n or deem ed to have been w ithdrawn. 

Art. 39 ( 2 )  W here it is fo u n d , after exam ination as to substance ,

that there is no cause for rejection o f an app lica tion  for a patent
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Art. 38

Art. 37 
Art. 36. 2 
Rule 42. 2

for invention , or the de fect has been overcom e after the obser
vations or am endm ents have been m ade by the a pp lica n t, the 
notification to grant patent right shall be issued.

( 3 )  W here , after the app lican t has m ade the observations 
or am endm ents , the exam iner finds that the defects described  in 

the provis ions of Rule 53 of the Im plem enting Regulations of the 
Patent Law , w hich has been pointed out in the O ffice  Action still 
exist in the a pp lica tion , the app lica tion  shall be re jected.

( 4 )  W here , w ithout any justified reason , no response has 
been m ade to the O ffice  A c tio n , the notification to make d iv is ion
al app lica tion  or the notification to subm it in form ation, the Patent 
O ffice shall send a notification that the app lica tion  is deem ed to 
have been w ithdrawn.

Furtherm ore, where necessary , the exam iner may have in
te rv iew , te lephone d iscussion  or on -  spot investigation in the 
course of exam ination as to substance accord ing  to the provi

sions o f these G uidelines.

2. 2 Basic Principles in Procedures of Examination as to Sub
stance
( 1 )  P rincip le  of Exam ination U nder Request
S ub ject to other provis ions of the Patent Law and its Im ple

m enting R egula tions, the p rocedure  of exam ination as to sub 
stance shall be started upon the request of the app lican t. The 
exam iner shall perform  the exam ination on the basis o f the a p p li
cation docum ents ( includ ing those subm itted when the app lica 

tion was file d , when am endm ent has been m ade accord ing  to 
the law or when response to the O ffice Action was m ad e ) duly 
subm itted by the app lican t accord ing  to the Law.

( 2 )  Princip le of Hearing
In the course of exam ination as to substance , at least one 

opportun ity  of provid ing  observations a n d /o r  am ending a pp lica 
tion docum ents aga inst the reason and evidence  of rejection 
shall be given to the app lican t before the decis ion of rejection is 
m ade. The reason for rejection and the evidence  on which it re

lies shall be notified to the app lican t before the exam iner makes 
a decis ion of rejection.

( 3 )  P rincip le  of Econom y in Procedures
In the course of the exam ination as to substance  of an a p p li

cation for a patent for invention, the exam iner shall make the 
procedures as brie f as possib le . In other w o rds , the exam iner
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shall try h is /h e r best to close the case as early as possib le . To 
reach this a im , the exam iner shall ind icate  all the defects of the 
app lica tion  w hich are not in conform ity w ith the Patent Law and 

its Im plem enting Regulations in the firs t O ffice  Action and invite 
the app lican t to m ake response for all the issues w ithin the p re 
scribed  tim e lim it, unless he is sure that the app lica tion  is not 

possib le  to be granted patent right. The co rrespondence  be
tween the exam iner and the a pp lica n t shall be reduced  to the 
least to econom ize on procedures.

H ow ever, the exam iner shall not neg lect the p rinc ip le  of ex
am ination under request and the p rinc ip le  of hearing for the rea
son of econom izing on p rocedures.

3. Verification of Application Documents and Preparation of Ex
amination as to Substance

3. 1 Verification and Check of IPC Symbol of Application
After rece iv ing an app lica tion , the exam iner sha ll, no m atter 

whether the exam ination will be conducted  in the near fu tu re , 
firstly verify and check the IPC Sym bol of the app lica tion .

When the app lica tion  is found beyond h is /h e r respons ib ility , 
the exam iner shall tim ely treat it in accordance  w ith the rules of 
coordination of classifica tion of the Patent O ffice so as not to de 
lay the exam ination.

W here the exam iner finds that although the classifica tion 

Sym bol is not p rec ise , it still be longs to h is /h e r respons ib ility , 
h e /sh e  shall co rrect it on h is /h e r own initiative.

If the exam iner thinks that m ark X shall be used as there is 
no su itab le c lassifica tion pos ition , h e /sh e  shall consu lt w ith the 
person responsib le  for m aking decis ion regard ing  classifica tion 
in the D ivision. If that person agrees to a do p t m ark X , it is nec
essary to consu lt w ith the classifica tion departm ent. When there 
is consensus of o p in ion , the c lassifica tion  departm ent sh a ll, to 
gether with the person responsib le  for m aking decis ion  regard ing 
c lassifica tion in the D iv is ion, dra ft a “ Report o f Suggestion to 
Use Mark X ” .

3. 2 Verification of Application File
For the app lica tion  files w ithin h is /h e r responsib ility  acco rd 

ing to c lass ifica tion , or for the app lica tions a llocated to h im /h e r, 
the exam iner shall tim ely check  them , no m atter whether they are 
to be exam ined in the near future.
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Art. 35 
Rule 50

Rule 9 0 . 1 ( 2 )  

Rule 93

Art. 26. 1 
Rule 51. 1

Art. 30

Rule 90. 1 ( 4 )  
Rule 92. 2

Art. 36. 2 
Rule 49

3. 2. 1 Check of Grounds for the Start of Procedures
The exam iner shall check the fo llo w in g ;
( 1 )  W hether a Request fo r the exam ination as to substance 

is included in the app lica tion  file and whether it was subm itted 
within three years from the date  of filing. W here the Patent O f
fic e , on its own in itia tive , determ ines to proceed to exam ine the 
app lica tion  of a patent for invention as to its substance , whether 
there is a notification w ith the s ignature of the Com m issioner and 
the record ind icating that the app lican t has been notified.

( 2 )  W hether a rece ip t of the substantive exam ination fee is 

included in the app lica tion  file.

3. 2. 2 Check of Application Documents
The exam iner shall check  whether the docum ents for exam i

nation as to substance ( initial app lica tion  docum ents and the 
pub lished docum ents ; the am ended docum ents shall be inc lud 
ed if the app lican t has, on h is /h e r own initiative or upon the re
quest of the Patent O ffice in the course of pre lim inary exam ina
tio n , m ade any am endm ent o f the docum ents) are com plete.

3. 2. 3 Check of Material Related to Priority
Where the app lican t c la im s the right of fore ign p rio rity , the 

exam iner shall check whether there is a declaration o f priority 
and a copy  of the patent app lica tion  docum ents certified by the 
com petent authority of the fore ign country in w hich the app lica 
tion was firs t filed in the file. W here the app lican t c la im s the right 
of dom estic  p rio rity , the exam iner shall verify whether there are a 
declaration of priority and a copy  o f patent app lica tion  d ocu 
ments w hich were first filed in China in the file.

Where the app lican t c la im s p rio rity , the exam iner shall verify 
whether the rece ip t of the fee for c la im ing priority is inc luded.

3. 2. 4 Check of Other Relevant Documents
For an invention w hich is the sub jec t m atter of a patent ap 

plication that has a lready been filed in a fore ign coun try , the ex
am iner shall check  whether any docum ent concern ing any 
search m ade for the purpose of exam ining that app lica tion or 
concern ing the results of any exam ination m ade in that country 

subm itted by the app lican t is included in the file.
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3. 2. 5 Handling of Application File Where There Is Defect
W here the exam iner finds any g ro u n d , docum ent or material 

m entioned in the above -  m entioned Sections 3. 2. 1 to 3. 2. 3 
m issing in an app lica tion  file , or any docum ents not in conform ity 
with the requirem ents of the Patent Law and its Im plem enting 
R egula tions, h e /sh e  shall return the app lica tion  to the File Pro
cedure  Adm inistration D epartm ent and state the reason thereof. 
When the exam iner finds that the m ateria ls m entioned in the a- 
bove -  m entioned 3 . 2 . 4  m issing in an app lica tion  file and h e / 
she is sure that the app lican t has obta ined such m ateria ls, h e / 
she may fill in a Notification to Subm it M aterials and invite the a p 
p licant to subm it the relevant information w ithin the spec ified  time 
limit. If the app lican t fails to do  so w ithout any justified  reason, 
the app lica tion  shall be deem ed to have been w ithdraw n.

B es ides , before the exam ination as to substance is co n d u c 
te d , it is pre ferable  for the exam iner to have a rough reading of 

the app lica tion docum ents to see if it is necessary to invite the 
app lican t to subm it any relevant reference m aterials. If it is , the 
exam iner m ay fill in a notification to notify the app lican t to subm it 
such m aterials w ithin two months spec ified  in the notification. To 
finish this work in advance m ay accelerate the p rocedure  of ex
am ination.

3. 3 Establishment of Individual Examination File
After checking  the app lica tion  file , the exam iner shall es tab 

lish an ind iv idua l exam ination file to record the im portant inform a
tion of the app lica tion  exam ined by h im /h e r and add  the relevant 
information in the course of exam ination , so as to have the infor
mation of the exam ination p roceeding  and the basic state of 
each app lica tion  in hand at any time.

3. 4 Order of Examination

3. 4. 1 General Principles
Except for the specia l c ircum stances described  in Section

3 . 4 . 2  of this C hapter, the exam ination shall be perform ed ac
co rd ing  to the o rder o f rece ip t for all the app lica tions for patent 
for invention that are rece ived. The exam ination shall not be han

d led in the way o f exam in ing the easier app lica tions first and 
then the more d ifficu lt ones, let alone to shelve the d ifficu lt a p p li
cations to the e ffect of not m aking exam ination to them at all.
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H ow ever, app lica tions for patent be long ing  to the same class re
ce ived successive ly m ay be handled together.

When the app lican t responses to the first O ffice A c tio n , the 
exam iner shall continue the exam ination in the o rder of the re
sponses that are received first.

3. 4. 2 Special Treatment
There may be specia l treatm ent in the fo llow ing c ircum 

stances;
( 1 )  For app lica tions having great s ign ificance to the interest 

of the State or the pub lic  in terest, upon the request of the a p p li
can t or the com petent authorities concerned and w ith the a p 
proval o f the Com m issioner of the Patent O ff ic e , the exam ination 
may be conducted  first and may be handled with priority in the 
later p roceedings.

( 2 )  For patent app lica tions of w hich the exam ination as to 
substance is started on the initiative of the Patent O ffice , the ex
am ination may be conducted  w ith priority.

( 3 )  For d ivisional app lica tions of which the original date  of 
filing are re ta ined , exam ination m ay be conducted  together with 

the original app lica tion.

4. Examination as to Substance

4. 1 Text of Examination
U sua lly , the text of exam ination used by the exam iner for 

the firs t time is the initial docum ents subm itted by the app lican t 
accord ing  to the Patent Law and its Im plem enting Regulations or 
the docum ents am ended upon the request of the pre lim inary ex
am ination departm ent of the Patent O ffice.

W here the app lican t has m ade the am endm ents to the a pp li
cation for a patent for invention on its /h is  own initiative upon re
quest for the exam ination as to its substance or w ithin three 
months after the rece ip t of the notification of the Patent O ffice 
concern ing  the start of exam ination as to subs tance , the am en
ded app lica tion  docum ents subm itted by the app lican t shall be 
used as the text of exam ination.

W here the app lican t has more than one time m ade am end
ments to the app lica tion  docum ents on its /h is  own initiative w ith 
in the above -  m entioned time lim its , the app lica tion  docum ents 

subm itted at the latest shall be used as the text of exam ination.
G enera lly , the am endm ent of the app lica tion  docum ents 

m ade by the app lican t on its /h is  own initiative at other tim es
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shall not be taken into consideration. The am ended app lica tion  

docum ents subm itted by the app lican t shall not be used as the 
text of exam ination. The exam iner shall state the reasons thereof 
in the O ffice Action.

W here, though the am endm ents m ade by the app lican t is 
not in conform ity with the provis ions o f Rule 51 o f the Im plem en
ting Regulations of the Patent Law , if after reading it, the exam 
iner th inks that the am ended docum ents have elim inated the de 
fects existed in the initial app lica tion  docum ents and is in con 
form ity w ith the requirem ents o f the provis ions of A rtic le  33 of the 
Patent Law , and taking the am ended text as the basis of exam i
nation can help econom ize exam ination p ro ced u res , the am end
ments may be considered to have been m ade with the agree
m ent of the exam iner and to be equ iva len t to am endm ents m ade 
in accordance  with the requirem ent of the notification. Therefore , 
such docum ents may be used as the text of exam ination ( Refer 
to Section 5 .2  of this C ha p te r).

For the above -  m entioned am ended app lica tion  docum ents 
that could  be a cce p te d , it shall be exam ined firs t whether such 
am endm ents are in conform ity with the requirem ents of the provi
sions of Artic le  33 of the Patent Law. The contents d isc losed  in 
the initial descrip tion  and claim s subm itted by the app lican t on 
the date of filing shall be the basis o f judg ing  w hether the a- 
m endm ent to the app lica tion  docum ents for a patent m ade by 
the app lican t is in conform ity w ith the provisions of A rtic le  33 of 

the Patent Law ( Refer to the relevant provis ions of Section 5 .2  of 
this C hapter for how to determ ine whether the am endm ent to the 
app lica tion  docum ents m ade by the app lica n t is in conform ity 
with the provisions of A rtic le  33 of the Patent L a w ) .  H ow ever, 
app lica tion  docum ents in fore ign  languages subm itted  by the a p 
p licant to the Patent O ffice and the contents d isc losed  in the p ri
ority docum ents shall not be taken as the basis to determ ine 
whether the am endm ent to the app lica tion  docum ents meets with 
the requirem ents of A rtic le  33 of the Patent Law.

For the above -  m entioned am ended app lica tion  docum ents 
that could  be a c c e p te d , they shall be used to form  the text of 
exam ination in one of the fo llow ing c ircum stances, even though 
there exists am endm ents that are not in conform ity w ith A rtic le  33 
of the Patent L a w :

( 1 )  There is no am endm ent to c la im s;
(2 )  The am endm ent to all or part o f the c la im s does not go
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beyond the scope  of the d isc losure  conta ined in the initial de
scrip tion  and claim s.

When pointing out other defects existing in the app lica tion , 

the exam iner sha ll, in the O ffice A c tio n , ind icate that there is the 
de fect o f am endm ent not in conform ity w ith the provisions of A rti
c le  33 o f the Patent Law.

W here the am endm ent o f the whole of the c la im s in the a- 
m ended app lica tion  docum ents has gone beyond the scope  of 
the initial descrip tion  and c la im s, the exam iner shall issue an Of
fice Action to notify the app lican t that the am endm ent is not in 
conform ity with the provisions of Artic le  33 of the Patent Law. 
U nder such c ircum stances, in o rder to be beneficia l to speeding 
up the exam ination p ro ced u re , the app lica tion  docum ents before 
the am endm ent may be used to conduct the exam ination. The 
exam iner sha ll, in the said O ffice A c tio n , point out the defects of 
the app lica tion  docum ents w hich are not in conform ity with the 
Patent Law and its Im plem enting Regulations for the reference of 
the app lican t to further am end the app lica tion  docum ents.

4. 2 Reading of Application Documents and Understanding of In
vention
After the exam ination as to substance is s ta rte d , the exam 

iner shall read the app lica tion  docum ents carefully firs t, and try 
to understand the invention accurate ly. Em phasis shall be on the 
understand ing of the techn ica l problem  w hich the invention in
tends to reso lve , the techn ica l solution for resolving the said 
techn ica l p ro b le m , and all the essential techn ica l features o f the 
techn ica l solution shall be figured out c lea rly , especia lly  those 
w hich are d ifferent from that of the background art. Furtherm ore, 

the exam iner shall try to understand the techn ica l e ffect pro
duced  by the said techn ica l solution. N ecessary notes m ay be 
taken when reading and figuring  out the invention so as to fac ili
tate further exam ination.

4. 3 Issuance of Office Action without Search
W here all the sub ject m atters of an app lica tion  for a patent 

fo r invention obviously fall into the c ircum stances described  in 
Section 10 , C hapter 7 of this Part, the exam iner may issue the 
first O ffice Action w ithout m aking any search.

It should be noted th a t, in cases where only som e, and not 
a ll, of the sub ject m atters of an app lica tion  belong to the above
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-  m entioned c ircum stances, the firs t O ffice  Action shall be is
sued after the search and exam ination have been conducted  to 
the sub jec t matters w hich  do  not belong to the said c ircu m 

stances.

4. 4 Handling of Application Lacking Unity of Invention
The de fect of lacking unity o f invention is som etim es obvious 

for an app lica tion  for pa ten t, and som etim es it can only be d e 
term ined after the search and exam ination have been co n d u c 

ted. The de fect of lacking unity of invention may exist e ither be
tween the inter -  parallel independent c la im s or between the inter 
-p a ra lle l dependent c la im s by reason of the independen t claim  

referred to by them respective ly does not possess novelty or in
ventiveness.

Art. 31.1 The exam iner may handle the app lica tion  lacking unity of in-
Rule 35 vention by using one of fo llow ing m ethods;
Rule 42. 2 ( 1 )  To invite the app lican t to m ake am endm ents before

search
If the exam iner, at the time of reading the app lica tion  d ocu 

m ents, can im m ediately com e to the conclusion that the sub jec t 
matter of the app lica tion  obviously lacks unity of invention, the 
search m ay be deferred ( refer to provis ions of Section 9. 2. 1
( 1 ) ,  C hapter 7 of this P a r t) . A notification of d iv id ing  an a p p li
cation may be issued , in w hich the app lican t is invited to make 
am endm ents to the app lica tion  w ithin the spec ified  time lim it of 
two months.

( 2 )  To invite the app lican t to m ake am endm ents after 
search

If the lacking unity of invention for the sub jec t m atters of an 
app lica tion  can be dec ided  only after sea rch , the exam iner 

may,  accord ing  to c ircum stances, dec ide  e ither to put o ff further 
search and exam ination , or to continue further search and exam 
ination (re fe r  to Section 9 . 2 . 2 ,  C hapter 7 ) .

W here after search and exam ination, it is believed that the 
first independen t claim  or its dependent claim  has p rospect of 

being granted patent r ig h t, the exam iner may pu t o ff the search 
and exam ination for the other independen t c la im  and ind icate 

clearly in the first O ffice Action that patent right may be granted 
to the first independent claim  or its dependent c la im , and invite 
the app lican t to am end or de lete the other c la im s w hich lack uni
ty of invention in o rder to elim inate the de fect of the app lica tion
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for lack of unity of invention.
If after search and exam ination , it is be lieved that the first 

independen t claim  or its dependent claim  does not have pros

pect of be ing granted patent r ig h t, the exam iner m ay continue to 
conduc t search and exam ination to other independen t c la im , 
m ake com m ents in the first O ffice Action on the claim  to which 
search has been co n d u c te d , and at the sam e time point out the 
de fect of the a pp lica tion , i. e. lacking unity of invention. The ex
am iner may also pu t o ff the search and exam ination to other in
dependen t claim  and only ind icate  in the first O ffice Action the 
de fect of the app lica tion  for a pa ten t, i. e. lack of unity of inven
tion (re fe r  to Section 9 . 2 . 2 ( 1 ) or  ( 2 ) ,  C hapter 7 of this P a rt).

If acco rd ing  to the requirem ents of the first O ffice  A ction , 
the app lican t has m ade am endm ents w hich are in conform ity 
with the provisions of Section 5 .2  of this Chapter to the a pp lica 
tio n , and there is no longer the de fect of lacking unity of inven
tion in the c la im s , the exam iner shall continue the exam ination to 
the claim s.

For situations where there is de fect of lack of unity of inven
tion between the inter -  parallel dependent c la im s by reason of 
the independen t claim  to w hich they refer respective ly does not 
possess novelty or inventiveness, the above -  m entioned provi
sions ( 1 )  or ( 2 )  shall app ly  m utatis m utandis.

It should be noted tha t, a lthough som etim es there is no uni
ty of invention between the sub jec t m atters of the app lica tion , 
especia lly  when the lack o f unity of invention between the inter -  
parallel dependen t c la im s results from the fact that the corre 
spond ing  independent claim  does not possess novelty or inven
tiveness, the relevant fie lds of search of them are very close and 
even overlap som etim es. Therefore , the exam iner m ay search 
and exam ine these cla im s together and ind icate  in the O ffice  A c
tion the defects in these cla im s that are not in conform ity with the 
other provisions of the Patent Law and its Im plem enting Regula
tio ns , and at the sam e tim e , the de fect of lacking unity of inven
tion in the app lica tion , so as to be to shorten the p rocedures of 
exam ination ( refer to provis ions of Section 9 . 2 . 1  ( 2 ) ,  C hapter 7 
of this P a r t) .

No matter the app lica tion  is under situations ( 1 )  or ( 2 )  as 
described  above , the app lican t sha ll, w ithin the specified  time 
lim it, am end its /h is  initial app lica tion , such as to restrict the ini
tial c la im s to elim inate the defect of lack of unity of invention. If
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Rule 53

no response has been m ade by the app lican t w ithin the time lim
it,  the app lica tion  shall be deem ed to have been w ithdraw n. 

W here the app lican t has d ifferent op in ion in its /h is  response to 
the O ffice Action of the exam iner on the app lica tion  not in con

form ity w ith the requirem ent o f unity of invention, and the exam 
iner, after cons idera tion , th inks the opin ion of the app lica n t tena
b le , or the de fect of lack of unity o f invention e lim inated after the 
am endm ent of the c la im s by the a p p lica n t, the exam ination of 
the app lica tion  shall be continued. W here the oppos ite  opin ion is 
untenable or the de fect o f lack of unity of invention has not been 
e lim ina ted , the exam iner may re ject the app lica tion  accord ing  to 
provisions of Rule 53. 3 of the Im plem enting Regulations of the 
Patent Law and Artic le  38 of the Patent Law.

4. 5 Searching
For how to determ ine the techn ica l fie ld  of search and how 

to proceed the search , p lease refer to C hapter 7 of this Part.

4. 6 Verification of Right of Priority

4. 6. 1 Circumstances Where Verification of Priority Is Needed
W hether it is necessary to verify  the right of priority shall be 

dec ided  by the exam iner after search ing. W here the date  of 
pub lica tion  of all the reference docum ents is earlier than the p ri
ority d a te , no verification of priority right is necessary. Such veri
fication is needed only when one of the fo llow ing events o ccu rs ;

( 1 )  The d isclosure of the reference docum ents is identica l 
w ith or c losely related to the sub ject m atter of the app lica tion , 
and the date of the pub lica tion o f the reference docum ents is be 
tween the date  of filing and the priority date. That is , the refer
ence docum ent constitu tes a docum ent of level PX or PY ;

( 2 )  The d isclosure of the app lica tion  filed by any other pe r
son before the Patent O ffice is identica l with all the sub jec t m at
ters of the app lica tion , or is identica l w ith som e of the sub jec t 
matters of the app lica tion . M oreover, the date of filing of the for
m er app lica tion  is between the date of filing and the priority date 
of the latter, and the date  of pub lica tion  of the form er is on or lat
er than the date  of filing of the latter. That is , the app lica tion  filed 
by the any other person before  the Patent O ffice  constitu tes the 
docum ent o f level P E ;

( 3 )  The d isclosure of the app lica tion  filed  by any other pe r
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son before the Patent O ffice is identica l with all the sub jec t m at
ters o f the app lica tion , or is identica l with som e of the sub ject 
matters of the app lica tion . M oreover, the priority date  of the for
m er app lica tion  is between the date  of filing of the latter and the 

priority date  of the la tte r, and the date  of pub lica tion of the for
m er is on or later than the date  of filing of the latter. That is , the 
app lica tion  filed by the any other person before the Patent O ffice 
constitu tes the docum ent of level PE.

As for c ircum stances described  in item ( 3 ) ,  the verification 
of righ t of priority o f the app lica tion  under exam ination shall be 
conducted  first. If its claim  of right o f priority is inva lid , the claim  
of righ t of priority of the app lica tion  filed by the any other person 
used as the reference docum ent shall be also verified.

4. 6. 2 General Principle on Verification of Priority
Generally sp ea k in g , verification of right of priority refers to 

the verification of whether the right of priority c la im ed by the a p 
p lican t is valid accord ing  to the provisions of A rtic le  29 of the Pa
tent Law. To this e n d , the exam iner sha ll, on the basis of the ex
am ination perform ed by the pre lim inary exam ination departm ent 
( see  the provis ions o f Section 3 . 2 ,  C hapter 1 o f Part I of these 
G u id e lin e s ), verify the fo llo w in g :

( 1 )  W hether the earlier a pp lica tion , which is used as the 
basis of the right o f p rio rity , involves the same sub jec t matter as 
that of the later app lica tion  for w hich the priority is c la im ed ;

( 2 )  W hether this earlier app lica tion  is the first app lica tion  in 
w hich the sam e sub ject m atter is d e s c r ib e d ;

( 3 )  W hether the date  of filing of the later app lica tion  is w ith
in twelve months from the date  o f filing of the earlier app lica tion .

The verification m entioned in Item ( 1 )  is to judge  whether 
the techn ica l solutions conta ined in the c la im s of the later a pp li

cation are c learly described  in the docum ents ( descrip tion  and 
c la im s) of the said earlier app lica tion . For this p u rpo se , the ex
am iner shall analyze and study the earlier app lica tion  in its entire
ty . If the techn ica l solution described  in the claim  of the later a p 
p lica tion is c learly inc luded  in the docum ents ( not inc lud ing  the 
abs trac t) of the earlier app lica tion , it shall be assured that the 
earlier app lica tion  has the same sub ject m atter as the later a pp li
ca tion . The exam iner cannot refuse to accep t the claim  of priority 

righ t based on the view  that such techn ica l solution is not d is 
c losed in the c la im s of the earlier app lica tion .
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By the phrase “ describe  c le a rly ” , it does not mean the i- 
dentical w ay of illustration. It shall be suffic ient if the techn ica l 

solution described  in the c la im s of the app lica tion  has been su b 
stantia lly set forth. H ow ever, if in case where one or more tech 
nical features o f the techn ica l solutions are just genera lly  or am 
b iguously described  in the earlier a pp lica tion , or where there is 
only a hint in the earlier a pp lica tion , the deta iled  descrip tion  of 

such techn ica l features is described  in the app lica tion  cla im ing 
for priority r ig h t, and a person skilled in the re levant fie ld of the 
technology cannot d irectly  and unam biguously derive  it from  the 
earlier app lica tion , then the earlier app lica tion  cannot serve as 
the basis of the app lica tion  c la im ing for righ t of priority.

U nder certain c ircum stances, the content described  in 
Item ( 2 )  shall be checked. For exam p le , the righ t o f priority for 
an app lica tion  A is c la im ed on the basis of another earlier a p p li
cation В of the app licant. In the course of search ing  for a p p lica 
tion A , the exam iner finds one m ore patent app lica tion  docum ent 
or patent docum ent С filed  between the date  of filing and the p ri

ority date of the app lica tion  A by the same app lican t. The sub 
ject m atter of app lica tion  A has been d isc losed  in docum ents С 
and the date  of filing incorpora ting  docum ents С is earlier than 
the right of priority of app lica tion  A , i. e. earlier than the date  of 
filing of app lica tion  B. Thus, it may be assured that the earlier 
app lica tion  В is not the first app lica tion  of that app lican t w hich 
d iscloses the identica l sub ject m atter as that of the app lica tion  
A. As a resu lt, app lica tion  A can 't claim  the date  of filing of the 

earlier app lica tion  В as its date  of priority.

4. 6. 2. 1 Partial Priority
When im provem ent or perfection is m ade to the invention of 

the earlier app lica tion , the app lican t may in troduce into the later 
app lica tion  the techn ica l solution w hich is not inc luded  in the ear
lier app lica tion . U nder such c ircum stances, in verify ing the right 
of p rio rity , the exam iner shall not com e to the conclus ion  that the 
claim  of right o f priority is not va lid  because new contents are 
added  into the later app lica tion . The priority right shall be g ran
ted to the identica l sub ject m atter c learly described  in the earlier 

app lica tion , i. e. partia l priority shall be g ranted . Speaking in 
de ta il, for the c la im s of the later a pp lica tion , its claim  of right of 
the priority date of an earlier app lica tion  is valid when the techn i
ca l solution has been clearly d isc losed  in the earlier app lica tion ;
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how ever, its claim  of priority date o f an earlier app lica tion  in 
w hich the techn ica l solution has not been d isc losed  is not valid 
and the later app lica tion  shall be deem ed to be put forward on 
the date  of filing of the later app lica tion . So far as the whole a p 
p lica tion is co nce rn ed , this is ca lled partial p rio rity , i. e. part of 
the sub jec t matters of the app lica tion  has va lid  right o f priority. In 

other w o rd s , the techn ica l solution defined by part of the claim s 
has va lid  right of priority.

4. 6. 2. 2 Multiple Priorities
W here m ultip le  right of priority is c la im ed by the app lican t 

for one invention which is in conform ity w ith the requirem ent of u- 
nity of invention, the exam iner shall check  whether the various 
techn ica l solutions included in the c la im s of the app lica tion have 
been clearly d isc losed  respective ly  in the fore ign or dom estic 
app lica tions for patent serving as the basis of the priority. M ore
o ve r, it is also necessary for the exam iner to verify whether all 
the dates of filing of the earlier app lica tions are w ithin the time 

lim it of the priority period of the later app lica tion . If these tw o re
quirem ents are sa tis fied , the claim  of m ultip le right o f priority 

may be va lid . The various c la im s in which the various technical 
solutions are d isc losed  w ill possess d ifferent dates o f priority. If 
som e of the c la im s do not satisfy the above -  m entioned require
m en ts , but other c la im s d o , the claim  to the righ t of priority 
w hich is not in conform ity with the requirem ents shall not be va l
id , while  the claim  to the right of priority w hich is in conform ity 
w ith the requirem ents shall be va lid .

W here d ifferent techn ica l features are d isc losed respective ly 
in d iffe ren t fore ign or dom estic  patent app lica tions which serve 
as the basis of righ t of priority and the cla im s of the later a pp lica 
tion are the com bination of these fea tures, the claim  for m ultip le 

right of priority is not valid.

4. 7 Comprehensive Examination
So far as p rocedures are co nce rn ed , reasons of econom y 

d ictate  that the exam iner m akes a com prehensive exam ination of 
the app lica tion  for a pa ten t, i. e. to exam ine whether the app li
cation is in conform ity with all the provis ions of the Patent Law 
and its Im plem enting Regulations relating to the form ality and 
substance of the app lica tion  before the first O ffice Action is is

sued.
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Rule 20. 1 
Rule 21. 2 
Art. 31

Art. 26. 4

Rule 18 
Rule 19 
Rules 22 -2 4

The em phasis of the exam ination shall be whether there is 
any situation described  in Rule 53 o f the Im plem enting Regula
tions in the descrip tion  and the whole of the cla im s. First of a ll, it 
shall exam ine whether the sub jec t m atter of the app lica tion  is in 
conform ity with the provisions of Rule 2. 1 o f the Im plem enting 

R egula tions; whether it fa lls into the scope  o f the provis ions of 
A rtic le  5 or 25 of the Patent Law accord ing  to w hich no patent 
right shall be granted for the a pp lica tion ; w hether it possesses 
the p ractica l app licab ility  required in Artic le  22. 4 of the Patent 
L a w ; and whether the descrip tion  has suffic iently set forth the 
sub jec t m atter of the app lica tion  for w hich p ro tection is sought, 
which is required by the provisions o f A rtic le  2 6 . 3  o f the Patent 
Law. Then, exam ine whether the techn ica l solution defined by 
the c la im s possesses novelty and inventiveness required in the 
provisions of A rtic le  2 2 . 2  and 2 2 . 3  of the Patent Law ; whether 
the c la im s define c learly and conc ise ly  the extent o f the p ro tec
tion sought fo r ; whether a com ple te  techn ica l solution to resolve 

the techn ica l problem  has been d isc losed  in the independen t 
cla im . In the course of the said exam ination , the exam ination 
shall be carried out to dec ide  w hether there is the d e fec t of lack 

of unity o f invention in the claims? whether the am endm ents of 
the app lica tion  are in conform ity with the requirem ents of the p ro 
visions of Artic le  33 of the Patent Law and Rule 51 of the Im ple
m enting Regulations of the Patent Law? whether the am endm ents 
of the divisional app lica tion  are in conform ity w ith the provisions 
of Rule 43.1  o f the Im plem enting Regulations of the Patent Law 
and whether the c la im s are supported  by the descrip tion.

Where no situations described  in Rule 53 of the Im plem en
ting Regulation of the Patent Law exist? or a lthough there is sub 

stantial de fect as described  in Rule 53 of the Im plem enting Reg
ulations o f the Patent Law in the a pp lica tion , the app lica tion  still 
has p rospect of be ing granted patent righ t after som e am end
m ents, for the sake of econom y in the p rocedures , the exam ina
tion o f whether all the other provis ions of the Patent Law and its 
Im plem enting Regulations are com p lied  with shall be conducted  
by the exam iner as well.

For exam iners who have a lready clearly understood the sub 
ject matter of the app lica tion  for w hich pro tection is sought as 

well as its contributions to the prior art after s e a rc h , the main job  
at this s tage is to make a positive  or negative judgm en t to the a- 
bove -  m entioned focal points o f exam ination , based on the re
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Art. 22. 2 - 3

Art. 26. 4

Rule 20.1

suits of the search.

4. 7. 1 Examination of Claims
In accordance  w ith the provisions of A rtic le  2 6 . 4  of the Pa

tent Law , the c la im s shall be supported  by the descrip tion  and 
shall state the extent o f the patent protection asked for. In ac 
co rdance  with the provisions of Artic le  56. 1 of the Patent Law , 
the extent of pro tection o f the patent right shall be determ ined by 
the term s of the claim s. To this e n d , the carry ing out of the ex
am ination as to substance shall be focused on the c la im s, espe 

c ia lly  on the independen t claim s.
After it is determ ined that the sub jec t m atter of the a pp lica 

tion is in conform ity w ith the provisions of Rule 2 .1  of the Im ple
m enting Regulations of the Patent Law , does not fall into the 
scope o f A rtic les 5 and 25 of the Patent Law , possesses the 
practica l app licab ility  p rovided in Artic le  22 . 4  of the Patent Law , 
and the sub jec t matter of the app lica tion  for w hich protection is 
sought has been suffic iently d isc losed  in the d escrip tio n , the fol

low ing exam ination shall be conducted  as to the claim s.
( 1 )  To exam ine whether the independent claim  possesses 

novelty and inventiveness in accordance  with the provisions of 
C hapter 3 and C hapter 4 of this Part.

W here, the independent claim  is believed not possessing 
novelty and inventiveness after exam ination, further exam ination 
shall be carried out to see whether the dependent claim s pos
sess novelty and inventiveness. If it is found after exam ination 

that none of the independent c la im s and dependent c la im s pos
sesses novelty or inventiveness, it isn ’t necessary to continue the 

exam ination for claim s.
If it is found after exam ination that the independen t claim  

possesses novelty and inventiveness, or although the independ
ent claim  doesn 't possess novelty or inventiveness, the depend 
ent claim  d o e s , then the app lica tion  has the p rospect of being 
granted patent r ig h t, the exam iner sha ll, accord ing  to the princ i
p le of econom izing in p ro ced u re , carry out the exam ination of

( 2 )  to ( 8 )  in the fo llow ing to the claim s.
( 2 )  The exam iner shall exam ine whether all the c la im s are 

supported  by the descrip tion  ( a n d  its d ra w in g s ) , and whether 

there are any inconsistent points between them , ( s e e  Section
4. 7. 2 ( 2 )  of this C h a p te r) .

( 3 )  To exam ine whether the c la im s define c learly and con 
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Rule 21. 2

Rule 21. 1 
Rule 23

Rule 22. 3

Rule 4. 1 
Rule 20. 3

Rule 13. 1

Art. 26. 3 - 4  
Art. 56. 1

Art. 26. 3

cise ly the matter for w hich pro tection is sought in term s of the 
techn ica l features.

( 4 )  To exam ine whether the independen t claim  ind icates a 

com ple te  techn ica l solution to resolve the techn ica l p roblem  the 
invention aims to settle. The crux of determ in ing whether the 
techn ica l solution is com ple te  lies in check ing  whether all the es
sential techn ica l features for resolving the said techn ica l problem  
have been d isc losed  in the independen t claim .

(5 )  To exam ine whether the dependent c la im s are in con 
form ity with the provisions of Rules 2 1 . 3  and 23 of the Im plem en
ting Regulations of the Patent Law.

( 6 )  To exam ine whether one invention has one independent 
claim  only and whether it p recedes all the dependent c la im s re
lating to the same invention.

( 7 )  To exam ine whether the standard  scientific  and techn i
cal term s used in the c la im s ( scientific  and technolog ica l te rm s) 
are in conform ity with the provisions of Rule 4 .1  of the Im plem en
ting Regulations of the Patent Law and consistent with those 
used in the descrip tion.

( 8 )  If the reference docum ent for the sam e invention -  c rea 
tion subm itted by the same app lican t before the date  o f filing or 
subm itted by any other person on the date  of filing has been 
found through sea rch , doub le  patenting of identica l c la im s shall 
be avo ided, see Section 6 ,  C hapter 3 of this Part for the deta ils 
concern ing  handling of identica l invention -  creation.

It should be noted that as for som e a pp lica tion s , the exam 
iner cannot exam ine the novelty and inventiveness of their sub 
ject matter firstly due to p rob lem s m entioned in ( 2 )  to ( 4 )  a- 
bove , the exam ination on these problem s shall be conducted  
prior to the exam ination on their novelty and inventiveness.

4 . 7 . 2  Examination of Description and Abstract
The descrip tion  ( an d  its appended  d ra w in gs) shall set forth 

the invention in a m anner suffic iently c lear and com ple te  so as to 
enable a person skilled in the relevant fie ld o f techno logy to carry 
it out. In the m eanw hile , it, as the basis of the c la im s , shall be 
used to interpret the claim s when determ ine the extent of the pro
tection of the patent right.

The exam iner shall conduc t the fo llow ing for the exam ination 
of descrip tion  and its d raw ings;

( 1 )  W hether the descrip tion  ( and its d ra w in gs ) has clearly
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Art. 26. 4

Rule 18

Rule 19

Rule 4. 1

Rule 24

and com ple te ly  d isc losed the invention and enabled a person 
skilled in the relevant fie ld of technology to carry it ou t; whether 

the techn ica l solution d isc losed  in the descrip tion  is able to re
solve the techn ica l problem  of the invention and achieve the ex
pected  advantageous effects, (s e e  Section 2. 1 , C hapter 2 of 

this P a r t ) ;
( 2 )  W hether the extent of pro tection defined by the techn i

ca l solutions of various c la im s is supported  by the descrip tion  
and whether the techn ica l solution conta ined in the part of con

tents of the invention of the descrip tion  is consistent with that de
fined by the independen t c la im ;

( 3 )  W hether the relevant contents m entioned in Rule 18 of 
the Im plem enting Regulations of the Patent Law are included in 
the d e s c rip tio n ; and whether the said contents are written in the 
required m anner and o rd e r, and that standard term s are used 
and is in c lear w ord ing  ( see Section 2 .2 ,  Chapter 2 of this 

P a r t) .
If the drafting of the descrip tion  in a d ifferent m anner or or

der can result in a more econom ical presentation and a better 
understand ing  by others due to the nature of the invention, the 
descrip tion  may be written not in accordance  w ith w hat is d e 
scribed  in Rule 18 of the Im plem enting Regulations of the Patent 

Law.
Where one or more nucleotide or am ino acid  sequence is in

c luded  in the app lica tion  for a patent for invention, it shall exam 
ine whether there is a sequence list w hich is in conform ity with 

the requirem ents conta ined in the descrip tion.
As for the app lica tion  having draw ings a p p e n d e d , it shall 

exam ine whether the d raw ings are in conform ity with the require
ments of Rule 19 of the Im plem enting Regulations of the Patent 
Law (s e e  Section 2 .3 ,  C hapter 2 of this P a rt).

For app lica tions of w hich draw ings are not necessary , the 

descrip tion  may not contain the contents as p rovided for in Rule 
1 8 .1 (4 )  o f the Im plem enting Regulations of the Patent Law.

M oreover, the exam iner shall check whether the scientific 
and techno log ica l term s used in the descrip tion  are the standard 
one s ; and whether for some nam es of a fore igner or a foreign 
p la ce , as well as for some scientific  and technolog ica l te rm s, 
when no standard Chinese translations are ava ilab le , the original 
language is p rovided.

The exam iner shall attach im portance to the exam ination of
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the abstract. In add ition  to the form al requ irem ents, the fo llow ing 
four aspects shall be exam ined also (s e e  Section 2. 4 ,  Chapter 
2 o f this P a r t) ;

( 1 )  The abstract sha ll, in accordance  with the provis ions of 
Rule 24 o f the Im plem enting Regulations of the Patent Law , ind i
cate the title of the invention and the techn ica l fie ld  to w hich it 
perta ins, and shall be dra fted in a w ay w hich allows the clear 
understand ing o f the techn ica l p ro b le m , the g is t o f the techn ica l 
solution to resolve the p ro b le m , the p rinc ipa l use of the inven
tion ;

( 2 )  W here there are d raw ings appended  to the descrip tion , 
a draw ing  w hich best characterizes the p rinc ipa l techn ica l fea
ture o f the techn ica l solution of the invention shall be p rovided in 
the abs trac t;

( 3 )  A reproduction of the draw ing of the abstract w ith a lin
ear reduction in size to 4cm  x 6cm  shall still enable  all deta ils to 
be c learly d is tingu ished ;

( 4 )  The whole text o f the abstract shall conta in not more 
than 300 Chinese characters.

If, after the exam ination perform ed in accordance  with Sec
tion 4 .7 .1  ( 1 )  of this C hapter, the exam iner believes that all the 

claim s do not possess novelty or inventiveness, then , attention 
shall be paid to whether there is any other techn ica l solution in
c luded  in the descrip tion  w hich be longs to the s ing le  general in
ventive concep t with the orig inal independen t claim  and posses
ses novelty and inventiveness, so as to determ ine w hether the 
app lica tion  be longs to situation ( 3 )  or ( 4 )  as p rov ided  in Sec
tion 4 .1 0 .2 .2  of this C hapter.

4. 8 Non -  Com prehensive Exam ination

For the sake of econom ize in p ro ced u re , the com prehensive  
exam ination shall be perform ed usually for an app lica tion  for a 
patent for invention in accordance  with Section 4. 7 of this C hap
ter.

H ow ever, where there exists a serious de fect of be ing not in 
conform ity with the provisions o f Patent Law and its Im plem enting 
Regulations in the app lica tion  docum ents , i. e. when c ircum 
stances m entioned in Rule 53 of the Im plem enting Regulations of 
the Patent Law o c c u r, and when it is im possib le  to grant patent 
right to the said a pp lica tion , the exam iner may not conduc t the 

com prehensive exam ination. He jus t need to ind icate  the
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Rule 48

substantia l de fects  w hich lead to the conclusion of exam ination in 
the O ffice Action and there is no sense in pointing out the less 
im portant substantia l de fect a n d /o r  form al de fect in the a pp lica 

tion at this time.

4. 9 Handling of Public Opinion
In the course of exam ination as to substance , the observa

tions subm itted by anyone to the Patent O ffice on an app lica tion 
for a patent fo r invention not in conform ity w ith the provisions of 
the Patent Law shall be included in the app lica tion  file fo r cons id 
eration of the exam iner. It’s not necessary for the exam iner to 
cons ide r the observations subm itted after the issuance of the no
tification to grant the patent right. The handling of the observa
tion subm itted by the pub lic  is not to be notified to the pub lic  

concerned.

4. 10 First Office Action

4. 10. 1 General Requirement
After the exam ination as to substance for an app lica tion , the 

observations and the tendentious conclusion of the exam ination 
shall be notified to the app lican t in the form of O ffice Actions.

The exam iner shall describe  in deta il the observations ac
co rd ing  to the Patent Law and its Im plem enting Regulations in 
the text of the O ffice  Action. The observations shall be c le a r, de 

ta iled enough to enable  the app lican t to understand the problem  
of its /h is  app lica tion  clearly.

Under any c ircum stances, the observations shall be accom 
panied w ith reasons thereo f, the conclusions shall be c lea r, and 
the relevant provis ions of the Patent Law and its Im plem enting 
Regulations shall be c ited. But there shall be no w ords with per
sonal fee lings. In o rder to enable the app lican t to make the a- 
m endm ent in conform ity w ith the requirem ents as soon as possi

b le , w here it is necessary , the exam iner m ay p rovide  a pro
posed sam ple  o f am endm ent as the reference of the app licant. 

If the app lican t a ccep ts  the proposed am endm ent, h e /sh e  shall 
fo rm ally subm it a revised docum ent. The proposed am endm ent 
in the O ffice  Action cannot be used as the text of the docum ent 

for further exam ination.
In o rder to acce lera te  the exam ination , the O ffice  Actions 

shall be as few as possib le . Therefore , the com prehensive ob 
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servation of the exam iner, e ither on substantive  or fo rm ality m at
te rs , shall be described  in the firs t O ffice  Action unless the a p p li
cation under exam ination has no p rospect of be ing  granted pa
tent righ t due to serious substantive  de fects  ( as described  in 
Section 4 .3  or 4. 8 of this C ha p te r) or the exam iner in tends to 
postpone the exam ination because the lack o f unity of invention 
in the app lica tion . W here in the O ffice  A c tio n , the observation of 
the exam iner is based on certa in parts of the reference d ocu 
m ent, the spec ific  paragraph  of the reference docum ent or the 
num bering of the d ra w in gs , as well as the reference signs o f the 
parts and elements in the draw ing shall be ind ica ted .

4. 10. 2 Composition and Requirements
The first O ffice  Action shall consist of the spec ia l -  purpose 

form and the text of the O ffice  Action. W here reference d ocu 
ments are c ited  in the O ffice  A c tio n , the co p y  of the reference 
docum ents shall be included acco rd ing  to c ircum stances.

4. 10. 2. 1 Special -  Purpose Form
The exam iner shall fill in all the items of the spec ia l -  pur

pose fo rm , and shall carefully check and fill in the text on which 

the exam ination is based. If there are tw o or m ore interested 
pa rties , all the parties or their representa tives shall be ind icated.

The exam iner shall fill in the Items of c ited reference d ocu 
m ents in the form  accord ing  to the fo llo w in g ;

( 1 )  W here the reference docum ents are patent docum ents 
( refer to patent descrip tion  or pub lished  descrip tion  of unexam 
ined patent a p p lica tio n ) ,  the country c o d e , docum ent num ber 
and docum ent c lassifica tion p rov ided  by the “ Inform ation Search 
International Cooperation Com m ittee of the Patent O ffices with 
Examination System of the Paris U nion" (IC IR E P A T) shall be in
d ica ted . M oreover, the date of pub lica tion  of those docum ents 

shall be ind icated. With regards to the con flic ting  a pp lica tion s , 
the date  of filing shall also be ind icated.

For exam ple ;
Title of Docum ent Date of Publication

CN - 1 161293A 1 9 9 7 .1 0 .8
US -4 2 4 3 1 2 8 A 1 9 8 1 .1 .6
JP -  Bg 59 -1 4 4 8 2 5 (A )  1 9 8 4 .8 .2 0
( 2 )  W here the reference docum ents are artic les in the peri

o d ica ls , it shall be ind icated  the title of the a rtic le , the name of
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the author, the nam e and num ber o f the volum e of the period i
ca l, the starting and end ing  page num bers of the relevant article 
and the date  of pub lica tion , e tc . .

For exam ple :
“ Laser 2 -C o rrd in a te  M easuring Instrum ent”  , Laser 2 -  Co

ord inate  M easuring Instrum ent D evelopm ent G roup of China A- 
cadem y of M easuring S c iences, “  Journal of M e tro logy” , Vol. 
1 , No. 2 , Page 84 - 8 5 ,  April of 1980.

( 3 )  W here the reference docum ents are books , it shall be 
ind icated  the title of the boo k , the name o f the au thor, the start
ing -e n d in g  page  num bers of the relevant pa rt, the name of the 
pub lish ing  house and the date of pub lica tion.

For exam p le ;
“ Gas D ischa rge ” , Yang J in ji, Page 258 ~ 2 60 , pub lished 

on O ctober of 1983 by the Publishing House of Sciences.

4. 10. 2. 2 Text of Office Action
The text of the O ffice Action m ay be drafted in the fo llow ing 

ways accord ing  to c ircum stances and the result o f the search of 
the app lica tion ;

(1 ) W here the app lica tion  belongs to one of the c ircum 
stances provided in Sections 4 .3  of this C hapter under which the 
O ffice  Action m ay be issued w ithout sea rch , only main problem  
and its reason shall be ind icated in the text of the O ffice  A c tio n , 
and it isn ’t necessary to mention any other defect. At las t, it shall 
be ind icated  that accord ing  to item X of Rule 53 of the Im ple
m enting R egula tions, the app lica tion  shall be re jected.

( 2 )  W here , although the patent right m ay be granted to an 
a pp lica tion , there are still som e m inor d e fe c ts , in o rder to acce l
erate the exam ination, the exam iner may p rovide  spec ific  op in 
ion o f am endm ent in the O ffice  A c tio n , or d irectly  make some 

suggestive  am endm ents in the copy  of the app lica tion  d ocu 
ments w hich are used as the append ix  of the O ffice  A c tio n , and 
have stated the reasons thereof. Then it shall po in t out that if the 

app lican t agrees w ith the suggestions of the exam iner, h e /sh e  
shall form ally subm it the am ended docum ent or the rep lacem ent 
sheet of the am endm ent.

( 3 )  W here a lthough the patent right m ay be granted to an 
app lica tion , there are some serious defects w hich involve both 
the claim s and the descrip tio n , the exam iner shall describe  h is / 
her observations in the o rder of the im portance of the related is
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Rule 22. 1

Rule 18. 1 (2 )

sues. U sually, the observations on the independen t c la im s shall 
be described  at firs t; secondly the observations concern ing  de
pendent c la im s ; then the observations on the descrip tion  ( and 
its d raw ings) and the abstract. The observations on the d e sc rip 
tion may be written in the o rder p rovided in Rule 18 of the Im ple
m enting Regulations of the Patent Law.

W here the independen t claim  has to be a m e nd ed , the a p 
p licant shall be usually invited to make co rrespond ing  am end
ments on the relevant part of the descrip tion. M oreover, if the 
exam iner f in d s , through sea rch , that som e docum ents are even 
more related to the invention than the reference docum ents cited 
by the app lican t in the d escrip tio n , the app lican t shall be invited 
to make co rresponding  am endm ents in the B ackground Art and 
other relevant part of the descrip tion  in the text o f the O ffice A c
tion.

As for the im provem ent invention, if the exam iner fin ds , 
through sea rch , that a reference docum ent is cons idered  m ost 
related to the app lica tion , while the original reference docum en t, 

which is used as the basis of delim iting the c la im , is obvious not 
su itab le , the app lican t shall be invited to de lim it the independen t 
claim  aga in . Under such c ircum stances, the spec ific  position of 
the co rresponding  techn ica l feature in the m ost related reference 
docum ent shall be ind icated  in the text of the O ffice  Action. It 
shall also describe  in deta il in the O ffice  Action how to de lim it the 
independen t c la im s by the newly c ited reference docum ent. It 
shall be invited to make co rrespond ing  am endm ents to the de 
scrip tion . For exam p le , to make ob jective  com m ents on the con 
tents d isc losed in the said reference docum ent in the back 
ground art of the descrip tion.

W here the techn ica l problem  w hich the invention intends to 
resolve has not been c learly ind icated  in the d esc rip tio n , or only 
a general descrip tion  has been m ad e , bu t the exam iner m ay un

derstand that problem  by studying  the com ple te  contents of the 
descrip tion  and can proceed search and exam ination as to sub 
stance based on this unders tand ing , the exam iner sha ll, at the 
beg inning of the text of the O ffice A c tio n , ind icate  the techn ica l 
problem  w hich h e /sh e  believes the invention intends to resolve 
accord ing  to h is /h e r understand ing .

( 4 )  W here it is im possib le  to grant patent right to an a p p li
cation because it does not possess novelty or inventiveness, the 
exam iner shall p rovide h is /h e r ob jection  in the text of the O ffice
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Action under each claim  on the novelty and inventiveness, first 
on the independen t c la im , and then on the dependent claim s 
one by one. H ow ever, if there are too many claim s or the reason 
of ob jection is the sam e, the dependen t c la im s can be evaluated 
in group. It shall be pointed out in the end that even in the de
sc rip tion , there is no substantia l content to be granted patent 

right.
U nder such c ircum stances, it isn ’t necessary for the exam 

iner to point out the m inor de fect or form al de fect in the text of 
the O ffice Action. It is also not necessary to invite the app lican t 

to make any am endm ent.
For how to m ake observations of exam ination and state the 

reasons thereof on the contents of the c la im s and the descrip tion  

accord ing  to the provisions of Artic le  22 of the Patent Law on 
novelty and inventiveness, please refer to the relevant contents 
in C hapter 3 and C hapter 4 of this Part.

Rule 42. 2 ( 5 )  W here the app lica tion  belongs to those lacking unity of
Rule 42. 1 invention as described  in Section 4 .4 ( 1 )  of this C hap te r, the ex-
Rule 43 am iner may invite the app lican t to am end the app lica tion  docu 

ments and clearly let the app lican t know that the exam ination 
shall be continued only after the de fect of lacking in unity of in
vention is e lim inated. W here the app lica tion be longs to those de
scribed  in Section 4 . 4 ( 2 )  of this C hap te r, at the time of provi
d ing  spec ific  observations of the exam ination, the exam iner 

sha ll, in the text of the O ffice  A c tio n , point out that the several 
inventions inc luded in the app lica tion  are not in conform ity with 

the provisions of A rtic le  3 1 .1  of the Patent Law concern ing re
quirem ent of unity of invention. If, after sea rch , it is found that 
the lack of novelty or inventiveness of the independen t claim  has 
led to the lack of unity of invention of the app lica tion  for patent 
fo r invention, the exam iner m ay, accord ing  to the s ituation, de
c ide  whether to further the exam ination (s e e  Section 4. 4 of this 

C hapter for the d e ta ils ).

4. 10. 2. 3 Duplicate of Reference Documents
For the reference docum ents c ited in the O ffice  A c tio n , a 

copy  of the docum ents shall be included in the app lica tion file. If 

the c ited reference docum ent is too lo n g , only the content rela
ting to the text of the O ffice Action shall be cop ied . B esides, 
there shall be c lear m arks on the copy  of the reference docu 
m ents to ind icate  the source and the date  of pub lica tion . Where

267



C hapter 8 GUIDELINES FOR EXAMINATION

Art. 37

the cited reference docum ents com e from period ica ls or books , 
it is m ore im portant to have such c lear marks.

4. 10. 3 Time Limit of Response
The exam iner shall spec ify  the time lim it for the app lica n t to 

subm it the response in the O ffice Action. The time lim it shall be 
dec ided  by the exam iner after taking the relevant factors o f the 
app lica tion  into cons ide ra tion , inc lud ing  the quantity  and nature 
of the observa tions, the w orkload and the degree  of com plexity  
of the possib le  am endm ents and so on. The spec ified  time limit 
for answering the first O ffice Action is usually four m onths.

4. 10. 4 Signature
The O ffice Action shall be sealed by the exam iner who is re

sponsib le  for the exam ination of the app lica tion . W here the O f
fice  Action is dra fted by a trainee exam ine r, the seals of both the 
trainee and h is /h e r instructor shall be a ffixed .

4. 11 Continuation of Examination
After the response of the firs t O ffice Action has been subm it

ted by the a pp lica n t, the exam iner shall continue the exam ination 
of that app lica tion  and carefully cons ide r the observations a n d / 

or am endm ents m ade by the app lican t. The sam e standard  of 
exam ination shall be app lied  by the exam iner at the various sta
ges of the exam ination.

Before continuing the exam ination , the exam iner shall ca re 
fully verify the information in the response , such as the a pp lica 
tion num be r, the name of the a p p lica n t, the name of the agen t, 
and the title of the invention etc. to avoid m istakes.

If the exam iner has conducted  com prehensive  exam ination 
before the issuance of the first O ffice  A c tio n , the attention at the 
stage of continuation of the exam ination shall be focused  on the 
response of the app lican t to each observation m entioned in the 
text of the O ffice A c tio n , espec ia lly  on the reasons and evi
dences subm itted by the app lican t when h e /sh e  has objections 
aga inst the whole or part o f the com m ents of the exam iner. 
W here the app lican t subm its a revised descrip tion  a n d /o r  re
vised cla im s sim u ltaneously, the exam iner sha ll, accord ing  to 
the provisions of Artic le  33 of the Patent Law and Rule 5 1 .3  of 
the Im plem enting Regulations o f the Patent Law , exam ine re

spective ly  w hether the am endm ents go beyond the scope  of the

268



GUIDELINES FOR EXAMINATION C hapter 8

initial descrip tion  and c la im s , and whether the am endm ents have 
been m ade based on the requirem ents o f the O ffice Action ( see 
Section 5 .2  o f this C h a p te r) . W here the am endm ents are in con 

form ity w ith the said requ irem ents, it shall go  a step further to 
exam ine whether the revised app lica tion  has overcom e the d e 
fect ind icated in the O ffice  A c tio n , whether there are new defects 
not in conform ity with the provis ions of the Patent Law and its Im
p lem enting Regulations com ing ou t, a nd , what is even m ore im 
portant is whether the new ly revised independen t claim  is in con
form ity w ith the requirem ents of A rtic le  22 of the Patent Law so as 
to determ ine whether patent righ t could  be granted to the revised 
app lica tion .

For the am endm ents m ade by the a pp lica n t, the exam iner 
shall exam ine them very carefully to prevent the introduction of 
new contents by the app lican t in an ingenious and im perceptib le  
way.

4. 11. 1 Handling of Application after Continuation of Examination
After the continuation of the exam ination is carried o u t, the 

exam iner m ay handle the app lica tion  in the fo llow ing ways ac
co rd ing  to the c ircum stances;

( 1 )  W here the app lican t has m ade serious am endm ents ac
co rd ing  to the observations of the exam iner, e lim inated the de
fect w hich may lead to the rejection of the app lica tion  so that pa
tent right m ight be granted to the revised a pp lica tion , if there are 
still som e de fects  in the a pp lica tion , the exam iner shall invite the 
app lican t again to rem ove these defects. W here necessary , the 
exam iner may accelera te  the exam ination by hold ing  an interview 
with the app lican t (s e e  Section 4 .1 2  of this C h a p te r). If possi
b le , the exam iner may have d iscussion  w ith the app lican t about 
a spec ific  issue by te lephone in the w ay as described  in Section 
4 .1 3  of this C hapter. H ow ever, no m atter in what form the a- 

m endm ent is m ad e , the final basis for exam ination should be the 
written am endm ents form ally subm itted by the app lican t except 
the exam iner m akes am endm ents to the obvious m istakes on 
h is /h e r own initiative ( see Sections 5. 2. 4. 2 and 6. 2. 2 of this 
C h a p te r) .

Art. 38 ( 2 )  If, after the app lican t has m ade the observation or a-
m endm ent, the exam iner finds that the problem  ind icated  in the 
o rig inal O ffice  Action w hich be longs to cases under Rule 53 of 
the Im plem enting Regulations o f the Patent Law still ex is ts , he
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m ay make the decis ion of re jecting the app lica tion .

( 3 )  W here, after the app lican t has m ade the am endm ent or 
observa tions, the app lica tion  is in conform ity w ith the requ ire 

ments of the Patent Law and its Im plem enting R egula tions, the 
exam iner shall issue a notification to grant the patent fo r inven
tion.

4. 11 . 2  Supplementary Search
In the course of the continuation of exam ination ( includ ing 

the post -  reexam ination exam ina tion ) ,  w here necessary , the 

exam iner shall p roceed to supp lem entary search. For exam p le , 
if after review ing the response of the a p p lica n t, the exam iner re
alizes that his o rig inal understand ing o f the invention is not a ccu 
ra te , w hich could  have led to the incom prehensiveness o f the 
sea rch , or if the am endm ents subm itted by the a pp lica n t require 
for further sea rch , or where an international app lica tion  d ocu 
ment design ing  China as described  in Section 4 . 2 ( 2 ) ,  C hapter 
7 of this Part w hich may constitu te  a conflic ting  docum ent has 
been found in the first search ( see Section 11 , C hapter 7 o f this 
P a r t) , and it is necessary to conduc t supp lem entary search to 
dec ide  whether the app lica tion  m ay enter into the national phase 

of China.

4. 11 . 3  Second Office Action

4. 11. 3. 1 Circumstances to Issue Second Office Action
The exam iner shall issue the second O ffice  Action under one 

of the fo llow ing c ircum stances;
( 1 )  W here som e reference docum ents w hich are m ore re le

vant to the app lica tion are found by the exam iner, and it is nec
essary to re -  evaluate the c la im s;

( 2 )  W here the exam iner has not m ade observations on one 
or more cla im s in the earlier exam ination , and it is found through 
the continuation of the exam ination that there are am ong them 

cases which are not in conform ity w ith the requirem ents of the 
Patent Law and its Im plem enting Regula tions;

( 3 )  The exam iner believes it necessary to g ive  new obse r
vations after the app lican t subm its observations a n d /o r  am end
m ents;

( 4 )  If, though patent righ t m ay be granted to an app lica tion  
after its am endm ent, there still exist defects w hich are not in
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conform ity w ith the provisions of the Patent Law and its Im ple
m enting Regulations. And these defects may be defects that e- 
m erge after the am endm ents, defects that are newly found by 
the exam iner, or defects that have been ind icated  to the app li
cant by the exam iner bu t have not been com plete ly e lim ina ted ;

( 5 )  W here though the exam iner intends to re ject an app lica 
tion , he failed to ind icate  c learly in the earlier O ffice Action the 
reason and evidence of the rejection.

4. 11. 3. 2 Contents and Requirements of the Text of Second Of
fice Action

The dra fting  of the text of the first O ffice Action app lies also 

to that of the second O ffice  Action.
W here the app lican t subm its a revised text in response to 

the O ffice A c tio n , the exam iner shall express h is /h e r opinion on 
the revised te x t, and ind icate  the problem  existing in the newly 
revised cla im s and descrip tion.

W here, in the response, if the app lican t just puts forward 
its /h is  observations and has m ade no am endm ent to the a p p li
cation docum ents , the exam iner usually may insist on h is /he r 

previous observations in the text of the second O ffice Action. 
H ow ever, if the app lican t puts forw ard suffic ient reason or where 
certa in c ircum stances p rovided in Section 4. 1 1 .3 .  1 of this 
C hapter o ccu r, the exam iner shall take into consideration of the 
dra fting  of new observations.

In o rder to accelera te  the exam ination, where it is poss ib le , 
the conclusion of the exam ination of the app lica tion  shall be ind i
cated clearly in the second O ffice Action. The specified  time limit 
of the response to the second O ffice  Action is usually two 
months.

4. 12 Interview
U nder som e c ircum stances, such as the c ircum stances de

scribed  in Section 4 .1 1 .1 ( 1 )  of this C hap te r, the exam iner may 
invite the app lican t to have an interview so as to accelera te  the 
exam ination p rocedure. The app lican t may also request for an 
interview. In this s ituation, if the exam iner believes the hold ing of 
an interview bene fic ia l, h e /sh e  shall agree to have the in terview ; 
o therw ise , the exam iner may refuse the request for interview.
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4. 12. 1 Conditions of Holding Interview
The conditions for the hold ing of interview are as fo llo w s :
( 1 )  The exam iner has issued the firs t O ffice  A c tio n ; and

( 2 )  At the tim e of or after subm itting the response to the O f
fice  A c tio n , the app lican t files a request for in terv iew ; or when 

the exam iner th inks it necessary, the app lican t is invited for an 
interview.

No m atter invited by the exam iner or requested by the a pp li
ca n t, each interview shall be fixed in advance by issuing a “ No
tification of In terview ” or by appoin tm ent of phone call. The du
p lica te  of the “ Notification of In te rv iew ”  or the “ Record o f the 
Telephone Conversation C oncern ing A ppo in tm ent o f an Inter
v iew ”  shall be inc luded in the app lica tion  file. It shall be ind ica 
ted clearly in the said Notification or the Record the con ten ts , 
time and p lace of the interview confirm ed by the exam iner. If 
new docum ent is to be pu t forw ard in the interview by the exam 
iner or the a p p lica n t, it shall be subm itted to the other party b e 
fore the interview.

The time of the interview shall not be changed  at w ill once it 
is fixed. If it has to be c h a n g e d , the other party shall be notified 
in advance. If, w ithout any justified reason, the app lican t fails to 
show up in the in terview , the exam iner m ay refuse to fix new in
terview  and dec ide  that the exam ination shall be continued in 
written form.

4. 12. 2 Venue of Interview and Participants
The interview shall be held in the p lace des ignated  by the 

Patent O ffice. With regard to the a pp lica tion , the exam iner shall 
not interview the app lican t in any other p lace.

The interview shall be p resided over by the exam iner re

sponsib le  for the exam ination of the app lica tion  under exam ina
tion. W here it is necessary , other experienced  exam iners may 

be invited to p rovide  assistance. W here an interview is p resided 
over by a trainee exam iner, h is /h e r instructor exam iner shall be 
present at the spot.

W here an agent is appo in ted  by the a p p lica n t, the agent 
shall be present at the interview and shall p roduce  h is /h e r certifi
cate of agent. W here there is any change o f age n t, the pow er of 
a ttorney of the app lican t shall be p roduced . W here an agent is 
appo in ted  by the a p p lica n t, the app lican t may partic ipa te  in the 
interview together with h is /h e r agent.
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W here no agent is appoin ted  by the a pp lica n t, the app licant 
shall be present in the interview. W here the app lican t is an enti
ty , the person appo in ted  by the entity shall be present in the in

terview. The said person shall p roduce  their identifications and 
the letter of introduction issued by the entity.

The rules m entioned above shall app ly  also to со -  a p p li
cants. Each entity or ind iv idua l of the со -  app lican ts  shall be 
present in the interview unless they have stated otherw ise before 
the interview or have appoin ted  their agents.

W here necessary and when designated  or entrusted by the 
a pp lica n t, the inventor may join the interview together with the a- 
g e n t; or where no agent is appoin ted  by the a pp lica n t, the in
ventor m ay partic ipa te  the interview on behalf of the app licant. 
The above -  m entioned rule app ly  also to the со -  inventors.

The total num ber of the app lican t or agent present in the in
terview  shall be usually no m ore than two. W here a patent app li
cation is owned by two or more entities or ind iv idua ls and where 
no agent is a pp o in ted , the num ber of the partic ipants in the in
terview  may be dec ided  accord ing  to the num ber of the со -  a p 
p licants.

4. 12. 3 Record of Interview
W hen an interview is over, the exam iner shall fill in the “ Re

cord  o f In te rv iew ” . The specia l -  purpose form form ulated by 
the Patent O ffice  shall be used. The record shall be in dup lica te  
and signed by the exam iner and the app lican t (o r  its /h is  agen t) 
present in the in terview ; One copy shall be given to the a pp li
cant and the other shall be kept in the app lica tion file.

U sua lly , issues d iscussed  in the interview and the conc lu 
sion or contents of the am endm ents that have been agreed shall 
be ind icated  in the “ Record of In terview ” . H ow ever, if m any is
sues have been d iscussed in the in terview , and issues relating 

to nove lty , inventiveness or whether the am endm ent has intro
duced  new contents and so on are invo lved , the exam iner shall 
keep a note of the d iscussion and the consensus reached as de 
ta iled as possib le .

The “ Record of In te rv iew ”  shall not rep lace the formal re
sponse to the O ffice Action and the am endm ent o f the app licant. 
Even though consensus on how to make the am endm ent has 
been reached by both parties in the in terview , the app lican t still 

has to subm it the formal am ended docum ent and the exam iner
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Rule 51. 4

can 't make any am endm ent on the a pp lica n t’s behalf.
W here no consensus on the am endm ent o f the app lica tion  

docum ents is reached in the in terv iew , the exam ination shall be 

continued in written form.
When the interview is over and the app lica n t is required to re 

-s u b m it  the am endm ents or written obse rva tions , if the w atch 
on the initial specified  tim e lim it still e x is ts , the tim e lim it m ay not 
need to change  because of the in terview , or the tim e lim it may 
extend one month depend ing  upon the situation. If the w atch on 
the initial specified  time lim it exists no m ore , the exam iner shall 
spec ify  another tim e limit fo r subm itting  the am endm ents or o b 
servations in the “ Record of In te rv iew ” . The am endm ents or o b 
servations subm itted this time shall be deem ed as the response 
to the O ffice  Action. If the app lican t fails to make response at the 
expiration of the time lim it, the app lica tion  shall be deem ed to 
have been w ithdrawn.

If the new docum ent subm itted  by the app lica n t in the inter
view  is not rece ived in advance bu t the exam iner, the exam iner 
may dec ide  to suspend the interview.

4. 13 Communication by Telephone
Com m unication by te lephone shall app ly  only to m inor is

sues or non -  m islead ing  issues. The exam iner shall m ake a re
cord of the d iscussion  and keep it in the app lica tion  file. For the 
am endm ents agreed by the exam iner in the te lephone conversa
tio n , the app lican t shall usually re -  subm it the revised d ocu 
ments in written form . The exam iner shall make conclus ion  ac
co rd ing  to the written am endm ent. W here the contents of the a- 
m endm ents agreed by the exam iner in the te lephone conversa
tion fall into the scope  as described  in Sections 5. 2. 4. 2 and 

6. 2. 2 of this C hap te r, the exam iner may co rrect the obvious 

m istakes ex offcio.

4. 14 Taking of Evidence and On -  Spot Investigation
Generally sp ea k in g , since the main responsib ility  of the ex

am iner is to point out to the a pp lica n t the various aspects of the 
app lica tion  w hich are not in conform ity  w ith the Patent law and its 
Im plem enting R egula tions, it is not necessary for the exam iner to 
request the app lican t to p rovide  evidence  in the course  o f exam i
nation as to substance . If the app lica n t does not agree with the 
opin ions of the exam iner, the app lican t m ay dec ide  whether it is
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necessary to provide evidence  to support its /h is  app lica tion . If 
the app lican t dec ides  to p rovide  ev id en ce , he shall be given an 
appropria te  opportun ity  to exhib it any evidence w hich may be re

lated to the a pp lica tion , unless the exam iner believes there is no 

good  in do ing  so.
The evidence  p rov ided  by the app lican t may be either a 

written docum ent or a m odel. For exam p le , the app lican t may 
p rovide  information concern ing  m erits of the technology of the in
vention to support the inventiveness of the app lica tion . For an
other exam p le , the app lican t m ay make a dem onstration of the 
m odel to prove the p ractica l app licab ility  of the app lica tion  and 

so on.
W here an app lica tion  involves problem s that can be re

so lved only by an on -  spot investigation of the exam iner, a re
quest shall be m ade by the app lican t. The on -  spo t investiga
tion of the exam iner shall be carried  out only when the request is 
approved  by the D irector General of the relevant departm ent of 
exam ination as to substance. All the costs of the investigation 

shall be borne by the Patent O ffice.

5 . Response and Amendment

5. 1 Response
Art. 37 The app lican t shall respond to the O ffice Action issued by

the Patent O ffice w ithin the specified  time limit.
The response of the app lican t may include the observations 

o n ly , the further revised app lica tion  docum ents (re p la ce m e n t 
sheet a n d /o r  rectifica tion ) m ay be also inc luded.

Rule 7. 3 The app lican t m ay request the Patent O ffice to extend the
specified  time lim it. H ow ever, the request for extension shall be 
subm itted before the expiration of the initial time limit. See the 
relevant contents of C hapter 7 of Part V of these Guidelines.

5 . 1 . 1  Form of Response
Art. 37 The app lican t shall respond to the O ffice  Action w ithin the
Rule 3 spec ified  time lim it in the form  o f observations or rectifica tion as
Rule 118. 1 required by the Patent O ffice  (s e e  Section4 , C hapter 1 o f Part

V of these G u id e lin e s ). The co rrespondence of the app lican t to 
ask for opin ions of the exam iner shall not be deem ed as the re

sponse.
The app lican t shall subm it its /h is  response to the Receiving 

Section of the Patent O ffice. The response addressed  d irectly  to 

the exam iner shall have no legal effect.
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Rule 118. 1

Rule 118 .2

5. 1. 2 Signature of Response
W here no patent agency is a pp o in te d , the observations or 

am endm ents subm itted by the app lican t shall be s igned or 
sealed by the app lican t. W here the app lican t is an e n tity , an of
fic ial seal shall be a ffixed . W here there are two or m ore a p p li
ca n ts , the observations or am endm ents m ay be s igned  or 
sealed by their representative.

W here a patent agency is appo in ted  by the a p p lica n t, the 
response shall be sealed by such a ge ncy , and signed or sealed 
by the patent agent designated  in the Power o f Attorney. W here 
there is a change in patent age n t, the response shall be s igned 
or sealed by the patent agent after the change has taken p lace.

W here no patent agency is appo in ted  by the a p p lica n t, if 
the response is not s igned or sealed by the app lican t ( where 
there are two or more a pp lica n ts , it shall be s igned  or sealed by 
all the a pp lica n ts , or at least by their re p re s e n ta tiv e ), the exam 
iner shall return the response to the departm ent responsib le  for 
pre lim inary exam ination.

W here a patent agency is appoin ted  by the a p p lica n t, if the 
seal of the agency and s ignature  or seal of the patent agent are 
not affixed in the response, or if the response is m ade by the 

app lican t itse lf/h im se lf, the exam iner shall return the response to 
the departm ent responsib le  for pre lim inary exam ination.

W here there is a change in the app lican t or the appoin ted  
patent age n t, the exam iner shall check  whether a co rresponding  
“ Statem ent for C hange in the B ib liograph ic  D ata ”  has been sub 
m itted. If such Declaration has not been su bm itted , the exam in
er shall return the response to the departm ent responsib le  for 
pre lim inary exam ination.

5. 2 Amendment

In accord ing  with Rule 51 .1  of the Im plem enting Regulations 
of the Patent Law , when a request fo r exam ination as to sub 
stance is m ad e , and w hen , w ithin the tim e limit of three months 
after the rece ip t of the notification of the Patent O ffice on the en
try into exam ination as to substance  of the a pp lica tion , the a p p li
cant may am end the app lica tion  for a patent for invention on its / 
his own initiative.

In accordance  with Rule 51. 3 of the Im plem enting Regula
tions of the Patent Law , where the app lican t am ends the a p p li
cation after receiving the O ffice  Action o f the Patent O ffice , the
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am endm ent shall be m ade accord ing  to what is required by the 
O ffice  A c tio n , i.e . am endm ent shall be m ade to the defects as 
ind icated  in the O ffice Action.

In accordance  with the provisions of Artic le  33 of the Patent 

Law , an app lican t may am end its /h is  app lica tion  for a patent, 
bu t the am endm ent to the app lica tion  for a patent for invention or 
utility m odel may not go  beyond the scope  of the d isc losure  con 
ta ined in the initial descrip tion  and claim s.

5. 2. 1 Requirement of Amendment
Rule 51 of the Im plem enting Regulations of the Patent Law 

sets forth the time and m anner for m aking am endm ent, whereas 
A rtic le  33 of the Patent Law clarifies the contents and extent of 
the am endm ent. These are the requirem ents for the am endm ent 
p e r se , w hich have to be satisfied.

In the course of exam ination as to substance , in order to 
make the app lica tion  m eet the requirem ents of the Patent Law 
and its Im plem enting R egula tions, the am endm ent of the a p p li
cation docum ents m ay take p lace quite  a few tim es. When ex
am ining the am endm ent, the exam iner shall assure not only the 

time and m anner of am endm ent be in conform ity with Rule 51 of 
the Im plem enting Regulations of the Patent Law , but also re
quirem ents of A rtic le  33 of the Patent Law are strictly ab ided  b y , 
i. e. w here the app lican t am ends the app lica tion  docum ents e i
ther on its /h is  own initiative or accord ing  to the requirem ents of 
the O ffice  A c tio n , the am endm ent m ay not go beyond the scope 
d isc losed  in the initial descrip tion  and claim s.

If the contents and extent of the am endm ent are not in con 
form ity w ith the provis ions of Artic le  33 of the Patent Law , the a- 
m endm ent shall not be re jected.

If the time or m anner of the am endm ent is not in conform ity 
w ith Rule 51 of the Im plem enting Regulations of the Patent Law , 
the text of am endm ent shall genera lly be unacceptab le .

H ow ever, where the time and m anner of the am endm ent are 
not in conform ity with the requirem ents of Rule 51 of the Im ple
m enting Regulations of the Patent Law , bu t the content and ex
tent of w hich are in conform ity w ith the provisions of A rtic le  33 of 
the Patent Law , the am endm ent may be deem ed as being a- 
g reed upon by the exam iner, equ iva lent to am endm ents made 
accord ing  to the requirem ents of the O ffice Action and the a pp li
cation docum ents am ended this w ay m ay be a ccep tab le , pro-
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v ided  that the defects existed in the initial app lica tion  docum ents 
are elim inated in the am ended docum ents and there is p rospect 
for the app lica tion  to be granted patent right. By do ing  so , it is 
beneficia l to the shortening of the p rocedure  of exam ination. 
N everthe less, under the fo llow ing c ircum stances, even though 
the content of the am endm ent does not go beyond the extent 
d isc losed in the initial descrip tion  and c la im s , the am endm ent 
shall not be deem ed as being agreed upon by the exam iner.

( 1 )  The deletion of som e of the techn ica l features of the 
c la im , w hich leads to the broaden ing  of the extent of protection 
c la im ed in the claim s.

For exam p le , the app lican t has , on its /h is  own in itia tive, 
deleted from the independen t claim  a techn ica l fe a tu re , or a rel
evant techn ica l te rm , or a techn ica l feature w hich is used to de
fine the spec ific  app lica tion  sco p e , even though the contents of 
the am endm ent do not go  beyond the extent d isc losed  in the ini
tial descrip tion  and c la im s , such am endm ent cannot be allowed 
since it may lead to the broaden ing  of the extent o f protection 
c la im ed in the claim s.

( 2 )  The change of some of the techn ica l features o f the 
c la im , w hich leads to the broadening o f the extent of pro tection 
c la im ed in the claim s.

For exam p le , the app lican t has , on its /h is  own in itia tive , re
p laced  the techn ica l feature “ co il s p rin g ”  by “ e lastic p a rt” . A l
though the techn ica l feature of “ e lastic p a rt” has been d isc losed 
in the initial descrip tio n , s ince such change  would  b roaden the 
extent of p ro tection , it is not a llowable.

Another exam p le , in the Exam ples 1 -  4 of Section 
5 .2 . 3 .2 ( 1 )  of this C hap te r, although the contents of the said 

four changes are d isc losed in the initial d esc rip tio n , s ince such 
change may lead to the broaden ing  of the extent o f p ro tec tion , it 
is not a llowable.

( 3 )  Make the techn ica l content w hich is only d isc losed  in 
the descrip tion  and lacks unity o f invention with the initial sub ject 
matter app lied  for pro tection as the sub jec t m atter of the revised 
claim .

For exam p le , the app lican t has d isc losed  not only the new 
handle bu t also other parts in the descrip tion  of an app lica tion  for 
a patent for invention concern ing  the new handle o f the b icyc le , 
such as sadd le  of the b icyc le . It is found that the new handle 
defined by the c la im s does not possess novelty after exam ination
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as to substance. Then the a pp lica n t, on its /h is  own in itia tive, 
m akes the sadd le  the sub jec t matter of the cla im s. As the re
vised sub ject m atter has no relations w ith the initial sub jec t m at
ter app lied  for p ro tec tion , and there is no unity of invention be
tween the tw o , such change is not a llowable.

In situations where the revised text o f the app lica tion  is not 

a cce p ta b le , it shall be handled as fo llo w s ;
( 1 )  W here the am ended text is the latest one subm itted by 

the app lican t before the start o f the exam ination as to substance , 
it shall be handled accord ing  to Section 4 .1  of this Chapter.

( 2 )  W here the am ended text is subm itted by the app licant 
in the response to the O ffice A ction , a “ Notification of the Text of 
Am endm ent not A cce p ta b le ” shall be issued. The reason of not 
accep tab le  shall be p rovided and a time limit fixed for the a pp li
cant to subm it an am endm ent which shall be in conform ity with 
Rule 5 1 .3  of the Im plem enting Regulations of the Patent Law. In 
the m eanw hile , it shall be ind icated that if the text of am endm ent 
subm itted by the app lican t is still not in conform ity w ith Rule 5 1 .3  
of the said Im plem enting Regulations when the p rescribed  time 
is d u e , it shall be deem ed as no response having been provided 
to the N otifica tion , and the app lica tion  shall be deem ed to have 
been w ithdraw n in accordance  with the provisions of A rtic le  37 of 

the Patent Law.
It should be noted tha t, if accord ing  to the exam iner, in the 

response to the O ffice  Action subm itted by the a pp lica n t, part of 
the contents of the revised text are m ade accord ing  to the re
quirem ents of the O ffice Action and part of it no t, he may con
d uc t a exam ination o f the text firs t and issue an O ffice Action de 
pending  on the situation. The exam iner m ay, at the tim e of sta
ting  the other opin ions of exam ination , invite the app lican t to e- 

lim inate the revised contents w hich  is not in conform ity with the 
requirem ent o f the last O ffice Action w ithin the p rescribed  time 

lim it, otherw ise the said revised text shall not be accep tab le . It 
shall be ind icated  in the O ffice  Action that when the prescribed  
tim e lim it is d u e , if the said content has not been deleted from 
the re -  subm itted text of am endm ent or if there are other content 
w hich are not in conform ity with Rule 5 1 .3  of the Im plem enting 
Regulations of the Patent Law in the re -  subm itted text of a- 

m endm en t, it shall be deem ed as no response having been 
m ade to the N otifica tion , and the app lica tion  shall be deem ed to 
have been w ithdraw n in accordance  w ith the provisions of Artic le
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37 of the Patent Law.

5. 2. 2 Allowableness of Amendments
H erein , the term “ a llowability  o f am endm ent” m ainly refers 

to the am endm ent w hich is in conform ity w ith the provis ions of 
Artic le  33 of the Patent Law.

5. 2. 2. 1 Amendment of Claims
The am endm ent of the c la im s m ainly involves the change  in 

the scope  of protection of the independen t claim  m ade through 
the add ition  to or change in the techn ica l features of the inde
pendent c la im , or the change in the type  or title of the sub ject 
matter of the independent claim  and its co rrespond ing  technical 
fea tu res; the add ition to or deletion of one or more c la im s ; the a- 

m endm ent of the independen t claim  to re -  de lim it it from  its 
m ost related prior a rt; the am endm ent of the reference portion of 
the dependen t c la im , to change the relation of re fe rence, or to 
am end the characteriz ing portion o f the dependen t claim  to 
c learly define the extent of pro tection c la im ed by the said de

pendent c la im . For all the above -  m entioned am endm ents , p ro 
v ided  that the techn ica l solution of the revised c la im  has been 
clearly d isc losed  in the initial descrip tion  and c la im s , the am end
ments shall be allowable.

Allowable am endm ents to the c la im s include the fo llow ing ;
( 1 )  The add ition  o f techn ica l features into the independen t 

claim  to further define the independen t claim  to e lim inate the d e 
fects of the initial independen t claim  w hich include the initial in
dependent claim  not having novelty or inventiveness, lacking es
sential techn ica l feature for resolving the techn ica l p ro b le m , hav
ing not c learly defined the invention, or be ing not supported  by 
the descrip tion  e tc . . Provided that the techn ica l solution o f the 
independen t claim  into w hich techn ica l features are introduced 
has been clearly d isc losed  in the initial descrip tion  a n d /o r  
c la im s, the am endm ent shall be allowable.

( 2 )  C hanging the techn ica l features of the independen t 
claim  to e lim inate the de fect of the initial independen t c la im  such 
as not c learly describ ing  the extent o f p ro tec tio n , not be ing sup 
ported by the descrip tion , or not possessing novelty or inventive

ness. So long as the changed  techn ica l solution of the inde
pendent claim  is clearly d isc losed in the initial descrip tion  a n d /o r  
c la im s, such am endm ent shall be allowable.
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As for the am endm ent of the range of num erical values of 
the claim  w hich conta ins the techn ica l feature defined by such 

range , it is a llowable only when the two extrem e values of the re
vised range of num erical values are really d isc losed  in the initial 
descrip tion  a n d /o r  claim s. For exam p le , the range of tem pera
ture in the techn ica l solution of the claim  is 2 0 'O -OOTO. The 
d iffe rences o f the techn ica l contents between the reference d oc 
um ents and this techn ica l solution are that the co rresponding  
range o f tem perature d isc losed  in the reference docum ents is 
O'C - 1 0 0 TD, and a spec ific  num erical value of 4043 is d isclosed 
in the reference docum ents. Therefore, the exam iner shall ind i
cate  in the O ffice Action that the said claim  does not possess 
novelty. If the spec ific  num erical values of 4 0 CC , 6 0 T : and 9 0 ‘O  
in the range of 20°C  -9 0 4 3  are m entioned in the descrip tion  or 
cla im s of the app lica tion  for a patent for invention, it is allowable 

to change the range of tem perature in the claim  to 60*0  - 8 0 0  or 
60*0  -9 0 * 0  by the app licant.

Where no other m edian o f the initial range of the num erical 
value of certa in techn ica l feature is d isc losed in the initial de
scrip tion  a n d /o r  c la im s, and considering  that som e contents of 
the app lica tion  have been d isc losed in the reference docum ents 
or when a certain part of the initial range of num erical va lue of 
the techn ica l feature is e xp lo ite d , the invention cannot be carried 
o u t, and the app lica tion  for an invention will possess novelty and 

inventiveness if the above -  m entioned part is d e le ted , the mode 
of spec ific  “ d isc la im e r”  could  be adopted  to exclude  the said 

part from a claim  w hich has com parative ly b roader range of nu
m erical va lue , so that when viewed as a w ho le , the said claim 
covers a defin ite  scope of pro tection with the portion c learly ex
c lud ed . For exam p le , a range of num erical value of technical 
solution for w hich protection is app lied  is X, =600  -1 0 0 0 0 , the 
d ifference between the techn ica l contents d isc losed  in the refer

ence docum ents and the said techn ica l solution is that the range 
of num erical value d isc losed  in the reference docum ents is X2 = 
240 -1 5 0 0 . As X, and X2 are overlapped in pa rt, the claim  does 
not possess novelty. If, how ever, the m ode of spec ific  “ d is
c la im er”  is adopted  to am end X , , exc lud ing  the portion where 

X, and X2 are o ve rla p pe d , i. e. 600 - 1 5 0 0 ,  then the range of 
num erical value of the techn ica l solution sought for protection 
m ay be ch a n g e d , i.e .  change X, > 1500 to X, = 10000. How
e ver, as the num erical value 1500 has not really been d isclosed
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in the in itia l descrip tion  and  c la im s, it is no t a llow ed to change  
Ҳ  = 600 -1 0 0 0 0  to X, = 1500 -1 0 0 0 0 .

( 3 )  Changing the type  and title o f the sub jec t m atter and 
the co rresponding  techn ica l features of the independen t claim  to 
e lim inate the de fects  of the initial independen t claim  such as the 
type being w rong or not possessing novelty or inventiveness. If 
the techn ica l solution of the revised independen t claim  is clearly 
d isc losed in the initial descrip tio n , such am endm ent shall be a l
lowable.

( 4 )  The deletion of one or more cla im s to e lim inate the d e 
fects of having no unity of invention between the first indepen- 

dentcla im  and the paralle l independen t c la im s , the c la im s being 
not concise  as two cla im s have identica l extent of p ro tec tion , or 
the c la im s being notsupported by the descrip tion. As such a- 
m endm ent does not go  beyond the scope  d isc losed  in the initial 
c la im s and descrip tio n , it is a llowable.

( 5 )  Delim iting co rrectly  the independen t c la im  from the 
m ost related prior art. As such am endm ent does not go  beyond 
the scope  d isc losed  in the initial c la im s and d escrip tio n , it is a l
lowable.

( 6 )  Am ending the reference portion of the dependen t claim  
to co rrect the m istake of reference so as to accurate ly  m irror the 
m ode of explo ita tion or em bod im ent d isc losed  in the initial d e 
scrip tion . As such am endm ent does not go  beyond the scope 
d isc losed in the initial c la im s and descrip tio n , it is a llowable.

( 7 )  Am ending the characteriz ing portion of the dependent 
claim  to c learly define the extent of pro tection c la im ed by the 
said dependen t claim  so as to accurate ly  m irror the m ode of ex
ploitation or em bod im ent d isc losed in the initial descrip tion . As 
such am endm ent does not go  beyond the scope  d isc losed  in the 

initial c la im s and descrip tio n , it is a llowable.
Above is the explanation to the several a llowable  am end

ments to c la im s. Such am endm ents are a llowable as they are in 
conform ity with the provisions of A rtic le  33 o f the Patent Law. 
H ow ever, whether the c la im s w hich are am ended accord ing  to 
what is described  above com p ly  w ith the other requirem ents of 
the Patent Law and its Im plem enting Regulations remain to be 
further exam ined by the exam iner. For the am endm ents m ade in 
response to the O ffice A c tio n , the exam iner shall check  whether 
the revised cla im s have overcom e the de fects  ind icated  in the 
O ffice A c tio n , whether new defects com e into being because of
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the am endm ents. For am endm ents m ade on the a pp lica n t’s own 
in itia tive , the exam iner shall dec ide  whether in the revised 
c la im s, there exist any other defects w hich are not in conform ity 
with the requirem ents of the Patent Law and its Im plem enting 

Regulations.

5. 2. 2. 2 Amendment of Description
There are two kinds of am endm ent so far as descrip tion  is 

c o n c e rn e d : am endm ent to the de fect of the descrip tion  p e r se  
w hich is not in conform ity with the requirem ents of the Patent Law 
and its Im plem enting R egula tions; and the am endm ents m ade to 
adap t to the revised claim s. If the two kinds of am endm ents do 
not go beyond the scope d isc losed in the initial descrip tion  and 
c la im s , they are generally a llowable.

The allowable am endm ents to the descrip tion  include the fol
low ing :

( 1 )  Am endm ent of the title o f the invention to enable  it a c
cura te ly and concise ly represent the sub ject m atter of the inven
tion for w hich pro tection is sought. W here the types of the inde
pendent c la im s cover p ro d u c t, process and use , the subject 
m atter of all of them shall be represented in the title of the inven
tion. The title of the invention shall be as brief as possib le  and it 
is better not to exceed 25 Chinese characters.

( 2 )  Am endm ent of the techn ica l fie ld of the invention which 
is the techn ica l fie ld  accorded  under the International Patent 
C lassification ( IP C ) .  In o rder to enable  the pub lic  and the ex

am iner to c learly understand the invention and the relevant prior 
a rt, the app lican t is a llowed to am end the techn ica l fie ld of the 
invention to make it relating to the co rrespond ing  field w hich is 
defined in the lowest c lassifica tion position of the IPC.

( 3 )  Am endm ent of the background  art to enable it in con
form ity with the sub jec t matter of the invention for w hich p ro tec
tion is sought. W here the independen t claim  is drafted accord ing  
to the provisions of Rule 22 of the Im plem enting Regula tions, the 
relevant contents of the prior art described  in the pream ble  por
tion o f the independent claim  shall be conta ined in the back
ground art of the descrip tion , and the docum ents representing 

the background  art shall be c ited . If, through search , the exam 
iner finds any reference docum ents w hich are even more related 
to the sub jec t m atter of the invention for w hich pro tection is 

sought than the prior art c ited in the initial descrip tion  by the ap 
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p lica n t, the app lican t shall be allowed to am end the descrip tion  
by add ing  in the contents of these docum ents and the refer
ences to them . At the same tim e , the contents relating to the d e 
scrip tion  of the unrelated prior a rt shall be de le ted . It should be 
noted that such am endm ent, in fa c t, has in troduced the con 
tents in the descrip tion  w hich are not conta ined in the initial 
claim s and descrip tion  of the invention. H ow ever, s ince the a- 
m endm ent relates jus t to the background  art and does not in
volve the invention p e r se , and the contents a dd ed  are prior art 
a lready known to the pub lic  before the date  of filin g , it is a llowa
ble accord ing  to the international practice.

( 4 )  Am endm ent of the contents of the invention w hich re
lates to the techn ica l problem  intended to be resolved by the in
vention to make the invention m ore in consistency with the sub 
jec t m atter of the invention for w hich pro tection is sough t, i. e. 
representing the techn ica l problem  to be resolved by the techn i
cal solution of the invention with reference to the m ost relevant 

prior art. Of course , the am ended contents shall be already 
conta ined in the orig inal descrip tion  or can be d irectly  deduced  
from the contents described  in the orig inal descrip tion

( 5 )  Am endm ent of the contents relating to the techn ica l so
lution of the invention to m ake it adap ted  to the sub ject matter of 
the independen t claim  for w hich pro tection is sought. W here a- 
m endm ents have been m ade to the independen t claim  w hich is 

in conform ity w ith the requirem ents of the Patent Law and its Im
p lem enting R egula tions, related am endm ents m ay be m ade in 

this Part. W here there is no am endm ent o f the independent 
c la im , such changes as the polish ing of the language , the 
standard ization of the w ords and the use of unified techn ica l 
term s could  be m ade p rovided that the initial techn ica l solution is 
not changed.

( 6 )  Am endm ent of contents relating to the advantageous 
e ffects of the invention. Such am endm ent is a llowable  only in ca 
ses when certain techn ica l features are c learly d isc losed  in the 
initial app lica tion  but their advantageous e ffects are not m en

tioned unam biguously. H ow ever, the person skilled in the rele
vant fie ld of technology may d irec tly  deduce  such results from 
the initial app lica tion  w ithout any difficulty.

( 7 )  Am endm ent of the caption  of the draw ings. If though 
there are d ra w in gs , there are no captions for the d ra w in gs , it is 
a llowable to add the captions. W here the caption  of the draw ing
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is not c lea rly , p rope r am endm ent accord ing  to the context may 
be allowed.

( 8 )  Am endm ent of the best m ode or em bodim ent. Such a- 
m endm ent is lim ited only to the add ition  of the spec ific  source of 
the certa in contents of the initial m ode or em bod im ent and sup 
p lem ent the known standard m easuring method of the d isclosed 
data  representing the advantageous e ffects of the invention ( in
c lud ing  the standard  equ ipm ent a n d /o r  app liance  in u s e ) . If it is 
found through search that part of the initial sub jec t m atter of the 
invention for which protection is sought has becom e part of the 

prior a rt, the app lican t shall delete such part or clearly ind icate 
that the said part falls into the scope  of prior art.

( 9 )  Am endm ent of the draw ings. This refers to the deletion 
of the unnecessary w ords and explanatory notes in the draw 

ings , w hich may be then added  into the text of the descrip tion ; 
the am endm ent of the reference signs of the draw ings to make it 
consistent w ith those in the text part of the descrip tio n ; in order 
to make the structure  o f certa in parts of the draw ing sufficiently 
c le a r, though the text is c le a r, the add ition  o f the enlarged draw 
ings of the said certain parts is a llow ab le ; am endm ent of the A r
a b ic  num bering of the draw ings to make each draw ing have a 
num ber.

(1 0 )  Am endm ent of the abstract to make it ind icate the title 
of the invention, the techn ica l fie ld to which the invention per
ta ins, the techn ica l p roblem s to be reso lved , the essential con 
tents of the techn ica l solution by w hich the said techn ica l p rob 
lem will be resolved and the p rinc ipa l uses; deletion of the com 
m ercial adve rtis ing ; substitution o f the draw ing of the abstract to 

make it best characterize  the techn ica l features o f the invention.
(1 1 )  Am endm ent of the obvious m istakes w hich can be d is 

cerned by the person skilled in the relevant fie ld of techno logy, 
i .e .  g ram m ar m istakes, c lerica l m istakes, or typ ing  m istakes. 
The am endm ent of such m istakes shall be considered the only 
co rrect solution deduced  by the above -  m entioned person from 
the whole and the context of the text of the descrip tion.

5. 2. 3 Non -  Allowableness of Amendments
As a m atter of p rinc ip le , any am endm ent to the descrip tion 

( and its d raw ings) and the claim s which is not in conform ity with 
the provisions of A rtic le  33 of the Patent Law is not a llowable.

To make it more c lea r, if add itio ns , changes a n d /o r  de le
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tions have been m ade to part of the contents of the app lica tion , 
and the information as seen by a person skilled in the relevant 
fie ld of technology after such am endm ent is d ifferent from  those 
d isc losed in the initial app lica tion  and such information cannot be 
d irectly  or undoubted ly deduced  from the initial d isc losu re , such 
am endm ent shall not be a llowable.

H ere, the contents of the app lica tion  refer to contents d is
closed in the initial descrip tion  ( and its d ra w in gs ) and c la im s, 
not includ ing any contents of the priority docum ents.

5. 2. 3. 1 Non -  Allowableness of Additions
The fo llow ing add ition  of contents are not a llow able ;
( 1 )  Introduction of techn ica l features w hich cannot be d i

rectly and defin ite ly confirm ed from the initial descrip tion  ( and its 
d raw ings) a n d /o r  c la im s into the c la im s a n d /o r  descrip tio n ;

( 2 )  A dd ition  of information w hich can be neither d irectly 
and defin ite ly deduced  from the initial descrip tion  ( and its d raw 
in g s ) a n d /o r  claim s nor obta ined accord ing  to the general 
know ledge of the person skilled in the relevant fie ld of techno lo 
g y , to make the d isc losed  invention clear or the c la im s com 
p le te ;

( 3 )  The contents added  are the techn ica l features related to 
the param eter of size by m easuring the d ra w in gs ;

( 4 )  Introduction of add itiona l com position w hich has not 
been referred to in the initial app lica tion  d ocum en ts , w hich leads 
to specia l results w hich do not exist in the initial a pp lica tion ;

( 5 )  Supplem ent of useful e ffects w hich cannot be d irectly 
deduced  from the initial app lica tion  by the person skilled in the 

relevant fie ld of techno logy;
( 6 )  Supplem ent of experim ental da ta  to illustrate the advan

tageous effects of the invention, and supp lem ent of m ethod of 
exploitation or em bod im ent to prove that the invention is w orka
ble in the scope of protection c la im ed in the c la im s ( Such sup 
plem entary information may be included in the app lica tion  file for 
the reference of the exam iner when h e /sh e  p roceeds to  the ex

am ination of nove lty, inventiveness or practica l a p p lic a b il ity ) ;
( 7 )  Supp lem ent of the d raw ings that are not referred to in 

the initial app lica tion  is generally not a llowable. H ow ever, the 
supp lem ent of draw ings of the background  a rt, or the rep lace
m ent of the draw ings of the technology in the pub lic  dom ain con 
ta ined in the initial d raw ings by the ones m ostly related to the p ri
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or art is a llowable.

5. 2. 3. 2 Non -  Allowableness of Changes
Changes that are not a llowable refer to the fo llo w in g :
( 1 )  The change o f the techn ica l features of the c la im s, 

w hich has gone beyond the scope  of the contents d isc losed  in 

the initial c la im s and descrip tion.
Exam ple 1 :
A kind of phonograph record case with the opening at one 

side is defined by the initial c laim s. A view  of a case with open
ing at one side and the other three sides been g lued is g iven in 
the draw ings. If the app lican t am ends the cla im s as “ a case 
w ith open ings at least at one s id e ” , while it has never been 
m entioned in any part of the descrip tion  “ there may be openings 
at m ore than one s id e ” , such am endm ent has gone beyond the 
scope  of contents d isc losed  in the initial c la im s and descrip tion.

Exam ple 2 :
W hat is c la im ed for protection in the initial c la im s is the com 

position of rubber. It cannot be rep laced by the com position  of 
e lastic m ateria l, unless it is c learly ind icated  in the initial d escrip 

tion.
Exam ple 3 :
A kind of brake of b icyc le  is defined in the initial c la im s, the 

app lican t am ends it as a kind of brake of vehicle. This technical 
solution cannot be d irectly  deduced  from the initial c la im s and 
descrip tion. Such am endm ent has also gone beyond the scope 

of contents d isc losed in the initial c la im s and descrip tion.

Exam ple 4 :
W hat is d isc losed  in the initial claim  is a spec ific  deta iled 

techn ica l fe a tu re ; it has been am ended to a more broad general 
expression w hich cannot be d irectly deduced  from the initial ap 
p lica tion docum ents. For exam p le , to rep lace the com ponent or 

part w hich has spec ific  structure feature by “ functional term + 
m eans” w hich cannot be d irectly  deduced  from the initial app li
cation docum ents. Such am endm ent has gone beyond the con
tents d isc losed  in the initial claim s and descrip tion.

( 2 )  New contents in troduced by changing  unclear contents 

into c lear and concrete  contents.
For exam p le , there is an app lica tion  for a patent for inven

tion relating to polym er com pound . It is just ind icated in the ini
tial app lica tion  docum ents that the polym erization process is car
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ried out at “ h igher tem perature  ” . When the app lican t go t to 
know that it is ind icated  in a reference docum ent c ited by the ex
am iner that the same process is carried out at the tem perature  of 
ДО'О, h e /sh e  changed  the “ h igher tem pera ture ” to “ h igher than 
4040” . A lthough “  h igher than 4 0 qC ” falls into the scope  of 
“ h igher tem pera ture ” , the person skilled in the relevant fie ld of 
techno logy is unable to d raw  that “ h igher tem pera ture ”  refers to 
“  h igher than 4043”  from the initial app lica tion  docum ents. 
Therefore, such am endm ent has added  new contents.

( 3 )  Several separate features of the initial app lica tion  are 

com bined as a new feature while the interre lations of these sepa 
rate features are not d isc losed  in the initial app lica tion .

( 4 )  Certain feature d isc losed in the descrip tion  is changed 

which makes the changed techn ica l contents com p le te ly  d ifferent 
from that of the contents d isc losed in the initial app lica tion  or go 
beyond the contents d isc losed  in the initial descrip tion  and 
claim s.

For exam p le , several em bod im ents w ith d ifferent layer -  
structure are d isc losed  in the descrip tion  of an app lica tion  for a 
patent for invention relating to m ulti -  layer lam inated board . A- 
mong them , one structure is to have an outer layer of polytene. 
If the app lican t makes the am endm ent of rep lac ing  the polytene 
layer with po lyp ropy lene , as the lam inated board after the a- 
m endm ent is totally d ifferent from the one in the initial d isc losure , 
it is not a llowable.

One more exam p le , the contents of “ upho lde r such as coil 
s p rin g ”  is d isc losed  in the initial descrip tio n , after the am end
m ent, the descrip tion  is rep laced by “ e lastic uph o lde r” , which 
leads to the result of a spec ific  ho ld ing  m ethod by the co il spring 
being rep laced by all the possib le  e lastic hold ing m ethods. It 

m akes the techn ica l contents go beyond w hat is d isc losed  in the 
initial descrip tion.

5. 2. 3. 3 Non -  Allowableness of Deletions
The c ircum stances o f de letions that are not a llowable  refer to 

the fo llo w in g :

( 1 )  To delete  the techn ica l features from the independen t 
claim  which are c learly defined as the essential techn ica l fea
tures in the initial app lica tion , i. e. to delete the techn ica l fea

tures w hich are described  as the essential techn ica l features 
throughout the initial app lica tion ; or to delete a techn ica l term
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from the cla im s w hich  is related to the techn ica l solution d is
c losed in the d esc rip tio n ; or to delete  from the claim  the techn i
ca l feature w hich is affirm ed c learly in the descrip tion  as relating 
to the spec ific  app lica tion  scope.

For exam p le , the change of “ a s ide wall w ith r ib ” into “ a 
s idew a ll” . Another exam p le , it is described  in the initial claim s 
that “ app ly  to the sealing of rotation axis of the p u m p .. .  ” . While 
it is described  in the am ended claim  that the “ sealing of rotation 
ax is ” . Such am endm ents are not a llowable  because the basis of 
the change can not be found from  the initial descrip tion.

( 2 )  The deletion o f som e contents from  the app lica tion 
m akes the am ended descrip tion  goes beyond the scope  o f the 
initial descrip tion  and claim s.

For exam p le , several em bod im ents w ith d iffe ren t layer -  
structures are described  in the descrip tion  of an app lica tion  for a 
patent for invention relating to multi -  layer lam inated board . A- 
mong them , one structure is to have an outer layer of polytene. 
If the app lican t makes am endm ent to the descrip tion  to delete 
this layer of po ly tene , s ince the lam inated board after the a- 
m endm ent is com ple te ly  d ifferent from the one in the initial d is 
c losu re , it is not a llowable.

5. 2. 4 Form of Amendment

5. 2. 4. 1 Submission of Replacement Sheet
In accordance  with the provisions of Rule 52 o f the Im ple

m enting Regulations of the Patent Law , when an am endm ent to 
the descrip tion  or the c la im s is m ad e , a rep lacem ent sheet in 
specia l -  purpose form shall be su bm itted , unless the am end
m ent concerns only the a ltera tion, insertion or deletion of a few 

w ords. There are two ways for the subm ission of the rep lace
m ent sheet;

( 1 )  Subm ission of the retyped rep lacem ent sheet and the 
tab le  o f com parison of the am endm ents.

This app lies to the descrip tion  a n d /o r  c la im s with m any a- 
m endm en ts , and all the am ended draw ings. At the tim e when 

the app lican t subm its the rep lacem ent shee t, h e /sh e  shall sub 
m it a table of com parison between the am endm ents m ade and 
the initial docum ents.

( 2 )  Subm ission of the retyped rep lacem ent sheet and the 
page  o f com parison of the am endm ents w hich is m ade on the
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Rule 52 

Rule 51. 4

Art. 38 
Art. 39

Rule 57

Art. 38 
Rule 53

dup lica te  of the original page.
This app lies to the descrip tion  a n d /o r  c la im s w ith few chan

ges. A t the time when the app lican t subm its the retyped re

p lacem ent sheet, h e /sh e  shall subm it the page  of com parison of 
the am endm ents m ade on the dup lica te  of the orig inal pag e , 
w hich m ay enable the exam iner to find out the contents of the 

change more easily.
The rep lacem ent sheet subm itted by the app lican t shall be 

in dup lica te .

5. 2. 4. 2 Amendment of Examiner
U sua lly , the am endm ent to the app lica tion  shall be under 

the request of the app lican t in the form of form al docum ent. A l
te ra tion , insertion or deletion may be m ade by the exam iner on 

h is /h e r own initiative for the few w ords or m arks, as well as for 
the obvious m istakes w hich h e /sh e  finds in the title of the inven
tion or the abstract ( see Sections 5 .2 . 2 .2 ( 1 1 )  and 6 .2 .2  of this 
C h a p te r ) , and the app lican t shall be notified. The exam iner 

shall use p e n , s ignature pen or ball -  p e n , rather than p e n c il, to 
m ake c lear and d is tinc t am endm ents.

6. Decision of Rejection and Notification of Grant of Patent Right

The exam iner shall fin ish the exam ination as to substance  of 
an app lica tion  w ithin the shortest possib le  tim e. U sua lly , the ex
am iner may make the decis ion to re ject an app lica tion  or issue 
the notification of grant of patent righ t after one or two O ffice  A c
tions. Once the said decis ion or notification is issued , any o b 
serva tions, response or am endm ent of the app lica n t shall be no 
more considered  excep t for letters requesting for the rectification 

of m istakes in the patent docum ents w hich are due to the errors 
of the Patent O ffice or of w rongly written or m ispronounced cha r

acters.

6. 1 Decision of Rejection

6 . 1 . 1  Conditions of Rejection of Application
Before m aking the decis ion to re ject an a pp lica tion , the 

exam iner shall notify the app lican t the fa c ts , g ro u n d s , evi

d en ces , and legal bases confirm ed by him after the exam ination 
as to substance w hich belong to one of the c ircum stances where 
an app lica tion  for a patent for invention shall be re jected as 
spec ified  in Rule 53 of the Im plem enting Regulations of the Pa
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tent Law , and p rovide  at least one opportunity  fo r the app licant 

to make observations a n d /o r  am endm ents. If the app lican t, 
w ithin the specified  tim e lim it, has neither subm itted any new 
convinced reasons a n d /o r  ev idences , nor m ade any am end
ments to the app lica tion  docum ents which are in conform ity with 
the Patent Law and its Im plem enting R egula tions, or if there still 
exist in the am ended app lica tion  docum ents defects of reasons 
and evidences notified already to the app lican t and w hich are 
suffic ient for the app lica tion  to be re je c te d , the exam iner shall 
make a decis ion to re ject the app lica tion .

Rule 5 3 (2 )  
Art. 5 
Art. 25

Rule 5 3 (2 )  
Art. 22 
Rule 5 3 (3 )  
Art. 26. 3 - 4

Rule 5 3 (3 )  
Art. 31. 1 

Rule 5 3 (2 )  
Art. 9 
Rule 13. 1

Rule 5 3 (1 )  
Rule 2. 1

Rule 5 3 (2 )  
Rule 20. 1 
Rule 21. 2

6 .1 .2  Circumstances of Rejection
Various c ircum stances are provided for in Rule 53 of the Im

p lem enting Regulations of the Patent Law where an app lica tion 

for a patent for invention shall be re jected. For any app lica tion 
for a patent for invention, if, after the exam ination as to sub 
s ta nce , or after observations a n d /o r  am endm ents to the app lica 
tion docum ents have been m ade by the a pp lica n t, one of the fo l
low ing c ircum stances still ex is ts , it shall be re je c te d ;

( 1 )  The sub jec t m atter of the app lica tion  for a patent for in

vention is contrary to the laws of the State or socia l m orality or is 
detrim ental to pub lic  in terest; or it is one of the objects m en

tioned in Artic le  25 of the Patent Law for which no patent right 
may be g ra n te d ;

( 2 )  The invention in the app lica tion  does not possess novel

ty , inventiveness or p ractica l app lica b ility ;
( 3 )  The app lica tion  for a patent for invention has not fully 

d isc losed  the sub ject m atter for which pro tection is sough t; or 

the claim  is not supported  by the descrip tion ;
( 4 )  The app lica tion  is not in conform ity w ith the requirem ent 

of unity of invention as p rovided by the Patent L a w ;
( 5 )  the invention app ly ing  for patent may not be granted 

patent right under the p rinc ip le  o f “ first to file ” ; or the app lica 
tion is not in conform ity w ith the provisions of “ one patent for one 

invention -  c rea tion ”  ;
( 6 )  The app lica tion  for a patent for invention is not a new 

techn ica l solution relating to a p ro d u c t, a process or im prove

m ent thereo f;
( 7 )  The cla im s are not c lear and co nc ise ; or the independ

ent claim  lacks essential techn ica l features for resolving the tech 

nical p rob lem ;
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Rule 5 3 (4 )  
Rule 43. 1 
Art. 33

( 8 )  The am endm ent to the app lica tion  or the d iv is ional a p 
p lication goes beyond the scope  o f d isclosure conta ined in the 
initial descrip tion  and the claim s.

6. 1. 3 Formation of Decision of Rejection
The decis ion of rejection consists o f the fo llow ing tw o parts.
( 1 )  Specia l -  purpose form
Each item of the specia l -  purpose form  shall be filled in ac 

cord ing  to the requ irem ents; where there are two or more inter

ested parties , all the names or titles of the parties shall be in
c luded  ( see Section 1. 2. 1 (1 ) ,  C hapter 6 of Part V of these 
G u id e lin e s ).

( 2 )  Text of decis ion of rejection

The text of decis ion of rejection includes cause of a c tio n , 
reason of rejection and decis ion. The three parts shall be drafted 
accord ing  to the requirem ents of Section 6. 1. 4 of this Chapter.

6. 1. 4 Drafting of Text of Decision of Rejection

6. 1. 4. 1 Cause of Action
In the part of the cause of a c tio n , the process of exam ina

tion of the app lica tion  shall be briefly s ta te d , inc lud ing  especia lly  
the information relating to the decis ion o f re jec tion , i. e. the vari
ous O ffice Actions ( in c lu d in g  the relevant e v id e n c e ) and the 
sum m aries of the responses of the a p p lica n t, defects of the ap 
plication w hich are the causes of the re jection , and the text of 
the app lica tion  on w hich the rejection is based.

6. 1. 4. 2 Reasons of Rejection
The exam iner shall expound exp lic itly  the fa c ts , reasons 

and legal basis of the decis ion  o f rejection in the part o f reasons 
of re jection , and specia l attention shall be paid to the fo llow ing.

( 1 )  A pp ly ing  co rrectly  the provisions of the law. W here d if
ferent Artic les of the Patent Law or Rules of the Im plem enting 
Regulations of the Patent Law m ay be a p p lie d , the m ost su it
a b le , leading A rtic les and Rules shall be c ited  to form  the legal 
basis o f the rejection.

( 2 )  C onvincing facts and reasons shall be taken to form  the 
basis of re jec tion , and the app lican t shall be given one opportu 

nity to provide observations and am endm ents to these facts and 
reasons. Newly c ited reference docum ents and other docum ents
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Art. 39 
Rule 54. 1

Rule 54. 1

cannot be used to form the basis of rejection.
( 3 )  For app lica tions not in conform ity with the provisions of 

A rtic le  22 of the Patent Law and to w hich patent right cannot be 
granted even after the am endm ent, analysis shall be m ade to 
each o f the cla im s. The reasons of rejection shall be sufficient 
and conv inc in g , rigorous in log ic  and appropria te  in w ord ing. 
The exam iner shall not make a conclusion by c iting only the rele
vant A rtic les a n d /o r  Rules of the Law and Regulations. Where 
necessary , brie f com m ents of the exam iner shall be m ade in this 
part on the argum ents of the app licant.

6. 1. 4. 3 Decision
In this part of d ec is ion , the exam iner shall ind icate the situa

tions to w hich the reasons of rejection refer and which are de
scribed  in Rule 53 of the Im plem enting Regulations of the Patent 
Law. The exam iner shall also make the conclusion of rejection of 
the app lica tion  by relying on the relevant provisions of A rtic le  38 
of the Patent Law.

6. 2 Notification of Grant of Patent Right

6. 2. 1 Conditions for Issuing Notification of Grant of Patent Right
W here it is found after exam ination as to substance that 

there is no cause for the rejection of the app lica tion  for a patent 
for invention, the Patent O ffice shall make a decis ion to grant the 
patent right. Before the decis ion to grant the patent right is 
m ad e , a notification to grant the patent right for invention shall 
be issued. The text to w hich the right is granted m ust be the fi

nal text confirm ed by the app lican t in written form.

6. 2. 2 Work Involved for Issuing Notification of Grant of Patent 
Right

The exam iner is a llowed to make the fo llow ing am endm ents 
or rectifica tions to the text to which patent right shall be granted 
ex offic io  before the notification of grant of patent right is issued 
( see Section 5 .2 .4 .2  o f this C h a p te r) .

( 1 )  the descrip tio n ; am endm ent of the inappropria te  title of 
the invention a n d /o r  techn ica l fie lds to which the invention per

ta in ; rectification of w rong ly written or m ispronounced charac
te rs , errors in sym bo ls , m arks etc. ; am endm ent of the terms 
that are obviously non -  s ta nd a rd ; add ition of the m issing titles of
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the various part of the descrip tio n ; and the deletion of the unnec
essary explanatory notes in the draw ings.

( 2 )  the c la im s : rectification of w rongly written or m isspelled 
characte rs , rectification of errors in punctuation m ark or in the 
reference sign of the d ra w in gs ; the enclosing of the draw ing ref
erence sign w ith brackets etc. . H ow ever, any am endm ent 
which may lead to the change of the scope of pro tection shall not 
be m ade by the examiner.

( 3 )  the abs trac t; rectify the inappropria te  contents and o b 
vious m istakes in theabstract.

The above -  m entioned am endm ents or rectifica tions m ade 
by the exam iner shall be notified to the app licant.

The fo llow ing work shall also be conducted  by the exam in
e r; fill in the IRC Sym bol of the patent identified by h im se lf/he r
self on the cover o f the file and subm it the file to the person who 

is responsible for c lassifica tion of the Division for ve rifica tio n ; put 
the text to which the patent right is go ing  to be granted in the g a 
zette p ou ch ; fill in the p rescribed  items on the punch and affix 
h is /h e r seal to it ; fill in the Notification to G rant Patent R ight 
( specia l -  purpose fo rm ) in dup lica te  ; after a ffix ing seal to 
them , put one in the file and put the other in the inner cover of 

the app lica tion  file ; sort out a com ple te  set o f the file and fill in 
on the front and the back cover of the file the record of handing 
-o v e r  of the file at the time of g ranting the patent righ t and the 

record of outgoing docum ents. W here the title of the invention 

has been am ended by the a p p lica n t, or after verification the IRC 
Sym bol has been re c tifie d , it is also necessary to fill in “  N otifica
tion of C hange in B ib liograph ic  D ata”  in d up lica te ; one is bound 
before the front page of the firs t b ind ing  strip of the file , and the 
other is put in the fo lde r of the inner cover.

7. Termination, Suspension and Restoration of Procedures of 
Examination as to Substance

7. 1 Termination of Procedures
The procedures of the exam ination as to substance  shall be 

term inated if the exam iner makes a decis ion of rejection and the 
decision has entered into fo rc e , or the Notification to G rant Pa
tent Right has been issued , or the app lican t w ithdraw s the a p p li
cation on its /h is  own in itia tive, or the app lica tion  is deem ed to 
have been w ithdrawn.

As for the re jected or granted  app lica tion , the exam iner 
shall ind icate “ re jection ”  or “ g ra n t”  under the item of exam ina
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Rule 86. 1

Rule 86. 3

tion as to substance on the cover of the file , and affix seal to it.
The exam iner shall establish a personal file for each a pp lica 

tion for further consultation or for statistics purposes ( see Section 

3 .3  of this C h a p te r) .

7. 2 Suspension of Procedures
The procedures of exam ination as to substance m ay be sus

pended  upon the request of the interested party of a d ispute  
concern ing  the right to app ly  for a patent in accordance  with 
Rule 86. 1 of the Im plem enting Regulations of the Patent Law. 
Once the exam iner receives the notification of suspend ing  the 
procedure  and recalling of the file , h e /sh e  shall return the file to 
the file p roceeding  adm in istration departm ent w ithin the pre

scribed  time limit.

7. 3 Restoration of Procedures
When term ination of the procedures of an app lica tion  for a 

patent results from that the app lica tion  is deem ed to have been 
w ithdraw n because the tim e lim it p rov ided by the Patent law and 
its regulations or as p rescribed  by the Patent O ffice is not o b 
se rved , for fo rce m ajeure or for any justified reason , accord ing  
to the provis ions of Rule 7. 1 - 7 .  2 of the Im plem enting Regula
tions of the Patent Law , the app lican t may request the Patent O f
fice  to restore the p rocedures of exam ination as to substance.

For the suspension of the p rocedures under the request of 

the interested party of a d ispu te  concern ing  the right to app ly  for 
a pa ten t, after the Patent O ffice receives the decis ion of settle
m ent or judgm ent which has legal e ffe c t, the procedures shall 
be restored im m ediately if no change in the right holder is in
vo lved. W here there is change in the right h o lde r, the proce
dures shall be restored after the p rocedures o f am endm ent of 
b ib liog raph ic  data  have been gone through. W here the said d is
pute is not settled w ithin one year from  the date  of the subm is
sion o f the request for suspension of the p rocedu res , and the 
person who requested for the suspension does not request for 
an extension o f the time lim it, the Patent O ffice  may restore the 
procedures of exam ination as to substance on its own initiative.

After rece iv ing the written notice to restore the exam ination 
procedures and the patent app lica tion  file from  the pre lim inary 
exam ination departm en t, the exam iner shall re -  start the p roce 

dures of exam ination as to substance.
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Rule 61

Rule 62. 2

8. Interlocutory Examination and Continuation of Examination af
ter Reexamination

In accordance  with Rule 61 o f the Im plem enting Regulations 
of the Patent Law , the exam iner shall perform  In terlocutory Ex
am ination on the request for reexam ination transferred by the Pa
tent reexam ination B o a rd , and an O ffice Action shall be m ade u- 
sually w ithin one month from the date  of rece iv ing the file. See 
Section 5 ,  C hapter 2 of Part IV and Section 11 , C hapter 7 of this 
Part of these G uidelines for the requirem ents of In terlocutory Ex
amination.

After the Patent Reexam ination Board makes a decis ion  of 
w ithdraw ing the decis ion  of re jection of the Patent O ffice , the ex
am iner shall continue the exam ination of the patent app lica tion . 
The requirem ents p rovided in this C hapter a pp ly  to the continua
tion of the exam ination. H ow ever, in the continuation exam ina
tio n , it is not necessary for the exam iner to conduc t exam ination 
on the facts and reasons w hich have been exam ined and con 
firm ed by the Patent Reexam ination B o a rd , nor can h e /sh e  
makes a decis ion of rejection again w hich is oppos ite  to the de
cision of reexam ination based on the sam e facts and reasons 
(s e e  Section 10, C hapter 2 of Part IV of these G u ide lines).
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Chapter 9

Issues R egard ing Exam ination of Applica tion  for Patent for Inven
tion Relating to C om puter Program

1. Introduction

In accordance  with the provisions of A rtic le  2 5 .1  ( 2 )  of the 
Patent Law , no patent right shall be granted for the rules and 
m ethods of mental ac tiv ities , inc lud ing  m athem atical m ethods 
and all non -  techn ica l solutions w ith features of abstract th ink
in g , sub jective  thought or human sensation ( refer to Section 3 .2  
of C hapter 1 o f this P a r t) .

In accordance  w ith Rule 2.1 of the Im plem enting Regulations 
of the Patent Law , “ invention ”  in the Patent Law m eans “ any 
new techn ica l solution relating to a p ro d u c t, a process or im
provem ent thereof. ”  The app lica tion  for a patent for invention re
lating to one or m ore com pute r p rogram s shall be a type  of new 
techn ica l solution m eeting the requirem ents of this Rule.

The com pute r p rogram  p e r se  m entioned in this Chapter re
fers to the coded  instruction sequence or sign ified  instruction se
quence w hich can be transform ed autom atica lly into a coded  in
struction sequence or sign ified statem ent sequence. Such a se
quence can be executed by a device  capab le  of information pro
ce ss in g , such as a com pu te r, to achieve certa in results. The 
com pute r program  p e r se  includes both the source and object 
p rogram s.

The invention relating to one or more com pute r program s 
m entioned in this C hapter refers to a solution w hich is fully or 
partia lly based on the process of a com puter program  to resolve 
the problem  raised in an invention.

Art. 25. 1 (2 )  2. Examination of Application for Patent for Invention Relating to
Computer Program

W here an app lica tion  for patent for invention relates merely 
to a com pute r program  p e r se , or to a com pute r program  recor
ded in the carrier (s u c h  as a ta p e , d is c , CD -  R O M , m agnetic 
CD -  R O M , R O M , PRO M , V C D , DVD or any other com pute r -  
readable  m e d iu m ), fo r the said program  p e r se , it fa lls into the 
scope  of the rules and m ethods for mental activ ities regardless 
of w hat form  it is in .

H ow ever, if an app lica tion  for patent fo r invention relating to 
a com pute r program  is to resolve a techn ica l p ro b le m , capab le
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of p roduc ing  techn ica l e ffect and has m ade use o f techn ica l 
m eans, it shall not be den ied patent protection m erely because 
the invention w hich is the sub ject m atter of the app lica tion  relates 
to a com pute r p rogram . For exam p le , an app lica tion  for patent 
for invention is to im prove the internal perform ance of a known 
com pute r by inputting a com pute r program  into the known com 
puter to contro l its internal o pe ra tion , or to use a com pute r p ro 
gram  to contro l an industry p rocess , m easurem ent or test 
p rocess , or to use a com pute r program  to realize external data 
p rocess ing , so long as the sub ject m atter of these inventions 

meet the above -  m entioned requ irem ents , they shall not be ex
c luded  from the scope  of patentab le  invention. W here an app li
cation for patent for invention relating to a com pute r p rogram  is 
to resolve a techn ica l p ro b le m , has m ade use of technical 
m eans, and can produce  techn ica l e ffe c t, the sub jec t m atter of 
the app lica tion falls w ithin the scope  of patentab le  invention.

2. 1 Application for Patent for Invention Relating to Computer Pro
gram Which Is Not to Be Granted Patent Right
Any app lica tion  for patent for invention relating to com puter 

program  w hich falls w ithin the provisions of Artic le  25. 1 ( 2 )  of 
the Patent Law is not an o b jec t w hich can be granted  patent 
right. The Follow ings are some exam ples o f ob jects for w hich no 

patent right shall be granted.
( 1 )  The sub ject matter of an app lica tion  for a patent for in

vention relates to a method to solve ratio of the c ircum ference of 
a c irc le  to its d iam eter by com puter. A cco rd ing  to this m ethod , 
a square is first d iv ided  by evenly d is tribu ted  “ d o ts ” w hich are 
suffic iently accu ra te ; next an inner c irc le  of the square is m ade ; 
then , ratio o f the c ircum ference of a c irc le  to its d iam eter is 
solved by a com pute r program . The com pute r program  enables 

the com pute r to carry out a pulse counting of the “ d o ts ”  w hich 

are evenly d is tribu ted  throughout the said squa re , then ca lcu late  
and obtain ratio of the c ircum ference  of a c irc le  to its d iam eter 
accord ing  to the fo llow ing fo rm u la ;

I  count value of the “ d o ts ”  in the c irc le  x 4 
^  -  X  count va lue of the “ d o ts " in the square 

In the ca lcu la tion , the c loser the “ d o ts ”  are loca te d , the more 
accurate  the ratio of the c ircum ference of a c irc le  to its d iam eter 
-л- value is.

The sub ject m atter of this app lica tion  for patent for invention
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relates m erely to a m ethod or rule for purely m athem atical ca lcu 

lation w hich has not solved any techn ica l p ro b le m , the ob ject of 
the processing  and the result achieved are num erical values of 
non -  techn ica l nature? hence , this invention does not fall into 
the scope  of patentab le  invention.

( 2 )  The sub jec t m atter of an app lica tion  for a patent fo r in
vention is the autom atica l m easurem ent of the coeffic ient of kinet
ic friction by com puter. The trad itional method to m easure the 
coeffic ient of kinetic friction is to d raw  the restiform body to be 
m easured in a fixed speed by a device so as to obtain the posi
tion variab les of the friction plate S, and S2 respective ly , and 
then to ca lcu late  the coeffic ient of kinetic friction of the restiform 
body by the fo llow ing form ula ;

M = ( logS2 -  lo g S J /e  
This invention autom atica lly perform s data  processing to S, and 
S2 by com pute r and solves its coeffic ient of kinetic friction in the 
fo llow ing o rd e r;

1. Solve the ratio of S2 and S1, i. e. , S2/S^  ?
2. Solve the logarithm  logS2/S ,  of the ratio of S2/S ,  ?
3. Solve the ratio of logS2/ S 1 and e.
A lthough the sub ject m atter of this invention is to solve a 

physica l quan tity , since no new techn ica l feature has been a d d 
ed to the traditional m ethod o f m easurem ent by this invention, it 
is , in fa c t, a a lgorithm ic program  and a pure m athem atical 
m ethod. There fo re , this invention does not fall into the scope of 
patentab le  invention.

( 3 )  The sub ject m atter of an app lica tion for a patent for in
vention is a method for in troducing a new , intensified function to 
the users of an app lica tion  program  on the basis o f the practica l 

use o f com pute r software. A cco rd ing  to this m ethod , suffic ient 
function is first p rov ided for the user when they study at the pre
lim inary level. If the scheduled  pro ject has been com p le te d , the 
new , intensified function will be p rovided to them.

The essence of the invention is that on the basis of the 

known function of the various app lica tions of the said com pute r, 
the user of the said app lica tions is g ive n , ta u g h t, instructed or 
inform ed of the kind of new , intensified function to be started in a 

particu lar condition  m erely on the basis of the subjective  under
s ta nd ing , jud gm e n t, thought or experience of the inventor. The 
invention adop ts  a non -  techn ica l p rogram m ing m ethod , is not 
to resolve any techn ica l problem  and has not achieved any tech 
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nical results. As a resu lt, th is invention is not patentable.
( 4 )  The sub jec t m atter o f an app lica tion  for patent fo r in

vention is a m anagem ent system for an entity to award its em 
ployees. The invention consists of a known co m p u te r, a data 
base and a com pute r program  for m anaging the relevant infor
m ation. A cco rd ing  to this invention, the said known com pute r is 
contro lled by the said com pute r program  to process the in form a
tion in the da tabase to execute the task o f aw ard ing  the em p loy
ees.

A lthough this invention relates to a “ m anagem ent sys tem ” , 
the essence of this invention, not having any change in its hard
ware structu re , is the com pute r program  for m anaging the rele
vant in form ation , i. e. a m ethod for the m anagem ent o f bonus a- 
w ard. Having neither resolved a techn ica l p ro b le m , nor p ro 
duced  any techn ica l e ffe c t, the invention does not be long to the 
scope  of patentab le  invention.

( 5 )  The sub jec t matter of an app lica tion  for a patent for in

vention relates to a m ethod for m anaging or contro lling  the 
process of a com pute r gam e m ach ine , com pris ing  the s teps of 
inputting a gam e , determ in ing whether the said gam e is a new 
one , ca lling  in the data  of the new gam e , c learing away the exe
cu ted  data  of the said new gam e , ta llying u p , returning to the in
itial state and waiting for the input o f a new gam e.

The essence of the sub jec t m atter of this app lica tion  for the 
patent for invention is a m anagem ent or contro l p rogram  opera 
ted on a known com pute r to m anage or control the p rocess of a 
p lura lity o f gam es. This sub jec t m atter m erely executes m anage

m ent or contro l of the process of the gam es. The invention does 
not resolve a techn ica l p ro b le m , nor does it p roduce  any techn i
cal e ffe c t; hence, it m ay not be granted patent protection.

( 6 )  The title of the sub jec t m atter of an app lica tion  for a pa 
tent for invention is a com pute r -  readable  storage m edium  for 
storing com pute r p rogram s. H ow ever, there is no change  in the 
physica l feature of the com pute r -  readable  storage m edium . 
The essence of the sub jec t m atter o f the app lica tion  is the com 
puter program  p e r se  recorded in the com pute r -  readable  stor
age m edium . Since no patent may be granted to com pute r pro
g ra m s, this invention is not an ob jec t under patent pro tection.
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2. 2 Application for Patent for Invention Relating to Computer Pro
gram for Which Patent Right May Be Granted
Any app lica tion  for a patent for invention the sub ject matter 

of w hich relating to a com pute r program  w hich is to resolve a 

techn ica l p rob lem , uses techn ica l m eans, and can produce 
techn ica l e ffects may be granted patent protection.

2. 2. 1 Application for Patent for Invention Relating to Computer 
Program for Controlling an Industrial Process

An app lica tion  for a patent for invention is to input a com put
er program  into a known com pute r to form a com puter -  program  
-  contro lled device  or m anufacturing p ro cess , and taking the 

com pute r program  and the hardware of the com pute r as a 
w ho le , the said known com puter and the said com puter program  
have form ed the sub jec t m atter of a m anufacturing device  or 
m anufacturing process for contro lling the industria l process. 
Since the invention has resolved a techn ica l problem  and can 
p roduce  techn ica l e ffe c t, this app lica tion  for patent for invention 
relating to com pute r program  for contro lling  an industria l process 
is a patentab le  invention.

For exam p le , an app lica tion  for a patent for invention relates 
to a m ethod for contro lling  a d ie  form ing process of rubber. It u- 
tilizes a com pute r program  input into a known com pute r to con
trol the said d ie  form ing process. The said com pute r program  
accurate ly  con tro ls , in real tim e , the time of vu lcanization of the 
rubber m anufacturing process. Use of such real -  time contro l of 
the vu lcanization time of the rubbe r can rectify the defects of o- 
ver -  vu lcanization and under -  vu lcanization w hich often occur in 
the existing p rocess , and the qua lity of the rubber p roduc t is 
greatly im proved. Since this invention has resolved a technical 
p ro b le m , uses techn ica l m eans and p roduced  techn ica l e ffec t, 
the sub ject m atter of the app lica tion  is patentab le  .

2. 2. 2 Application for Patent for Invention Relating to Improve
ment of Performance of the Internal Operation of Computer

The sub ject m atter o f an app lica tion  for a patent for invention 
relates to a m ethod for im proving the perform ance of the internal 
operation of a known com pute r system  by a com pute r program . 
Since this invention is in tended to resolve a techn ica l problem  
and has p roduced  techn ica l e ffect of im proving the internal per
form ance of a known com pute r system , the sub ject matter of the
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app lica tion  is patentable.
For exam p le , the sub ject m atter of an app lica tion  for a pa

tent for invention is to execute the virtual sto rage contro l of a 

com pute r by a com pute r program  to expand the va lid  storage 
capac ity  of the com puter. This p rogram  can greatly expand the 

va lid  storage capac ity  of the com pu te r, increase the sto rage ca 
pacity  of the com pute r and im prove the operating speed and ef
fic iency of the com puter. Since the sub jec t m atter of this inven
tion has resolved the techn ica l problem  of expand ing  the valid 
s torage capac ity  o f the com pute r and the invention has p ro 
duced  techn ica l e ffe c t, the sub jec t m atter of the app lica tion  is 
patentable.

2. 2. 3 Application for Patent for Invention Relating to Computer 
Program for Controlling Measurement or Test Process

If the sub jec t m atter of an app lica tion  for a patent for inven
tion is using a com pute r program  to contro l a n d /o r  execute  a 

m easurem ent or test p ro cess , this invention is intended to re
solve a techn ica l problem  and can produce  techn ica l e ffe c t, 
hence, the sub ject m atter of the app lica tion  for patent fo r inven
tion is patentable.

For exam p le , the sub ject m atter of an app lica tion  for a pa
tent fo r invention relates to a device  for m easuring liqu id  v iscos i
ty. A cco rd ing  to the invention, a com pute r program  is used to 

autom atica lly control the processes of sa m p lin g , v iscosity  ca lcu 
lating and sam ple  -  cham ber c leaning. This invention in tends to 
resolve a techn ica l problem  and w ith the adoption  o f the said 

com puter p ro g ram , it has achieved the techn ica l e ffect of greatly 
im proving the e ffic iency and accuracy of the m easurem ent as 
com pared w ith the prior art. H ence , the sub jec t m atter of the 
app lica tion  for patent for invention is patentab le.

2. 2. 4 Application for Patent for Invention Relating to Computer 
Program for External Data Processing

The sub ject m atter of an app lica tion  for a patent for invention 
is to process external data  by operating a com pute r p rogram  in 
a known com pute r to resolve a spec ific  techn ica l p rob lem . Since 
this invention intends to resolve a techn ica l p roblem  by techn ica l 
means and can p roduce  techn ica l e ffec t, it is a patentab le  in
vention.

For exam p le , the sub ject m atter of an app lica tion  for a pa-
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tent for invention relates to an im age processing appara tus, 
com pris ing  a known com pute r in which an im age processing 
program  is stored in the known m em ory. U nder the contro l of 
this im age processing  p ro g ram , the said com pute r processes 
the external input im age data  to im prove the qua lity of the said 
im age. The essence of this invention is to process the image d a 
ta by a com pute r program  in the known com puter to im prove the 
quality of the image. Im proving the qua lity of the im age is a 
techn ica l problem  w hich the app lica tion  intends to reso lve , and 

the im provem ent of the quality of the im age is the techn ica l e ffect 
that has been achieved. There fo re , this invention is a patentable 

invention.

Art. 25. 1 ( 2 )  3. Application for Patent for Invention Relating to Methods of En
coding and Inputting Chinese Characters

A m ethod of encod ing  the Chinese characters is an informa
tion form ation m ethod. As far as the information form ation m eth
od or the encod ing  method of the Chinese characte rs p e r se  is 
co nce rn ed , jus t like the various form ation method of the other in
form ation such as vo ice s igna l, language s igna l, visual d isp lay 
signal or traffic s igna l, it depends only on the subjective  thought 
or artific ia l rules. There fo re , the encod ing  method of the Chinese 
characte rs is not a techn ica l solution. The execution of this enco
d ing m ethod p e r se  m erely results in a sym bo l/a lphanum eric  

string w hich is not a techn ica l e ffect. Therefore , the app lica tion 
for the patent for invention of which the sub jec t m atter relates 
m erely to a m ethod for encod ing  the Chinese characters is not to 
be granted patent protection.

For exam p le , the sub jec t m atter of an app lica tion  for a pa
tent fo r invention relates to a method for encoding  the rad ica ls of 
the Chinese characte rs. This encod ing  m ethod is used to com 
pile d ictionaries and to search the Chinese characte rs with the 
said d ictionaries. A cco rd ing  to this m ethod in the invention for 
encoding  the Chinese cha rac te rs , co rrespond ing  rules are artifi

c ia lly  m ade for encod ing  the Chinese charac te rs , and to se lec t, 
designate  and com bine  the code  e lem ents for encoding  the Chi
nese cha rac te rs , so as to form  the co de /a lp ha nu m eric  strings to 
express the Chinese characters. And all these depend  only on 
the know ledge and understand ing of the inventor. As this inven
tion does not intend to resolve a techn ica l p rob lem , it has not 

m ade use of any techn ica l means and has not achieved any
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technica l e ffe c t, it is not a patentab le  invention.
H ow ever, if the method for encod ing  the Chinese characters 

is com bined w ith a specia l keyboard so that it works as a m eth
od in a com pute r system for inputting the Chinese characters to 
process the Chinese characte rs or as a m ethod of a com pute r to 
process the Chinese characte r information to enable  the known 
com pute r system in w hich the Chinese characte rs could  not be 
operated in the past to use the information in the form  of the Chi
nese characters as the instruction to p roduce  som e new func
tions so that autom atic control of the m anufacturing process or 
office automation system can be ach ieved. In this w ay , the Chi
nese character com pute r input m ethod or Chinese characte r 
com pute r information process may well be a patentab le  inven
tion.

For such an app lica tion  for a patent for invention relating to 
a m ethod for inputting the Chinese characte rs to the com pute r, 
com pris ing  the com bination of the m ethod of encod ing  the Chi
nese characters and the specia l keyboard used for this encoding  
m ethod , it shall describe  in the descrip tion  and the c la im s the 
techn ica l features of the Chinese characte r input m ethod. When 
necessary, the techn ica l features o f the keyboard used for this 
m e th od , includ ing the definition o f the various keys on the key
board and the location of the each key on the keyboard shall a l
so be illustrated.

For exam p le , the sub jec t m atter of an app lica tion  for a pa
tent for invention relates to a m ethod for inputting  the Chinese 
characters on com pute r, com pris ing  the steps of se lecting a de
term ined num ber of spec ific  rad ica ls from  all the rad ica ls of the 

Chinese characte rs as the code  elem ents for the e nco d ing , as
s ign ing the said encod ing  co de  elem ents to the co rresponding  

keys of the said keyboard and inputting the Chinese characters 
accord ing  to the rules of inputting and encod ing  of the Chinese 
characters by using the spec ific  keys on the keyboard.

This app lica tion  for a patent for invention is a m ethod for in
putting the Chinese characte rs on com pute r com pris ing  the com 
bination o f the m ethod for encod ing  the Chinese characters and 
the specia l keyboard. This input m ethod enables the known 
com pute r system w hich could  not operate  on the Chinese char
acters before to be able to do  so , and a dd s  a new processing 
function to the known com puter. S ince what the invention intends 
to resolve is a techn ica l problem  and can p roduce  techn ica l
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Art. 2 6 .3

Art. 2 6 .4  
Rule 20. 1

e ffe c t, the sub jec t matter of the app lica tion for patent for inven
tion is patentable.

4. Drafting of Description and Claim of Application for Patent for 
Invention Relating to Computer Program

In p rinc ip le , the requirem ents for the dra fting  of the d escrip 
tion and the cla im s of an app lica tion  for patent for invention rela
ting to com pute r program  are the same as those for drafting the 
descrip tion  and the cla im s of app lica tions for patent fo r invention 
in other techn ica l fie lds. Following are the spec ific  requirem ents 
for dra fting  the descrip tion  and the claim s of an app lica tion  for 
patent for invention relating to com pute r program .

4. 1 Drafting of Description
The descrip tion  of an app lica tion  for patent for invention re

lating to the com pute r program  sha ll, in add ition  to outlin ing the 
techn ica l solution of the invention as a w ho le , illustrate the con
ce p t of d e s ig n , the techn ica l features of the com pute r program  
concerned and the m ode of explo ita tion to p roduce  the technical 
e ffect in a c lear and com prehensive way. In o rder to c learly and 

com ple te ly  outline the main technical features of the com puter 
p rogram , the principa l flow  chart o f the com pute r program  shall 

be presented in the draw ings of the descrip tion. An explanation 
of each step of the com pute r program  shall be m ade in the de
scrip tion in natural language based on the said flow chart in 
chrono log ica l order. The d isclosure of the main techn ica l fea
tures of the com pute r program  in the descrip tion  shall enable a 
person skilled in the relevant fie ld of technology to p roduce  the 
com pute r program  capab le  of p roduc ing  the techn ica l e ffect as 

described  in the descrip tion  on the basis of the d isclosure of the 
flow chart and its explanation. In o rder to be suffic iently c lea r, 

where necessary, the app lican t m ay briefly extract from the 
com pute r source program  some im portant parts of it to serve as 
a reference in the custom arily used , m arked program  language, 
bu t it is not necessary to p rovide  the whole source program  of 
the com puter.

4. 2 Drafting of Claims
The independen t claim  of the claim s of an app lica tion  for a 

patent for invention relating to com pute r program  may be drafted 

as a claim  for process or a claim  for p ro d u c t, i. e. the apparatus 
for executing the process. No m atter in w hich of the types it is
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Rule 21. 2 d ra fte d , the independen t claim  shall be supported  by the d e 
scrip tion . It shall represent the techn ica l solution in its entirety 
and outline the essential techn ica l features for resolving the tech 
nical problem . It shall not only describe  the functions of the com 
puter program  and the e ffects those functions can p roduce. If it 
is dra fted as a process c la im , the various functions to be per
form ed by the com pute r program  and the way to perform  the 

functions shall be described  in deta il accord ing  to the steps of 
the process. If it is dra fted as an apparatus c la im , the various 

com ponents and the connections am ong them shall be sp ec i
f ie d , and a deta iled account shall a lso be given on the com po 
nents of the com pute r program  by w hich the various functions of 
the com pute r program  have been p e rfo rm e d , and on how these 
functions are perform ed.

As re fe rences, the fo llow ing are exam ples of inventions rela
ting to com pute r program  drafted as process claim  and appara 
tus claim  respective ly.

Exam ple 1 :
The independen t claim  of an app lica tion  for a patent fo r in

vention entitled “ the cursor contro l o f the characters on the CRT 
screen”  may be dra fted as fo llo w s ;

“ A method for contro lling  the characters on the CRT screen 
by a cu rso r, com pris ing :

the inputting step for inputting in form ation; 
the step of storing the starting position addresses of the hor

izontal m ovem ent and vertica l m ovem ent of the cursor into a H /V  
starting point m em ory unit;

the step of storing the designation addresses o f the horizon
tal m ovem ent and vertica l m ovem ent of the cursor into a H /V  
designation m em ory unit;

the step of storing the horizontal and vertica l addresses of 
the current position of the cursor into a cursor position m em ory u- 
n it;

it is characterized in that the m ethod of cursor contro l also 
inc ludes;

the step of com paring  the current horizontal and vertica l ad
dresses of the cursor stored in the said cu rso r position m em ory 

unit with the co rresponding  horizontal and vertica l designation 
addresses stored in the H /V  designation m em ory unit respec
tive ly ;

the step of transform ation of the cursor position contro lled by
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the ou tpu t signal from the said inputting keyboard and output 
signal of the said com para to r, w hich m ay se lect the fo llow ing 

perfo rm ances;
increm ent as a s ing le  characte r position to the horizontal 

and vertica l addresses stored in the cursor position m em ory u- 
n it,o r

decrem ent as a single characte r position from  the horizontal 
and vertica l addresses stored in the cursor position m em ory u- 

n it,o r
set the horizontal and vertica l starting position addresses 

stored in H /V  starting position m em ory unit to cursor position 
m em ory un it;

• the step  of cursor d isp lay w hich d isp lays the current position 
of the cursor on the screen accord ing  to the m em ory state o f the 
cursor position m em ory unit. ”

Exam ple 2 ;
The claim  of the said app lica tion  for a patent fo r invention for 

a com pute r program  is dra fted as an apparatus claim .
“ A cursor contro lle r for CRT screen , com pris ing : 
an inputting unit for inputting inform ation; 
the H /V  starting po in t m em ory unit for storing the starting 

position addresses of the horizontal m ovem ent and vertica l 

m ovem ent of the cu rso r;
the H /V  designation m em ory unit fo r storing the designation 

addresses of the horizontal m ovem ent and vertica l m ovem ent of 

the cu rso r;
a cu rso r position m em ory unit fo r storing the horizontal and 

vertica l addresses of the curren t position of the cu rso r;
It is characterized  in that the cu rsor contro ller also inc ludes; 
a com para tor for respective ly  com paring  the curren t horizon

tal and vertica l addresses of the cu rsor stored in the said cursor 
position m em ory unit w ith co rrespond ing  horizontal and vertical 
designation addresses stored in the H /V  designation m em ory u- 

n it ;
a cu rso r position transform ation unit contro lled by the output 

signal from  the said inputting keyboard and the signal from the 
com para to r, w hich m ay se lect the fo llow ing perfo rm ances:

increm ent as a single characte r position the horizontal and 
vertica l addresses stored in the cursor position m em ory u n it,o r 

decrem ent as a single characte r position from  the horizontal 
and vertica l addresses stored in the cursor position m em ory u
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n it,o r

set the horizontal and vertica l starting position addresses 
stored in the H /V  starting position m em ory unit to the cu rso r po 
sition m em ory unit;

a cu rso r d isp lay unit w hich d isp lays the current position of 
the cursor on the screen acco rd ing  to the m em ory state of the 
cursor of the position m em ory unit. ”

Exam ple 3 :
An app lica tion  for a patent for invention for a “ com pute r sys

tem suitab le for sequence contro l and servo con tro l”  uses para l
lel processing  to conduc t sequence control and servo contro l by 
taking the instructions of o pe n ing , c lo s in g , and pausing  as the 
paralle l processing  instructions between the firs t and second 
program s. The independen t claim  o f this invention may be d ra f
ted a s ;

A process to conduc t sequence control and servo contro l by 
taking the instructions of o pe n ing , c lo s in g , and pausing as the 
paralle l p rocessing  instructions is characterized  in adopting  the 
fo llow ing s teps :

storing the sequence contro l p rogram  or servo contro l p ro 
gram  w hich is go ing  to execute  the task into the program  m em o
ry o f the com pute r sys te m ;

starting the com pute r sys te m , and the CPU fe tch ing  instruc
tions , executing operation accord ing  to the program  counter u- 
n it, and updating  the program  counter unit accord ing  to the ex
ecutive instructions;

if the executing instructions are program  instructions, the 
updating  of the program  counter unit is identica l with that o f the 
general com pute r;

if the executing instructions are opening ins tructions, the 
program  counter unit is updated  as the add ress of instructions 
fo llow ing this open ing  ins truction , i. e. the firs t add ress of the 

paralle l p rocessing  program  w hich is going to be opened  so as 
to start the operation of the contro lling  of sub -  p rocess ;

if the executing instructions are c los ing  instructions, the p ro 
gram  counter unit is updated  by the address se lected from  the 

address list or the address of the instruction fo llow ing this c losing 
ins truction , so that the program  p e r se  w hich issues the sa id  in

struction to c lose or another paralle l p rogram  stops its operation 
and the other paralle l p rogram s start into operation at the same 
tim e ;
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if the executing  instructions are pausing instructions, the 
program  counter unit is updated  by the address of the instruction 
fo llow ing this pausing instruction so that the execution of the pro
gram  shall be suspended for a certa in period of time accord ing  
to the requ irem ents , and another paralle l p rogram  is started sim 

ultaneously in the m eantim e.
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Chapter 10

Several Provisions for the Exam ination o f A pp lica tions for Patent 
for Invention in the Field of Chem istry

1. Introduction

Many specia l issues exist in the exam ination o f app lica tions 
for the patent fo r invention in the fie ld o f chem istry. This Chapter 

is m eant to set forth som e provis ions on how to handle issues 
which are particu lar to the exam ination of app lica tions for the pa
tent fo r invention in the fie ld of chem istry  accord ing  to the p rinc i
ples of the Patent Law and its Im plem enting Regulations. These 
provisions need to be constantly supp lem ented  and revised in 
the exam ination p ractice  in the years to come.

This C hapter consists o f six sections concern ing  chem ica l 
app lica tions for w hich no patent right shall be g ra n te d , c la im s of 
chem ica l invention , su ffic ient d isc losure  of chem ica l invention, 
novelty and inventiveness of chem ica l invention and unity of in
vention of chem ica l invention. Issues particu la r to the a pp lica 
tions for invention relating to b io technology w ill be dea lt with in 
Section 7.

2. Chemical Applications for Which No Patent Right Shall Be 
Granted

2. 1 Natural Substances
A subs tance , found from the nature and existing in its natu

ral s ta te , is m erely an ob jec t of d iscovery  in the sense of the 
“ scientific  d iscove ries ”  as p rovided in A rtic le  25. 1 ( 1 )  of the 
Patent Law , and no patent right shall be granted  for it. Howev
e r, if a substance is isolated or extracted from the nature for the 
first tim e , of w hich the s truc tu re , the m orpho log ica l or other 
p hys ica l/ch em ica l param eters are unknown in the prior a rt and 
can be precise ly cha rac te rized , and if it has value in industria l 
app lica tion , the substance  p e r se  and the p rocess to obta in it 
may be granted patent right under the Patent Law.

2 .2  Recipes and Cooking Methods
As rec ipes belong to rules o f m ental activ ities ( see Section 

3 .2 ,  C hapter 1 of th is Part) under A rtic le  25.1  ( 2 )  of the Patent 
Law , no patent right shall be granted to recipes.

For any cooking m ethod having no industria l a pp lica b ility , 
since it is not in conform ity w ith the provis ions of A rtic le  2 2 .4  of
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the Patent Law ; no patent right shall be granted to it.

2. 3 Medical Prescription
Art. 22. 4 The prescrip tions of a docto r refer to the prescrip tions made

by a docto r accord ing  to the concrete  cond itions of a particular 
patient. As the prescrip tions of a d o c to r, the m aking up of a 
p rescrip tion  by the docto r or the process of m ed icine  d ispensa
tion m erely accord ing  to the p rescrip tion of a docto r do  not pos

sess industria l a pp lica b ility , they shall not be granted patent 

right.

2. 4 Medical -  Use of Substance
As the m edica l -  use of a substance is a m ethod for the d i

agnosis or treatm ent of d iseases, it fa lls into the situations pro
v ided  in A rtic le  25.1  ( 3 )  of the Patent L a w ; hence, it shall not be 
granted patent right. H ow ever, if it is used for the m anufacturing 
of a m ed icam en t, it may be granted patent right under the Pa
tent Law (s e e  Section 3. 5. 2 of this C h a p te r) .

3. Claim of Chemical Invention

3 .1  Claim of Compound
The claim  of a com pound shall be characte rized  by the 

name of the com pound or w ith the structural or m olecular form ula 

of the com pound . The com pound shall be nam ed accord ing  to 
general nom encla tu re , rather than a trade name or code name. 
The structure of the com pound shall be c lear enough , and any 

am biguous or vague w ord ing  is not perm itted.

3. 2 Claim of Composition

3. 2. 1 Open -  Ended Mode, Close -  Ended Mode and Their Ap
plication Requirements

In accordance  with the provisions of Rule 2 2 .2  of the Im ple
m enting Regulations of the Patent Law , if it is not app ropria te , 

accord ing  to the nature of the invention, to present the inde
pendent claim  in the form of a pream ble  portion and characteri
zing p o rtion , it m ay be presented in other form . G enera lly , the 

claim  for com position  is such an exam ple.
The claim  for a com position  shall be characterized by the 

features of the com pos ition , such as the com ponen ts , or the 
com ponents and the contents of the com ponents. There are 
three m odes of presentation for the claim  of a com pos ition ; open
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-e n d e d ,  c lose -  ended and sem i -  open -  ended . The open -  
ended m ode means that the com position  does not exclude  those 
com ponents that are not m entioned in the c la im . The close -  en
ded  m ode means that any o f the other com ponents that are not 
m entioned in the claim  shall be exc luded. The semi -  open -  en
ded m ode is som ewhere between the two m odes. The three 
m odes of presentation are d iffe ren t in scope  o f protection 
sought. The com m only -  used w ord ing  is as follows.

( 1 )  Open -  ended m o d e : w ord ing  such as “ co m p ris in g ” , 
“ in c lu d ing ” , “  con ta in ing ”  , “ essentially co m p ris in g ” , “ substan
tia lly com p ris ing ” e tc . . All ind icate  that some other com ponents 
w hich are not ind icated  in the claim  m ay be further inc luded in 
the com pos ition , though the form er may take qu ite  a great pro
portion in content.

( 2 )  C lose -  ended m o d e : w ord ing  such as “ consisting 
o f . . .  ”  , “ be com posed  o f . . .  ”  , “ be ba lanced w ith . . . ”  e tc. , 
all ind icate that the com position  c la im ed is com posed  of the ind i
cated com ponents on ly , w ithout any other com ponents to be in
c luded  in. H ow ever, there could  be im purities , and the im puri
ties m ay take only normal p roportion in content.

( 3 )  Semi -  open -  ended m o d e : w ord ing  such as “ su b 
stantia lly”  is used together w ith the c lose -  ended  m ode w ord 
in g , e. g. “ substantia lly consist o f . . .  ”  and “  be substantia lly 
com posed of . . . ” . The scope  of pro tection of the c la im s p res
ented in this m ode is between that o f the open -  ended  mode 
and the close -  ended m ode. It makes the close -  ended  m ode 
claim  open only to the com ponents that are not m entioned in the 
c la im s and these com ponents m ay take any proportion in content 
on cond ition  that they have no substantia l e ffect on the basic fea- 
tu re (s )  or the new fe a tu re (s )  of the com ponents a lready m en
tioned.

( 4 )  When the word “  m a in ly ”  is used together w ith the 
w ord ing  of the close -  ended m ode, i. e. “  m ainly consisting 
of . . .  ”  and “  be m ainly com posed o f . . .  ” , it m eans that the 
claim  is an open -  ended  m ode.

It is to be noted tha t, when the open -  ended  m ode or close 
-e n d e d  m ode expressions are in use , they m ust be supported  

by the descrip tion. For exam p le , the claim  of a com position  is 
A + B + C. If there is , in fa c t, no other com ponent described  in 
the descrip tion , it should not be presented in an open -  ended 
m ode.
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It shall a lso be pointed out that if the independen t claim  of a 
com position is A + S + C , where there is another com ponent D 
ind icated  in the c la im s fo llow ing it ,  if the claim  A + S + С is in 
open -  ended m od e , the claim  involving com ponent D  shall be a 
dependent c la im ; if the claim  A + 8  + С is in c lose -  ended 
m od e , the claim  involving com ponen t D shall be an independent 

claim .

3. 2. 2 Definition of Component and Content in Claim of Composi
tion

Rule 21. 2 ( 1 )  If the essential part or the inventive point lies in the
com ponents p e r se , the task of the invention is to se lect the 
com ponen ts , and the content of the com ponents can be deter
m ined by a person skilled in the a rt, it is perm itted to define the 
com ponen t only in the independent claim . H ow ever, if the inven
tive point lies both in the com ponents and relates to the content 
thereo f, the task of the invention is not only to se lect the com po 
nen t, but also to determ ine the particular content of the said 
com ponent. In that ca se , both the com ponent and the content 
m ust be defined in the independen t claim .

Rule 21. 2 ( 2 )  In certain techn ica l fie ld s , such as a lloys, both the nec
essary com ponent and the content thereof m ust be defined in the 

independen t claim .
Rule 20. 1 ( 3 )  No am biguous or vague w ords such as “ a b o u t” , “ or

so ”  , “ app rox im a te ly ” etc. shall be used to define the content of 
the com ponent. U sua lly , such w ords shall be deleted whenever 

they appear. The content of the com ponent may be ind icated  by 
“ 0 ~ X” , “  < X”  or “ less than X ” , e tc . . Those ind icated  by “ 0 
~ X ”  are optional com ponents. By “  < X ” or “ less than X ” , 

etc. , “ X = 0 ”  is also inc luded. It shall not be allowed to use “  > 

X ”  to ind icate  the range of content.
Rule 20. 1 ( 4 )  The sum total o f the content in percentage of each com 

ponent of a com position shall be equal to 100% and the ranges 
of the contents of the com ponents shall meet the fo llow ing re

quirem ents:
The m axim um  value of the content of one com ponent + 

m inimum  value of the content of all the other com ponents ss 100 
The m inimum value o f the content of one com ponent + 

m axim um  value of the content of all the other com ponents s* 100
Rule 20. 1 ( 5 )  W here it is d ifficu lt to ind icate the particu lar relations a-

m ong the com ponents of a com position by w ords or by numeri-
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Rule 20. 1

Art. 2 6 .4

cal va lue , the claim  m ay be defined by a form ula show ing the 
characte ris tic  relation or am ount relation or by the use of a d ia 
gram . The spec ific  m eaning o f the d iagram  shall be expla ined in 
the descrip tion.

( 6 )  Qualitative verbal descrip tion  instead of num eric quanti
tative expressions are accep tab le  if it is c lear in m eaning and 
known in the relevant fie ld of techno logy , such as “ the content is 
su ffic ient to make certa in material m oistened ” , “  ca ta ly tic  a- 
m ount” e tc . .

3. 2. 3 Other Definition for Claim of Composition
G enera lly , there are three types of com position  c la im s ; non 

-d e f in in g , function -  defin ing and use -  defin ing. For exam p le ;
( 1 )  “ An hydrogel com position com pris ing  polyvinyl alcohol 

of m olecular form ula ( I ) ,  saponifier and w ater”  ( th e  m olecular 
form ula ( I ) is om itted h e re ) ;

( 2 )  “ A m agnetic alloy com pris ing  10% -6 0 %  by w eight of 
A and 90%  -4 0 %  by w eight of B "  ;

( 3 )  “ A butene dehydrogenation ca ta lyst com pris ing  Fe30 4 
and K20 . . .

Am ong the a b o v e , ( 1 )  is a non -  defin ing typ e , ( 2 )  is a 
function -  defin ing type  and ( 3 )  a use -  defin ing type.

If the invention has em phasis on the com position p e r se  or if 
the said com position  possesses two or more perm anent func
tions or is app lied  in two or more app lica tion  fie ld s , the use of a 
non -  defin ing claim  is perm itted. For exam p le , accord ing  to the 
descrip tion , the hydrogel com position m entioned in (1  ) m en

tioned above possesses the property o f fo rm ab ility , hygroscop- 
ic ity , film -  fo rm ab ility , adhesiv ity and high ca lo ric ity ; hence , it 
can be used in many fie lds as a food a dd itive , a g lu ing agen t, 
an adhesive , a coating m ateria l, a m icroorganism  culture m ed i
um or a heat insulation m edium .

When the invention has em phasis on the app lica tion , it shall 
be dra fted as use -  d e fin ing , such as ( 3 )  m entioned above. A 
m ere m entioning on the perform ance (a s  in ( 2 )  m entioned a- 
b o ve ) does not lead to lim it the use. In certa in fie ld s , such as in 
a lloys, the intrinsic p roperty  a n d /o r  use of the invented alloy 

m ust be specified . M ost pharm aceutica l c la im s shall be drafted 
in the form  of the use -  defin ing type.
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Rule 20. 1

3. 3 Chemical Products Which Cannot Be Clearly Defined Merely
by Features of Structure or Component
H ere, the word chem ica l p roducts  include com pounds and 

com positions.
( 1 )  C ircum stances where it is perm itted to use physico -  

chem ica l p a ram e te r( s )  to characterize  the claim  of a chem ical 
p ro d u c t: the chem ica l p roduc t has unclear structure and cannot 
be p recise ly  characte rized  m erely by using its chem ica l name or 
chem ica l structure or com position. The said p a ra m e te r(s )  shall 

be the o n e (s )  com m only used in the relevant fie ld of technology 
and shall be c lear enough. When a new param eter has to be 
used under som e c ircum stances, it shall have the p roduct de 
fined by this param eter d istingu ished from the prior art.

( 2 )  C ircum stances where it is perm itted to use process of 
p reparation to characterize  the claim  of a chem ica l p ro d u c t; the 
c la im ed chem ica l p roduct cannot be suffic iently defined by the 
features other than the method of p re pa ra tion , and the relevant 
process of preparation adds new property  to the chem ica l p rod 

uct and makes it capab le  of a particu lar use.

3. 4 Claim of Chemical Process
The claim  of the process invention in the fie ld of chem istry , 

be it a process for p reparing  a substance or another process 
(e . g. process for the app lica tion , process method or treatm ent 
m ethod of a s u b s ta n c e .) ,  m ay be defined by the features of the 
process relating to p ro ced u re , substance and apparatus.

The process features relating to p rocedure  include process 
steps ( i t  may also be reaction s te p s ) and process cond itions, 
such as tem pera ture , p ressure , tim e , catalysts or other auxilia
ries used in process s te ps ;

The process features relating to substance include the 

chem ica l com ponen t, chem ica l -  structural fo rm u la , p h ys ica l/ 
chem ica l p roperty  param eters of the raw material used in the 

process and the p ro du c t;
The process features relating to apparatus include the type 

of the appara tus specia lly  adapted  in the said process and the 
feature or function of the apparatus related to the said process 

invention.
In the case of a spec ific  process c la im , one of the three 

types of techn ica l features is se lected depend ing  on the subject 
m atter c la im ed , the techn ica l problem  to be re -  solved and the
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inventive elem ent of the process invention.

3. 5 Use Claim

3. 5. 1 Types of Use Claim
The invention relating to the use of a chem ica l substance  is 

m ade on the basis of d iscovery of a new feature o f the su b 

stance and the use of such feature. Regardless of a new or 
known subs tance , its feature is inherent in the substance p e r se. 
The essence of the use invention does not lie in the substance 
p e r se , but in the app lica tion  of its feature. H ence , a use inven
tion is an invention of p rocess , and its c la im  a p rocess claim .

If substance В  is invented by m aking use of substance  A , 
the app lica tion  for a patent shall be based on substance  В p e r  
se , and its claim  is a p roduc t claim  rather than use claim .

The exam iner shall take notice of the w ord ing  to d istingu ish 
a use claim  from a p roduct c la im . For exam p le , “ com pound  X  
for an insec tic ide ”  or “ the use of com pound X as an inse c tic ide ” 
is a w ord ing  used in use c la im , w hich is of type  of process 
c la im , while the w ord ing  “ an insectic ide  m ade o f com pound  X  ” 
or “ the insectic ide  conta in ing com pound X  ”  is not a use c la im , 
but a p roduct claim .

It shall also be clarified  that “ the use o f com pound  X  as an 
insec tic ide ”  should not be construed as equ iva len t to “ the com 

pound X fo r an insec tic ide ” . As the latter is a p roduc t c la im  de fi
ning the use , it is not a use claim .

3. 5. 2 Claim of Medical Use of Substance
An app lica tion  for a patent relating to the m ed ica l use of a 

substance shall not be allowed if its claim  is dra fted in the w ord 
ing “  use of a m edicam ent for the treatm ent of d iseases” , “ use 
of a m edicam ent for d iagnosis o f d iseases” or “ used as a m ed ic 
am ent”  , because such claim  is one for “ m ethod for the d iagno 
sis or for the treatm ent of d ise a se s ”  as referred to in Artic le

25.1  ( 3 )  of the Patent Law. H ow ever, s ince a m ed icam ent and 
a m ethod for the m anufacture thereof are patentab le  accord ing  
to the Patent Law , it shall not be contrary to A rtic le  25 . 1  ( 3 )  of 

the Patent Law if an app lica tion  for a patent for the m edica l use 

of a substance adopts pharm aceutica l claim  or use claim  in the 
form of method for p reparing  a pharm aceu tica l, such as “ use of 
a m edicam ent for the m anufacturing o f a m ed icam en t” , “ use of
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a m ed icam ent for the m anufacturing of a m edicam ent for the 

treatm ent of a d isease ” .
The above -  m entioned use claim  in the form of m ethod for 

m anufacturing a m ed icam ent may be drafted as “ use of com 
pound X  fo r m anufacturing a m edicam ent for the treatm ent of 

d isease У ”  or the like.

Art. 26. 3 4. Sufficient Disclosure of Chemical Invention

4. 1 Disclosure of Chemical Product Invention
H ere, the w ord “ chem ica l p ro d u c t”  includes com pound 

and com position. W here the cla im ed invention is a chem ical 
p roduc t itse lf, the descrip tion  shall d isclose the identifica tion , 

preparation and use of the chem ica l product.
( 1 )  Identification of a chem ica l p roduct
W here the invention relates to a co m p ou nd , the descrip tion 

shall ind icate  the chem ica l name and the structural form ula ( in
c lud ing  various function g ro up s , m olecule steric -  configuration 
and so o n ) or the m olecular form ula of the said com pound. The 
explanation of the chem ica l s tructure  shall be c lear enough to 
enable a person skilled in the art to identify the com pound. In or
der to clearly d istingu ish the com pounds in the app lica tion  from 
the com pounds in the existing techno logy , the descrip tion  shall 

d isc lose  the ch em ica l/p hys ica l p roperty  param eters ( including 
the various qualitative and quantitative data  and spectrum ) rela
ting to the techn ica l problem  which the invention is intended to 
resolve. M oreover, in the case of a polym eric co m p ou nd , be 
sides the nam e, the structural or m olecular form ula of its repeat
ing units that are to be d isc losed accord ing  to the sam e require
ments as those o f the above -  m entioned co m p ou nd , the de
scrip tion  shall p roperly  d isc lose  its m olecular w eight and the d is 
tribution thereo f, the arrangem ent state of its repeating units 
(s u c h  as hom opo lym eric , copo lym eric , b lock -  po lym eric or 

gra ft -  po lym eric  s ta te ) ,  e tc . . If the polym eric com pound can 
not be com ple te ly identified  by these structural e lem ents, the 
property  param eters , such as c rys ta llin ity , density and second 

-o rd e r  transition po in t, shall also be d isc losed.
As for the invention of a com pos ition , besides the com po

nents of the com pos ition , the descrip tion  shall d isc lose  the 
chem ica l a n d /o r  physica l state of each com ponen t, the range of 
selection o f each com ponen t, the range of content of each com 
ponent and its e ffect on the property of the com position.
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( 2 )  Preparation of chem ica l p roduct

The descrip tion  o f a chem ica l p roduct invention shall d is 
c lose at least one preparation m ethod. The explanation of the 

preparation m ethod shall d isc lose  the raw m ateria l, p rocedures 
and cond itions and the spec ifica lly  used equ ipm ent in the m eth
od so as to make it possib le  for a person skilled in the art to ca r
ry it out. In the case of a com pound inven tion , the exam ple of its 
preparation is also required.

( 3 )  D isclosure of the use and the techn ica l e ffect o f chem i
ca l p roduct

In an app lica tion  relating to a chem ica l p ro d u c t, the use and 
p ractica l e ffect of the p roduct shall be suffic iently d isc losed . E- 
ven if the structure of the com pound has been confirm ed for the 
firs t tim e , at least one use o f the com pound  shall be d isc losed . 
If the structure of a new com pound is sim ilar to that o f a known 
co m p ou nd , the use and p ractica l e ffect of the new com pound 
shall be suffic iently d isc losed . See the exam ples in Section 
5 .5  ( 3 ) o f  this Chapter for how to evaluate the structural s im ilari

ty.
For a new pharm aceutica l com pound or pharm aceutica l 

com pos ition , its spec ific  m edica l use , pharm aceutica l e ffe c t, e f
fective  am ount and the m ethod of adm inistration shall be d is

c losed. The qualitative or quantitative data  of the laboratory test 
( in c lu d in g  animal te s t) or c lin ica l test shall be suffic iently p rov id 

ed for a person skilled in the art to be conv inced  that the techn i
ca l solution of the invention resolves the techn ica l p roblem  and 
p roduces the e ffect as expected . The e ffective am oun t, m ethod 
of use or m ethod of preparation shall be d isc losed  to such an 
extent that a person skilled in the a rt can ca rry  it out.

The m ethod used to test the p roperty  data  show ing the 
e ffect of the invention shall be e xp la in e d , and the m ethod should 
be a m ethod com m only used or is standard  in the relevant field 

of technology. If it is a specia l m e thod , the explanation o f it shall 
be m ade to enable  a person skilled in the art to ca rry  it out.

4. 2 Disclosure of Chemical Process Invention
( 1 )  For a chem ica l p rocess inven tion , regard less o f a 

process for p reparing  a substance  or any other p ro cess , the 
substance of the raw m ateria l, the procedures and processing 
cond itions adop ted  in the process shall be d isc losed . Where 
necessary , the e ffect o f the process on the p roperty  of the title
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substance shall be d isc lo sed , so as to enable a person skilled in 
the a rt, when carry ing out the invention, to resolve the problem  
which the invention is intended to resolve accord ing  to the 
process d isc losed  in the descrip tion.

( 2 )  For the substance o f the raw material used in the 
p ro cess , not only the chem ica l com ponents and property pa
ram eter ( s )  e tc. , bu t also its sou rce , shall be d isc losed to make 
it identifiab le . For a new substance of raw material w hich cannot 
be obta ined in the prior a rt, the process of its preparation shall 
be d isc lo sed , otherw ise the invention shall be regarded as con

trary to the provision of A rtic le  2 6 .3  of the Patent Law. If the sub 
stance of the raw material is a natural substance , besides its ori
g in , d isc losure  shall be m ade of its basic chem ica l com ponents 
or the basic pa ram e te r( s )  capab le  of identify ing the said sub

stance.

4. 3 Mode of Carrying Out Invention
( 1 )  The num ber of em bod im ents needed in the descrip tion 

d epends on the extent to w hich the techn ica l features are gener

a lized in the c la im , nam ely, how the paralle l e lements and the 
range of se lected values of data  are genera lized. The num ber of 
em bod im ents needed in a chem ica l invention varies depending  
on the nature and spec ific  fie lds o f technology of the invention. 
As a general ru le , there shall be a suffic ient num ber of em bod i
m ents for a person skilled in the art to understand how to carry 
out the invention and to assess the feasib ility  of the scope  d e 

fined by the claim s.
( 2 )  It is not perm issib le  for an app lican t to in troduce into the 

descrip tion  any em bod im ent subm itted after the date  of filing . In 
pa rticu la r, any content relating to the scope  of protection is not 
perm issib le  to be in troduced into the claim s. Any em bodim ents 
subm itted after the date  of filing only serves as reference for the 

exam iner to assess the nove lty, inventiveness and p ractica l a p 
p licab ility .

5. Novelty and Inventiveness of Chemical Invention

Art. 22. 2 5. 1 Novelty of Compound
This Section also app lies to other substances.
( 1 )  For a com pound c la im ed for pro tection in an app lica tion 

for pa ten t, if it has been referred to in a docum ent of the prior art 
in a m anner that a person skilled in the art can m anufacture or 
separate it accord ing  to the teach ings of the docum ent, the
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com pound does not possess novelty. The word “ refer to ” m en
tioned above m eans: to c learly define or expla in the com ponent 
by i)  the chem ica l nam e, ii)  the m olecu lar form ula (o r  structural 
fo rm u la ) , Hi) the phys ica l/ch em ica l pa ram ete r( s ) , a n d /o r  iv )  
the m ethod o f preparation ( inc lud ing  the raw material o f the said 
c o m p o u n d ).

(2) For a co m p ou nd , If only part of the content of i)  -  iv ) 

m entioned above is d isc losed  in a docum ent of the prior art and 
a person skilled in the a rt is unable to understand how to obtain 
the said com pound from the said docum ent or com m on general 
know ledge , the docum ent can not be used to destroy the novel
ty of the said com pound.

( 3 )  If it is d ifficu lt to identify the name and the m olecular for
mula of a co m p ou nd , the phys ica l/ch em ica l param eter or any 
other param eter used to identify a com pound d isc losed  in a d o c 
um ent o f the prior art may be used to destroy the novelty o f the 
com pound , p rovided tha t, gu ided  by the docum en t, a person 
skilled in the art m ay p roduce  or separate  the p roduct.

( 4 )  A general form ula cannot destroy the novelty o f a spe 
c ific  com pound included in the general form ula. H ow ever, the 
d isclosure of a spec ific  com pound destroys the novelty of a 
claim  for said general form ula conta in ing the said spec ific  com 

p ou nd , but it does not a ffect the novelty of a com pound other 
than the spec ific  com pounds conta ined in the said general fo r
mula. A series of spec ific  com pounds m ay destroy the novelty of 
the co rresponding  com pounds in the series. The com pounds in 
a range ( such as C 1 _4) destroy the novelty of the spec ific  com 
pounds at the tw o ends of that range (C , and C4) .  H ow ever, if 
the com pound C4 has several isom ers, the com pounds C, _4 can 
not destroy the novelty of each sing le  isomer.

( 5 )  The existence of a natural substance p e r se  does not 
destroy the novelty of the invented substance. A natural su b 

stance destroys the novelty of the said invented substance  only 
when it is known in the prior art and is identica l w ith the invented 

substance in structure and m orpho logy or when it is equ iva lent 
d irectly  to the invented substance.

Art. 22. 2 5. 2 Relation Between Open or Close -  Ended Mode of Composi
tion Claim and Novelty
Suppose com position  A of ( a + b  + c )  is d isc losed  in an 

earlier app lica tion  or prior a rt, the sub jec t m atter o f a later app li-
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cation for a patent fo r invention relates to com position  В of ( A + 
B ) , the tw o app lica tions are intended to resolve the same tech 
nical prob lem . The claim  for com position  В possesses novelty if 

it is presented in a c lose -  ended  m ode c la im , i. e. it is de 
scribed  as “ consisting  of A + B ” . It does not possess novelty if it 
is presented in an open -  ended  m ode claim  as “ conta in ing A + 
B " . If the exclusive m ethod is used in the claim  of com position 

B,  i. e. , when it is ind icated that “ C " is not con ta ined , com po
sition В possesses novelty.

5. 3 Novelty of Chemical Product Characterized by Process or by
Physical/Chemical Parameters
For the claim  of a chem ica l p roduc t characterized by 

p ro cess , if com pared  with the prior a rt, the d ifference of the 
claim  lies only in process of p repa ra tion , having neither param e

ters w hich m ay be used to prove its nove lty, nor ind ications of 
any change in its function a n d /o r  nature resulting from the d iffer

ence of the p rocess , then the p roduct claim  characterized by the 
process does not possess novelty as required in A rtic le  2 2 .2  of 
the Patent Law.

For the claim  for a chem ica l p roduct characterized by physi
ca l/ch e m ica l p a ram e te r( s ) , if it is im possib le  to com pare  the 
p roduc t defined by the said p a ram e te r(s ) with those in the prior 
art based on the p a ra m e te r(s )  p rovided and to determ ine the 
difference between the product defined by the said param eter(s) 
and those in the prior a rt, the p roduct claim  characte rized  by the 
said param eters does not possess novelty as required in Article
2 2 .2  o f the Patent Law.

5. 4 Novelty of Use Invention of Known Substance
A known substance is not rendered novel m erely because a 

new app lica tion  thereof has been put fo rw ard. For exam p le , if 
substance X  is known as a de te rgen t, then the substance X  
used as a p lastic izer does not possess novelty. H ow ever, the 
known substance does not destroy the novelty of its new use if 
the new use p e r se  is an invention. This is because such use in
vention is an invention of process of use , the contribution made 

by the inventor lies in how to use the substance rather than the 
substance p e r se. For exam p le , the said substance X  is o rig i
nally used as a detergent. Then, someone d iscovered  from re
search that it can be used as a p lastic izer after add ing  to it ce r
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tain add itives. Then its p repara tion , the kind of add itives se lect
ed and the proportion etc. are the techn ica l features of the 
process of use. U nder such c ircum stances, the exam iner shall 
assess whether the process p e r se  possesses novelty and inven
tiveness and shall not re ject the use invention on the ground that 

substance X  is known.

( 1 )  When a com pound is nove l, not sim ilar in s tructure  to a 

known co m p ou nd , and has certa in use and e ffe c t, the exam iner 
may deem  it to possess inventiveness w ithout requiring that it 
shall have an unexpected use and effect.

( 2 )  For a com pound that is sim ilar in structure to a known 
co m p ou nd , it m ust have unexpected use or e ffect for it to pos
sess inventiveness. The said unexpected use or e ffect could  be 
a use d ifferent from that of the known co m p ou nd , the substantia l 
p rogress or im provem ent of a known e ffect of a known com 
pound , or a use or e ffect which is not clear in the general knowl
edge  or cannot be deduced  from the general know ledge.

( 3 )  When whether tw o com pounds are sim ilar in structure 
has relation to do  with the techn ica l fie ld o f the co m p ou nd s , the 
exam iner shall app ly  d ifferent criteria  to d ifferent techn ica l fie lds. 

The fo llow ing are some exam ples;
Exam ple 1 :
The com pounds with sim ilar structures m ust have the identi

ca l basic core  structure or basic rings ,
Prior art;

Art. 22. 3 5. 5 Inventiveness of Compound

О

( L )

H
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A pp lica tion ;

О

N- N N

/ N ^
(Ib)

R О
R

R

As the structure of ( I b) is not sim ilar to that of ( I a) , ( I b) 
possesses inventiveness; and evidence  is not necessary to 
show that ( I b) has an unexpected use or e ffect com pared  with

Exam ple 2 :
Prior a rt: H2N - C 6H4 - S 0 2NHR1( Щ )

A pp lica tion ; H2N - C 6H4 - S 0 2 -N H C O N H R 1 ( П,)

Sulfonam ide ( n j  is an a n tib io tics , and su lfonyolurea ( Пь) 
an an tid iabe tic . The two are sim ilar in structure bu t d ifferent in 
pharm aceutica l effect. The invention possesses inventiveness.

Exam ple 3 :

Prior a rt; H2N - C 6H4 - S 0 2N H C 0 N H R ’ ( Ша)

A p p lica tio n ; H3C - C 6H4 - S 0 2N H C 0 N H R 1 ( Шь)
The structure  of am ino -  sulfonyolurea ( Ша) is sim ilar to that 

of methyl -  sulfonyolurea ( Шь) .  Their d ifference lies in NH2 and 
CH3 only. Being short of unexpected e ffec t, ( Шь) has no inven
tiveness.

( 4 )  It should be noted that the inventiveness of a com pound 
ought not be den ied s im p ly on the g rounds of structural sim ilari
ty . It is necessary to further expla in that its use or e ffect can be 
expected  or is p re d ic ta b le , or that a person skilled in the art is 
ab le  to p roduce  or use that com pound w ithout any inventive 
work.

( 5 )  If the e ffect of a techn ica l solution is caused by som e
th ing known and inev itab le , the techn ica l solution does not pos

sess inventiveness. For exam p le , an insectic ide  A -  R is in the 
prior a rt, w here in , R is C ,_3 alkyl. It has been pointed out in the 
prior a rt that the e ffectiveness of insectic ide  is im proved with the 
increase of the num ber of atom in the alkyl. If the insectic ide  in 
an app lica tion  is A - C 4H9, the e ffectiveness has been obviously 
im proved com pared  w ith the prior art. The app lica tion  does not 

possess inventiveness because it has been pointed out in the

( Ia).
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prior art that the im proved effectiveness of the insectic ide  is inev
itable.

Art. 22. 3 5. 6 Inventiveness of Use Invention of Chemical Substance
( 1 )  Inventiveness of use invention o f a known substance
The prerequ is ites for a use invention of a known substance 

to m eet the requirem ents of inventiveness a re ;
(1) A new p roperty  of the substance is found ;
( ii) The new use based on that p roperty  p roduces advanta

geous e ffe c t; and
( iii) That new p roperty  cannot be derived or expected  from 

the structu re , com pos ition , m olecular w eight or p h ys ica l/ch e m i
ca l p roperty  of the substance  in an obvious way.

( 2 )  Inventiveness of use invention of new substance

A use invention of a new chem ica l substance  is regarded  as 
possessing inventiveness if the use described  in the app lica tion  
has an advantageous e ffect and cannot be expected  from the 
known substance having a sim ilar structure or com position.

5. 7 Test of Comparison
When assessing the e ffect of an inven tion , the app lican t 

shall be required to subm it a test of com parison  acco rd ing  to the 
fo llow ing c ircum stances.

( 1 )  For a new co m p ou nd , if the re levant p roperty  or func
tion o f a known com pound structura lly sim ilar to it is not m en

tioned in the docum ent of the prior art or only the com p le te ly  d if
fe rent p roperty  or function of the com pound  structura lly sim ilar to 
it is m entioned ( fo r  exam p le , the function of the new com pound 
in the app lica tion  is fire -  re ta rdant, bu t the function of the com 
pound in the prior art w hich has a sim ilar s tructure  is p lastifica- 
t io n ) , it is not necessary to invite the app lican t to subm it a test of 
com parison. If sam e property  or function is m entioned in the p ri

or art and the exam iner has doubts  on the inventiveness o f the 
invention, a test of com parison m ust be p rov ided  to prove the 

existence o f a new unexpected  e ffect. For exam p le , where the 
range of a certa in num erical va lue defined in the app lica tion  is 
c lose to that in the prior a rt, a test of com parison m ust be sub 
m itted. The prior a rt used in the com parison m ust be the c losest 
one.

( 2 )  For a new co m p ou nd , if it is m entioned in the docum ent 
of the prior a rt that sim ilar function resides in a structura lly sim ilar
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Art. 31. 1 

Rule 35

com pound  ( fo r  exam p le , the function of the new com pound d is 
c losed in the app lica tion  is pain re lie f, but the function of the 
com pound in the prior art w hich is sim ilar in structure to that of 
the new com pound is a n e s th e s ia ) , a test of com parison is nec
essary to prove the e ffect o f the invention only when a person 
skilled in the art can expect that the known structura lly sim ilar 
com pound  in the prior art has the same function as that of the 
new com pound (s u c h  as pain re lie f) .

( 3 )  It should be noted that it is usually d ifficu lt for an a pp li
can t to conduc t a test o f com parison for the reasons of econom y 
and tim e. The re fo re , the app lican t shall not be required to con
duct a test o f com parison unless it is abso lu te ly necessary , and 
shall be allowed by the exam iner to prove the new unexpected 
e ffect w ith other evidence.

6. Unity of Chemical Invention

6. 1 Unity of Invention of Markush Claims

6. 1. 1 Basic Principle
W here the alternatives in a M arkush claim  are of a sim ilar 

na tu re , the claim  may be regarded  as being in conform ity with 
the requirem ents of unity of invention. Such an alternative is 
ca lled M arkush elem ents. The M arkush elements may be either 
chem ica l or non -  chem ica l. W here the M arkush g roup ing  is for 
a lternatives of co m p ou nd s , they shall be regarded  as being of a 
sim ilar nature and at the sam e time the Markush claim  possesses 
unity of invention if they m eet the fo llow ing s tandards ;

( 1 )  All a lternative com pounds possess a com m on property 

or a c tiv ity ; and
( 2 )  All a lternative com pounds possess a com m on struc

tu re , i. e. , they share a com m on main structure  un it; or under 
the c ircum stances that they do  not have a com m on struc tu re , all 

of the a lternative com pounds are regarded  as be long ing  to the 
same class of chem ica l com pounds in the relevant technology of 
the invention.

The term  “ share a com m on main structure  un it”  in ( 2 )  m en

tioned above refers to that the com m on structure  unit occup ies a 
large portion of their s tructu res, and the structure  of the main 
structure  unit is de fin ite ; o r , a lthough it only takes a small portion 
of the s truc tu re , it constitu tes the characte rized  feature com 
pared with the prior art. This s tructural unit may be either a sin
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gle com ponent or a com bina tion  of the ind iv idua l com ponents 
linked together.

The m eaning of the term “  regarded  as be long ing  to the 
sam e class of chem ica l co m p ou nd s”  in ( 2 )  m entioned above is 
that sam e result could  be expected  after each M arkush m em ber 
is substitu ted one for the other.

6. 1. 2 Examples
Exam ple 1 :

C laim 1 : The com pounds of the general fo rm u la :

X

yvxyv
R

W here in , R1 is se lected from  pheny l, p y r id y l, th iazo ly l, 
th ioa lky l, alkoxyl and m ethy l; R2 -  R4 are m ethy l, tolyl or phen
yl. . .  the com pounds are used as a pharm aceutica l for increas
ing the oxygen -  intaking capab ility  of b lood.

E xp lana tion : In the general fo rm u la , indolyl is the main s truc
ture unit com m on to all the M arkush co m p ou nd s , and all the 

com pounds have the sam e use. There fo re , this M arkush claim  
possesses unity of invention.

Exam ple 2 :
C laim  1 : The com pounds of general fo rm u la ;

О ____  О

x ~ r  C — ^  с — O - f  C H ^ o ^ H d )

W here in , Ю О ^ п ^ б О , X is :

CH2

^ Г > - С Н 2 0 - (  I ) ^  C - - < /  ^ - C H 20 — ( I I )

H

E xp lana tion ;It is ind icated  in the descrip tion  that the com 
pound is p repared  via esterify ing the term inal g roup  of known 
polyhexam ethylene terephthala te. It possesses anti -  pyro lysis 
p roperty  when it is esterized into ( I ) .  H ow ever, when it is es- 
terized into ( П ) , it does not possess the anti -  pyro lysis p rop 
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erty due to the existence of “ CH2 =C H  Therefore , ( I  ) and 
( П ) have no com m on property  and lack unity of invention.

Exam ple 3 ;
Claim  1 : A nem atocide com position  com pris ing  a com 

pound w ith the fo llow ing general form ula as an active com po 

nen t;

R2 = H , h a log en , C 1 - C 3a lk y l; Y = H , h a log en , am m on ium ; .
E xp lana tion ; A lthough all the com pounds in this form ula have 

the same function of killing nem atode, the structures of their 
main structure unit are not f ix e d , i. e. , the main structure unit 
m ay be five -  , six -  or seven -  m em ber rings respective ly , and 
they belong to heterocycles in two d ifferent classes? hence , this 
Markush claim  does not possess unity of invention.

Exam ple 4 ;
Claim  1 ; A herb ic ide  com position  inc lud ing  the m ixture of 

com pounds A and В in effective am oun t, a d iluent or inert ca rri
e r, w here in , A is 2 ,  4 - d ich lorophenoxyacetic  acid  and В  is se
lected from the fo llow ing co m p ou nd s ; cup ric  su lfa te , sodium 
ch lo ride , amm onium  su lfam ate , sodium  trich lo roace ta te , d ich lo- 

ropropyl a c id , 3 -  am ino - 2 , 5  - d ich lorobenzo ic a c id , d iphena- 
m id e , ioxyn il, 2 - ( 1  -m e th y l - n  -  p ropy l) - 4 , 6  -d in itro p h e n o l, 

d in itroaniline and triazine.
Exp lanation; U nder such c ircum stances, the sam e result 

cannot be achieved after substitu ting  the com pounds of these 
M arkush elem ents В for each other? hence , they cannot be re
ga rded  as com pounds of the same class in the relevant technol
ogy of this invention, but com pounds of the fo llow ing d ifferent 

c lasses; ( a )  inorganic sa lt; cu p ric  su lfa te , sodium  ch lo ride , 
amm onium  sulfamate? ( b )  o rgan ic  salt or a c id ; sodium  trich lo 

roaceta te , d ich lo ropropy l a c id , 3 -  am ino - 2 , 5 -  d ich lo ro 
benzoic acid? ( c )  a m id e ; d iphenam ide? ( d )  n itrile : ioxynil?
( e )  pheno l; 2 -  (1 -  methyl - n  -  p ropy l) - 4 , 6  -  d in itropheno l;
( f ) a m ine ; dinitroaniline? and ( g )  he te rocyc le : triazine. A c

(CH2 )n

(R3)3«

W here in , n = 1 ,  2 or 3? X = 0 ,  S? R3 = H , C ,_8a lky l? R1 and
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co rd in g ly , the inventions c la im ed in claim  1 do not possess unity 
of invention.

Exam ple 5 :

Claim 1 : A  hydrocarbon ca ta lyst fo r gaseous oxidation com 
prises X or X  + A.

W here in , RCH3 is oxid ized to RCH2OH with X ; RCH3 is oxi
d ized to RCOOH with X  + A. These two cata lysts have the same 
com ponent X  and the same function— for oxidation of RCH3. A l
though X  + A makes the oxidation of RCH3 more su ffic ien t, the 
function is the sam e, and they possess unity of invention.

6. 2 Unity of Invention Between Intermediate Product and Final
Product

6. 2. 1 Basic Principle
( 1 )  An interm ediate and a final p roduc t possess unity o f in

vention if the fo llow ing two cond itions are m e t:

( i ) The interm ediate and the final p roduct have the same 
basic structure un it, or their chem ica l structures are techno log i
ca lly c lose ly in te rre la ted , and the basic s tructure  unit of the inter
m ediate is incorporated into the final p ro du c t;

( ii ) The final p roduct is p repared  or separa ted  d irectly 
from the intermediate.

( 2 )  For the d ifferent interm ediates used in the several 
processes for the preparation of the sam e final p ro d u c t, if these 

d ifferent interm ediates possess the same basic s tructure  unit, 
they could  be cla im ed for protection in one app lica tion .

(3 )  The different intermediates of different structural parts of 
the same final product shall not be claimed in the same application.

6. 2. 2 Examples
Exam ple 1 : 
Claim 1;

IV

N

-R 1

(the  in te rm ed ia te )

N

I
O H
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Claim  2 :

R2 -

N

-R l

A\ n '  nR'

o Р '
/ О — R4

Iх -X — R

(the final p roduc t)

E xp lana tion ; The chem ica l structures of the interm ediate and 
the final p roduct m entioned above are techn ica lly c losely relat
ed , the basic structure unit of the interm ediate is incorporated in
to the final p ro d u c t, and the final p roduct can be prepared  d i
rectly from the in term edia te ; there fo re , claim  1 and claim  2 pos
sess unity of invention.

Exam ple 2 :
Claim  1 : An am orphours poly isoprene ( th e  in term edia te) 
C laim  2 : A crystalline po ly isoprene (th e  final p roduc t) 
E xp lanation ;In  this exam p le , the crystalline poly isoprene is 

obta ined d irectly  by way of stretch ing the am orphours poly iso
prene. As their chem ica l structures are iden tica l, they possess 
unity of invention.

7. Special Issues on Inventions Relating to Biotechnology

7. 1 Patentability of Biological Material per se

7. 1. 1 Definition of Biological Material
“ B io log ica l m ate ria l”  in this Section refers to any material 

w hich has genetic  information and is capab le  of self -  replication 
or be ing  rep lica ted  in b io log ica l sys tem , inc lu d ing , am ong other 
th in g s , g en e , p la sm id , m icro -  o rgan ism , and animal or p lant 
ce ll lines.

7 . 1 .  2 Whether Biological Material per se an Object of Patent Pro
tection

Art. 2 5 .1 ( 4 )  7. 1.2.  1 Micro -  Organism
M icroorganism  inc ludes , am ong other th in g s , bacte rium ,

actinom yce te , fungus , v irus , protozoon and algae. It is stipula-
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ted in A rtic le  25.1 ( 4 )  of the Chinese Patent Law that no patent 
right shall be granted for animal varieties and p lant varieties. Be
cause m icro -  organism  is neither animal nor p lan t, it is not listed 
in Artic le  25.1  ( 4 )  of the Patent Law. A m icro -  organism  exist
ing in the natural world  w ithout the involvem ent o f any human 
techn ica l treatm ent is , how ever, a scientific  d iscovery  and does 
not possess industria l app licab ility . H ence , It shall not be g ran
ted patent right. M icro -  organism  p e r se  constitu tes an ob jec t of 
patent pro tection only when it is isolated into pure cu lture  and 
possesses particu lar industria l app lica tion .

Art. 25. 1 ( 1 )  7. 1 . 2 . 2  Genes
Gene is a DNA sequence that has a particu lar physio logica l 

function. No m atter it is a gene or a DNA fragm en t, it is , in es
sence , a chem ica l subs tance , and the gene isolated or extrac
ted from an organism  is a natural substance.

As stated in Section 2 .1  of this C hap te r, to f in d , in the na
tu re , a gene or its DNA fragm ent existing in its natural state is 
mere d iscovery. This falls into “ sc ien tific  d iscoveries”  as p rov id 

ed in Artic le  25.1  of the Patent Law and is not patentab le. How
ever, a gene or a DNA fragm ent p e r se  and the process to ob 
tain them are objects o f patentab le  invention if a gene or a DNA 
fragm ent is isolated or e x tra c te d , for the firs t tim e , from the natu
ral w o r ld , if its base sequence is unknown in the prior a rt, can 
be defin ite ly characterized  and has a value of industria l a pp lica 
tion.

Human genes orig inate from the human body. They are d if
ferent from the other genes in that they carry w ith them the hu
man genetic inform ation. If the base sequence of a gene or DNA 
fragm ent isolated or extracted for the first time from the human 
body is unknown in the prior a rt, can be defin ite ly charac te rized , 
and has a value of industria l app lica tion , the said human gene 

shall then be e lig ib le  for patent protection.

Art. 25. 1 (4 )  7. 1. 2. 3 Transgenic Animal and Plant
It is s tipulated in A rtic le  25.1  ( 4 )  of the Patent Law that no 

patent right shall be granted to animal varieties and p lant varie 

ties.
Transgenic animal and p lant are those obta ined by b io log i

ca l m e thod , such as DNA recom bination technology of the g e 
netic eng ineering. In accordance  w ith the provision of Artic le
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2 5 .1 (4 )  of the Patent Law , no patent right shall be granted to 
them .

Art. 5 7. 1.2.  4 Biotechnological Inventions Excluded from Patent Pro
tection

For an invention relating to b io techno logy , if the com m ercia l 
deve lopm ent of w hich is contrary to the social m orality or detri

mental to pub lic  in terests, it shall be regarded  as an o b jec t as 
p rovided in A rtic le  5 of the Patent Law and shall not be granted 
patent right.

Following inventions shall be regarded  as non -  patentable 
inventions as m entioned a b o v e :

( 1 )  Processes for c lon ing human beings and the human be
ings thus c lo n e d ;

( 2 )  Processes for m odify ing the germ  line genetic identity of 
the human b e ing s ;

( 3 )  Use of human em bryos for industria l or com m ercia l pur
poses;

(4 )  Processes for m odify ing the genetic  identity of animals 
w hich are likely to cause pain to them w ithout any substantial 

m edica l benefit to human beings or an im a ls , and animals o b 
ta ined from  such processes.

7. 2 Repeatability of Inventions Relating to Biological Material
Art. 22. 4 In the fie ld of m icro -  organism  of b io log ica l m ateria l, since

som e inventions cannot be re p e a te d , they do not possess indus
trial a p p lica b ility , and shall not be granted patent right.

7. 2. 1 Processes for Screening Particular Micro -  Organisms from 
Natural Environment

U nder m ost c ircum stances, the process to screen a particu
lar m icro -  organism  from the natural environm ent is not repeat- 
ab le  because it is lim ited by the ob jective  condition  and is very 
random . For exam p le , a particu lar m icro -  organism  has been i- 

solated and screened from  the soil of X p la ce , X C ounty, X 

Province. The indeterm inate geograph ic  pos ition , constant 
change of the natural and artificial environm ent and the contin
gency of the existence of such m icroorganism  even in the same 
p iece of soil m ay render it im possib le  to repeatedly screen out 
the m icro  -  organism  with the exact same b iochem ica l hereditary 
feature in the sam e species of the same genus w ithin the valid
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term of twenty years of the patent right. Therefore , the process 
for screening a particu lar m icro -  organism  from natural environ
ment generally does not possess industria l app licab ility . Unless 
the app lican t can provide  suffic ient ev idence  to prove the repeat
ab ility  of the p rocess , no patent right shall be granted to it.

7. 2. 2 Processes for Producing New Micro -  Organism through 
Artificial Mutagenesis by Physical /Chem ical Process

This type  of process m ainly depends on the random  m uta
tion of the m icroorganism  occurring  under the cond ition  of m uta

genesis. This m utation is in fact a change of one or m ore bases 
during DNA rep lica tion , and a bacteria l strain w ith certa in char
acteris tics is then screened out. Because the base changes at 
random , even if the cond ition  o f m utagenesis has been clearly 
d isc lo sed , it is d ifficu lt to achieve exactly the sam e result by re
peating the cond ition  of m utagenesis. U nder m ost c ircu m 
stances, such process does not com p ly  w ith the provision of A r
tic le  22. 4 of the Patent Law. Unless the app lican t provides suffi
c ient evidence to prove that the m icro -  organism  with desired 
characte ris tics can be defin ite ly p roduced  by m utagenesis under 
certain m utagenic co nd itio n , no patent right shall be granted for 
this type  of processes.

7. 3 Deposit of Biological Material
( 1 )  It is stipu lated in A rtic le  2 6 .3  of the Patent Law that the 

descrip tion  shall set forth the invention or utility m odel in a m an
ner sufficiently c lear and com ple te  so as to enable  a person 
skilled in the art to carry it out. In other w o rd s , the descrip tion  
shall suffic iently d isclose in w riting the invention for w hich the pa 
tent protection is sought. In the particu lar fie ld of b io techno logy, 
because it is sometim es d ifficu lt to describe  the spec ific  feature 
of a living body in w ritin g , the b io log ica l material itself cannot be 
m ade availab le even if there is such a descrip tio n , a person 
skilled in the art m ay remain unable to ca rry  out the invention. 

Thus, in o rder to m eet the requirem ent as set forth in Artic le  

26. 3 of the Patent Law , the b io log ica l material involved in the in
vention shall be depos ited  accord ing  to the requirem ent.

W here a b io log ica l m ateria l, w hich is involved in the a p p li
cation and ind ispensable  for the invention to be co m p le te d , is 
not availab le to the pub lic  and has not been depos ited  a cco rd 
ing to Rule 25 of the Im plem enting Regulations of the Patent Law
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by the a pp lica n t, or a lthough it has been deposited  accord ing  to 
the requ irem ent, a rece ip t of depos it and the viab ility  proof p ro 
v ided  by the deposita ry institution has not been subm itted at the 
time of filin g , o r, at the la tes t, w ithin four m onths from  the date 

of filin g , the exam iner shall reject the app lica tion for its non -  
com p liance  with the provisions of A rtic le  26. 3 of the Patent Law.

W here the app lica tion  for a patent relates to a b io log ica l m a

terial w hich is not availab le to the p u b lic , it shall ind ica te , in the 
Request and the descrip tion , the taxonom ic denom ination of the 
b io log ica l m ateria l, the name and address of the deposita ry in
stitu tion , the date  on which the sam ple of the b io log ica l material 
is deposited  and the accession num ber of the deposit. Where 
the b io log ica l material has been deposited  with a depositary in
stitution designated  by the State Intellectual Property O ffice ac
co rd ing  to Rule 25 of the Im plem enting Regulations of the Patent 
Law , the date  on w hich the sam ple of the b io log ica l material is 
d e p o s ite d , the name and the abbreviation of the deposita ry insti
tution and the accession num ber of the depos it shall be ind ica
ted when the b io log ica l material used in the invention is m en
tioned for the firs t time in the descrip tion. M oreover, such infor

mation shall be presented in the explanatory notes of the d raw 
ings in the descrip tion.

( 2 )  “ Not availab le to the p u b lic ”  m entioned in Rule 25 of 
the Im plem enting Regulations o f the Patent Law refers to the b io 
log ical material held by an ind iv idua l or en tity , deposited  with a 
deposita ry institution not for the purpose of patent p rocedures 
and not released to the p u b lic ; or the b io log ica l m aterials not a- 
va ilab le  to the pub lic  before  the date o f filing ( priority d a te ) ,  
e .g .  , new m icro -  organism s created by means of screen ing , 
m uta tion , etc. w hich cannot be repeated. All those b io log ica l 
m aterials shall be deposited.

The fo llow ing are the c ircum stances in w hich a b io log ica l 

material shall be regarded  as availab le to the pub lic  and the de
posit thereof is not re q u ire d ; the b io log ica l material com m ercia lly 
availab le to the pub lic  at home and a b ro a d ; b io log ica l materials 
depos ited  w ith a deposita ry institution recogn ized by the patent 
o ffices of various countries or by international patent o rgan iza
tions for the purposes of patent p rocedures , and have been 
pub lished in the Patent Gazette or patents earlier than the priority 
date  or filing date  of the app lica tion  filed in China? the b io log ica l 
material that m ust be used in a patent app lica tion  is d isc losed in
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a non -  patent docum entation before the date of f il in g , w ith the 
source of the docum entation ind icated  in the descrip tio n , the 
pub lic  access to the b io log ica l material d e s c r ib e d , and the proof 
of guaranteeing the b io log ica l material access ib le  to the pub lic  
fo r twenty years from  the filing date  p rovided by the holder of the 
b io log ica l m aterial.

( 3 )  For the b io log ica l m aterials depos ited  with the depos ita 
ry institution designated  by the State Intellectual Property O ff ic e , 
the institution shall confirm  its viab ility . W here the b io log ica l ma

terial is confirm ed d e a d , p o llu ted , inactive , or va rian t, the a p p li
cant should depos it the b io log ica l material identica l w ith that ini
tia lly deposited  toge ther with the o rig inal sam p le , and notify the 
Patent O ffice. The latter deposit is then acknow ledged  as the 
continuation of the original deposit.

( 4 )  The deposita ry institutions designated  by the State Intel
lectual Property O ffice refer to the international depos ito ry  institu
tions for b io log ica l material sam ples acknow ledged  by the B uda
pest T reaty, inc lud ing  the C enter for General M icro -  organism  of 

the Adm inistration Com m ittee of the China M icro -  b io log ica l Cul
ture Collection ( C G M C C ) based in Beijing and the China Center 
fo r Type Culture Collection (C C T C C ) based in Wuhan.

7. 4 Writing of Claim

7. 4. 1 Description of Micro -  Organism
( 1 )  A m icro -  organism  involved in a cla im  shall be de

scribed  accord ing  to the m icro -  b io log ica l taxonom ic denom ina
tion. It shall be described  by its Chinese denom ination if it has a 
spec ific  Chinese nam e, and its Latin scientific  nam e be also p ro 

v ided  in b rackets where it is first m entioned. W here the m icro  -  
organism  has been deposited  w ith a deposita ry institution d es ig 

nated by the State Intellectual Property O ffice , the abbreviation 
o f that institution and the access num ber shall a lso be ind icated 
in the descrip tion  of the m icro -  organism .

( 2 )  If neither a spec ific  m utant s tra in , nor a co rresponding  
m ode for it to be carried out is m entioned in the descrip tio n , any 
claim  for that m utant strain and its derivative  of a certa in m icro -  
organism  shall not be perm issib le .

7. 4. 2 Presentation of Vectors for Genetic Engineering
Claims shall c learly define the vector to be used. If the ve c
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tor used is know n , it shall be described  in its known nam e, and 
the docum ent having d isc losed  the vector shall be ind icated  in 
the descrip tion. If the vector used is new , it m ust be specifica lly  
described  in the descrip tion , for exam p le , by way of structural 
representa tion , explanation of the process for obta in ing it or d is
closure in any other m anner which c learly defines the vector 

used.

7. 4. 3 Presentation of DNA
The cla im s shall c learly define the DNA involved. It may be 

stated as fo llow s:
( 1 )  p rovide  d irectly  the nucleotide sequence of the D N A ;
( 2 )  where the nucleotide sequence of the DNA is unknow n, 

the DNA can be defined with its preparation method and charac

teristics ;
( 3 )  DNA known in the prior art m ay be presented by its 

known nam e, with the docum ent d isc los ing  the DNA with such 
name ind icated  in the descrip tion.

7. 4. 4 Presentation of Protein
As protein is a substance com posed  of am ino acids in a 

certa in sequence , its structural form is basica lly the same as the 
DNA com posed  o f the nucleotide in a certain sequence. For the 
defin ition of protein involved in c la im s , see Section 7. 4. 3 of this 
Chapter.

7. 5 Writing of Description

7. 5. 1 Disclosure of Micro -  Organism
( 1 )  The deposited  m icro -  organism  shall be described  by 

the strain denom ination , the species denom ination and genus 
denom ination in accordance  w ith m icro -  b io log ica l nom encla
ture. W here it is not identified  with a species denom ination , a 
genus denom ination shall be p rov ided. The Latin scientific  d e 
nom ination of a m icro -  organism  involved in the invention shall 
be p rovided in b rackets when it is referred to for the first time in 
the descrip tion . W here that m icro -  organism  has been depos i
ted with the deposita ry institution designated  by the State Intel
lectual Property O ffice accord ing  to Rule 25 of the Im plementing 
Regulations o f the Patent Law , the date of d ep os it, the title and 
abbreviation o f the deposita ry institution and the access num ber
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of the depos it shall be ind icated in the descrip tion  accord ing  to 
paragraph 3 of Section 7 .3 ( 1 )  of this C hapter. In the other parts 
of the descrip tio n , the m icro -  organism  deposited  may be re
presented by the abbreviation of the deposita ry  institution and 
the access num ber o f the m icro -  o rgan ism , such as staphylo
coccus Aureus CCTCC8605.

( 2 )  W here the m icro -  organism  used is a new s p e c ie s , its 
taxonom ic characte ris tics shall be described  in de ta il, and the 
reason to c lassify it as a new species shall be c la r if ie d , and the 

relevant docum ent on w hich the classifica tion is based should be 
ind icated.

7. 5. 2 Disclosure of Vector and DNA of Genetic Engineering
Art. 26. 3 A clear and com ple te  explanation of the vector and DNA in

vo lved shall be given in the descrip tion . For a known vector and 
D N A , the relevant docum ent shall be ind ica ted . The new vector 
and DNA shall be described  in respect o f its spec ific  s truc tu re , 
sequence , preparation m ethod or characteris tics.

7. 5. 3 Sufficient Disclosure of Inventions Relating to DNA Frag
ment, G ene, Peptide and Protein

Art. 26. 3 As a general rule in chem is try , inventions relating to a DNA
fragm en t, a g en e , a pep tide  and a protein shall be suffic iently 
d isc losed.

For any spec ific  techn ica l solution of an invention relating to 
a DNA fragm en t, a g en e , a pep tide  and a protein has been 
p resen ted , if no experim ental ev idence  is p rov ided  and that the 
said techn ica l solution can be estab lished only when it is proved 
with the result of the expe rim en t, the techn ica l solution shall be 
deem ed incapable  of be ing carried out.

For any invention relating to a DNA fragm en t, a g e n e , a 

pep tide  and a p ro te in , if the techn ica l solution of the invention is 
fo r the purposes of a d iagnosis or treatm ent o f d iseases, the la
boratory test ( in c lu d in g  animal te s t)  or c lin ica l qua lita tive or 
quantitative data  of test shall be suffic iently p rovided for a person 
skilled in the art to see that the expected  purpose or e ffect o f the 
techn ica l solution of the invention can be ach ieved. The effective 
am ount, m ethod of use or preparation etc. shall be d isc losed  to 
such an extent that a person skilled in the art can ca rry out the 
invention. O therw ise, the sa id  techn ica l solution shall be 
deem ed incapable  of be ing carried out.
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For any invention relating to a gene or a DNA fragm en t, only 
when the gene or the DNA fragm ent p e r se  or the pep tide  and 
the protein expressed thereby has satisfied the requirem ents for 
d isclosure m entioned a b o ve , the techn ica l solution of the inven
tion can be deem ed capab le  o f be ing carried out.

Art. 22. 2 - 3  7. 6 Examination of Novelty and Inventiveness of Inventions Con
cerning Biological Technology

7. 6. 1 Inventiveness of Invention Concerning Micro -  Organism
( 1 )  M icro -  organism  p e r se
For a m icro -  o rg an ism , if its taxonom ic characteris tics are 

rem arkab ly d ifferent from those of the known species ( i . e . ,  a 
new s p e c ie s ) , it possesses inventiveness. If for an invention of 
a m icro -  o rg an ism , though there is no substantia l d ifference be
tween the taxonom ic characteris tics of the m icro -  organism  and 
those of the known sp ec ies , so long as the m icro -  organism  
p roduces techn ica l e ffects that cannot be expected  by a person 
skilled in the a rt, it possesses inventiveness.

( 2 )  Invention relating to app lica tion  in respect of m icro -  or
ganism

An invention relating to the app lica tion  in respect of a m icro 

-o rg a n is m  does not possess inventiveness if the m icro -  organ
ism used in the invention is a known spec ies of the sam e genus 
as another known m icro -  organism  of the same use. H ow ever, 
if the invention using the m icro -  organism  p roduces technical 
e ffects unexpected  of the invention using the latter m icro -  or
g an ism , the invention using the form er m icro -  organism  posses
ses inventiveness.

An invention relating to the use o f a m icro -  organism  shall 

possess inventiveness if the m icro -  organism  used in the inven
tion is rem arkab ly d iffe ren t from a known species with taxonom ic 
characte ris tics ( i . e .  the m icro -  organism  used in the invention 
is a new s p e c ie s ) , even if the use is the same.

7. 6. 2 Genetic Engineering

7. 6. 2. 1 Novelty
( 1 )  Genes
If a protein p e r se  possesses nove lty , the invention of the 

gene encod ing  the protein also possesses novelty.
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( 2 )  R ecom binant protein
If a protein as an isolated and purified s ing le  substance  is 

know n, an invention concern ing  a recom binant protein defined 
by a d ifferent preparation process and having an identica l am ino 
acid  sequence does not possess novelty.

( 3 )  M onoclonal antibody

If antigen A is nove l, a m onoclonal an tibody of antigen A is 
considered novel. H ow ever, if a m onoclonal an tibody of a 
known antigen A ’ is known and if the antigen A involved in the in
vention has the same ep itope as that of A ’ , the m onoclonal anti
body of the known antigen A ’ b inds to antigen A involved in the 
invention. In such a ca se , the invention of the m onolonal anti
body of antigen A does not possess novelty.

7. 6. 2. 2 Inventiveness
( 1 )  Gene

W here a protein is know n, bu t its am ino ac id  sequence  is 
no t, an invention of a gene encod ing  the protein does not pos
sess inventiveness if a person skilled in the a rt can readily dete r
m ine the am ino acid  sequence at the time of filing . H ow ever, 
when the gene has a spec ific  base sequence and has advanta
geous e ffects com pared  with other genes having a d iffe ren t base 
sequence encod ing  the said p ro te in , w hich a person skilled in 
the art cannot e xp e c t, the invention of the said gene possesses 
inventiveness.

If the am ino acid  sequence of a protein is know n, an inven
tion of a gene encoding  the protein does not possess inventive
ness. H ow ever, if the gene has a particu la r base sequence and 
has advantageous effects com pared  with other genes having a 
d ifferent base sequence encod ing  the said p ro te in , w hich a per
son skilled in the art cannot e xp e c t, the invention of the said 
gene possesses inventiveness.

If the c la im ed structural gene of an invention is the naturally 
obta inable  mutant of a known structural gene and if the c la im ed 

gene is derived from the same spec ies as the known structural 
gene and has the sam e properties and functions as the known 
structural g en e , then the invention does not possess inventive
ness.

( 2 )  R ecom binant vector
If both a vector and an im bedded  gene are know n, an in

vention of a recom binant vecto r obta ined by a com bination of the
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two usually does not possess inventiveness. H ow ever, if an in
vention of a recom binant vector w ith a spec ific  com bination of 
them can produce  unexpected  e ffect com pared with the prior 
a rt, the invention possesses inventiveness.

( 3 )  Transform ant
If both a host gene and an im bedded  gene are know n, an 

invention of a transform ant obta ined by a com bination of them 
generally does not possess inventiveness. H ow ever, if an inven
tion of a transform ant obta ined from  a com bination of them can 
p roduce  unexpected  e ffect com pared  w ith the prior a rt, it pos

sesses inventiveness.
( 4 )  Fused cell
If parent ce lls  are know n, an invention of a fused cell p ro 

duced  by fusing the parent ce lls does not possess inventive
ness. H ow ever, if the fused cell has an unexpected e ffect com 
pared with the prior a rt, the invention o f the fused cell possesses 
inventiveness.

( 5 )  M onoclonal antibody
If an antigen is known and it’s c learly known that the antigen 

has im m unogenicity ( for exam p le , the said antigen clearly has 
im m unogenicity because a polyclonal antibody of the antigen is 
known or the antigen is a po lypep tide  with a large m olecular 
w e ig h t) , the invention of a m onoclonal an tibody of the antigen 
does not possess inventiveness. H ow ever, if the invention is fur
ther defined by other fea tu res, and hence has an unexpected 
e ffe c t, the invention of that m onoclonal antibody possesses in
ventiveness.

7. 7 Requirements Concerning Submission of Computer -  Reada
ble Copy of Nucleotide or Amino Acid Sequence Listings
The app lican t shall subm it the nucleotide or am ino acid  se

quence listings in com pute r -  readable  CD or floppy d isc.
If the nucleotide or am ino acid  sequence listings recorded in 

com pute r -  readable  CD or floppy d isc  subm itted by app lican t is 
not consistent w ith that d isc losed  in w riting in the descrip tion  and 
c la im s, the sequence listings in w riting shall prevail.
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GUIDELINES FOR EXAMINATION C hapter 1

Chapter 1

Prelim inary Exam ination and Processing of International A p p lica 

tion Entering National Phase

1. Introduction

Any international app lica tion , filed  in accordance  with the 
Patent Cooperation Treaty ( hereinafter referred to as P C T ), des i
ring to obta in patent protection for invention or utility m odel in 
China and so ind ica ted , shall, after going through the proce
dures in the international phase, p roceed to the form alities be
fore the Patent O ffice for entering the Chinese national phase 
( hereinafter referred to as the national phase) w ithin the pre
scribed  time lim it as p rescribed  in Rule 101 of the Im plementing 
Regulations and begin the procedures in the national phase. The 
procedures in the national phase com prise  of the fo llow ing: the 

p rocedure  of pre lim inary exam ination as allowed under PCT, the 
procedure  of national pub lica tion , the p rocedures of substantive 
exam ination, grant of patents or rejection of app lica tions taking 

into account and m aking references to the results of the interna
tional search and the international pre lim inary exam ination, as 

well as all other possib le  fo llow -  up procedures.
This C hapter deals w ith the exam ination to an international 

app lica tion  for the entering of the national phase, pre lim inary ex
am ination of the international app lica tion  in the national phase, 
and the processing  of general m atters of an international a pp lica 
tion in the national phase, e tc . . In this C hapter only the exp lana
tions and provis ions for specia l matters of the above -  m entioned 

contents are p rov ided. Issues w hich are the same to other na
tional app lica tions and for w hich there are no explanation or pro
vision in this C hapter, shall be dea lt w ith by m aking reference to 

the provisions in C hapter 1 of Part I and Part V respective ly of 
these G uidelines.

The main tasks of the exam ination as referred to in this 

C hapter are the fo llow ing:
(1 )  whether or not an international app lica tion  declaring  the 

entering of the national phase com plies with the prescrip tions as 
provided in Rules 100 and 102 of the Im plem enting Regulations; 
the procession of the app lica tions w hich have no e ffect or the 
effect of w hich is ceased in China;

(2 )  whether or not the translation or docum ents of the o rig i

nal app lica tion  of an international app lica tion filed at the time
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when entering the national phase com p ly  w ith the prescrip tions 
as p rovided in Rules 102 and 103 of the Im plem enting Regula
tions o f the Patent Law; whether or not the said translation and 

docum ents are in conform ity w ith the form al requirem ents as p ro 
v ided  in Rule 44 of the Im plem enting Regulations of the Patent 
Law, the procession of the app lica tions w hich do not m eet the 
said requirem ents;

(3 )  whether or not the translation of the docum ents which 
are am ended in the international phase and subm itted by the a p 
p licant is in conform ity with the provis ions as p rov ided  for in Rule 
104 o f the Im plem enting Regulations of the Patent Law, the p ro 
cession of the app lica tions w hich do  not meet the said requ ire 
ments;

(4 )  whether or not the other docum ents w hich  are related to 
the app lica tion  are subm itted and are in conform ity w ith the pre
scrip tions as p rovided in Rules 105, 106, 107, 109 and 110 of 
the Im plem enting Regulations o f the Patent Law as well as in A rti
c les 18 and 19.1 of the Patent Law; the procession of the a p p li
cations w hich have defic iencies.

S pec ific  provisions relating to the processing  of such gener
al matters as national pub lica tion , rece ip t of docum ents and 
paym ent of fees, and the estab lishm ent of files for international 
app lica tions are p rov ided  in this C hapter in accordance  with 
Rules 111, 113 and 114 of the Im plem enting Regulations of the 
Patent Law.

2. Examination of the Effect of International Application

2. 1 Having No Effect in China
Any international app lica tion  w hich has been accorded  a fil

ing date  m ust have gone through the exam ination conducted  by 

the Receiving O ffice on whether or not it is in conform ity with the 
provisions of Artic le  11 of the- Treaty and has had an affirm ative 
conclusion. Therefore, so long as an international app lica tion  
designates China, accord ing  to the provisions of Rule 100. 1 of 
the Im plem enting Regulations of the Patent Law, the app lica tion  
shall be deem ed as having the e ffect o f a regu la r national a p p li
cation by the Patent O ffice  and the international filing date  a cco r
ded by the Receiving O ffice  shall be deem ed as the actual filing 
date  in China. The exam iner need not and shall not conduc t ex
am ination again on whether or not it com plies w ith the require
ments for rece ip t of an app lica tion  as set down in the Patent Law 

and its Im plem enting Regulations. Nevertheless, the exam iner
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PCT Art. 24( 1) ( i) 
PCT Art. 24( 1) ( ii)

shall exam ine whether or not the international app lica tion  dec la r
ing the entering of the national phase has designated  China. The 
exam iner shall, based on the copy  of the international a pp lica 
tion ( i . e . , international pub lica tion Pam phlet) sent by the Inter
national Bureau, confirm  that there is the designation of China 
and that the designation of China is on the front page of the 
Pam phlet.

The designation of China in an international app lica tion  shall 

contain the ind ication o f the kind of pro tection. The kind o f pro
tection sought at the time of entering the national phase shall be 
the same as that ind icated  on the front page  of the Pam phlet.

Where there is no record of the designation of China in the 
said Pam phlet of the international app lica tion  declaring  the ente
ring of the national phase, or w here the kind of pro tection recor
ded in the said Pam phlet regard ing  the designation of China is 
inconsistent with the kind of pro tection ind icated in the written 
statem ent of the app lican t concern ing  the entry of Chinese na
tional phase ( hereinafter referred to as the entering s ta te m e n t), 
the form alities for entering the national phase shall not be pro

cessed for reasons of the fac t that the international app lica tion  
has no e ffect in China or that it has no e ffect in China in respect 
to the kind of pro tection ind icated  in the entering statem ent, and 
the app lican t shall be so ind icated.

2. 2 Loss of Effect in China

2. 2. 1 Loss of Effect Notified by the International Bureau
For an international app lica tion  declaring  the entering of the 

Chinese national phase, if, during the international phase, the 
“ Notification of W ithdrawal of International A p p lica tion ” (P C T /IB / 
307) or " Notification that International Applica tion  C onsidered to 
be W ithdrawn ” ( P C T /IB /3 2 5 ) has been sent by the International 

Bureau to the Patent O ffice as a Designated O ffice, or where the 
“ Notification o f W ithdrawal of D esignation” (P C T /IB /3 0 7 ) of Chi
na of the international app lica tion  or notification of designation of 
China “ C onsidered to be W ithdraw n” ( Р С Т /IB /3 2 4 ) of the inter
national app lica tion  has been transferred to the Patent O ffice as 

a D esignated O ffice  by the International Bureau, and where the 
e ffect or the e ffect in China of the said international app lica tion  is 
ceased in accordance  w ith the provisions of Rule 100. 2 of the 
Im plem enting Regulations, the app lican t shall be notified that the
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form alities for entering the Chinese national phase of that interna
tional app lica tion  are not accep tab le  due to the cease of effect.

2. 2. 2 Formalities for Delays in Meeting the Time Limit for Ente
ring National Phase

PCT Art. 24 ( 1 ) W here an app lican t for an international app lica tion  fails to go
( iii) through the form alities for entering the national phase (he re ina f

ter referred to as the entering form alities) w ithin the time lim it as 
p rovided in Rule 101. 2 of the Im plem enting Regulations; or 
where, though the entering form alities have been perform ed, 
there exists such defects as p rescribed  in Rule 102.1 of the Im
plem enting Regulations; or where, a lthough the entering form ali
ties have been perform ed within the tim e limit as p rescribed  in 
Rule 1 0 1 .2  of the Im plem enting Regulations, the surcharge for 
late entry, at the expiration of the time limit, has not been paid in 
accordance  w ith the provisions of Rule 1 0 1 .2  of the Im plem en

ting Regulations, the e ffect of the said international app lica tion 
ceases in China. The exam iner shall notify the app lican t that the 
form alities for entering the Chinese national phase are not ac

cep tab le  due to the cease of effect.
Where an app lican t, before the expiration of the tim e lim it as 

p rescribed  in Rule 101.1  or 1 0 1 .2  of the Im plem enting Regula
tions of the Patent Law, has gone through part of the entering 
form alities or w here the app licant, after the expiration of the time 
lim it p rov ided in Rule 101. 1 of the Im plem enting Regulations of 

the Patent Law and before the expiration of the time limit p rov id 
ed in Rule 1 0 1 .2  of the Im plem enting Regulations of the Patent 
Law, has com p le ted  the entering form alities but has not paid the 
surcharge  for late entry, and at the time when the exam iner con 
ducts the exam ination, the said time lim it is not yet exp ired , the 
exam iner shall notify the app lican t that the entering form alities 
are not accep tab le  due to defects in the form alities, bu t the 
effect of the international app lica tion  in China does not cease. If 
the app lican t, before the expiration o f the p rescribed  tim e limit, 
goes through the entering form alities again and the de fects  are 
corrected , the said international app lica tion  shall remain va lid  in 

China.
If, due to delay in m eeting the tim e lim it as p rescribed  in 

Rule 101 .2  of the Im plem enting Regulations of the Patent Law, 
the e ffect of an international app lica tion  ceases, and the a p p li
can t has subm itted a request of restoration of right in accord -
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ance w ith Rule 7 .2  of the Im plem enting Regulations of the Patent 

Law, the exam iner shall notify the app lican t that the request is 
not accep tab le  accord ing  to Rule 102 .2  of the Im plem enting reg
ulations of the Patent Law. If the app lican t ind icates that the de
lay in m eeting the time lim it is caused by force majeure, the ex
am iner shall p roceed in accordance  with Rule 7 .1  of the Im ple
m enting Regulations o f the Patent Law.

2. 2. 3 Election
W here an international app lica tion  e lects China before the 

expiration of the time limit as set forth in the PCT and its Im ple
m enting Regulations and if the election still rem ains va lid  at the 
tim e when the international app lica tion  enters the national phase, 
the tim e lim it for go ing  through the form alities for entering the na
tional phase shall be th irty months from the date of priority.

As to whether or not China is e lected, it depends on the 

" Notification of E lection" ( P C T /IB /3 3 1 ) sent by the International 
Bureau. As to whether or not China is e lected within the p re 
scribed  time lim it, it depends on the m ark m ade by the Interna
tional Bureau in the said Notification.

If, after transm itting the “ Notification of E le c tion ", the Inter
national Bureau transm its again the “ Notification of W ithdrawal of 
Dem and or E lections” ( P C T /IB /3 3 9 ) or the “ Notification that De
mand is C onsidered not to Have Been Subm itted or M a d e ” 
( P C T /IB /3 5 0 ) , and the above notification involves the w ithdraw 
al of e lection or the e lection deem ed not have been m ade, the e- 

lection of China is invalid if there is “ CN" in the ind icated  coun 

tries.

2 .3  Notification of National Application Number
Any international app lica tion , w hich has been confirm ed its 

e ffect in China after exam ination and has gone through the ente

ring form alities accord ing  to the provisions, shall be allowed to 
continue its exam ination and approva l p rocedures in the Patent 
O ffice. The Patent O ffice shall accord  to it a national app lica tion  
num ber, and the notification o f national app lica tion  num ber shall 
be issued. In the fo llow -  up exam ination and approva l p roce
dures, the national app lica tion  num ber shall be ind icated  when 

the form alities are perform ed by the app lican t or the notifications 
are issued by the exam iner.
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Rule 101.1(1) 
Rule 103. 1 

(3 ) - ( 4 )

Rule 100. 1

3. Examination of the Documents Submitted at the Time of Ente
ring the National Phase

3. 1 Written Statement on the Entry of the National Phase (Р С Т /
C N /5 0 1 )

3. 1 .1  International Filing Date
The international filing date  is acco rded  by the Receiving Of

fice  in the international phase. If the international filing date is a- 

m ended for any reason in the international phase, the am ended 
date shall be regarded as the righ t one. The international filing 
date ind icated in the entering statem ent shall be the sam e as the 
one written on the front page  o f the Pam phlet. W here the incon
sistence appears, the exam iner shall co rrec t it ex o ffic io  a cco rd 
ing to the date as recorded in the Pam phlet and notify the a p p li
cant accord ing ly.

The international filing date  is deem ed as the actual filing 
date  in China.

3. 1. 2 Kind of Protection
Rule 13. 1 of the Im plem enting Regulations stipu lates that 

“ For any identica l invention -  creation, only one patent righ t shall 

be g ra n te d ” . Therefore, when an international app lica tion  des ig 
nates China, it shall ind icate  e ith e r " patent for invention” or “ pa 
tent for utility m odel" for type  of pro tection , w hich m eans the a p 

p licant can only choose one from the two. In this respect, it is 
not perm itted to use such w ords as “ invention and utility m odel" 
(a llow ab le  in some co u n tr ie s ). Thus, in respect o f China, the 
kind of pro tection for an international app lica tion  has already 
m entioned when it is filed . The information is ca rried  on the front 

page of the Pam phlet under “ D esignated State" transferred by 
the International Bureau.

As change of kind of pro tection after the filing of the a pp lica 
tion is not m entioned under the Patent Law, re -  se lect of the 
kind of protection is not a llowed when an international app lica tion  
enters the national phase. The app lican t can only fill in the kind 
of protection ind icated  in the original Request of International A p 
p lication ( P C T /R O /1 0 1 ) in the entering statem ent. In short, the 
ind ication of the kind of protection shall be the sam e as what is 
recorded in the Pam phlet. W here there is any inconsistency, the 
exam iner shall regard it as a written m istake, co rrec t it ex offic io
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in accordance  with w hat is recorded in the Pam phlet, and notify 
the app lican t a ccord ing ly . If the app lican t does not agree with 
w hat has been co rrected , the exam iner shall handle the m atter in 
accordance  with Paragraph 3, Section 2 .1  of this Chapter.

3. 1. 3 T itle  of Invention
Except for those few w hich are dec ided  by the exam iner of 

the International Search Authority, the title of the invention shall 
be based on the record of the original request of the international 
app lica tion . W here the Request uses languages other than Chi
nese, in add ition  to the translation should be exact in expressing 
the m eaning of the title of the invention, it shall be as brie f as 
possib le . W here there are no unnecessary w ords in the transla
tion, the lim it of the num ber of w ords regard ing  the title of inven
tion p rovided in C hapter 1 of Part I of these G uidelines shall not 

app ly .
W here the title of the invention ind icated  on the front page of 

the Pam phlet is not what is recorded in the orig inal Request of 
the international app lica tion , bu t dec ided  by the exam iner of the 
International Search Authority, the title o f the invention in the en
tering statem ent shall be the translation of the title of the invention 
d ec ided  by the exam iner of the International Search Authority.

W here am endm ents to the title o f invention is requested at 
the time of entering the national phase, it shall be subm itted in 
the form of am endm ent to app lica tion  docum ents. It is not al
lowed to fill in d irectly , in the entering statem ent, the am ended 
title of invention. The national pub lica tion  does not pub lish  the a- 
m ended title of invention.

3. 1. 4 Applicant

3. 1. 4. 1 Determination of Information on Applicant
Except for changes recorded by the International Bureau in 

the international phase, the app lican t entering the national phase 
shall be the one ind icated  in the Request of international app lica 
tion. A cco rd ing  to the provisions of the Treaty, where more than 
one country has been designated  in the international app lica tion 
and when there are more than one app lican t, d ifferent app licants 
may be ind icated  for d ifferent designated  countries. A pp lican ts  
to be m entioned in the entering statem ent shall be the app licants 
for China. W here fore ign languages are used in the international
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publica tion, the name or title of the app lican t and the address 
shall be translated into Chinese in an accurate  way. The transla
tion of the title of the legal person shall be as standard  as possi

b le. The exam iner shall check  carefully the contents ind icated  in 
the entering statem ent w ith those that are recorded  on the front 
page of the Pam phlet. If there is any inconsistency, the a p p li
cant shall be notified to co rrect it or to go  through necessary fo r
malities.

Where, in the international phase, " Notification of the Re

co rd ing  of a C hange” ( P C T /IB /3 0 6 ) has been transferred to the 
Patent O ffice as the Designated O ffice  by the International Bu
reau to inform the am endm ents of app lican ts  or am endm ents 
concern ing  the name or title or add ress of the app lican t, the 
changes shall be known as being reported to the Patent O ffice 
and the am ended information shall be filled in d irectly  in the en
tering statem ent. The exam iner shall read care fu lly the notifica
tion of the International Bureau and check carefully the relevant 
contents ind icated  in the entering statem ent with the am end
m ents recorded in the Pam phlet and the Notification. If there is 
any inconsistency, the app lican t shall be notified to co rrect it or 

to go  through the necessary form alities.
If the app lican t is dead and is recorded by the International 

Bureau, its name shall not appear in the entering statem ent at 
the time o f entering the national phase.

A cco rd ing  to the provisions of the Patent Cooperation Trea
ty, the Receiving O ffice, based on the law of the country, shall 
check and determ ine whether the information p rovided by the 
app lican t concern ing  its or his nationality or res idence is true or 
not. The information after the exam ination of the Receiving O ffice 
shall be ind icated on the front page of the Pam phlet pub lished 

by the International Bureau. Generally speaking, the exam iner of 
the Patent O ffice as a Designated O ffice shall not have question 
about it any more.

3. 1. 4. 2 Qualification of Applicant
A cco rd ing  to C hapter 1, Part I of these G uide lines, where 

the app lican t is a fore igner ( natural person or legal p e rson ), the 
provisions o f A rtic le  18 of the Patent Law shall a pp ly  to exam ine 
w hether the app lican t is entitled to file an app lica tion . W here an 
international app lica tion  has only one app lican t, the a pp lica n t is 
usually a national or resident of a m em ber state o f PCT, or, at
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least, a national or resident of a m em ber state of the Paris Con
vention. Therefore, there is no need to exam ine whether or not 
the app lican t meets the requirem ent of Artic le  18 of the Patent 
Law. As accord ing  to the Treaty, where there are two or more 

app lican ts , an international app lica tion  could be filed when at 
least one of them is a national or resident of a m em ber state of 
PCT, it is possib le  that when the international app lica tion  is filed, 

the app lican t for China is a national or resident of a non -  m em 
ber state of PCT. Besides, as the Treaty has requirem ents only 

for the country to w hich the app lican t filing the international a p p li
cation belongs, and does not have any requirem ents for the 
country to w hich the assignee belongs when there is any change 
in the app lican t, it is possib le  that the country to w hich the app li
cant or som e of the app lican ts  belong is not a m em ber state of 
PCT at the time of entering the Chinese national phase. Under 
such c ircum stances, the exam ination shall be conducted  in ac 
co rdance  with the relevant contents in Section 2 .1 .3 .2 ,  Chapter 
1 of Part I of these Guidelines. If, after exam ination, it is dete r

m ined that all the app licants do not meet the requirem ents as 
p rovided in Artic le  18 of the Patent Law, the app lica tion shall be 
re jected. If only some of the app lican ts  do  not meet the require
ments as p rovided in Artic le  18 of the Patent Law, such a pp li
cants shall be notified to go through the form alities for am end
m ents, the app lican ts  who are not entitled to file the app lica tion 
shall be deleted from  the app lica tion . W here the app lican t refu
ses to make necessary am endm ents, the app lica tion  shall be re

jected .

3. 1. 4. 3 Translation of the Name of Applicant
In the international phase, It is s tipulated that when the a p 

p licant is a natural person, the fam ily name shall be ind icate be
fore the given n a m e (s ) . In the entering statem ent, the transla
tion of the nam e o f the app lican t shall be written in a w ay that is 
consistent w ith the custom ary p ractice  of the country to which 

h e /sh e  belongs.
Where the app lican t believes that the translation of his name 

in the entering statem ent is not correct, he may am end it on his 
own initiative before the com pletion of the preparatory work of the 
national pub lica tion . If, after exam ination, the exam iner believes 
that the am ended translation of the name is consistent with the 
nam e in the o rig inal, the am endm ent shall be accep ted , and the
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am ended translation of the nam e shall be used in the national 
pub lica tion . If, after the national pub lica tion , the app lican t re
quests for am endm ent o f the translation of the name, he shall file 
an am endm ent to co rrect the m istake of the translation and pay 
the co rrespond ing  fee. If, after exam ination, the exam iner be
lieves that the am ended translation of the nam e is consistent with 

the nam e in the orig ina l, the am ended translation o f the name 
shall be used in the later notifications and announcem ent for 
grant of patent right.

3. 1. 5 Inventor

3. 1. 5. 1 Determination of Information on Inventor
Except for the changes that have been recorded by the In

ternational Bureau in the international phase, the inventor at the 
time o f entering the national phase shall be the one ind icated  in 
the Request of the international app lica tion . A cco rd ing  to the Pa
tent Cooperation Treaty, where an international app lica tion  des
ignates more than one country and when there are more than 

one inventor, d ifferent inventors may be ind icated  for d ifferent 
designated  country when necessary. U nder such c ircu m 

stances, the inventor to be ind icated  in the entering statem ent 
shall be the inventor for China. W here the international pub lica 
tion is in languages other than Chinese, the name o f the inventor 
shall be translated into Chinese in an accurate  way. The exam in
er shall check carefully the name o f the inventor ind icated  in the 
entering statem ent w ith what is recorded on the front page  of the 
Pam phlet. If any inconsistency occurs , the app lican t shall be 
notified to co rrect it or to go through the necessary form alities. 
W here there is no translation o f the name o f the inventor in the 

entering statem ent, the app lican t shall be notified to subm it a re
p lacem ent sheet of the entering statem ent having on it the trans
lation of the name of the inventor ind icated  w ithin the p rescribed  
time lim it in time.

W here, in the international phase, the “ Notification of the 
Record ing of a C hange” ( P C T /IB /3 0 6 ) has been transferred to 

the Patent O ffice as the Designated O ffice by the International 
Bureau to inform the am endm ent o f the inventor or the am end
m ent concern ing the name o f the inventor, the am endm ent shall 
be regarded  as known to the O ffice, the am ended information 
shall be filled in the entering statem ent d irectly. The exam iner
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Rule 105. 1 (1 )

shall read carefully the notification of the International Bureau and 

check  the relevant contents ind icated  in the entering statem ent 
with the am endm ents recorded in the Pam phlet and the N otifica
tion. If any inconsistency occurs, the app lican t shall be notified 
to co rrec t it or to go  through the necessary form alities.

Where the inventor for China is dead  and is recorded by the 
International Bureau, its name as the inventor shall still be ind ica
ted in the entering statement.

3. 1. 5. 2 No Inventor Mentioned in the International Application
Acco rd ing  to the Patent Cooperation Treaty, if the national 

laws of all the designated  countries of an international app lica tion 
do not require to furnish the nam e of the inventor at the time of 
filing a national app lica tion , the information of the inventor may 
be not required in the Request of the international app lica tion . In 
accordance  with the provisions of the Im plem enting Regulations 
of the Chinese Patent Law, lack of nam e of inventor in the Re
quest is not a cond ition  for refusing to a ccep t the app lica tion , 
but a de fect that can be am ended in the later stages.

If the nam e o f the inventor is not m entioned in the Pam phlet 
of an international app lica tion , the nam e of the inventor shall be 
added  in the entering statem ent at the tim e of entering the na
tional phase. If the exam iner finds that the name of the inventor 
is still m issing in the entering statem ent, the app lican t shall be 
notified to furnish a rep lacem ent sheet of the entering statem ent 
having the nam e of the inventor ind icated  w ithin the p rescribed 
time lim it. There is no exam ination to the inventorship of the in
ventor.

3. 1. 5. 3 Translation of the Name of Inventor
In the international phase, the fam ily name of the inventor 

shall be ind icated  before  the given n a m e (s ). The translation of 

the name of the inventor in the entering statem ent shall be based 
on the custom ary p rac tice  of the country to w hich h e /sh e  be
longs.

W here the app lican t believes that the translation of the name 

of the inventor in the entering statem ent is not accurate , it/h e  
may am end it on its /h is  own initiative before the com pletion of 
the prepara tory work o f the national pub lica tion . If, after exam i
nation, the exam iner believes that the am ended translation is 
consistent w ith the name in the orig inal, the am endm ent shall be
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accep ted  and the am ended translation of the name shall be 
used in the national pub lica tion . W here there is am endm ent of 
the translation of the nam e of the inventor after the national pub li
cation, it shall be filed in the form  of co rrecting  m istakes of the 
translation and pay the co rrespond ing  fee. If, after exam ination, 
it is believed that the am ended translation is consistent w ith the 
name in the original, the am ended translation shall be used in 
the announcem ent for grant of patent right.

3. 1. 6 Basis of Examination
In the international phase of an app lica tion , the app lican t 

m ay make am endm ents to the c la im s in accordance  w ith Article 
19 of the Treaty after receiving the international search report. 
Such am endm ents shall be subm itted to the International Bureau 

w ithin the p rescribed  time lim it. During the course of the interna
tional pre lim inary exam ination, the app lican t m ay also am end the 
descrip tion , draw ings and cla im s in accordance  with A rtic le  34 
of the Treaty. Such am endm ent shall be subm itted  to the Inter
national Prelim inary Examination Authority. The above p roce 
dures are referred to as am endm ents in the international phase. 
Rule 109 of the Im plem enting Regulations o f the Chinese Patent 
Law stipulates that the app lican t may am end the descrip tion, 
draw ings and cla im s after going through the entering form alities 

w ithin the p rescribed  time limit, w hich are referred to as am end
ments in the national phase. Thus, for an international a pp lica 
tion entering the national phase, in add ition  to the original a p p li
cation docum ents, it may contain one or more am ended texts. 
The app lican t shall ind icate, for the exam iners of the Patent O f
fice , the text w hich shall serve as the basis for exam ination as to 
substance, i. e . , make a statem ent concern ing  the basis for ex

am ination. If no am endm ents have been m ade both in the inter
national phase and after entering the national phase, the basis 

for exam ination shall be the orig inal app lica tion . W here there 
have been am endm ents either in the international phase or after 
entering the national phase and the am endm ents have been ind i
cated in the statem ent concern ing the basis for exam ination, the 
text to be used for exam ination shall be the orig inal app lica tion 

having the co rrespond ing  part rep laced by the am ended d ocu 
ments. W here am endm ents have been m ade in the international 
phase but not ind icated  in the statem ent concern ing the basis for 
exam ination, the am endm ents shall be regarded  as being aban
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doned and shall not be taken into consideration in the exam ina
tion. The statem ent concern ing  the basis for exam ination shall 
contain ind ications of the p rescribed  items in the written entering 
statem ent at the time of entering the national phase, ind ication of 
the translation am ended in the international phase but separate ly 
subm itted after entering the national phase or ind ications of a- 
m endm ents m ade in the national phase in the p rescribed  form 

( P C T /C N /5 2 1 ). The latter is a com plem ent and an am endm ent 

to the former.
The am endm ents m ade under Artic le  19 of the Treaty in the 

international phase, referred to in the statem ent concern ing the 

basis for exam ination, shall have expression in the Pam phlet. 
The co rrespond ing  contents of the am endm ents m ade in acco rd 
ance w ith Artic le  34 of the Treaty shall be a ttached to the Interna
tional Prelim inary Examination Report. W here it is found that the 
am endm ents m ade in the international phase referred to in the 
statem ent concern ing the basis for exam ination do  not exist, the 
exam iner shall notify the app lican t to am end the relevant con 
tents in respect of basis for exam ination in the entering state

ment.
W here am endm ents of the international app lica tion  d ocu 

m ents have been referred to in the statem ent concern ing basis 
for exam ination, the said am ended docum ents or the translation 
of the am ended docum ents shall be subm itted at the same time. 
If the co rrespond ing  docum ents are not subm itted , the exam iner 
shall notify the app lican t to subm it them within the p rescribed  
time limit. If the docum ents are still not subm itted at the exp ira 
tion of the time limit, the am endm ents ind icated  in the statement 
shall not be taken into consideration.

3. 1. 7 Examination of Other Contents in the Written Statement
For the contents in the written statement, see Section 5 .2 .1  

of this C hapter for exam ination on claim  to right of priority; see 
Section 5 .4 .1  of this C hapter for exam ination on the ind ications 

concern ing  the deposit of b io log ica l m aterials; see Section 5 .3  
of this C hapter fo r exam ination on non -  p re jud ic ia l d isclosures.

3. 2 Translation and Drawings of the Original Application
In accordance  with the provisions of Rule 1 0 1 .1 (3 )  of the 

Im plem enting Regulations of the Chinese Patent Law, where an 
international app lica tion  is filed in a language other than Chi
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nese, the Chinese translation of the descrip tion, the cla im s, the 
text m atter of the draw ings and the abstract of the orig inal inter
national app lica tion  shall be subm itted at the time o f entering the 
Chinese national phase.

In accordance  with the provis ions of Rule 1 0 1 .1 (4 )  of the 
Im plem enting Regulations of the Chinese Patent Law, where an 
international app lica tion  conta ins d raw ings, a copy  of the draw 
ings shall be subm itted at the time o f entering the Chinese na
tional phase.

3. 2. 1 Translation of Description
The Chinese translation of the descrip tion  shall be consistent 

with the contents of the descrip tion  in the Pam phlet transferred 
by the International Bureau. The translation shall be com ple te  
and authentic to the orig inal. The app lican t shall not add  any 
content of the am endm ent in the translation of the orig ina l.

The contents in the Pam phlet based on the rep lace  sheet or 
am endm ent sheet shall be regarded  as the content of the original 
app lica tion . For contents filed  as part of the descrip tion  of an in
ternational app lica tion , and w hich has been declared  "n o t to be 
taken into cons idera tion" after the exam ination of the Receiving 
O ffice and has been ind icated  as such in the Pam phlet, sim ilar 
ind ications shall be m ade in Chinese in the translation. For ex
am ple, w here references to d raw ings are m ade in the d e sc rip 
tion while actua lly no draw ings are furn ished in the app lica tion .

W here the descrip tion  ( inc lud ing  the d raw ings) conta in con 
tents that are contrary to socia l m orality or p ub lic  o rder, or con
tain other belittling statem ent w hich, after the exam ination o f the 
International Bureau, have been deleted from the international 
pub lica tion , the said contents shall not be added  into the trans
lation of the orig inal app lica tion  aga in . If such contents appea r in 
the translation again, the app lica n t shall be notified to co rrec t the 
m istakes in the translation. W here such contents are not deleted 

in the international pub lica tion  and are conta ined in the transla
tion, provisions o f Section 4 .1 , C hapter 1 of Part I o f these 
G uidelines shall app ly .

W here, in the international phase, the descrip tion  of an in
ternational app lica tion  conta ins nucleotides or am ino acid  se
quence listings and is furn ished as a separa te  part of the de
scrip tion , its translation shall be furn ished also as a separate 
part and the pages shall be num bered separate ly. W here the
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PCT Rule 49. 5

( a bis)
PCT R u le 5 . 2 (b )

3. 2. 2 Translation of the Claims
The translation of the c la im s shall be consistent w ith the con 

tent of the c la im s of the orig inal app lica tion  recorded in the Pam
phlet. If it is found that the translation is obviously inconsistent 
with the o rig inal app lica tion , such as having add itions or om is
sions of the cla im s, the exam iner shall notify the app lican t to co r
rect the m istakes in the translation.

3. 2. 3 Drawings
In accordance  w ith the provisions of Rule 101. 1 (4 )  of the 

Im plem enting Regulations of the Chinese Patent Law, where an 
international app lica tion  conta ins d raw ings, regard less whether 
or not there are any text m atter in the draw ings, a copy of the 
draw ings shall be subm itted. This provision is m ade for interna
tional app lica tions filed in a language other than Chinese.

W here there is text m atter in the draw ings and the interna
tional pub lica tion  is m ade in a language other than Chinese, the 

text m atter shall be translated into Chinese. A new copy of the 
draw ings shall be furnished w ith translation m arked in p roper 

p lace instead of the original language. Even if the content of the 
text m atter in the draw ings does not com p ly  with the provisions 
of Rule 19 of the Im plem enting Regulations of the Patent Law, it 
shall be translated accord ing  to the o rig inal app lica tion . The new 
d raw ings shall be identica l w ith the d raw ings in the Pamphlet 
and shall meet the form at requirem ents of these G uidelines for 

d raw ings.
It is not necessary to translate the word “ F ig . " in the draw 

ings into Chinese. The sam e is for the program  languages of a 
com pute r appeared  in the draw ings and certa in text matter for 

screen images.
W here the translation of the text matter in the d raw ings is not 

furnished or the furn ished translation is not com plete , the app li

text m atter o f the sequence listing have been included in the 
main part of the descrip tion, no translation of these text m atter is 
needed for such sequence listing.

It is unnecessary to translate the program  language of the 
com pute r c ited in the descrip tion . It is suffic ient if the translation 
of the name of the ed ito r and title of the docum ent in the c ited 
reference m aterials are in consistency with the requirem ents for 
national pub lica tion in a p roper way.
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cant shall be notified to go through the form alities to co rrec t the 
m istakes in the translation.

W here the copy  of the draw ings is not subm itted , the a p p li
cant shall be notified to p rovide  it w ithin the p rescribed  time lim
it.

3. 2. 4 Translation of Abstract , Drawing of Abstract
The translation of the abstract shall be consistent w ith the 

content of the abstract on the front page  o f the Pam phlet. W here 
the exam iner of the International Search Authority has am ended 

the abstract subm itted by the app lican t, the translation of the a- 
m ended abstract shall be subm itted . W here the International 
Search Report is conta ined in the Pam phlet A3 of re -  pub lica tion 

rather than in the Pam phlet A2 of the first pub lica tion , and the 
content of the abstract on the front page of Pam phlet A3 is d iffe r
ent from that of the Pam phlet A2, the translation shall be made 
on the basis o f the content of the abstrac t in the Pam phlet A3.

The translation shall be as brie f as possib le  on cond ition  that 
the content of the original app lica tion  is not changed. So long as 
there is no unnecessary w ords or sentences, the exam iner shall 
not request the app lican t to delete or delete ex o ffic io  the transla
tion based on the lim it to the num ber of w ords in the abstract as 

p rovided for in Rule 2 4 .2  o f the Im plem enting Regulations of the 
Patent Law.

W here the translation of the abstract is not subm itted  at the 
tim e of entering the national phase, the exam iner shall notify the 

app lican t to supp lem ent it.
The draw ing of the abstract shall be consistent with the 

draw ing se lected for the international pub lica tion . W here the 
search report is not conta ined in the first pub lica tion , and the 
draw ing of the abstract in Pam phlet A2 o f the first pub lica tion  is 
d ifferent from  that in Pam phlet A3 o f the re -  pub lica tion , the 
draw ing of the abstract for re -  pub lica tion  shall prevail, because 
it is dec ided  accord ing  to the suggestions of the exam iner of In
ternational Search Authority. W here the draw ing o f abstract is not 

subm itted at the time of entering the national phase or the d raw 
ing of abstract subm itted is inconsistent with w hat is in the Pam
phlet, the exam iner shall notify the app lican t to rectify  it.
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Rule 101. 1 (4 )

Rule 108

FOR EXAMINATION Chapter 1

3. 3 International Application of International Publication in Chi
nese
For an international app lica tion  of which the international 

pub lica tion is in Chinese, at the time of entering the national 
phase, it is necessary to subm it only the written entering state
m ent, a copy of the abstract and the draw ing of the abstract 
(w here  there is a draw ing of abstract) of the original app lica tion.
It is not necessary to subm it the cop ies of the descrip tion, 

c la im s and draw ings.

3. 4 Entering the National Phase before Expiration of Time Limit
Since, accord ing  to Artic le  2 3 (1 ) of the Treaty, “ No D esig 

nated O ffice shall process or exam ine the international a pp lica 
tion prior the expiration of the app licab le  time lim it under Article 
2 2 ” , the app licab le  time lim it is th irty months from the date of pri
ority. And Artic le  2 3 (2 ) of the Treaty also provides that “ Notw ith
stand ing the provisions of paragraph ( 1 ) ,  any Designated Office 
may, on the express request of the app licant, process or exam 
ine an international app lica tion  at any tim e” . For the Elected Of
fice , co rresponding  stipulations are p rovided in Artic le  40 of the 

Treaty.

3. 4. 1 Early Processing
A cco rd ing  tof Rule 108 of the Im plem enting Regulations of 

the Patent Law, if the Patent O ffice is requested to handle and 
exam ine an international app lica tion  before  the expiration of thirty 
m onths from the date of priority, the app licant, in add ition to go 
through the form alities p rovided in Rule 101 of the Im plem enting 

Regulations, shall have to handle the fo llow ing:
( 1 ) Subm it an express request in accordance  with 

Artic le  2 3 (2 ) of the Treaty w hich shall contain the citation re
ferred to in Artic le  2 3 (2 ) of the Treaty and shall ind icate his con
sent of having the national pub lica tion firs t before the internation

al pub lica tion  when necessary.
(2 )  W here the International Bureau has not transferred the 

international app lica tion  to the Patent O ffice, to subm it the con
firm ed copy  of the international app lica tion  to the Patent O ffice, 
the said copy is a copy of the “ home copy" certified by the Re

ce iv ing O ffice or the “ record c o p y ” certified  by the International 

Bureau.
W here an international app lica tion meets the above -  m en
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Rule 104 

PCT Art. 19

tioned requirem ents, the exam iner shall im m ediately p roceed  to 
handle and exam ine it.

3. 4. 2 Suspension
Where an international app lica tion  has gone through the for

malities for entering the national phase before  the expira tion of 
th irty months form  the date  of priority but has not gone through 
the necessary form alities p rovided in Rule 108 o f the Im plem en
ting Regulations of the Patent Law , in accordance  w ith the provi

sions of the Treaty, the Patent O ffice shall suspend to process 
and exam ine the international app lica tion . The exam iner shall 
check  the docrm ents with the list o f docum em ts and notify the 
app lican t the decis ion o f"su sp e n s io n ". The process and exam i
nation will be restarted until the time lim it expires.

3. 5 Date of Entering the National Phase
The date of entering the national phase refers to the date  of 

going through all the entering form alities p rovided in Rule 101 of 
the Im plem enting Regulations of the Patent O ffice. W here all the 
form alities are com ple ted  w ithin one day, that date  shall be the 
date  of entering the national phase. W here the form alities are 
com ple ted  on d ifferent dates, the latest day for com p le ting  all 
the form alities shall be the date  of entering the national phase.

W here the docum ents and paym ent of fees are subm itted by 
fax and it has been ind icated that the fees shall be deducted  

from the account, the date of the arrival of the fax shall be the 

date of com p le ting  the form alities for entering the national 
phase.

Where the docum ents and paym ent of fees are subm itted by 
mail and it has been ind icated  that the fees shall be deducted  
from the account, the date when the mail arrives shall be the 
date of entering the national phase. W here there is de lay in mail 

as ind icated  in Rule 113 .2  of the Im plem enting Regulations, and 
after be ing proved as such, the date  of expiration of the time 
limit shall be the date  o f com ple ting  the form alities for entering 
the national phase.

4. Examination of Translation of Amended Documents in the In
ternational Phase

4. 1 Translation of Claims Amended According to Article 19 of
PCT
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W here accord ing  to the statem ent of the app lican t the claim s 
am ended in accordance  w ith Artic le  19 o f the Treaty shall be 
served as the basis for exam ination, and the international pub li
cation of the am endm ent is in a language other than Chinese, 
the app lican t shall subm it its translation at the time of entering 
the national phase, and at the latest before the com ple te  of the 
techn ica l preparation of the national pub lica tion . In accordance  
with the provisions o f Rule 104 of the Im plem enting Regulations 
of the Patent Law, the am ended part of the translation subm itted 

after the said period shall not be taken into consideration. The 
exam iner shall issue a notification of non -  consideration of the a- 
m endm ent. W here an international app lica tion  contains the state
m ent of am endm ent accord ing  to Artic le  1 9 (1 ) of the Treaty and 
a request is subm itted asking the exam iner to take into cons ider
ation the said statement, the app lican t shall subm it the transla
tion of the statem ent at the same time when the translation of the 
am ended cla im s is furn ished.

The translation of the am ended claim s ( includ ing am end
ment, add ition  or deletion of c la im ) shall be consistent w ith the 
content of the co rrespond ing  part pub lished in the Pam phlet. For 
am endm ents which were subm itted in the international phase but 
were refused by the International Bureau for not being in con
form ity with the provis ions of Rule 46 of the Regulations of the 
Treaty, they shall not be subm itted as am endm ent under Article 
19 of the Treaty at the time of entering the national phase.

The translation of the am endm ent shall be written on an a- 

m endm ent sheet that can be rep laced by the co rrespond ing  part 
of the translation of the original app lica tion . The w ords “ Claims 
( am ended accord ing  to Artic le  19 o f PCT) ” shall be ind icated  on 
the top of the firs t page of the translation of the am ended claim s. 
For the translation of the am ended docum ents which are subm it
ted after the entering of the national phase, Form PC T/C N /521 
shall be a ttached. The app lican t shall ind icate in the Form that 
it/h e  intends to use the am ended contents as the basis for ex
am ination.

The translation o f the c la im s am ended accord ing  to Artic le  
19 of the Treaty shall be pub lished  together with the translation of 
c la im s of the original app lica tion . The translation of the am ended 
cla im s shall meet the requirem ents concern ing the form and for
m at of pub lica tion  as p rovided in these Guidelines.

Where the translation of the am ended docum ents fails to
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m eet the above -  m entioned requirem ents, the exam iner shall 
notify the app lican t to make necessary rectifica tions. If the a p p li
can t fails to subm it the rectifica tions, the exam iner shall issue a 
notification of non -  consideration o f the am endm ent.

W here the cla im s am ended accord ing  to A rtic le  19 of the 
Treaty is also used as the basis for international pre lim inary ex
am ination, and the app lican t has subm itted  it as the translation 
of the annexes of the international pre lim inary exam ination report 
at the time of entering the national phase, the said translation 
shall not be pub lished in the national pub lica tion.

PCT Art. 34 4. 2 Translation of the Amendment According to Article 34 of PCT
W here accord ing  to the statem ent of the app lican t, the a- 

m endm ents m ade in accordance  w ith Artic le  34 of the Treaty 
shall be served as the basis for exam ination, and the am end
m ent is m ade in a language other than Chinese, the translation 
of the annexes of the international pre lim inary exam ination report 
shall be subm itted at the time of entering the national phase, 
and at latest before the com ple te  of the techn ica l preparation of 
the national pub lica tion . The am end part of the translation sub 

m itted after the said period shall not be taken into consideration. 
The exam iner shall issue a notification of non -  consideration of 

the am endm ent.
The content of the translation o f the am ended part shall be 

consistent w ith the content of the am endm ent sheet a ttached to 
the international pre lim inary exam ination report transferred by the 
International Bureau. For am endm ents m ade in accordance  with 
Artic le  34 of the Treaty in the international phase but fa iled to be 
accep ted  by the exam iner, and have thus not been transferred 
as the annexes of the international pre lim inary exam ination re
port, the app lican t shall not subm it such content to the Patent 
O ffice at the tim e of entering the national phase as am endm ents 
m ade accord ing  to Artic le  34 of the Treaty.

The translation of the am endm ent shall be written on an a- 
m endm ent sheet that can be rep laced by the co rrespond ing  part 
of the page of the translation of the orig inal app lica tion . If as the 
result of the am endm ent, there is add ition  of the content, one or 

more pages may be inserted after that page. The pages shall be 
num bered as “ X a ” and “ X b ” or “ X - 1 ” and “ X - 2 ” . If as the re
sult of the am endm ent, there is deletion of the whole page, ind i
cation shall be m ade in the explanation of the am endm ent.
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W here one of the items is deleted from the claim s, the original 
num bering may stay, w ith the word “ deletion" ind icated. The a- 
m ended cla im s could  also be re -  num bered in a continuous 

way, w ith explanation a ttached to illustrate it. A page  of brie f ex
planation of the am endm ent shall be a ttached in front of the 
translation of the am endm ent. On top of that page, there shall 
ind icate  the w ords “ translation of annexes of international pre lim i
nary exam ination re p o rt” . Explanation of the am endm ents shall 
ind icate  only the parts w here the am endm ents are involved.

For the translation of the annexes of the international pre lim i
nary exam ination report subm itted after entering the national 
phase, it shall be subm itted with Form PC T /C N /521  attached. 
The app lican t shall ind icate  in the Form that he intends to use the 
am ended contents as the basis for exam ination.

W here the translation of the am ended docum ents fails to 
m eet the above -  m entioned formal requirem ents, the exam iner 
shall notify the app lican t to m ake necessary rectifications. If rec
tifica tions are not subm itted when the time is due, the exam iner 
shall issue a notification of non -  consideration of the am end
ment.

The translation of the annexes of the international prelim inary 
exam ination report shall not be pub lished in the national pub lica 
tion.

5. Examination of Other Documents 

5. 1 Appointment and Power of Attorney

5. 1. 1 Appointment
Art. 19. 1 For a fore ign app lican t who has no habitual residence or

business office in M ainland China, he shall, at the time of ente
ring the national phase, appo in t a patent agency designated  by 
the State Inte llectual Property O ffice to handle the relevant m at
ters. If no patent agency is appo in ted  or if the appoin ted  patent 
agency is not a des ignated  patent agency, the exam iner shall 

handle the m atter accord ing  to the relevant provisions of Section 
3 .1 .1 .1 ,  C hapter 1 of Part I  of these G uidelines.

For an app lica n t who has habitual residence or business o f
fice  in M ainland China, it /h e  is not ob liged  to appo in t a patent a- 
gent.

5. 1. 2 Power of Attorney
Rule 16. 3 In add ition  to the requirem ents for power of attorney as p ro 
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vided in Section 3. 1. 1. 2, C hapter 1 of these G uidelines, there 
shall be contents concern ing  the m atters to be handled in the 
designated or e lected country in the pow er o f a ttorney of an in

ternational app lica tion  subm itted at the tim e of entering the na
tional phase under the Item of scope  of appoin tm ent. The power 
of attorney shall ind icate the international app lica tion  num ber, 
the name or title of the app lican t ( i. e. cons ignor) both in the o- 
rig inal and its translation. Except in cases w here there are a- 
m endm ents, the original name or title of the app lican t shall be in 
the language of the pub lished Pam phlet and be identica l with 
w hat is on the front page of the Pam phlet; W here there have 
been am endm ents in the international phase, the am endm ents 
shall be identica l with the rectified  am endm ents recorded in 
Form P C T /IB /3 06 . The translation of the nam e/title  shall be i- 
dentical with what is recorded in the entering statem ent ( РС Т/ 
C N /5 0 1 ).

If at the sam e time when the international app lica tion  enters 
the national phase, the form alities for change of app lican t has 
gone through, the app lican t may subm it only the pow er of attor
ney signed by the changed app lican t.

W here for an international app lica tion  no pow er o f attorney is 
subm itted at the time of entering the national phase, or if the 
subm itted pow er of attorney has some defects, the exam iner 
shall notify the app lican t to make rectifica tions. If rectifications 
are not m ade at the expiration o f the tim e limit, the app lica tion  
shall be considered to have been w ithdrawn.

5. 2 Claiming Priority

5. 2. 1 Declaration of Priority
It is s tipulated in Rule 107. 1 of the Im plem enting Regula

tions of the Patent Law that “ where the app lican t c la im s one or 
m ultip le priorities in the international phase and such cla im s re
main va lid  at the time when the app lica tion  enters the Chinese 
national phase, the app lican t shall be deem ed to have subm itted 
the written declaration in accordance  with the provision o f Article 

30 of the Patent Law. ”
For an valid  priority claim , the app lican t shall ind icate  in the 

entering statem ent accurate ly  the date  of filing , the app lica tion  
num ber and the name of the country or international organization 
with which the earlier app lica tion  was filed . Except for cases
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m entioned in the next paragraph, the ind icated  information shall 
be consistent w ith what is recorded on the front page  of the 
Pam phlet. W here any inconsistency is found in the entering 
statement, the exam iner shall co rrec t it ex o ffic io  accord ing  to 
what is recorded in the Pam phlet, and notify the app licant 
prom ptly.

The priority claim  referred to in the “ Notification o f w ithdraw 
al of priority c la im ” (P C T /IB /3 1 7 )  and “ Notification that Priority 
C laim  Deem ed not to Have Been M ad e ” (P C T /IB /3 1 8 )  trans

ferred by the International Bureau to the Patent O ffice as D esig
nated O ffice or E lected O ffice  shall be regarded  as having lost 
its e ffect and shall not be included in the entering statem ent. If 
the priority claim  as referred in the above m entioned notifications 
are still conta ined in the entering statem ent, the exam iner shall 
de lete it ex officio, and shall notify the app lican t accord ing ly.

In the international phase the Receiving O ffice has already 
conducted  exam ination on the va lid ity o f the priority claim , i. e . , 
whether or not the earlier app lica tion , w hich is the basis of the 
priority, has been filed in a m em ber State of the Paris C onven
tion or the World Trade O rganization (W T O ), whether or not the 

app lican t is a national or resident of a m em ber State of the Paris 
Convention and whether or not the filing date  of the earlier a pp li
cation is w ithin twelve months before the international filing date. 

And even if priority claim  deem ed not to have been m ade is de 
c lared  for fa iling to meet the above -  m entioned requirem ents, 
the Patent O ffice as Designated O ffice or E lected O ffice shall not 
raise any question about it. It is not necessary for the exam iner 
to exam ine them.

If in the international phase, the app lican t fails to p rovide  the 
app lica tion  num ber of the earlier app lica tion , he shall indicate 
the app lica tion  num ber in the entering statement. If the app lica 
tion num ber is still not p rovided at the time o f entering the nation
al phase, the priority claim  shall be considered  not to have been 
m ade.

In accordance  with the provisions of Rule 107. 2 of the Im

plem enting Regulations o f the Patent Law, where there is clerical 
m istake som ewhere in the written declaration of priority claim  
subm itted in the international phase, the app lican t m ay file a re
quest for correction at the time of go ing through the entering for

m alities and shall pay the fee for correcting the priority claim . 
Such request for correction shall be subm itted in the written
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form , and shall fill in the am ended priority c la im s in the entering 
statem ent. At the time when the request for correction is subm it
ted, a copy  of the earlier app lica tion  shall be a ttached to serve 
as the basis of correction. W here the copy  of the earlier a pp lica 
tion is transferred by fax accord ing  to the provis ions of Section 
7 . 1 . 2  of this C hapter, the app lican t shall subm it the original 
docum ent w ithin the p rescribed  time lim it. The exam iner shall 
check carefully the copy  o f the earlier app lica tion  and the m at
ters conta ined in the declaration of priority c la im . If it is con 

firm ed that the m istake in the declaration of priority claim  is out of 
neg ligence in w riting, the app lican t m ay be allowed to make co r
rections. The request for corrections subm itted after entering the 
national phase shall not be taken into consideration.

No new priority c la im s shall be allowed to subm it after ente
ring the national phase.

5. 2. 2 Submission of Priority Documents
In accordance  with the provis ions of Rule 17 of the Treaty 

Regulations, where the app lican t has com p iled  with the require
ments of subm itting  the docum ents o f priority to the Receiving 
O ffice or requesting the Receiving O ffice to p rovide  a copy  o f the 
docum ents of priority, the Patent O ffice as the D esignated O ffice 

shall not request the app lican t itse lf/h im se lf to subm it the copy  of 
the docum ents of priority. The International Bureau shall be re

quested to p rovide  the said copy  by the Patent O ffice. The ex
am iner of the Patent O ffice shall check the international search 
report in the Pam phlet of the international app lica tion . If there are 
docum ents m arked with “ PX" or “ PY" under the item of relevant 
docum ents in international search report, the exam iner shall 
send a Notification of P C T /C N /5 12  to the International Bureau 
asking the International Bureau to transfer the copy  of docum ents 
of priority of the app lica tion . If docum ents m arked with “ PX” or 
“ PY" are not found by the exam iner of the International Search 
Authority, but are found by the exam iner who is responsib le  for 
the substantive  exam ination in the process of supp lem entary 

search in the patent o ffice  , the said Request shall still be  sub 
m itted through the exam iner of pre lim inary exam ination to the In

ternational Bureau.
W here the Patent O ffice  is notified by the International Bu

reau that the app lican t has not subm itted the docum ents of p rio r
ity accord ing  to the provis ions in the international phase, the
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exam iner shall notify the app lican t to subm it them within the pre

scribed  time limit. If such docum ents are not subm itted at the 
expiration of the time limit, the co rresponding  priority claim  shall 
be considered  not to have been m ade.

5. 2. 3 Examination of Priority Documents
Where the copy  of docum ents of priority are p rovided by the 

International Bureau or where the app lican t has supplem ented 
the docum ents of priority, the exam iner shall conduc t exam ina
tion to the docum ents of priority.

5. 2. 3. 1 Inconsisterly with Declaration of Priority
The exam iner shall exam ine the each item conta ined in the 

declaration of priority based on the docum ents of priority. If any 
of the content is inconsistent w ith what is recorded in the docu 
ments of priority, the exam iner shall issue a notification of the p ri
ority claim  being considered  not to have been m ade.

5. 2. 3. 2 Submission of Proof of Priority
The exam iner shall check whether or not the app lican t of the 

later international app lica tion  has right to claim  the right of priority 
of the earlier app lica tion  ind icated  in the app lica tion  at the filing 
date . W here the earlier app lica tion  is not filed with the Patent O f
fice, the app lican t shall be considered to have right to claim  the 
right of priority if one o f the fo llow ing requirem ents has been 
met:

(1 )  The app lican t of the later app lica tion  and app lican t of 
the earlier app lica tion  are the same person.

(2 )  The app lican t of the later app lica tion  is one of the a p p li
cants of the earlier app lica tion .

(3 )  The app lican t of the later app lica tion  has right to priority 
as the result of ass ignm ent by or as g ift of the app lican t of the 
earlier app lica tion  or because of the jointly s igned agreem ent or 
transfer of right in other form.

For cases under item ( 3 ) ,  unless the app lican t has m ade a 
declaration to priority in the international phase and the declara

tion meets w ith the requirem ents, the app lican t shall subm it the 
relevant proof o f docum ents. The proof o f docum ents shall be 
s igned by the assignor and the date of the s ignature shall be 
earlier than the international filing date, or the e ffective date of 
the assignm ent ind icated  in the proof docum ents shall be earlier
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than the international filing date.
The proof of docum ents shall be the o rig inal docum ents or 

the certified  copy  of the orig ina l docum ents.
If through exam ination, the app lican t of an international a p 

p lica tion is found not in conform ity w ith the requirem ents m en
tioned in (1 )  or ( 2 ) ,  the exam iner shall check  whether or not a 
declaration to priority of the earlier app lica tion  m ade by the a p 
p licant is included in the Pam phlet. If there is such a dec la ra 
tion, and the exam iner believes it true and cred ib le , the a p p li
cant shall not be asked to subm it the proof o f docum ents. If 
there is no such declaration or if the declaration fails to m eet the 
requirem ents, the exam iner shall send a notification to the a p p li
cant asking him to subm it the proof of docum ents referred to in I- 
tem (3 ) .  If no such docum ents are subm itted at the expiration of 
the time lim it, the app lican t shall be considered not to have the 
right to claim  priority.

If the app lican t of an international app lica tion  has no right to 

claim  priority, the exam iner shall issue a notification of priority 
being considered  not to have been cla im ed.

5. 2. 4 Restoration of Right to Priority
W here c ircum stance under Rule 2 6 .2 bis of the Treaty Regula

tions have occurred  to an international app lica tion  in the interna
tional phase, and the International Bureau or the Receiving Of
fice  has declared  the priority claim  cons idered  not to have been 
m ade, the app lican t m ay, at the time of go ing through the for
m alities for entering the national phase, request fo r restoration of 
priority right and pay the restoration fee p rov ided  that the infor
mation concern ing  the priority be ing considered  not have been 
m ade has been pub lished  together with the international a pp lica 
tion.

The request for restoration raised after the entering of the 
national phase shall not be taken into consideration.

5. 2. 5 The Earlier Application Filed in China
W here the earlier app lica tion  is a national app lica tion  filed 

with China or an international app lica tion  designating  China, of 
which the priority has been cla im ed by an international a pp lica 
tion, the requirem ents to be satisfied in the pre lim inary exam ina
tion of the priority of the said international app lica tion  shall be, 
besides the provisions of Section 5. 2. 3. 2 of this C hapter, the
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sam e as the other international app lica tions.
If the earlier app lica tion  was filed with China, the app lican t 

of the later app lica tion  c la im ing the priority right shall be the 
same person as the earlier app lica tion , or the person to whom all 
the app lican ts  of the earlier app lica tion  have assigned the right 

of priority. If these requirem ents are not satisfied, the priority 
shall be considered  not to have been c la im ed.

W here the earlier app lica tion  was filed with China, the ente
ring of the Chinese national phase of the international app lica tion 
cla im ing the priority of the earlier app lica tion  shall be considered 
as c la im ing dom estic  priority. If at the tim e o f filing , an interna
tional app lica tion  c la im s the priority of an earlier app lica tion , and 
the sub jec t m atter of the earlier app lica tion  falls under one of the 
situations listed in Rule 33. 2 (  1 ) , ( 2 ) ,  ( 3 )  of the Im plem enting 
Regulations of the Patent Law, the exam iner shall issue a notifi
cation of priority considered  not to have been c la im ed . Due to 
specia l p roceed ings for the international app lica tions, the exam 
iner for pre lim inary exam ination shall not handle the earlier a p p li
cation w hich is the basis of priority claim  accord ing  to the provi
sions of Rule 33. 3 of the Im plem enting Regulations of the Patent 
Law. Sim ilarity, the exam iner of the pre lim inary exam ination shall 
not handle the grant of patent to the earlier app lica tion  after the 
international app lica tion  is filed , though it may lead to doub le  pa
tenting o f both the earlier app lica tion  and the later app lica tion . 
All these issues shall be left for the procedures of the substantive 
exam ination to handle.

5. 3 Non -  Prejudicial Disclosure or Exceptions to Lack of Novelty
In accordance  with the provisions of Rule 105. 1 ( 4 )  of the 

Im plem enting Regulations of the Patent Law, if the invention -  
creation involved in an international app lica tion  falls under one of 

the situations ind icated  in A rtic le  2 4 (1 ) or (2 )  of the Patent Law, 
and if a declara tion of non -  p re jud ic ia l d isclosure has been 
m ade at the time of the international app lica tion  is filed , the a p 
p licant shall ind icate  it in the entering statem ent, and subm it the 
relevant docum ents of proof as p rescribed  in Rule 3 1 .2  of the 

Im plem enting Regulations of the Patent Law w ithin two months 
from the date  of go ing through the entering form alities.

W here the app lican t ind icates in the entering statem ent that 
statem ent of non -  p re jud ic ia l d isclosure has been m ade at the 
time of filing the international app lica tion , the exam iner shall
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check whether or not there is co rrespond ing  record on the front 
page  of the Pam phlet. The content of the record shall include 
the date  and p lace of the d isc losure, kind of d isc losure  and the 
name of the exhibition or m eeting in respect of the non -  p re jud i
cial d isclosure. The exam iner shall check also w hether or not the 
exhibition ind icated  in the statem ent falls under A rtic le  2 4 (1 )  of 
the Patent Law, and whether or not the ind icated  academ ic 
m eeting or technolog ica l m eeting falls under Rule 31 .1  of the Im
plem enting Regulations of the Patent Law. W here w hat the a p p li
cant ind icates in the entering statem ent cannot be found in the 
record o f the Pam phlet, or where the statem ent of non -  p re jud i
cial d isclosure does not satisfy the requirem ents spec ified  in the 
Patent Law and its Im plem enting Regulations, the request for 
grace period of non -  p re jud ic ia l d isc losure  shall be considered 
not have been m ade. The exam iner shall notify the app lican t 

prom ptly . If the entering statem ent does not conta in w hat is re
co rded  in the Pam phlet , the app lican t m ay rectify  it w ithin two 
months from  the date  of entering the national phase.

Because of the specia l p rocedures for the international a p 
p lication, the time lim it for subm itting  the proof docum ents is two 
months from  the date  of go ing  through the entering form alities. 
For requirem ents for proof docum ents, provisions in Section 
3. 3. 2, C hapter 1 of part I of these G uidelines shall app ly.

5. 4 Reference and Proof of Deposit of Sample of Biological M ate
rial

5. 4. 1 Indication in the Entering Statement
In accordance  with the provisions of Rule 106. 1 of the Im

p lem enting Regulations of the Patent Law, where reference has 
been m ade for the depos it of the b io log ica l material sam ple  a c 
co rd ing  to the provisions of the Treaty, the app lica n t shall ind i
cate it in the entering statement. The ind ication shall include the 
kind of docum ents in which deposit deta ils are recorded , and, 

where it is necessary, the location o f the relevant content in the 
docum ents.

W here the deposit deta ils are included in the descrip tion  in a 
way other than the form s, the page num ber and num ber of lines 
of the translation o f the descrip tion  covering the ind icated  con 
tents shall be ind icated in the entering sta tem ent under the sp e c 
ified items. The exam iner shall check the co rrespond ing  content
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of the translation. W here the the deposit deta ils are ind icated in 
the Form P C T /R O /134  or other separate  paper sheet, such 

Form or sheet shall be included in the Pam phlet. W here the ex
am iner finds, after verification, there is no relevant deposit de
tails in the co rrespond ing  location of the translation ind icated  in 
the entering statement, or where Form P C T /R O /134  or other 
sheet ind icated  in the entering statem ent is not included in the 
Pam phlet, the reference to the said deposited  b io log ica l m ateri
als shall be considered  not to have been m ade.

Rule 106 .2  W here reference concern ing  deposited  b io log ica l materials
has been m ade in the international phase accord ing  to the provi
sions of the Treaty, but is not ind icated  or is not clearly indicated 
in the entering statement, the app lican t may rectify it w ithin four 
m onths from the date of going through the entering form alities on 
its /h is  own initiative. If no rectification is m ade at the expiration 
of the time limit, the exam iner shall notify the app lican t that the 
reference to the said deposited  b io log ica l m aterials shall be con 

s idered  not to have been m ade.

5. 4. 2 Reference to Deposit of Biological Materials
In accordance  with the provisions of Rule 106 of the Im ple

m enting Regulations of the Patent Law, where the app lican t has 
m ade reference to the deposited  b io log ica l materials accord ing  
to the provisions of the Treaty, the requirem ents in Rule 2 5 (3 ) of 
the Im plem enting Regulations of the Patent Law shall be deem ed 

PCT Rule as having been satisfied. A cco rd ing  to the provisions of the

13bis. 3( a) Treaty Regulations, the reference to the depos it of b io log ica l ma-
13bis.4 (a )  terials shall include: the title and address of the deposita ry insti

tution, the date  on which the sam ple  of the b io log ica l material is 
depos ited , the accession num ber of the depos it p rov ided by the 
deposita ry institution. So long as the reference reaches the Inter
national Bureau before the technical preparation of the interna
tional pub lica tion is com ple ted  by the International Bureau, the 
Patent o ffice  as the Designated O ffice shall cons ide r the refer
ence being tim ely subm itted. To this end, where the reference 
to the depos it of the b io log ica l material sam ple  is included in the 
Pam phlet as part of the descrip tion  or in the form of separate pa

per sheets, and if the content of the reference include the above 
-  m entioned information, the exam iner shall regard the refer

ence as m eeting the requirem ents. W here the app lican t makes 
no reference to the deposit of the b io log ica l material sam ple in
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the international phase, but covers the depos it of b io log ica l m a
terial sam ple  in the entering statem ent, the exam iner shall notify 
the app lican t that the b io log ica l m ateria l sam ple  shall be deem ed 
not to have been depos ited .

For cases where the certifica tes o f the depos it of the b io log i
ca l material sam ple is subm itted by the app lican t on the filing 
date and if it is inc luded as part of the international app lica tion  in 
the Pam phlet by the International Bureau, when request is m ade 
by the app lican t to m ake rectifica tions to the m issing part of the 
reference to the deposit of the b io log ica l material sam ple , the 
exam iner may allow the app lican t to make supp lem ent or co rrec
tion based on the certifica te  of the depos it in the Pam phlet.

W here it is found that the reference to the deposit of the 
sam ple of the b io log ica l material is not in conform ity w ith the d e 
tails recorded in the certifica te  of deposit, and if it can be as
sured that the inconsistency is caused by the clerica l error in the 
reference, the exam iner shall notify the app lican t to make rectifi
cation w ithin the p rescribed  tim e limit. The app lican t shall subm it 
the rep lacem ent sheet o f the corrected  reference. W here no rec
tification is m ade at the expiration of the time limit, the sam ple of 
the b io log ica l material shall be deem ed not to have been depos i
ted.

Where the reference to the depos it of the b io log ica l material 
sam ple  is subm itted in the form of Form P C T /R O /134  or in the 
form of separate paper sheets other than reference, it shall be 
translated into Chinese as part of the international app lica tion  at 
the time of entering the national phase. W here no translation into 
Chinese is subm itted , the exam iner shall notify the app lican t to 
supp lem ent it. W here no rectification is m ade at the expiration of 
the time limit, the reference to the deposited  b io log ica l m aterials 
shall be deem ed not to have been m ade and the app lican t shall 

be notified that the said sam ple  of the b io log ica l m aterials is con
sidered not to have been deposited.

5. 4. 3 Certificate of Deposit of Biological Material Sample
Because of the specia l p rocedures of the international a p p li

cation, the time lim it for subm itting the certifica tes of the deposit 
and the viab ility  of the b io log ica l material is four months from the 
date of go ing through the form alities for entering the national 

phase. For the exam ination of the content o f the certifica tes of 
the depos it and the viab ility  of the b io log ica l m aterials, provi
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sions in Section 2 .6 .2 .2 ,  C hapter 1 of Part I of these G uidelines 

shall app ly.

5. 5 Amendment to the Application Documents after Entering the
National Phase
For an international app lica tion  pursuing a patent for utility 

m odel, the app lican t m ay file a request to am end the d escrip 
tion, the draw ings and the cla im s w ithin one month from the date 
of going through the entering form alities. For an international ap 
plication pursuing a patent fo r invention, the app lican t may re
quest to am end the app lica tion  docum ents on its or his own initi
ative accord ing  to Rule 51. 1 o f the Im plem enting regulations of 

the Patent Law.
A t the tim e of an international app lica tion  entering the nation

al phase, where the app lican t ind icates clearly that the am end
ments m ade under A rtic le  28 or 41 of the Treaty shall form the 
basis of exam ination, the am endm ents may be subm itted at the 
sam e time when the translation of the original app lica tion  is sub

m itted.
The deta iled explanation of the am endm ents shall be atta

ched when the am endm ents are subm itted. The explanation may 

be in the form of a table of com parisons on the content before 
and after the am endm ent or the m arked notes of am endm ents on 

the copy  of the orig inal. Where the am endm ents are subm itted 
at the time of entering the national phase, notes of "am endm ent 
m ade accord ing  to Artic le  28 ( o r  4 1 ) of the Trea ty" shall be 
m arked on top of the explanation o f the am endm ents. W here the 
am endm ents are subm itted after entering the national phase, in 

add ition to the explanation o f the am endm ents, a Form of РС Т/ 
CN /521 shall be a ttached to ind icate  the content of the am end
ment shall be used as the basis of the exam ination.

The content of am endm ent shall be subm itted in the form of 
rep lacem ent sheets. The content o f the rep lacem ent sheets shall 
be co rresponding  w ith the content of the rep laced sheets and 
shall be consistent with the context in m eaning.

W here more than one am endm ents have been m ade for the 

content of the same part, the later explanation of am endm ents 
and rep lacem ent sheets of am endm ent shall be based on the 

last am endm ents.

373



C hapter 1 GUIDELINES FOR EXAMINATION

5. 6 Amendment of Error in Translation
PCT Art. 11 (3 ) In accordance  with the provisions of the Treaty, an interna

tional app lica tion  shall have the e ffect o f a regular national a p p li
cation in each des ignated  country from the international filing 
date. Thus, the international app lica tion  transferred by the Inter
national Bureau to the Patent O ffice as the Designated O ffice  is 
the text which has the legal effect. W here error is found in the 
translation subm itted at the time of entering the national phase 
based on the said text, and if the requirem ents p rovided in Rule 
110 of the Im plem enting Regulations of the Patent Law are met, 
correction of error in the translation may be a llowed. For the time 
limit under Rule 110. 1 (1 ) of the Im plem enting Regulations of the 
Patent Law, provisions of Section 6. 1 of this C hapter shall ap 
ply.

Error in translation refers to cases where the translation is 
not com ple te  and faithful com pared  w ith the orig inal text trans

ferred by the International Bureau. Such error m ay be caused by 
m istake of the translator, c lerica l m istake or m istake in the se lec
tion of the text.

W here the app lican t has gone through the form alities for a- 
m ending the errors in the translation before the com pletion of the 
preparatory work of national pub lica tion , the Patent O ffice  shall 
publish the corrected  docum ents.

When co rrecting  error in the translation, in add ition  to sub 
m itting the rep lacem ent sheet, the app lican t shall file a written 
request for co rrecting  error in the translation and pay the pre
scribed  fee for the am endm ent o f translation.

The corrected  sheet of the translation and the co rresponding  
sheet of the orig inally subm itted translation shall be able to re
p lace each other, i. e . , the content of the am endm ents shall be 
consistent with the context in m eaning.

Where it is found in the pre lim inary exam ination p roceed ings 
that the translation is obviously inconsistent with the orig inal, 
such as the num ber of the claim s is inconsistent w ith that of the 
claim s in the o rig inal, or if the text m atter of the draw ings is not 
translated, the exam iner shall notify the app lican t to m ake a- 

m endm ents. If inconsistency exists only in the nonverbal part, 
such as in m athem atical or chem ica l form ulae and so on, it shall 
not be handled as an error in the translation. The app lican t shall 
be invited to make am endm ents only .
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5. 7 Request for Examination as to Substance
For an international app lica tion  w hich enters the national 

phase and designates China for a patent for invention, the re
quest for exam ination as to substance shall be subm itted within 
three years from  the date  o f priority, and the fee for substantive 
exam ination shall be pa id . The exam iner shall conduct the ex
am ination in accordance  with 3. 4, C hapter 1 of Part I of these 
Guidelines.

5. 8 Change in Bibliographic Data

5. 8. 1 Change Recorded by the International Bureau

5. 8. 1. 1 Effect of Notification of the International Bureau
If, upon the request of the app lican t or the Receiving O f

fice , am endm ents of the app lican t or its /h is  name ( t i t le ) ,  resi
dence, nationality or address in the request are am ended, or 
the am endm ent of the inventor or h is /h e r name in the request are 
recorded and notified to the Designated O ffice in a written form 
( Form P C T /IB /3 0 6 ) by the International Bureau in the interna
tional phase, so long as the Patent O ffice has rece ived the writ
ten notification of the am endm ent from the International Bureau, 
the app lican t shall be cons idered  to have reported the am end

m ent of b ib liog raph ic  data  to the Patent O ffice. This m eans it/h e  
shall not be required to subm it a request for the am endm ent of 
the b ib liog raph ic  date  and pay the handling fee for the change. 
At the time when the international app lica tion  enters the national 
phase, the am ended b ib liog raph ic  da ta  shall be used d irectly.

5. 8. 1. 2 Supplem ent of Proof Documents 

Rule 105. 1 (2 ) W here am endm ent is m ade under the item o f “ app lican t ”
( entity only) as ind icated  in the “ Notification o f the Record ing of 
a C hange " (P C T /IB /3 0 6 )  transferred by the International Bu
reau, the app lican t shall, at the time of entering the national 
phase, in accordance  with Rule 105. 1 (2 )  of the Im plem enting 

Regulations of the Patent Law, subm it the con tract of assignm ent 
or g ift of the right to app ly  for a patent, the docum ent of proof on 
the m erge of the com pany p rovided by the adm inistrative author
ity of industry and com m erce, or other proof docum ents relating 
to transfer of right. The proof docum ents m ay be the original 
copy  or the copy  of it certified  by the notary pub lic  organ. The
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exam iner shall exam ine the va lid ity o f the proof docum ents. 

W here the proof docum ents are not p rov ided, the exam iner shall 
notify the app lican t to supp lem ent it. If no docum ents are sup 
plem ented at the expiration o f the tim e lim it, the app lica tion  shall 
be deem ed to have been w ithdraw n.

W here, in the “ Notification of the Record ing of a C hange " 
( P C T /IB /3 0 6 ) as transferred by the International Bureau, the a- 
m endm ent refers to the assignm ent of the right to a pp ly  for a pa
tent by a Chinese entity or ind iv idua l to a fore igner, in add ition  to 

asking the app lican t to subm it the agreem ent of assignm ent as 
necessary, the exam iner shall check, in accordance  with Art- 
c le 1 0 .2 of the Patent Law, whether or not the assignm ent has 

been app roved  by the com peten t authorities under the State 
Council. W ithout the approval, the assignm ent is not va lid .

Where, in the "N otifica tion  of the Record ing of a C hange ” 
(P C T /IB /3 0 6 ) as transferred by the International Bureau, the a- 
m endm ent refers to the change in name or title, add ress of the 
app lican t, or the name of the inventor, no proof docum ents are 
necessary. The am endm ent shall be deem ed to have taken 
effect.

5. 8. 2 Change in the Bibliographic Data in the National Phase
The request for change in the b ib liog raph ic  data  furn ished at 

the time of entering the national phase or after entering the na
tional phase shall be dea lt w ith accord ing  to Section 3. 7. 2, 
C hapter 1 of Part I of these G uidelines.

In add ition  to the evidence docum ents of the several kinds 
of changes concern ing the b ib liog raph ic  data  as ind icated  in 
Section 3 .7 .2 .  3, C hapter 1 o f Part I  of these G uide lines, un
der the fo llow ing two c ircum stances, the notarized statem ent of 
the person concerned ( app lican t or inventor) may be used as 
the evidence docum ents for request fo r am endm ent.

(1 )  W here the app lican t states that the w rong nam e or title 
of the app lican t or the w rong name of the inventor is ind icated  at 
the tim e of filing the international app lica tion , and request is filed 
to co rrect the error after the entering of the national phase.

(2 )  W here the app lican t states that d ifferent title or nam e of 
the app lican t or inventor of an international app lica tion  is used for 
d ifferent countries ( not just the language d iffe rence) and intends 
to use a title or name d ifferent from what is recorded  in the inter
national pub lica tion , and has filed  the request for am endm ent in
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PCT Art. 25

Rule 115 
PCT Rule 51

China. For exam ple , a Chinese Am erican uses the name of 
xxx- Tom in the U. S. A. and has filed  the international app lica 
tion in this name, but requests to use xxx as his name at the time 
of entering the Chinese national phase.

5. 9 Request for Review

5. 9. 1 Submission of Request for Review
A cco rd ing  to the provis ions of the Treaty, the c ircum stances 

under w hich subm ission of request for review to the Patent O ffice 
as Designated O ffice  by the app lican t m ay be allowed are as fol
lows:

(1 )  W here the Receiving O ffice has refused to accord  an in
ternational filing date or has declared  that the international a pp li
cation is cons idered  w ithdrawn;

(2 )  The Receiving O ffice  has declared  that the designation 
of China is cons ide red  w ithdrawn;

(3 )  The International Bureau has declared the app lica tion 
cons idered  w ithdraw n because it has not rece ived the registered 
copy  o f the international app lica tion  w ithin the p rescribed  time 
limit.

The request for review shall be subm itted  to the Patent O f
fice  w ithin tw o m onths from the date of rece iv ing the notification 
of the decis ion. In the request, the reason for the request fo r re
view  shall be ind icated  and the copy  of the decision w hich is the 
sub jec t fo r review shall be a ttached. Upon the request of the a p 
p licant, the co p y  o f the relevant docum ents o f the file shall be 
transferred by the International Bureau to the Patent O ffice later.

5. 9. 2 Other Formalities
At the tim e of subm itting  the request for review accord ing  to 

Section 5 . 9 . 1 ,  the app lican t shall go  through the entering for
m alities p rescribed  in Rule 101 o f the Im plem enting Regulations 

of the Patent Law to the Patent O ffice. It/H e  shall ind icate  in the 
entering statem ent the fac t that the request for review has been 
subm itted.

5. 9. 3 Review and Follow -  Up Processing
Where the exam iner believes the request for review is sub 

m itted in accordance  w ith the provisions of the Treaty and its Im

p lem enting Regulations, and the entering form alities have been
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perform ed in accordance  with the prescrip tions, he shall con 
duc t a review to whether or not the decis ion m ade by the Interna
tional Bureau or Receiving O ffice is correct.

Where the exam iner believes the decis ion m ade by the said 
International Authority is co rrect and the e ffect of the said interna

tional app lica tion  in China has ceased, the provisions in Section 
2 .2 .1  of this C hapter shall app ly.

Where the exam iner believes the decis ion m ade by the Inter
national Authority is incorrect, he shall confirm  that the interna
tional app lica tion have e ffect in China, and continue the p roces
sion and exam ination of it in the national phase. For the interna
tional app lica tion  of w hich the international filing date  has not 
been accorded  by the Receiving O ffice, the exam iner shall notify 
the app lican t that the app lica tion  is deem ed to be filed to the Pa
tent O ffice on the date  on which the international filing date  shall 
be accorded.

Where the international app lica tion  has not been pub lished 
in the international pub lica tion  because of interruption of the p ro 
ceed ings in the international phase, the exam iner, at the time of 
conducting  the exam ination p rescribed  in this Chapter, shall use 
the copy of the reg istered copy  of the docum ents in the files 
transferred by the International Bureau instead of the Pam phlet 
m entioned in these Guidelines.

5. 10 Rectification of Errors Made by the International Authority

5. 10. 1 Statement on Rectification of Errors Made by the Interna
tional Authority

W here, in the processing of the international app lica tion , as 

the result of the error of the Receiving O ffice, the International 
Prelim inary Exam ination Authority or the International Bureau, a 
w rong notification w as issued, the record in the Pam phlet was 
wrong, there is om ission in issuing a notification or om ission in 
m aking a record, and the exam iner has m ade the decis ion of 
" E ffect of the International Applica tion  C eases” , “ Am endm ent of 
Formal D e fe c ts ", or “ R ight of Priority Deem ed not to Have Been 

M ade” , e tc. after the entering of the national phase, the a p p li
cant m ay request for rectification of errors m ade by the Interna
tional Authority w ithin six m onths from the date of the issuance of 
the co rresponding  notification by the exam iner. The request may 
be subm itted in the form of “ sta tem ent of o b se rva tion ".
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5. 10. 2 Appendix
At the time of subm itting  the statem ent of observation re

questing the rectification of error m ade by the International Au
thority, a copy  of the co rrespond ing  docum ent show ing that the 
International Bureau has rectified or has agreed to rectify the 
said error shall be supp lied  as the append ix , such as the recti
fied copy  of the Pam phlet, or the rectification sheet of the “ Notifi
cation of the Record ing of a C hange” (P C T /IB /3 0 6 ) , the rectifi
cation sheet of the “ Notification of E lec tion ” ( P C T /IB /3 3 1 ) , 
e tc . . The request fo r rectification w ithout the said append ix  shall 
not be accep tab le .

5. 10. 3 Processing after Rectification
W here it is confirm ed after exam ination or con tact with the 

International Bureau that it is indeed an error m ade by the inter
national authority and has been rectified  by the International Bu
reau, the rectified  conclusion shall be the one to be acknow l
e dged . W here the decis ion of “ Effect of the International A p p li
cation C eases” has been m ade out of error, the Patent O ffice 
shall a ccep t a second time the translation and the fees that have 
been returned to the app lican t, and the date of the first going 
through of the entering form alities shall be regarded  as the date 
of entering the national phase. The confirm ation of the date shall 
be determ ined by the mark m ade by the Patent O ffice in the re
turned docum ents and the rece ip t of paym ent. W here during the 
process waiting for the International Authority to rectify the error, 
the time lim it for go ing through the certain form alities has ex

p ired, and the said form alities can not be perform ed in time so 
long as the error is not rectified ( such as the subm ission of the 
request for exam ination as to substance, the subm ission of the 
certifica te  of the deposit and the viab ility  of the b io log ica l m ateri
al, the subm ission of the proof of non -  p re jud ic ia l d isclosure, 
e tc . ) ,  the app lican t shall, at the time of re -  subm itting the 
translation and the paym ent of the app lica tion  fee, com ple te  the 
various form alities that have been de layed. The exam iner shall 
cons ide r such form alities being perform ed within the prescribed  

time limit.
For conclus ions m ade out o f error leading to the loss of right 

on the part o f the app lican t, the co rresponding  rights shall be re
stored after the International Bureau notifies that the error has 

been rectified.
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6. National Publication

National pub lica tion  app lies  only to the international a pp lica 
tion for patent for invention designating  China.

In accordance  w ith the provisions of Rule 111 .1  of the Im
plem enting Regulations of the Patent Law, with regard to any in
ternational app lica tion  for a patent for invention, if after the pre
lim inary exam ination, the Patent O ffice  considers it in com p li
ance with the provisions o f the Patent Law and its Im plem enting 
Regulations, it shall be pub lished in the Patent Gazette; where 
the international app lica tion  is filed in a language other than Chi
nese, the Chinese translation of the international app lica tion  shall 
be pub lished.

A lthough the international pub lica tion  of m ost of the interna
tional app lica tions has been com p le ted  by the International Bu
reau at the expiration of e ighteen m onths from  the date of priority 
before the entering of the national phase, it is s tipulated in the 
Treaty that where the language used in the international pub lica 
tion is d ifferent from the language used for pub lica tion  in the des
ignated country accord ing  to the law of the country, so far as the 
protection o f right is concerned , the designated  country may 
provide  that the e ffect of the pub lica tion  beg ins after the transla
tion using the latter language is pub lished accord ing  to the law 
of that country. It is c learly ind icated  in Rule 111 .2  of the Im ple
m enting Regulations of the Patent Law that for the international 
app lica tion  filed in a language other than Chinese, the right for 
provisional protection as p rovided for in Artic le  13 of the Patent 
Law shall begin after the national pub lica tion .

Another purpose of the national pub lica tion  is to notify the 
pub lic  the information on the entering into the Chinese national 
phase of the app lica tion.

6. 1 Time of Publication
As excep t for the situations described  in 3. 4 of this C hap

ter, m ost international app lica tions enter the national phase at 
the expiration of eighteen m onths from  date o f priority, therefore, 
the provisions of A rtic le  34 o f the Patent Law are not app licab le  
to them . If, after the pre lim inary exam ination to the international 

app lica tion  which has entered the national phase, the Patent O f
fice  believes that all the requirem ents are met, the p reparatory 
work for national pub lica tion  shall begin in tim e. The time for the 

Patent O ffice  to finish the p reparatory work of national pub lica tion
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shall not be earlier than three months from the date of entering 
the national phase of the international app lica tion .

6. 2 Form of Publication

6. 2. 1 International Publication in a Language Other than Chinese
The national pub lica tion shall be in the form of both the pub 

lication in the Patent Gazette for Invention and the pub lica tion  of 
the D escription of the Unexam ined Applica tion  for Patent for In
vention.

6. 2. 2 International Publication in Chinese
The national pub lica tion shall be in the form of pub lica tion in 

the Patent Gazette for Invention.-

6. 3 Content of Publication

6. 3. 1 Content of National Publication in Patent Gazette for Inven
tion

The national pub lica tion of the international app lica tion  is an 
independen t part in the Patent Gazette, separating from the 
pub lica tion  of the national app lica tion . The national pub lica tion of 

the international app lica tion  consists of b ib liog raph ic  data , a b 
stract and draw ing of the abstract (w hen  n e ce ssa ry ). The b ib lio 
g raph ic  data  conta ins: the IPC sym bol, app lica tion  num ber, 
pub lica tion  num ber, filing date, international filing num ber, inter
national pub lica tion num ber, international date  of pub lica tion, 
priority matter, matters of patent agent, matters of app licant, 
matters of inventor, and title of the invention, e tc . .

The index of the Patent G azette for Invention is com p iled  in 

the p rescribed  o rder in w hich the pub lished international a pp lica 
tion and the pub lished national app lica tion  are com bined.

6. 3. 2 Content of Published Description of International Applica
tion

The content of the pub lished descrip tion  of an international 
app lica tion  consists of the front page, the translation of the orig i
nal descrip tion  and claim s, translation of the abstract, as well as 
the draw ings and the translation of the text matter of the draw 
ings. W here necessary, it may contain a sequence listing of the 
nucleotide or am ino ac id , the translation of Form P C T /R O /134
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Rule 113. 3

Rule 113. 1

where deta ils of the depos it of the b io log ica l material sam ple  are 
recorded, the translation o f the c la im s am ended acco rd ing  to 
Artic le  19 of the Treaty and the translation of the statem ent o f the 
am endm ent. The translation of the am ended cla im s shall fo llow 
the translation of the original ones. The content on the front page 
shall be the sam e as the pub lished content of the  sam e a pp lica 
tion in the Patent G azette for Invention w hich is pub lished at the 
sam e time.

7. Place and Form of Submission of Documents and Date of 
Submission

7. 1 Submission of Documents at the Time of Entering the Nation
al Phase

7. 1. 1 Place of Submission
The translation or docum ents p rovided in Rule 101 of the 

Regulations of the Patent Law and the other docum ents furnished 
w ith them shall be subm itted or transferred to the International 

A pp lica tion  Division of the Patent O ffice ( PCT D iv is io n s ). In 
send ing the mail, the w ords " PCT D ivision, Patent O ffice  under 
the State Intellectual Property O ff ic e " shall be ind icated. For 
docum ents w hich are subm itted , transferred or m ailed to the 
other departm ents of the State Intellectual Property O ffice  or the 
Patent O ffice, the date of arrival shall be the date  when the d oc 
uments are transferred to the PCT Division of the Patent office.

7. 1. 2 Form of Submission
The above -  m entioned translation and other docum ents 

m ay be subm itted by personal delivery, by mail, or by w ay of 
facsim ile  m achines. W here the w ords in the docum ents trans
ferred by the facsim ile  m achines are illeg ib le , or where there is 
om ission of page, the said docum ents or part of the docum ents 
shall be considered as not having been rece ived. The orig inal of 
the docum ents transferred by w ay o f facsim ile  m achines shall be 
subm itted or m ailed to PCT Division of the Patent O ffice within 
fourteen days from the date  of the transm ission by fax.

7. 1. 3 Determination of Date of Submission
The translation and docum ents p rescribed  in Rule 101 of the 

Im plem enting Regulations, no m atter they are subm itted  by per
sonal delivery, by mail or by the w ay of facsim ile  m achines, the 
date  of arrival at the PCT Division shall be regarded  as the date
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Rule 113. 2

of subm ission of the docum ents.
Where the docum ents are transferred by mail and there is 

de lay in the m ailing, so long as the interested party can provide 

the evidence to prove that the docum ents have been m ailed five 
days prior to the expiration o f the time limit, a lthough the docu 
m ents arrive actua lly after the expiration o f the time limit, the de
lay in arrival shall be excused. The exam iner shall regard the 
date  of expiration of the tim e limit as the date  of subm ission. For 
the delay in m ailing the docum ents, if the postm ark of the p lace 
w here the docum ents are sent is c lear enough, the postm ark 

can be used as an evidence.

7. 2 Submission of Documents after the Entering of National 
Phase

7. 2. 1 Place of Submission
During the period of after the entering o f the national phase 

and before receiving the Notification on International Applica tion 
Having Passed the Prelim inary Exam ination, various docum ents 
shall be subm itted  to the PCT Division of the Patent O ffice. After 
rece iv ing the Notification, various docum ents shall be subm itted 
to the Receiving Division of the Patent Office.

7. 2. 2 Form of Submission
The docum ents may be subm itted by personal delivery or 

by mail, bu t shall not be transferred by facsim ile  m achines.

7. 2. 3 Determination of Date of Submission
Provisions in Rule 5 of the Im plem enting Regulations shall 

app ly , i. e . , where the docum ents are subm itted by mail, the 
date  of m ailing ind icated  by the postm ark on the enve lope shall 

be deem ed as the date  of subm ission.

8. Special Rules for Payment of Fees

8. 1 Filing Fee, Printing Fee for Publishing the Application, Addi
tional Fee for Filing Application, and Surcharge for the Late 
Entry
The filing fee, printing fee for pub lish ing the app lica tion , 

and surcharge  for the late entry shall be paid w ithin the pre
scribed  time lim it s tipu lated  in Rule 101 of the Im plem enting Reg
ulations. The date of paym ent shall be the date  on which the
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Paym ent Division o f the Patent O ffice  receives it. W here fees are 
paid  by deduction  from  the account, the date on w hich the bill of 
the paym ent arrives at the Patent O ffice  shall be the date  o f pay
ment.

Where the additional fee for filing the application is not paid 
or is not paid in full by the applicant at the time of entering the 
national phase, the examiner shall notify the applicant to pay the 
said fee within the prescribed time limit. If the fee is not paid or 
not paid in full within the time limit, the application shall be 
deemed to be withdrawn.

8. 2 Reduction and Exemption of Fees

8. 2. 1 Exemption of Filing Fee

The filing fee and the add itiona l fee for filing the app lica tion  
of an international app lica tion  filed w ith the Patent o ffice  as re
ce iv ing office shall be exem pted at the tim e of entering the na
tional phase.

8. 2. 2 Reduction and Exem ption o f the Fee for Exam ination as to 
Substance

Where an international application enters the national phase 

and submits the request for substantive examination, and if the 
international search report of the international application is made  
by the Patent Office as the International Search Authority, it only 
needs to pay 50%  of the substantive examination fee.

Where an international app lica tion  enters the national phase 
and subm its the request for substantive  exam ination, and if the 
international search report and international pre lim inary exam ina
tion report of the international app lica tion  are m ade by the Patent 
O ffice , the substantive  exam ination fee shall be exem pted.

W here an international app lica tion  enters the national phase 

and subm its the request for substantive  exam ination, and if the 
international search report o f the international app lica tion  is made 
by one of three International Searching Authorities: the European 
Patent O ffice, Japanese Patent O ffice  and Swedish Patent O f
fice, it only needs to pay 80%  of the substantive  exam ination 
fee.

8. 2. 3 Reduction of M aintenance Fee and Annual Fee
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W here the app lican t of an international app lica tion  has d iffi
cu lty  to pay the m aintenance fee or the annual fee, it/h e  may 
subm it a request for reduction or postponem ent of the paym ent 

in accordance  with the m easures for the reduction and post
ponem ent of paym ent s tipulated by the Patent O ffice.

8. 3 Other Special Fees
In add ition  to the fees ind icated  in Section 1, C hapter 2 of 

Part V o f these G uide lines and the surcharge  for the late entry in
d ica ted  in Section 8 .1  of this C hapter, there are three kinds of 
specia l fees in the proceed ings of the national phase for an inter
national app lica tion :

(1 )  handling fee for am endm ent of errors in the translation, 
this fee shall be paid at the time of subm itting the request for a- 
m endm ent of errors in the translation;

(2 )  fees for am endm ent of claim  for priority, th is fee shall be 
paid at the time of subm itting the request for am endm ent of claim 
for priority;

(3 )  restoration fee for unity of invention, this fee shall be 
paid w ithin the time lim it p rescribed  in the Notification concern ing 
the Payment of Restoration fee for the Unity of invention sent by 
the exam iner(see  Section 5 . 5 ,  C hapter 2 of this Part for details 
of restoration fee for unity of invention).

9. Files

9. 1 Formation of National Application Number
A national app lica tion  num ber shall be issued to an interna

tional app lica tion  at the time of entering the national phase, and 
it shall be stuck on the cover o f the file as a s ign. The national 
app lica tion  num ber of an international app lica tion  consists of nine 

num bers. The firs t two num bers represent the year in which the 
app lica tion  is filed , it is fo llowed by a num ber w hich ind icates 

the kind of pro tection pursued by the international app lica tion , 
the next five num bers represent the o rder of the app lica tion  ente
ring the national phase, and the last num ber is used for ve rifica 
tion purposes o f the com puter. This last num ber is separated 
from the other num bers by a dot. W here an international a pp lica 
tion designates a patent for invention in China, the third num ber 

shall be “ 8" ; and where an international app lica tion  designates 
a patent for utility m odel in China, the th ird num ber shall be 
“ 9 ” . Take 98801234. X as an exam ple . A cco rd ing  to the form a
tion of this national app lica tion  num ber, it app lies to an interna
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tional app lica tion  filed in or after 1998.
The form ation of the national app lica tion  num ber of an inter

national app lica tion  filed from 1994 to 1997 is a little d ifferent. It 
uses the first two num bers to ind icate  the year of the filing , the 
th ird num ber ind icates the kind o f pro tection ( " 1 ” represents in
vention and " 2 ” represents utility m o d e l) , the fourth num ber ind i
ca tes the identity of international app lica tion  ( “ 9 "  or “ 8 ” ) ,  the 
fo llow ing four num bers ind icate  the o rder of entering the national 
phase, and the last num ber is used for verification purposes of 
the com puter. This num ber is separated from  the other num bers 
by a dot. Num ber 97191234. X is an exam ple for this.

9. 2 Content of the Documents in the File
The d ifferences between the content of the docum ents in the 

file of an international app lica tion  and that in a national a pp lica 

tion are as follows:
(1 )  The entering statem ent is on the first page  of the file 

( P C T /C N /5 0 1 );
(2 )  It is followed by the orig inally filed international a p p lica 

tion, i . e . ,  the Pam phlet pub lished by the International Bureau. 
W here the international search report is not included at the time 
of the first pub lica tion of the International Bureau, i. e . , when 
code nam e “ A 2 ” appears on the front page of the Pam phlet, 
there should be second pub lica tion of docum ents with "А З"  as 
the code  name. For purposes of pub lica tion of the c la im s am en
ded  under Artic le  19 of the Treaty, th ird  pub lica tion  of the d ocu 

ments is also possible;
(3 )  Docum ents in the third part of the file consist of various 

notifications and papers reflecting the exam ination proceed ings 
in the international phase w hich are sent to the Patent O ffice  by 
the International Bureau. These docum ents include “ Notification 
of E lection” ( Form P C T /C N /3 3 1 ) , “ International Prelim inary Ex
amination R eport” ( Form P C T /C N /4 0 9 ) ; “ Notification o f the Re

co rd ing  of a C hange” ( Form P C T /C N /3 0 6 );
(4 )  Docum ents in the fourth part of the file consist o f the 

abstract or translation of abstract, draw ing of abstract, transla
tion of c la im s, translation o f descrip tion , d raw ings and transla
tion of the text matter in the draw ings, sequence listing of nucle
otide and am ino acid  o f the international app lica tion  subm itted 
by the app lican t at the time of go ing through the form alities for 
entering the national phase; when necessary, it may also
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conta in the translation of the am endm ent of the app lica tion  docu 
ments subm itted by the app lican t in the international phase or 
the am endm ent of app lica tion  docum ent subm itted by the a pp li

cant at the tim e of entering the national phase.
(5 )  W hat is d iffe ren t from the national app lica tion  is that 

there is no Notification of A ccep tance  in the file. And on the sec
ond b ind ing  strip  of the file, there is the “ Notification of National 

App lica tion  N um ber".
If part of the docum ents m entioned in the p roceeding  ( 2 ) ,

( 3 )  and (4 )  are received after going through the entering form al
ities, they shall be bound on the second b ind ing  strip.

Other content shall be the same as what is ind icated  in Sec
tion 1, C hapter 4 of Part V of these Guidelines.

9. 3 Inspection of Files
For the inspection of the files, the provisions of Section 4, 

C hapter 4 of Part V of these Guidelines may app ly.
The pub lica tion referred to in the said provisions ind icates 

the national pub lica tion of an international app lica tion after the 
entering of the national phase. This means the Patent O ffice shall 
bear the responsib ility  of keep ing the app lica tion  confidentia l be

fore the national pub lica tion .
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Chapter 2

Examination as to Substance o f International A pp lica tion  after En
tering the National Phase

1. Introduction

The exam ination as to substance of an international a p p lica 
tion after the entering of the national phase in this C hapter refers 

to the exam ination as to substance of an international app lica tion  
pursing for patent protection for invention which has entered the 
national phase in accordance  with the Im plem enting Regulations 

of the Patent Law. The international app lica tion  entering the na
tional phase may be either an international app lica tion  w hich has 
not gone through the international pre lim inary exam ination under 
Article 22 of the Treaty or an international app lica tion w hich has 
gone through the international pre lim inary exam ination under Arti
cle 39 of the Treaty.

2. Principles of Examination as to Substance

2. 1 Basic Principles of Examination as to Substance
In accordance  w ith the provisions of Artic le  27 (1 )  of the Pa

tent Cooperation Treaty, no national law shall require com pliance  

with requirem ents relating to the form or contents of the interna
tional app lica tion  d ifferent from or add itiona l to those which are 
provided in this Treaty and its Regulations. It is further stipulated 
in paragraph (5 )  of the same Artic le  that nothing in this Treaty 
and the Regulations is intended to be construed as p rescrib ing  
anything that would lim it the freedom  of each C ontracting State to 
p rescribe  such substantive cond itions of patentab ility  as it de 
sires. In particu lar, any provision in this Treaty and the Regula
tions concern ing the definition of prior art is exclusively for the 
purposes of the international p rocedure  and, consequently, any 

contracting State is free to app ly , when determ ining the novelty 
and inventiveness of an invention c la im ed in an international a p 
p lication, the criteria of its national law in respect of prior art and 

other conditions of patentab ility  not constitu ting requirem ents as 
to the form and contents of app lica tions.

On the basis of the above stipulations of the Treaty, the ex
amination of the international app lica tion  which has entered na
tional phase shall be conducted  accord ing  to the fo llow ing p rin 
c ip les:

(1 )  For the form and contents of the app lica tion , the exam i
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nation shall be conducted , In princ ip le, accord ing  to the Patent 
Law and its Im plem enting Regulations. W here there is conflic t 
between the Patent Law and its Im plem enting Regulations and 

the Treaty and its Im plem enting Regulations, the provisions of 

the latter shall prevail.
( 2 )  For substantive  requirem ents for granting of patent 

right, the exam ination shall be conducted  accord ing  to the rele
vant provisions of the Patent Law, the Im plem enting Regulations 
of the Patent Law and these Guidelines for Exam ination.

2. 2 Articles or Rules Having Relevance on Substantial Require
ments for Grant of Patent Right
Artic le  5 of the Patent Law: sub jec t m atter contrary to the 

laws of the State, socia l m orality or pub lic  interest;
Artic le  9 of the Patent Law: p rinc ip le  of first -  to - f i le ;
Artic le  22 of the Patent Law: novelty, inventiveness and 

p ractica l app licab ility ;
Artic le  25 of the Patent Law: sub ject m atter excluded  from 

patentib ility;
A rtic le  2 6 .3  - 4  of the Patent Law: suffic ient d isclosure of in

vention, c la im s shall be supported  by the descrip tion;
Artic le  29 of the Patent Law: the right of priority;
Artic le  31 of the Patent Law and Rule 35 of the Im plem enting 

Regulations: unity o f invention;
Artic le  33 of the Patent Law: am endm ent shall not go be

yond the scope  of the d isclosure of the initial descrip tion  and 

claim s;
Rule 2. 1 of the Im plem enting Regulations: defin ition of in

vention;
Rule 13 of the Im plem enting Regulations: avoidance of 

doub le  patenting;
Rule 20.1 of the Im plem enting Regulations: c la im s shall be 

c lear and concise;
Rule 2 1 .2  of the Im plem enting Regulations: an independent 

claim  shall contain all the essential techn ica l features.

3. Determination of Text Forming Basis of Examination as to 

Substance

3. 1 Request of Applicant
At the time of entering the national phase, the app lican t of 

an international app lica tion  shall ind icate, in the Written Entering 

Statement, the text which it/h e  intends to be used for the purpo
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ses of exam ination as to substance by the Patent O ffice.
The exam ination as to substance in the national phase shall 

be perform ed, upon the request of the app lican t, on the basis of 
the text ind icated  in the Written Entering Statem ent and the other 
texts subm itted in a later s tage w hich m eet the relevant requ ire 
ments.

3. 2 Text Forming Basis of Examination as to Substance
The texts w hich may be used to form the basis of exam ina

tion as to substance include:
( 1 )  W here the international pub lica tion  of an international 

app lica tion  is in Chinese, the international app lica tion  as orig ina l
ly filed; W here the international pub lica tion  of an international ap 
p lication is in a fore ign language, the translation of the interna
tional app lica tion as orig inally filed;

( 2 )  W here the international pub lica tion  o f an international 
app lica tion  is in Chinese, the c la im s as am ended and subm itted 

accord ing  to Artic le  19 of the Treaty; W here the international 
pub lica tion of an international app lica tion  is in a fore ign lan
guage, the translation of the c la im s as am ended and subm itted 
accord ing  to Artic le  19 of the Treaty;

( 3 )  W here the international pub lica tion  of an international 
app lica tion  is in Chinese, the cla im s, descrip tion  and draw ings 
as am ended and subm itted accord ing  to Artic le  34 of the Treaty; 
W here the international pub lica tion of an international app lica tion  
is in a fore ign language, the translation of the cla im s, d e sc rip 

tion and draw ings as am ended and subm itted accord ing  to A rti
c le  34 of the Treaty;

(4 )  the c la im s, descrip tion  and draw ings as am ended and 
subm itted accord ing  to Artic le  28 and Artic le  41 o f the Treaty.

A lthough all the above -  m entioned docum ents may be used 
to form the basis of the exam ination as to substance, where 
more than one am ended docum ents have been subm itted  by the 
app lican t in respect to the same docum ent of the app lica tion  
(su ch  as descrip tion  or c la im s ) , and if these am ended d ocu 
m ents are subm itted on the sam e date, the docum ent ind icated 
in Item 6 ( that is “ the app lican t requests the Patent O ffice  to 
conduct exam ination on the basis of the fo llow ing d ocum en ts ” ) 
of the Written Entering Statem ent ( Form P C T /C N /5 0 1 ) shall p re 
vail; where these am ended docum ents are not subm itted  on the 
same date , the docum ents subm itted  in a later date  shall p re 
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vail.
W here, at the tim e of entering the national phase, the a- 

m ended docum ent m ade in the international phase is not ind ica 

ted as the basis of the exam ination or where the Chinese transla
tion of the docum ents is not subm itted accord ing  to the require
m ents, it shall not be used as the basis of exam ination as to 

substance.
Furthermore, after an international app lica tion  has entered 

the national phase and at the time when a request for exam ina
tion as to substance is m ade, or w ithin three months from the re
ce ip t of the notification of the Patent O ffice on the entry into ex
am ination as to substance, the app lican t may am end the app li
cation docum ents accord ing  to Rule 51. 1 of the Im plem enting 

Regulations of the Patent Law.
Refer to Section 4 .1 ,  C hapter 8 of Part II of these G uidelines 

for the determ ination of the text to be used as the basis of the 
relevant exam ination.

3. 3 Legal Effect of Documents of International Application as O-
riginally Filed
W here the international pub lica tion of an international app li

cation is in a language other than Chinese, the exam ination as to 

substance shall be conducted  accord ing  to its Chinese transla
tion. The exam iner, genera lly speaking, need not check the o- 

rig inal . Nevertheless, the docum ents of the international a p p li
cation as filed orig ina lly shall have legal e ffect and form the legal 

basis for any am endm ent to the app lica tion  docum ents.
For an international app lica tion , the orig inal descrip tion  and 

c la im s ind icated  in A rtic le  33 of the Patent Law refer to the d e 
scrip tion , c la im s and draw ings of the international app lica tion  as 

orig inally filed.

3. 4 Examination of the Amended Text
The am ended docum ents o f an international app lica tion  sub 

m itted by the app lican t under the provisions of the Treaty as well 
as at the tim e when a Request for exam ination as to substance is 
m ade after the entering of national phase of an international ap 
p lica tion or w ithin three m onths from the date  of rece iv ing the no
tification of the Patent O ffice  on the entry into the exam ination as 

to substance shall m eet the requirem ents of A rtic le  33 of the Pa

tent Law.

391



C hapter 2 GUIDELINES FOR EXAMINATION

The am ended docum ents requested to be used as the basis 
of the exam ination as to substance  as m entioned above shall 
form the basis of the exam ination as to substance only when they 
meet the requirem ents of A rtic le  33 of the Patent Law.

In the course of exam ination as to substance, if a new a- 
m ended app lica tion  docum ents is subm itted by the app lica n t ac
co rd ing  to the provisions, the text subm itted  by it/h im  at an ear
lier date  shall not be taken into consideration.

4. Search in Examination as to Substance

4. 1 General Principles
G enerally, a com prehensive  search shall be conducted  

when an international app lica tion  enters exam ination as to su b 
stance in the national phase. For requirem ents concern ing  the 
search, please refer to C hapter 7, Part II of these G uidelines.

4. 2 Principle of Practicing Economy
Though, from the p rinc ip le  o f p ractic ing  econom y, the ex

am iner shall make use of the information p rovided in the interna
tional search report as m uch as possib le , attention needs to be 
paid to whether the text w hich the app lican t requests to  be used 
as the basis of exam ination as to substance has m ade any a- 

m endm ent to the text w hich form the basis of the international 
search report .

If, com pared  w ith the text w hich the app lican t requests to 
be used as the basis of exam ination as to substance, there are 
am endm ents to the text w hich form the basis of the international 
search report so far the sub jec t m atter is conce rned , instead of 
just s im p ly using the international search report in the exam ina
tion, the exam iner shall re -  cons ide r the results of the search 
and conduct supp lem entary search when necessary.

W here the reference docum ents listed in the international 
search report are suffic ient to destroy the novelty or inventive
ness of a patent app lica tion , it isn't necessary to co nd uc t further 
search in respect of the patent app lica tion .

It is to be noted that the m eaning of ca tegory  P and ca tego 
ry E o f the reference docum ents listed in the international search 
report are d ifferent from those in the search report m ade in the 
procedures of exam ination as to substance  in the Chinese na
tional phase. In the international search report, " P" represents 
docum ents pub lished prior to the international filing date  but later 

than the priority date as c la im ed ; “ E" represents an earlier a p p li
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cation or patent w hich is pub lished  on or later than the interna
tional filing date.

5. Contents of Examination as to Substance and Requirements of 
Examination

This Section focuses m ainly on the d ifferences of the exam i
nation as to substance between an international app lica tion 
w hich has entered the national phase and a non -  international 
app lica tion . For the identica l points, relevant sections are listed 

for reference.

5. 1 Role of International Preliminary Examination Report
The international pre lim inary exam ination of an international 

app lica tion  is to form ulate a pre lim inary and non -  b ind ing  op in 
ion in accordance  w ith Artic le  33 of the Treaty on the question 
w hether the c la im ed invention appears to be novel, to possess 
inventiveness ( to  be non -  obv ious) and p ractica l app licab ility . 
A rtic le  33 (2 )  - ( 4 )  of the Treaty sets spec ific  criteria  for require
m ents of novelty, inventiveness and practica l app licab ility . At 
the sam e tim e, A rtic le  33 (5 )  o f the Treaty ind icates c learly that 
the criteria  described  in A rtic le  33 ( 2 )  -  ( 4 )  m erely serve the 
purposes of international pre lim inary exam ination. Any C ontrac
ting State m ay app ly  add itiona l or d ifferent criteria  in dec id ing  
w hether, in that State, the c la im ed invention is patentab le  or 
not.

Based on the above -  m entioned p rinc ip les of the Treaty, 
the exam ination as to substance  to an international app lica tion  
w hich has entered the national phase shall be conducted  inde
pendently  acco rd ing  to the Patent Law and its Im plem enting 
Regulations.

From the p rinc ip le  o f econom y, for an international a pp lica 
tion w hich is a ttached w ith the international pre lim inary exam ina

tion report, the exam iner shall make reference to the opinions 
p rovided in the report. However, attention needs to be paid to 

whether the text w hich the app lican t requests to be used as the 
basis of exam ination has m ade any am endm ent to the text which 
form the basis of the international pre lim inary exam ination report. 
If, com pared  w ith the text w hich the app lican t requests to be 
used as the basis of exam ination, there are am endm ents to the 
text w hich form  the basis of the international pre lim inary exam ina
tion report so far the sub jec t m atter is concerned, the exam iner 
usually doesn ’t need m ake reference to the judgm ent m ade in
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the international pre lim inary report on whether the invention 
meets the criteria  o f novelty, inventiveness, p ractica l app lica b ili
ty as well as the other requirem ents for granting of patent right.

It is to be em phasized that the exam iner shall not s im ply 
take the instructive opinion p rovided in the international pre lim i
nary report as the conc lud ing  opinion for the exam ination as to 
substance in the national phase. He shall pay attention to w heth
er other prio r art docum ents w hich have not been listed in the in
ternational search report are c ited in the international pre lim inary 
exam ination report.

For the exam ination as to substance of an international ap 
plication which has entered the national phase, the exam iner 
shall make independen t judgm ent on whether the patent a pp lica 
tion is in conform ity w ith the substantia l requirem ents of the Pa
tent Law and its Im plem enting Regulations.

5. 2 Examination on Whether Subject Matter of an Application
Falling within the Scope of Objects to Which Patents May Be
Granted
A t the time of perform ing the exam ination as to substance  of 

an international app lica tion  w hich has entered the national 

phase, the exam iner shall firs t exam ine whether the sub jec t m at
ter of the app lica tion  falls into the scope  of A rtic le  5 and Artic le  
25 of the Patent Law. In case where the sub ject m atter of an in
ternational app lica tion  ( s u c h  as tool for gam bling  or m ethod of 
nuclear transform ation) does not belong to the contents exclu 
ded in Rule 39 of the Regulations under the Treaty, but fall into 
the scope as p rovided in Artic le  5 and Artic le  25 of the Patent 
Law under w hich no patent righ t shall be g ranted , the a pp lica 
tion shall not be granted  patent right.

Please refer to the provis ions of C hapter 1 of Part П of these 
G uidelines for requirem ents o f exam ination on this matter.

5. 3 Examination on Right of Priority
W here reference docum ents ind icated  as ca tegory PX or PY 

have been listed in the international search report, the exam iner 
shall check  the priority righ t of the international app lica tion . 

W here the priority right of the international app lica tion  can not be 
estab lished, the app lican t shall be notified accord ing ly . In such 
cases, the reference docum ents w hich are ind icated  w ith letters 
of PX or PY shall be used as the prior art to evaluate the novelty
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and inventiveness of the international app lica tion  when the exam 
ination on novelty and inventiveness of the international app lica 
tion is perform ed. W here the right of priority can be established, 
a check  shall be conducted  to reference docum ents ind icated 
with letters PX. W here the reference docum ent ind icated with let
ters PX is a Chinese patent app lica tion  (o r  patent) or an interna
tional app lica tion  designating  China, and its filing date is earlier 
than the priority date  of the international app lica tion , the exam in
er, at the time of perform ing exam ination of novelty, shall dete r
m ine whether the reference docum ents constitu te conflic ting  a p 
p lication.

W here reference docum ents ind icated  as ca tegory EX are 
listed in the international search report, and if the reference d o c 
ument is a Chinese patent app lica tion  ( or patent) or an interna
tional app lica tion  designating  China, and its filing date  is be
tween the filing date  and priority date  of the international a pp lica 
tion, the righ t of priority of such international app lica tion  shall a l
so need to be checked . W here the right of priority cannot be es
tab lished, at the time of perform ing exam ination of novelty to the 
international app lica tion , the exam iner shall determ ine whether 
the reference docum ents constitu te conflic ting  app lica tion .

W here, after conducting  search in the course of exam ination 
as to substance of an international app lica tion  after its entering 
the national phase, reference docum ents are found which were 
pub lished between the filing date  and the priority date of the in
ternational app lica tion  and are relevant to its novelty or inventive
ness, or w here earlier app lica tions or patents filed by other per
son with the Patent O ffice are found which were relevant to nov
elty and were pub lished between the filing date and priority date 
of the international app lica tion , the exam iner shall request the In

ternational Bureau to p rovide the copy  of the text of priority, and 
shall check  the right of priority of the international app lica tion .

5. 4 Examination on Novelty and Inventiveness
W here there are pub lished docum ents and non -  written d is

c losure  w hich have been listed in the international pre lim inary ex
am ination report bu t are not taken into consideration in the op in 
ion of the international pre lim inary exam ination, they shall be ex
am ined when novelty and inventiveness of the invention are be

ing judged  in the exam ination as to substance after the entering 
of the national phase.
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The non -  written d isclosure listed in international pre lim inary 
exam ination report refers to the d isclosure to the pub lic  by 
m eans o f oral d isclosure, use, exhib ition or other non -  written 
m eans w hich occurred  before the filing date  or the valid priority 
date  of the international app lica tion , and the date  of such no -  
written d isclosure is ind icated  in written d isc losures w hich have 
been m ade availab le to the pub lic  on a date w hich is the same 
as, or later than, the filing date  or the va lid  priority date  o f the in
ternational app lica tion . Such non -  written d isc losure  does not 
constitu te prior art at the phase of international pre lim inary exam 
ination. Nevertheless, the international pre lim inary exam ination 
report has rem inded the designated  State to pay attention to 
these non -  written d isclosure.

The certa in pub lished docum ents listed in the international 
pre lim inary exam ination report refer to the app lica tions or patents 
which were filed before the filing date  or the va lid  priority date  of 
the international app lica tion  but pub lished on or later than such 

date, or the pub lished docum ents of a patent app lica tion  c la i
m ing the priority of an earlier app lica tion  w hich was filed before 
the said date. Such pub lished  app lica tions or patents do not 
constitu te prior art at the phase of international pre lim inary exam 
ination. Nevertheless, the international pre lim inary exam ination 
report has rem inded the designated  State to pay attention to 
such non -  w ritten d isclosure.

For the exam ination of novelty and inventiveness of the inter
national app lica tion , the provisions of C hapter 3 and C hapter 4 

of Part П of these G uidelines shall app ly  respective ly.

5. 5 Examination of Unity of Invention
The exam iner shall pay attention to whether, in the a pp lica 

tion docum ents subm itted and requested to be used as the basis 
of the exam ination by the app licant, there are m ultip le  inventions 
which lack unity of invention.

For m ultip le  inventions lacking unity of invention, the fo llow 
ing shall be checked.

(1 )  W hether the m ultip le  inventions lacking unity of invention 
contain any invention which has not gone through the internation
al search or international pre lim inary exam ination only because 
the app lican t fails to pay the add itiona l search or exam ination fee 
at the request of the examiner.

(2 )  W hether the reason leads to lacking unity of invention for
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a m ultip le  invention is caused by the fac t that the translation of 
the invention subm itted after the entering of the national phase 
contain any contents which were a lready abandoned  by the ap 

p licant due to failure to pay the add itiona l search or exam ination 
fee in the international phase ( such as the contents abandoned 
by the app lican t in the international phase in o rder to set lim its to 
certa in cla im s) .

(3 )  For situations ind icated  in (1 ) or ( 2 ) ,  whether the d ec i
sion of lacking unity of invention m ade by the International Bu
reau is correct.

If, after exam ination, it is confirm ed that the decis ion m ade 
by the International Bureau is correct, the exam iner shall notify 
the app lican t to pay the restoration fee for unity of invention w ith
in two m onths, so that the above -  m entioned contents may be 

inc luded as a va lid  part of the international app lica tion . Where 
the fees are paid by the app lican t accord ing  to the p rescrip 
tions, those parts w hich have not gone through search and ex
am ination shall be regarded  as va lid  parts of the international ap
p lica tion. For problem s concern ing  unity of invention occurred 
after the restoration, they shall be dea lt w ith accord ing  to C hap

ter 6 of Part П of these Guidelines. W here the app lican t fails to 
pay the restoration fee of unity of invention w ithin two months, 
the app lican t shall be notified that the above -  m entioned con 
tents w hich have not gone through the international search and 
international pre lim inary exam ination shall be deem ed to have 
been w ithdraw n and shall not form  the basis of exam ination.

Where, it is held after exam ination that accord ing  to the a p 
p lica tion docum ents subm itted by the app lican t and requested to 
be used as the basis of exam ination, there is no problem  of unity 

of invention, and is inconsistent with the decis ion of the Interna
tional Bureau, an exam ination shall be conducted  on all of the 
sub jec t matters seeking protection.

For c ircum stances where, during the search and exam ina
tion in the international phase, the International Bureau has not 
raised the issue of unity of invention, but there is in fac t defects 
in the app lica tion  regard ing  lacking o f unity of invention, the p ro
visions in C hapter 6 of Part П of these G uidelines shall app ly.

5. 6 Examination of Double Patenting
W here an international app lica tion  designating  China claim s 

the priority right of an earlier app lica tion  filed in China or an earli
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er international app lica tion  w hich has des igned  China and en
tered China ’s national phase, two patent app lica tions regard ing 
the sam e invention m ight enter the p roceed ings o f exam ination 

as to substance. In o rder to avoid double  patenting out of this, 
provisions in Section 6, C hapter 3 of Part П of these G uidelines 
shall app ly  to the handling of these tw o patent app lica tions.

6. Correction of Mistake in Translation

W here the app lican t finds, by him or itself, there are m is
takes in the Chinese translation of the descrip tion , the c la im s or 
the text m atter of the draw ings as filed , it/h e  m ay request to co r
rect the translation w ithin the fo llow ing tim e limit:

(1 )  before the com pletion of techn ica l p reparations for na
tional pub lica tion by the Patent O ffice;

(2 )  w ithin three months from the date of rece ip t of the notifi
cation of the Patent O ffice on the entering into substantive  exam i
nation phase of an app lica tion  of patent fo r invention.

W here the app lican t intends to co rrect the m istakes in the 
translation, it/h e  shall file a written request fo r correction and 
subm it a rep lacem ent sheet of the translation. W hen such c ir
cum stances occur, the exam iner shall check whether it is a m is
take of translation. If not, the request for correction shall be re
jec ted . If it is a translation m istake, the correctness of the co r
rection of the translation shall be verified. W here it is confirm ed 
that the correction is in conform ity w ith the provis ions of Artic le  
33 of the Patent Law, further exam ination based on the am ended 
text m ay be perform ed. W here the am ended translation is still in
consistent with the orig inal, the exam iner shall notify the a pp li
cant acco rd ing ly  and an exam ination shall be conducted  to the 
am ended text on whether it is in conform ity w ith A rtic le  33 o f the 
Patent Law.

For defects due to translation m istakes w hich are found by 
the exam iner in the course o f exam ination as to substance, and 
which d id  not exist in the original text of the international a pp lica 
tion or in the original text w hich was am ended in the international 
phase, bu t exist in the translation, the de fects  shall be ind icated 
in the O ffice  Action. The app lican t shall, at the time of m aking 
response to the O ffice Action, file a written request for correction 
of m istakes in the translation and subm it the rep lacem ent sheet 
of the translation. At this tim e, it is necessary to check  only 
whether the am ended translation is co rrec t and whether the a- 
m endm ent is in conform ity with A rtic le  33 of the Patent Law.

398



Part IV 
Examination of Requests for 

Reexamination and Invalidation





GUIDELINES FOR EXAMINATION C hapter 1

Rule 44

Chapter 1

General P rincip les

1. Introduction

This C hapter relates m ainly to the establishm ent, the tasks, 
and the com position  of the Patent Reexam ination Board, the 
p rinc ip les of the exam ination of requests for reexam ination and 
invalidation, the co lleg iate  system of exam ination, the challenge 
system , the decis ion of exam ination, the evidence and the de 

term ination of ev idence  and the determ ination of non -  pub lica 
tion d isclosure, e t c . . The aforesaid contents app ly  to the exam i
nation of the requests for reexam ination and invalidation.

2. Establishment of Patent Reexamination Board

In accordance  w ith the provisions of A rtic le  41.1  of the Pa
tent Law, the State Intellectual Property O ffice shall establish the 
Patent Reexam ination Board.

3. Tasks of Patent Reexamination Board

In accordance  w ith the provisions of Artic les 41, 45 and 46 
of the Patent Law, the Patent Reexamination Board perform s ex
am ination of and makes decis ions regard ing  the requests for re
exam ination and for invalidation of the patent right.

3. 1 Examination of Requests for Reexamination
In accordance  w ith the provisions of Artic le  41. 1  of the Pa

tent Law, cases of request for reexam ination by the Patent Reex
am ination Board are those m ade for reexam ination out of d issa t
isfaction w ith the decis ion of rejection by the Patent O ffice, inclu
d ing  cases involving reexam ination of the rejected app lica tions in 
the pre lim inary and substantive  exam ination.

3 . 1 . 1  Reexamination of Decision of Rejection of Preliminary Ex- 
aminaton

The Patent Reexam ination Board exam ines the requests for 
reexam ination m ade out of d issatisfaction w ith the decis ion of re

jection of the patent app lica tion  m ade by the Patent O ffice in ac 
co rdance  w ith the provis ions of Rule 44 of the Im plem enting Reg
ulations of the Patent Law.

3. 1. 2 Reexamination of Decision of Rejection of Substantive Ex-
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amination
The Patent Reexam ination Board exam ines requests for re

exam ination m ade out of d issatis faction  w ith the decis ion of re
jection of the app lica tion  by the Patent O ffice  in accordance  with 
Artic le  38 of the Patent Law and Rule 53 of the Im plem enting 
Regulations of the Patent Law.

3. 2 Examination of Requests for Invalidation of Patent Right
In accordance  with Artic les 45 and 46.1  o f the Patent Law, 

the Patent Reexam ination Board exam ines the request for invali
dation of patent right.

3. 3 Appearance in Court
Where an party concerned is not satisfied w ith the decis ion 

m ade by the Patent Reexam ination Board and institutes legal 
p roceed ings in the peop le ’s court accord ing  to law, the Patent 
Reexamination Board may appear in court.

4. Composition of Patent Reexamination Board

The Patent Reexam ination Board is com posed  of a D irector 
General, Deputy D irectors General, m em bers of the Reexam ina
tion Board, and concurren t m em bers, exam iners and concurrent 
exam iners of reexam ination. The C om m issioner of the State Intel

lectual Property O ffice shall concurrently hold the position of the 
D irector General of the Patent Reexam ination Board. The Deputy 
D irectors General, m em bers and concurren t m em bers of the Pa
tent Reexam ination Board shall be appoin ted  by the C om m is
sioner am ong experienced experts in technology and law from 
the O ffice. The exam iners and concurren t exam iners of reexam i
nation are se lected by the Com m issioner am ong the experienced 
exam iners and staff of the legal affairs from the O ffice.

5. Principles of Examination

The p rinc ip les generally app lied  in the various procedures 

for the exam ination of request for reexam ination ( hereinafter re
ferred to as reexam ination p rocedures) and in the various proce
dures for the exam ination of request for invalidation ( hereinafter 
referred to as invalidation p rocedure) are as fo llows: p rinc ip le  of 
legality, p rinc ip le  of fair enforcem ent of law, p rinc ip le  of petition, 
p rinc ip le  of conducting  investigation ex officio, p rinc ip le  of hear
ing, and p rinc ip le  of pub lic ity .
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Art. 21. 1

Art. 21. 1

Rule 63 
Rule 71

5. 1 Principle of Legality
The Patent Reexam ination Board shall perform  its adm in is

tration in accordance  with the law. The exam ination p rocedures 
and the exam ination decis ions of both the cases of request for 
reexam ination ( ( hereinafter referred to as the reexam ination ca 
ses) and the cases of request for invalidation ( ( hereinafter re
ferred to as the invalidation cases) shall be in conform ity with the 
relevant provisions of the app licab le  laws, rules and regulations.

5. 2 Principle of Fair Enforcement of Law
The Patent Reexam ination Board shall act in line with the 

p rinc ip les of ob jectiv ity , im partia lity, correctness and tim eliness, 
on the basis of the facts and in com pliance with the law; perform 
its functions of exam ination independently  w ithout personal con 
sideration; make impartia l decis ions on the basis of com prehen

sive, ob jective  and rational analysis and judgm ent.

5. 3 Principle of Petition
The reexam ination procedures and the invalidation proce

dure shall be initiated at the request of the party concerned. If 
the petitioner w ithdraws its /h is  request before the Patent Reex
am ination Board makes a decision concern ing reexam ination or 

exam ination o f invalidation, the exam ination procedures it or he 
has initiated shall be term inated. However, if the w ithdraw al is 
m ade when the conclusion of exam ination decision has been an
nounced or the decision has been issued in w riting, the e ffec
tiveness of the exam ination decis ion shall not be a ffected.

5. 4 Principle of Conducting Investigations Ex Officio
The Patent Reexam ination Board may conduct investigation 

ex o ffic io  of the cases under its exam ination.

5. 5 Principle of Hearing
Before any exam ination decis ion is m ade, the party con 

cerned to whom  the decis ion m ay be unfavorable shall be given 
a chance to make observations regard ing the grounds, evi
dence, and the ascerta ined facts adopted  in the exam ination d e 

cis ion , that is, the party concerned to whom the exam ination d e 
cision is unfavorable shall have been inform ed of the grounds, 
evidence, and the ascerta ined facts adopted  in the exam ination 
decis ion in the process of notification, docum ent com m unication
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or oral procedure.

If there is a change in patent app lican t or patentee a cco rd 
ing to the effective judgm ent or settlem ent decis ion  m ade by the 
People’s Court or a local Intellectual Property O ffice ( or corre 
sponding  functional departm ent) before  the exam ination decis ion 
is m ade, the party concerned, after the change, shall be given 
a chance to make its or his observations.

5. 6 Principle of Publicity
Except the cases that need to be kep t secre t acco rd ing  to 

the laws and regulations of the State ( inc lud ing  cases in which 
patent app licants request for reexam ination out of d issatisfaction 
with the rejection m ade during the pre lim inary exam ina tion ), the 
oral p rocedure  of all the other cases shall be held pub lic ly , and 
the exam ination decis ions pub lished and d is tribu ted  to the pub 
lic.

6. Examination by Collegiate Panel

Cases that are co lleg ia lly exam ined by the Patent Reexam i

nation Board shall be exam ined by a co lleg iate  panel consisting 
of three or five m em bers, includ ing a panel leader, one ch ie f ex
am iner and one or three partic ipa ting  exam iners.

6. 1 Setting -  Up of Collegiate Panel
The Patent Reexamination Board shall determ ine and 

change the m em bers of the co lleg iate  panel to attend to cases of 
reexam ination and invalidation in accordance  w ith the p rescribed 
procedures in the light of d iv ision of specia lty , am ount o f cases, 
and the circum stances of the exam ination staff engaged  in the 
same patent app lica tion or in the prior patent p rocedures.

The heads of the appea ling  d iv isions of the Patent Reexam i
nation Board and m em bers of the Reexam ination Board shall be 
qualified of right to serve as the panel leader; others shall be 

qualified to serve as the panel leader with the approva l of the Di
rector General or Deputy D irectors General of the Board.

The m em bers of the Reexam ination Board, reexam ination 
exam iners, concurren t com m ittee m em bers of the Patent Reex

amination Board concurrent exam iners of reexam ination may 
serve as ch ie f exam iners or partic ipa ting  exam iners of the panel.

Examiners invited from the exam ination departm ents m ay 
serve as partic ipa ting  exam iners of the panel for spec ific  cases.
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After the Patent Reexamination Board makes the exam ina
tion decis ion to uphold the va lid ity of a patent right or declare  a 
patent righ t partia lly invalid , if the sam e petitioner raises another 
request fo r invalidation of the patent right to which the said ex
am ination decis ion relates on d ifferent grounds or on the basis of 
d iffe ren t evidence, the ch ie f exam iner who has m ade the initial 
exam ination decis ion shall not partic ipa te  in the exam ination of 

the invalidation case.
For cases to be reexam ined after the initial exam ination de

cision is cance lled  by the effective judgm ents of the People's 
Court, the panel -  m em bers shall be re -  determ ined, and the 
ch ie f exam iner who has m ade the initial exam ination decision 
shall not partic ipa te  in the new round reexam ination.

6. 2 Provisions Concerning the Setting -  Up of Five -  Member
Collegiate Panel
For the fo llow ing cases, a five -  m em ber co lleg iate  panel 

shall be set up:
(1 )  cases of great influence in China or abroad;
(2 )  cases involving im portant knotty legal issues ; and
(3 )  cases involving great econom ic interests.
D ecisions on the necessity to set up a five -  m em ber co lleg i

ate panel shall be m ade by the D irector General or by the D epu
ty D irectors General upon joint consideration or exam ined and 
approved  by the D irector or Deputy D irectors General upon re
port by the head of the relevant d ivision or panel -  m em bers in 
accordance  with the stipulated procedures.

For cases exam ined by a five -  m em ber panel, if no oral
hearing has been conducted  before the setting -  up of such a
panel, a hearing shall be conducted .

6. 3 Division of Responsibility of Panel Members
The panel leader presides over the com prehensive exam ina

tion of the reexam ination or invalidation procedure; presides over 
oral p rocedure; presides over panel m eetings and the voting 
thereof; m akes decis ions on whether the exam ination decis ion of 
the co lleg iate  panel should be reported to the D irector General or 

the Deputy D irectors General for exam ination and approval.
The ch ie f exam iner is responsib le  for conducting  com pre 

hensive and deta iled exam ination of cases and taking care of the 
file; p reparing  notifications and exam ination decis ions; taking
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charge  of routine contacts between the panel and the parties 
concerned; and p reparing  texts of announcem ent to be p u b 
lished when the conclusion of the exam ination for the request for 
invalidation is to declare  the patent righ t partia lly invalid.

The partic ipa ting  exam iner shall partic ipa te  the exam ination 
and assist the panel leader and the ch ie f exam iner.

6. 4 Formation of the Conclusion of Panel Examination
The co lleg iate  panel makes exam ination decis ions by votes 

by the rule of m ajority on whether the evidence involved in the 
exam ination of reexam ination or invalidation is to be adopted , 
whether the facts could be affirm ed or whether the legal grounds 
are tenable.

7. Examination by Sole Examiner

Sim ple cases m ay be independently  exam ined by a sole ex
aminer.

8. Challenge System

W here a panel m em ber of a reexam ination or invalidation 
case belongs to one of the situations as p rescribed  in Rule 38 of 
the Im plem enting Regulations of the Patent Law, the panel m em 
ber shall be excluded  from perform ing h is /h e r function on h is / 
her own initiative. If such a panel m em ber who should have 
been excluded  from perform ing h is /h e r function on h is /h e r own 
initiative has not been exc luded, the party concerned has the 
right to request h im /h e r to be exc luded.

W here the party concerned requests a panel m em ber to be 
exc luded, the request shall be filed  in w riting, the g rounds shall 
be stated, w ith relevant ev idence  attached if necessary.

For any request for exclusion raised by an party concerned, 
the Patent Reexam ination Board shall make a decis ion in w riting 
and notify the person who raised the request.

9. Decision of Examination

9. 1 Examination and Approval of Examination Decision
The panel shall be fully responsib le  for the identification of 

facts, the app lica tion  of the law and the regulations, the format 
and w ord ing  of the conclusion as well as the docum ents o f the 
exam ination decision.
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In the fo llow ing cases, the exam ination decis ion m ade by 
the panel shall be reviewed and approved  by the D irector G en

eral or Deputy D irectors General of the Board:
(1 )  cases exam ined by the five -  m em ber panel;
(2 )  cases in w hich the panel m em bers are d iv ided  in their 

votes; or
(3 )  cases in which the decis ions are re -  m ade after the ini

tial exam ination decis ions of the Patent Reexam ination Board 
were cance lled  by an effective judgm ent of the Court.

Where the D irector General or Deputy D irector General of 
the Patent Reexam ination Board responsib le  for exam ining and 
approving  the panel decis ion does not agree with the decision, 
h e /sh e  may instruct the panel to d iscuss the m atter again and 

make a conclusion. In cases where no unanim ous consensus 
can be reached between the panel and the D irector General or 
the Deputy D irectors General after the panel d iscusses the m at
ter aga in , if the D irector General or at least two Deputy D irectors 
General th ink it necessary to cons ider the m atter in a b roader c ir

c le , a m eeting shall be held in which at least two th irds of the Di
rector G eneral, Deputy D irectors General and the m em bers of 
Patent Reexam ination Board shall partic ipa te  to d iscuss the m at
ter. The panel and the D irector General or Deputy D irectors 
General responsib le  for the exam ination and approval shall han
dle the m atter accord ing  to the opinion of the m ajority, that is, 
the opinion of over a half of the partic ipants.

In som e im portant knotty cases, a m eeting of D irector Gen
eral, Deputy D irectors General, all the m em bers and exam iners 
of the Patent Reexam ination Board shall be held with the a pp rov
al of the D irector General to d iscuss the m atter involved and 

make a decision.
The person who is in charge  of the exam ination and app rov

al of a case shall be responsib le  for the exam ination and app rov
al regard ing  the app lica tion  of relevant laws and regulations and 

the conclusion of the exam ination decis ion.

9. 2 Composition of Examination Decision
The exam ination decis ion includes the fo llow ing com po 

nents.
(1 )  B ib liograph ic  data  of the exam ination decision
The b ib liog raph ic  data  of the exam ination decis ion on the re

quest for reexam ination shall include the num ber and the date of
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the decis ion, the title of the invention -  creation, the IRC Sym
bol, the petitioner for reexam ination, the app lica tion  num ber, the 
date  of filing , the date of pub lica tion  ( i f  the app lica tion  for a pa

tent fo r invention has been pub lished ) and the nam e of the m em 
bers of the C olleg iate  Panel.

The b ib liog raph ic  data  of the exam ination decis ion on the re
quest for invalidation shall include the num ber and the date  of 
the decis ion , the title of the invention -  creation, the IRC sym bol, 
the petitioner for the invalidation, the name or title of the paten

tee, the patent num ber, the date of filing , the date o f announce
m ent of the grant of the patent right and name of the m em bers of 
the co lleg ia te  panel.

(2 )  Legal bases

Legal bases of the exam ination decis ion  shall refer to the A r
tic les and Rules of the relevant laws and regulations to w hich the 
grounds of the exam ination decis ions relate.

(3 )  Main points of the decision

The main points of the decis ion are essential sum m aries and 
core expositions of the grounds on w hich the text of the decis ion 
is based. It is the criteria  for the judgem en t of the issues in d is
pute or for the d ifficu lt points of the case. The main points o f the 

decis ion shall further explain the A rtic les and Rules of the Patent 
Law and its Im plem enting Regulations that are referred to, and 
shall, as m uch as possib le , draw  instructive conclus ions ac
co rd ing  to the spec ific  c ircum stances of the case.

The main points of the decis ion  shall m eet the fo llow ing for
mal requirem ents:

( i ) the w ord ing  shall be sim ple  and conc ise  ;
( ii ) the statem ents shall be log ical, accurate , well o rgan

ized, well g rounded and consistent w ith the conclus ion  o f the 
decision;

( ii ) the conclusion shall not be drawn by s im p ly reciting the 

relevant A rtic les of the Patent Law or the Rules of its Im plem en
ting Regulations, nor a brie f sum m ery of the cause of action and 

a conclusion thereof; it is a llowable  to extract from the text of the 
decis ion the key sentences w hich fulfill the said requirem ents.

(4 )  Cause o f action

The fo llow ing shall be presented in ch rono log ica l o rder in 
the part of cause of action: subm ission of request for reexam ina
tion or invalidation, grounds, evidence, accep tance  of the re
quest for reexam ination or invalidation, delivery and transfer of
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docum ents, exam ination process and principal d isputes. The in
form ation of this part shall be objective , true to the fac t and con 
sistent with the co rrespond ing  records of the case. It shall reflect 

the exam ination process and the main argum ents of the case in 
a co rrect and brie f way.

The part of cause of action shall outline and sum m arize the 
statem ents of both parties in brie f and concise  language, clearly 
and accurate ly represent the views of both parties, and shall 
spec ify  all the reasons and evidence  of the party to whom the 
decis ion  of conclusion may be unfavorable.

An exam ination decis ion of reexam ination of an app lica tion 
for patent for invention or utility m odel or that of exam ination of in
va lidation of the patent right shall ind icate c learly the contents of 
the independen t claim s and that of the dependen t claim s to 
which the exam ination decision is d irected.

(5 )  G rounds of decision
In this part of the decis ion , it shall be expla ined in deta il the 

stipulations of the laws and regulations and the facts on which 
the exam ination decis ion is based, as well as the app licab ility  of 

the Artic les to the case. The explanation of this part shall be de 
ta iled to the extent that the conclusion of the exam ination can be 
drawn on the basis of the stipulations and facts m entioned in this 
part. A deta iled  analysis should be m ade on all the grounds, ev
idence and p rinc ipa l op in ions of the party to whom  the conc lu 
sion of the decis ion m ay be unfavorable, and reasons shall be 
stated on w hy its /h is  grounds are untenable and opinions could 

not be adop ted .
As for the exam ination decis ion relating to the assessm ent of 

the identica lness or sim ilarity of designs, the main contents of 
the des ign  to w hich the decis ion relates shall be first presented 

in w riting in an ob jective  m anner.
(6 )  Conclusion
In this part, the deta iled conclusion of the exam ination shall 

be sta ted. C lear and spec ific  instructions to the initiation, time 
limit and accep ting  entity of the fo llow  -  up procedures shall also 
be given.

(7 )  Draw ings
For the exam ination decis ion in w hich the assessm ent of 

identica lness or sim ilarity of designs is involved, the p ic ture  or 

the photograph of the design  may be used as the draw ing of the 
exam ination decis ion when necessary.
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9. 3 Publication of Examination Decision
All the texts of the exam ination decis ions m ade by the Pa

tent Reexam ination Board on requests for reexam ination and in
validation shall be pub lished  excep t for those in which non -  
pub lished patent app lica tions are involved. For all the exam ina
tion decis ions w hich are to be pub lished , if an party concerned 
is not satisfied with the decis ion and has instituted legal p ro 
ceed ings  in the court and if the court has accep ted  the case, the 
exam ination decision and the judgm ent o f the court shall be p u b 
lished together after the judgm ent o f the court takes legal effect.

10. Rectification and Correction

10. 1 Rectification Relating to Acceptance
W here a request for reexam ination or invalidation was not, 

but should have been, accep ted ; or was, but should not have 
been, accep ted , it shall be rectified  upon the approva l of the Di
rector General or Deputy D irector General, and the party con 
cerned shall be notified accord ing ly .

10. 2 Rectification of Notification
W here the Patent Reexam ination Board finds that there are 

errors in the various notifications and that the errors should be 
corrected , rectifica tions shall be m ade upon the approva l of the 
D irector General or Deputy D irector General and the party con
cerned shall be notified accord ing ly .

10. 3 Rectification of Examination Decision
W here there are obvious clerica l errors in the exam ination 

decis ion on request fo r reexam ination or invalidation and need to 
be rectified after they are found out, rectification shall be m ade 
upon the approva l of the D irector General or Deputy D irector 
General , and the party concerned shall be notified in the form  of 
Notification w hich is a ttached with rep lacem ent sheets.

10. 4 Rectification of Requests Deemed to Have Been Withdrawn
For any request for reexamination or invalidation which has 

already been deem ed to have been w ithdrawn, it shall be correc
ted once it is found that it should not be thus treated and that the 
correction is approved by the D irector General or Deputy D irector 

General. The reexamination or invalidation procedure shall be 
continued, and the party concerned shall be notified accord ingly.
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10. 5 Rectification of Other Decision
For all the other decis ions w hich are m ade by the Patent Re

exam ination Board and need to be co rrected , the rectification 

shall be m ade upon the approval o f the D irector General or D ep
uty D irector General.

10. 6 Rejection of Request
For any request for reexam ination or invalidation that is ac

cep ted , if considered not in conform ity w ith the requirem ents a f
ter exam ination, a decis ion of rejecftion of the request for reex

am ination or invalidation shall be m ade after be ing approved  by 
the D irector General or Deputy D irecor General of the Reexam i
nation Board.

11. Evidence, Determination of Evidence and Burden of Produ
cing Evidence

11.1 Evidence
Evidence includes docum entary evidence, material evi

dence, aud iovisual m aterial, testim ony of w itness, statem ent of 
the party concerned , conclusion of appra isa l and record of on -  
site investigation and exam ination. Furthermore, evidence is d i
v ided  into d irec t ev idence and ind irect evidence. The d irect evi
dence refers to ev idence that can be used independently  and d i
rectly to prove the facts that need to be proved. The ind irect evi
dence  refers to ev idence  that can not be used independently 
and d irectly  to prove the said facts, bu t need to be used in com 
bination w ith other ev idence  to prove the facts that need to be 

proved.

11 . 2  Determination of Evidence
The evidence can be used only after it is investigated and 

verified . The panel shall com prehensive ly and ob jective ly  exam 
ine and verify the evidence  accord ing  to the written statement 

m ade by the party concerned in respect of the evidence and its / 
his oral statem ent p rovided in the oral procedure. The panel 
shall also exam ine and verify the evidence  accord ing  to the w rit
ten statem ent in respect of the evidence and oral statement 
m ade by the adversary party during the cross -  exam ination of 
the oral p rocedure  in a com prehensive  and ob jective  way. The 
truthfu lness and re liab ility of the evidence can be exam ined from 
the two aspects of the source of the evidence and the content of 
the evidence. When the truthfu lness and re liab ility of the evi
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dence is exam ined from the angle of the source o f the evidence, 
it shall be m ainly focused on whether, during the course of its 
form ation, there are any factors that may a ffect the truthfu lness 
and re liab ility of the evidence  and whether, with regard to the 
provider of the evidence, there are any factors that m ay affect 
the truthfu lness and re liab ility of the evidence. When the tru thfu l
ness and re liab ility of the evidence is exam ined from  the angle of 
the content of the evidence, it shall be mainly focused on w heth
er the facts revealed by the evidence  are reasonable and free of 
inconsistency.

The fo llow ing rules shall be followed when using ind irect evi
dence to prove the facts:

(1 )  the evidences p e r se  m ust be true and reliable;
(2 )  there is no inconsistency am ong the ind irect ev idences 

used for the determ ination of the facts;
(3 )  the ind irect ev idences m ust be of itself a com p le te  sys

tem of proofs;
(4 )  the conclusion drawn from the system of proofs com pri

sing ind irect ev idences m ust be unique.
Any written testim ony can be used only after the cross -  ex

am ination and the cross -  confirm ation with other ev idences. The 

oral evidence of a person incapable  o f expressing  h is /h e r will 
correctly  cannot be used as the basis for the determ ination of the 
facts.

For aud iovisual m aterials, the statem ent of the party con 
cerned, docum entary and material ev idence  under objection  or 
query, they shall be exam ined in com bination w ith the other evi
dences of the case so as to determ ine whether they may be 
used as the basis for the determ ination of the facts.

Legal acts, legal facts and legal instrum ents that have been 
notarized by the legal procedures may be used as the basis for 
the determ ination of the facts, on cond ition  that there is no evi
dence to overturn the notary attestation. The party concerned 
may subm it such proofs as the notary certifica te  from  the notary 
office to prove the legal act, legal facts, and legal instruments 
that are notarized by the notary o ffice. Nevertheless, any notary 
certifica te  of such office w hich goes beyond its scope  of notari
zation cannot be used as the basis for the determ ination of the 
facts.

The evidence m aterials obta ined by illegal m eans shall not 
be used as evidence.

412



GUIDELINES FOR EXAMINATION C hapter 1

1 1 . 3  Burden of Producing Evidence
The party concerned shall be under the burden of p roducing  

evidence for its /h is  a llegation. W here it is necessary to present 

evidence, the party concerned shall p rov ide  evidence suffic ient 
to support its /h is  a llegation. For the same facts, the party con
cerned  who raised the allegation shall genera lly pu t to the proof 

first. W here the facts proved by the evidence can be confirm ed 
after cross -  exam ination, the burden of p roducing  evidence 
shall be transferred to its /h is  adversary. If no evidence w hich is 

su ffic ient to overturn the said proof of the facts could be put fo r
ward by the parties concerned of the adversary, the facts may 
be confirm ed. If the parties concerned of the adversary has put 
forward evidence  suffic ient to overturn the facts, the burden of 
p roduc ing  evidence goes back to the party who raises the alle
gation. W here any party who is under the burden of p roducing  
evidence  cannot p rovide  suffic ient evidence, it/h e  shall bear the 
legal consequences o f not tenable of its /h is  a llegation or tenabili- 
ty of the allegation of the adversary.

12. Determination of Disclosure

Disclosure in the sense of the Patent Law includes d isc lo 
sure by means of pub lica tion  ( i. e. d isclosure by pub lica tion ) 

and d isclosure by means of non -  pub lica tion.

12. 1 Disclosure by Means of Publication
Disclosure by m eans of pub lica tion m eans that a technology 

(o r  des ign ) is open ly pub lished in pub lica tions. For d isclosure 
by m eans of pub lica tion , please refer to the relevant provisions 
of C hapter 3, Part П of these Guidelines.

12. 2 Determination of Disclosure by Means of Non -  Publication
Disclosure by m eans of non -  pub lica tion m eans that a tech 

nology (o r  d e s ig n ) is d isc losed  by m eans other than pub lica 

tion, that is, d isclosure by use, oral d isclosure and d isclosure 
by carriers other than pub lica tion.

12. 2. 1 Learner of the Technology (o r Design) and Disseminator 
of Technology (or Design)

A learner of a technology (o r  des ign ) ( hereinafter referred 

to as the learner) refers to one who, before the date  of filing ( or 
the priority date  w here priority is c la im ed, the sam e below ) of a
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patent or a patent app lica tion , obta ins the know ledge of a tech 
nology (o r  des ign ) from another person or at another person 's 
p lace and is capab le  of d issem inating the technology ( or d e 
s ign ) w hich he has obta ined.

The another person referred to above is the d issem inator of 
the technology (o r  des ign ) ( hereinafter referred to as the d is
sem ina to r). The d issem inator can be both an inventor (o r  d es ig 
ner) or a learner.

12. 2. 2 Obligation of Confidentiality of the Learner
W here there is an agreem ent on confidentia lity  between the 

learner and the d issem inator or where there are app licab le  s tipu 
lations on confidentia lity  or where there is ev idence  proving that 
the d issem inator has required the learner to keep a technology 
( o r  d e s ig n ) confiden tia l before  the d issem inator d issem inates 
the same to the learner, it should be estab lished that the learner 
has the obliga tion  to keep confidentia l the technology ( or de 
s ign) w hich he has learned from the dissem inator.

W here there is no agreem ent on confiden tia lity  between the 
learner and the dissem inator, and if there are no app licab le  s tip 
ulations about confidentia lity , nor there are ev idences show ing 
that the d issem inator has required the learner to keep the tech 
nology (o r  des ign ) confidentia l before  he had d issem inated the 
same to the learner, then it shall m ake a judgm ent of whether the 
learner is bound by the obliga tion  of confiden tia lity  based on 
their business relations, ascerta inab le  facts, ev idences and the 
p rinc ip le  of bona fide.

12. 2. 3 Principle of Determination
The key to determ ine whether a technology (o r  des ign ) is 

d isc losed is to determ ine whether any one in the pub lic  may 
have access to the technology (o r  des ign) if h e /sh e  so w ishes.

12. 2. 4 Criteria of Determination
W here there is evidence show ing that the inventor (o r  des ig 

ner) or the learner has d issem inated the technology (o r  design) 
to the pub lic  by non -  pub lica tion m eans, and if, as a result, 
any person in the pub lic  who wants to know the technology ( or 
des ign ) m ay have access to it, it shall be estab lished that the 
technology (o r  des ign) is d isc losed.

If, though the learner is not under obliga tion  w ith regard  to
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the d issem inator to keep confidentia l the technology or design 
h e /sh e  has learned, it cannot be proved that the means or 
m ethod of obta in ing  the technology (o r  des ign ) can make any
one in the p ub lic  have access to the technology or design  if h e / 
she so w ishes, it shall not be estab lished that the technology (o r 
des ign ) is d isc losed  because there is the learner who knows a- 

bout the technology (o r  d e s ig n ).
If, though the learner is under obligation w ith regard to the 

d issem inator to keep confidentia l the technology ( o r  des ign ) 
which h e /sh e  has learned, there is evidence show ing that h e / 
she in fac t had not fu lfilled h is /h e r ob liga tion  of confidentia lity  
before the date of filing and has d issem inated the technology (o r 
des ign) to the p ub lic  by non -  pub lica tion  means, it shall be es
tab lished that the technology (o r  des ign) is d isc losed.

If the learner is under obligation with regard to the d issem i

nator to keep confidentia l the technology (o r  des ign) that he /she  
has learned and if there is no evidence show ing that h e /sh e  in 
fact had fa iled in fu lfilling h is /h e r ob liga tion , it shall not be estab
lished that the technology ( o r  d e s ig n ) is d isc losed because 
there is the learner who knows about the technology ( or de 

s ig n ).

12. 2. 5 Disclosure by Use
The d isclosure by use includes m aking known to the pub lic  

the contents of the technology (o r  des ign ) by w ay of m anufac
ture, use, sale, im portation, exchange, g ift -  presenting, dem 
onstration, and exhibition e tc . . The contents of the technology 
(o r  des ign ) is m ade availab le to the pub lic  th rough d isclosure 

by use, the pub lic  may have access to it as long as they want 
to. It does not m atter whether any person in the pub lic  actually 

knows about it.
For instance, there is a sales invoice w hich can prove that 

Entity A ( th e  d issem inator) has sold a type of a p roduct to Entity 
В ( th e  learner) before  the date  of filing , and Entity В is not o- 
b liged  w ith regard to Entity A to keep it confidentia l. Entity В has 
obta ined this p roduc t by the legal m eans of purchase. Under 
such c ircum stances, the techn ica l features of the p roduc t are 

access ib le  to the pub lic  because any person who buys the p rod
uct can learn about not only its external techn ica l features, but 
also its internal techn ica l features by d isassem bling  or destroying 
it, e xcep t for those features w hich cannot be learned due to the
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technica l lim itation, including the lim ited means o f analysis avail
ab le  at the tim e. Therefore, a techn ica l solution com pris ing  tech 
nical features w hich is availab le to the p ub lic  due to the act of 
selling shall be estab lished as being d isc losed  by use.

If the techn ica l contents are used in a confiden tia l way, it 
shall not be regarded  as being availab le  to the pub lic , and' 
should not be estab lished that the said techn ica l contents is 
m ade pub lic  by the use. For instance, the trial use of a new 
weapon or outfit by the so ld iers in the arm y, or the experim ent 
on a new techn ica l m ethod carried  out by a confidentia l factory 
are uses of confidentia l nature, as both the so ld iers in the army 
and the em ployees of the factory ( th e  learners) are bound by 
stipulations on confidentia lity , their learning and use of the tech 
nology does not constitu te the d isc losure  of the technology.

12. 2. 6 Oral Disclosure
The m eans of oral d isclosure include such m eans as conver

sation, report, lecture, speech, rad io  and television broadcasts 
and sound -  reproduction equ ipm ent, th rough w hich the techn i
ca l contents are com m unicated  to the pub lic . The techn ica l con 
tents com m unicated to the pub lic  by w ay of all these m eans is 
thus d isc losed  orally, the p ub lic  may know about them as long 
as they w ish. It doesn ’t matter whether any person of the pub lic  
has actually obta ined it.

If someone (th e  d issem inator) requires a listener ( learner) 

to keep confidentia l the techn ica l contents before h e /sh e  tells 
him about it, the listener is then ob liged  to keep the technical 
contents confidentia l and no one in the pub lic  can know anything 
about it. Unless there is the evidence  show ing that the listener in 
fact fails to fulfill h is / its  ob liga tion  to confiden tia lity  and that the 
techn ica l contents are d isc losed , the fac t that the said listener 
has learned about the technology is not enough to estab lish  that 
the techn ica l contents are d isc losed .

12. 2. 7 Disclosure by Carriers Other than Publication
Disclosure by carriers other than pub lica tion  refers to the 

d isclosure in w hich the technology (o r  des ign ) is d isc losed by 

various carriers that are not pub lica tions in the sense of the Pa
tent Law, such as d isclosure of techno logy (o r  des ign) on prin t
ing materials.

For instance, a p iece o f paper on w hich techn ica l contents
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are conta ined is g iven by someone (the  d issem inator) to another 
person (th e  le a rn e r). If there is evidence show ing that there ex
ists specia l business relations between the two, and, accord ing  

to the precedents and the previous experiences, the learner 
knows that h e /sh e  is ob liged  to keep the said technical contents 
confiden tia l, then the fact that the learner knows about the tech 
nical contents is not enough to establish that the said technology 
is d isc losed.

1 2 . 2 . 8  Disclosure by Use or Oral Disclosure as Recorded in 
Writing or in Other Forms

For d isclosure by use or oral d isclosure which happens be
fore the date of filing and is recorded in w riting or in other forms 
on or after the date  of filing , if the said contents have already 
been recorded before the happening of the d ispute  over the right 
to app ly  for patent or patent right to which the reexam ination or 
invalidation case relates and if there is neither evidence showing 
that the contents recorded in w riting or in other form s are d iffer
ent from those of the techn ica l contents (o r  d es ign ) w hich are 
d isc losed by use or by oral d isclosure, nor is there evidence 
show ing that the contents recorded in writing or in other forms 
are not true, then the said contents recorded in w riting or in oth
er form s shall be regarded as the true record of the said d isc lo 
sure by use or by oral d isclosure.

13. Stipulations Concerning Examination Procedures after the
Examination Decision Being Cancelled by Effective Court
Judgment

(1 )  A fter the exam ination decis ion on the request for reex
am ination is cance lled  by e ffective judgm ent of the People ’s 
Court, the Patent Reexam ination Board shall re -  m ake the ex
am ination decision.

W here the exam ination decis ion on the request for inva lida

tion is cance lled  by effective judgm ent of the People ’s Court and 
if the judgem ent does not ind icate  whether the patent right is va l
id , the Patent Reexamination Board shall re -  make the exam ina
tion decision.

( 2 )  W here the exam ination decis ion is cance lled  on the 
grounds that the main evidence is insuffic ient or the app lica tion 

of the laws and regulations is incorrect, no decis ion that is identi
ca l with the initial one shall be m ade for the sam e reasons and 
based on the sam e evidences.
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Rule 4

(3 )  W here the exam ination decis ion is cance lled  for violation 
of the statutory p rocedures, the Patent Reexam ination Board 
shall rectify the procedura l errors and, on the basis of the rectifi
cation, re -  make the exam ination decis ion in accordance  with 
the judgm ent of the People ’s Court.

14. Stipulations Concerning Translation of Evidence in Foreign 

Language

Where evidence in a fore ign language is subm itted  by the 
party concerned, the Chinese translation of the part to be used 
shall be subm itted at the same time when the evidence  in the for
eign language is subm itted. If the party concerned who subm its 
the evidence in a fore ign language fails to subm it the Chinese 
translation, the evidence in the fore ign language shall be 
deem ed not to have been subm itted. W here the party concerned 
of the adversary has objection  to a spec ific  content of the trans
lation, the Chinese translation of the co rresponding  part to which 

the objection relates shall be subm itted . W here necessary, an 
entity which is accep tab le  by both parties can be entrusted to 
translate the whole of the text, a part of the text w hich is to be 

used or the part of the text to w hich the objection  relates. Where 
the parties cannot reach an agreem ent on whom to entrust in re
spec t of the translation, the Patent Reexam ination Board may en
trust a professional translation entity to translate the whole of the 
text, a part of the text which is to be used or the part of the text 
to which the objection relates. Each party shall bear 50%  of the 
translation fee. The party refusing to pay the translation fee shall 
be regarded as having no objection to the correctness of the 
translation subm itted by its adversary.

15. Stipulations Concerning Invitation of Relevant Organizations 
or Experts to Provide Consultation or Make Appraisal

When necessary, the Patent Reexamination Board may in
vite relevant organizations or experts to p rovide  consultation on 
the contents or issues involved in a case, and entrust the rele
vant organizations to conduct appra isa l. The necessary cost 
shall be borne by the Patent Reexam ination Board or the party 
concerned depend ing  on the spec ific  c ircum stances of the 

case.

16. Treatment of Sample Submitted by Party Concerned

At the time of subm itting a sam ple in the p rocedure  of reex
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am ination and invalidation, the party concerned has the right to 
request in w riting that the sam ple  be taken back by it/h im  when 
the case is c losed. For such a request, the panel shall dec ide  
the tim ing for the sam ple to be taken back based on the actual 
needs of the exam ination and the fo llow -  up p rocedures. When 
the party concerned is a llowed to take back the sam ple, the Pa
tent Reexam ination Board shall notify it/h im  accord ing ly , and the 
party concerned shall take back the sam ple  w ithin three months 
from the date  of rece ip t of the notification. If the sam ple is not 
taken back w ithin the time lim it or where no request is m ade for 
the taking back of the sam ple  at the time of subm itting the sam 
ple, the Patent Reexam ination Board shall have right to d ispose 

of it .
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Chapter 2

Examination of Request fo r Reexam ination

1. Introduction

This C hapter relates m ainly to the p rinc ip les of exam ination, 
form ality exam ination, interlocutory exam ination, co lleg ia te  ex
am ination and decis ion of reexam ination with regard to the exam 
ination of request for reexam ination.

2. Legal Basis

This Chapter is form ulated in accordance  w ith the provisions 
of A rtic le  41 of the Patent Law and Rules 59 to 63 of the Im ple
m enting Regulations of the Patent Law.

3. Principles of Examination

Being part of the procedures of patent exam ination and ap 
proval, the p rinc ip les to be observed in the exam ination p roce 
dures shall also app ly  to the reexam ination p rocedure . Apart 
from the p rinc ip les as p rovided for in the General Provisions, the 
co lleg iate  panel shall observe the p rinc ip le  of non -  m issing of 
exam ination step and the p rinc ip le  of p rocedure  -  saving .

3. 1 Principle of Non -  Missing of Examination Step
Any exam ination not perform ed at the p reced ing  level shall 

norm ally not be perform ed at the subsequen t level so as to free 
the parties from m issing any exam ination step.

3. 2 Procedure -  Saving Principle
The p rocedure  shall be perform ed w ithout repetition, and 

shall be as p rom pt, time -  saving and cost -  e ffective as possi
ble.

4. Formality Examination of Request for Reexamination

4. 1 Contents of Formality Examination
The app lican t who is not satisfied w ith the decis ion on re jec

tion by the Patent O ffice may file a request in w riting for reexam i
nation with the Patent Reexam ination Board.

A fter the Patent Reexam ination Board receives the request 
for reexam ination, it shall first perform  the form ality exam ination. 
The contents of form ality exam ination are as fo llows:

(1 )  whether the request for reexam ination is one m ade out
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Art. 41. 1

Rule 59. 2 

Rule 16. 3

Art. 41. 1

o f d issatisfaction with the decis ion on rejection by the Patent O f
fice  as p rovided for in A rtic le  41.1  o f the Patent Law;

(2 )  whether the person requesting for reexam ination is the 

app lican t of the re jected app lica tion ; w here the app lican ts  of the 
re jected app lica tion  are со  -  app lican ts , whether the persons re
questing for reexam ination are all the со -  app licants;

(3 ) whether the time lim it of filing the request for reexam ina
tion is in conform ity with the provision of A rtic le  4 1 .1  of the Pa
tent Law; where the time lim it is not in conform ity w ith the provi
sions in the presence of the request for restoration of right, 
whether the request is in conform ity w ith the provision concern ing 
the request for righ t restoration of Rules 7 and 93 o f the Im ple
m enting Regulations of the Patent Law;

( 4 )  whether the person requesting for reexam ination has 

paid the reexam ination fee accord ing  to the provisions of Rules 
90, 91 and 93 of the Im plem enting Regulations of the Patent 
Law; where the said fee has not been paid or has not been paid 
in full w ithin the p rescribed  time lim it; in the presence of the re
quest for restoration of right, whether that request is in conform i
ty with the provisions concern ing  request for righ t restoration of 
Rules 7 and 93 of the Im plem enting Regulations of the Patent 

Law;
(5 )  whether the request for reexam ination is in the form of 

the p rescribed  standard  form at;
(6 )  where the person requesting for reexam ination has a p 

pointed a patent agency to handle the reexam ination request, 
whether the pow er of a ttorney has been subm itted and whether 

the scope  of pow er has been ind icated.

4. 2 Handling of Formality Examination
(1 )  The request for reexam ination shall not be accep ted  if it 

is one that has been filed out of d issatisfaction w ith the decision 
by or notification from the Patent O ffice, rather than one filed out 
of d issatisfaction w ith the decis ion on rejection by the Patent O f

fice  as stipu lated  in the provision of A rtic le  41. 1 of the Patent 

Law.
(2 )  The request for reexam ination shall not be accep ted  if 

the person requesting for reexam ination is not the app lican t of 
the re jected app lica tion . W here the app lican ts  of the rejected 
app lica tion  are со -  app lican ts , bu t the persons who request for 
the reexam ination do not include all of the app licants, the situa
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Rule 90 
Rule 91

tion shall be rectified . If no rectifica tion has been m ade when 
time is due, the request for reexam ination shall be deem ed not 
to have been m ade.

(3 )  The request for reexam ination shall not be accep ted  if 
the time lim it for filing the sam e is not in conform ity w ith the provi
sion of A rtic le  41.1  o f the Patent Law.

W here the request for restoration of right is filed  after the de 
cision on non -  accep tance  is m ade, if the request for restoration 
is in conform ity with the provisions concern ing  restoration o f right 
of Rules 7 and 93 of the Im plem enting Regulations of the Patent 
Law, the righ t m ay be restored, and the request for reexam ina
tion shall be accep ted . O therw ise, the righ t cannot be restored.

Where the time lim it for filing the request for reexam ination is 
not in conform ity with the provision of A rtic le  4 1 .1  of the Patent 
Law, but the request for restoration of right is filed  before  the de
cision on non -  accep tance  is m ade, then the two requests may 
be handled together. If the request for restoration is in conform i
ty with the provis ions concern ing  the restoration of right of Rules 
7 and 93 of the Im plem enting Regulations of the Patent Law, the 
request for reexam ination shall be accep ted . O therw ise, the re
quest for reexam ination shall not be accep ted .

( 4 )  If the person requesting for reexam ination files the re
quest for reexam ination w ithin three months from the date  of re
ce ip t of the decis ion on rejection, bu t has not pa id , or not paid 
in full, the reexam ination fee w ithin the tim e lim it, the request for 
reexam ination shall be deem ed not to have been filed.

W here the request for restoration o f right is filed after the de 
cision on deem ing the request for reexam ination not to have 
been filed is m ade, if the request is in conform ity w ith the provi
sions concern ing restoration of right o f Rules 7 and 93 of the Im
plem enting Regulations of the Patent Law, the right m ay be re
stored, and the request for reexam ination shall be accep ted . 
O therw ise, the right shall not be res to red .

W here the reexam ination fee is pa id  in full after three m onths 

from  the date  of rece ip t of the decis ion on rejection and where 
the request for restoration of righ t is filed  before the decis ion  is 
m ade, the two requests m ay be handled together. If the request 

for restoration of right is in conform ity w ith the provis ions con 
cern ing restoration of right of Rules 7 and 93 of the Im plem enting 
Regulations of the Patent Law, the request for reexam ination 
shall be accep ted . O therw ise, the request fo r reexam ination
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Rule 59. 2

Rule 16. 3

shall be deem ed not to have been filed.
(5 )  W here the request for reexam ination is not in the form of 

the p rescribed  standard form at, the Patent Reexamination Board 

shall invite the person requestion for reexam ination to rectify it 
w ithin the p rescribed  tim e limit. If no rectification has been m ade 
after the expiration of the tim e limit or though rectification has 
been m ade within the p rescribed  time limit, if the same defects 
remain after the rectification has been subm itted for two times, 
the request for reexam ination shall be deem ed not to have been 

filed.
(6 )  W here the person requesting for reexam ination has ap 

pointed a patent agency to handle the reexam ination request, 
but has not subm itted the power of attorney or has not indicated 
the scope  of power, the situation shall be rectified. If no rectifi
cation has been m ade when the time is due, the appoin tm ent 

shall be deem ed not to have been m ade.
W here the request for reexam ination is not in conform ity with 

the provisions of the Patent Law and its Im plem enting Regula
tions after the form ality exam ination and rectification is required, 
the Patent Reexamination Board shall issue the “ Notification on 
R ectification" and invite the person requesting for reexam ination 
to make the rectification w ithin one month from  the date  of rece ip t 
of the Notification.

W here the request for reexam ination is deem ed not to have 
been filed or has not been accep ted , the Patent Reexamination 
Board shall issue the “ Notification on Deeming the Request for 
Reexam ination Not to Have Been F ile d ” or the “ Notification of 
Non -  accep tance  of Request for R eexam ination", and notify the 
person requesting for reexam ination accord ing ly .

W here the request for reexam ination meets the requirem ents 
of the relevant provisions of the Patent Law and its Im plem enting 
Regulations after the form ality exam ination, the Patent Reexam i

nation Board shall issue the “ Notification of A ccep tance  of Re
quest for R eexam ination” , and notify the person requesting for 
reexam ination accord ing ly .

5. Interlocutory Examination

In accordance  with the provisions of Rule 61 o f the Regula
tions, the Patent Reexamination Board shall transfer for in terlocu
tory exam ination of the request for reexam ination m ade out of 
d issatisfied with the decis ion on rejection by the Patent O ffice 
which has passed the form ality exam ination includ ing the atta
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ched certify ing docum ents and am ended app lica tion  docum ents 
to the exam ination departm ent w hich m ade the decis ion on re
jection together w ith the original app lica tion  file. The exam ination 

departm ent shall p rovide an O ffice  Action of In terlocutory Exam i
nation. Except in specia l situations, the interlocutory exam ination 
shall be com ple ted  w ithin one m onths from the date  of rece ip t of 
the file.

There are three types of o ffice  actions of the interlocutory ex
am ination:

(1 )  The exam ination departm ent agrees to w ithdraw  the ini
tial rejection decis ion because the evidence  of the request for re
exam ination is suffic ient and the grounds tenable;

(2 )  The exam ination departm ent agrees to w ithdraw  the o- 
rig inal rejection decis ion on the grounds of rectification in the a- 
m ended text subm itted by the person requesting for reexam ina
tion of the defects in the text of the o rig inal app lica tion  d ocu 
ment; and

(3 )  The exam ination departm ent upholds the o rig inal d e c i
sion on rejection s ince the observations and am ended text o f the 
app lica tion  docum ent subm itted by the person requesting for re

exam ination are not enough for it to w ithdraw  the rejection d e c i
sion.

As for the O ffice Action of the In terlocutory exam ination, the 
exam ination departm ent that m akes the initial exam ination shall 
pay specia l attention to the fo llow ing points:

(1 )  The exam ination departm ent that makes the initial exam 
ination shall spec ify  the type o f its o ffice  action. The grounds for 
uphold ing the initial decis ion of rejection shall be presented in 
deta il. W here the ground is the sam e as that of the initial d ec i
sion of rejection, it is not necessary to repeat it, and a brie f ex
planation shall suffice. Where, after conducting  another search 

for the am ended cla im s and using newly found reference d o cu 
ments, the exam ination departm ent w hich conducted  the initial 
exam ination maintains the initial rejection decis ion, the exam ina
tion departm ent shall make a deta iled explanation of its m ainte
nance on the basis of the new reference docum ents ( in co m b i
nation with the initial reference docum ents if n e ce ssa ry ).

(2 )  W here the exam ination departm ent that m ade the initial 
exam ination believes that the am endm ent to the rejected patent 
app lica tion  subm itted by the person who requests for reexam ina
tion is not in conform ity with the provisions of Rule 60. 1 o f the
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Im plem enting Regulations of the Patent Law or Artic le  33 o f the 
Patent Law, the exam ination departm ent shall ind icate  this in the 
O ffice  Action of Interlocutory Examination.

(3 )  W here the office action of the exam ination departm ent 
that m ade the initial exam ination falls into ( 1 )  or ( 2 )  hereina
bove, the Patent Reexam ination Board shall no longer conduct 
co lleg ia te  exam ination. It shall make the reexam ination decision 
on the basis of the interlocutory exam ination conclusion, notify 
the person who requests for reexam ination, and let the initial ex
am ination departm ent p roceeds with exam ination and approval 
p roceed ings. The exam ination departm ent that m ade the initial 
exam ination shall not d irectly  perform  the p roceed ings of exam i
nation and approva l w ithout the reexam ination decis ion m ade by 
the Patent Reexam ination Board.

(4 )  The exam ination departm ent that m ade the initial exam i
nation shall not raise new grounds for or ev idence  of the rejection 
in the O ffice Action of Interlocutory Exam ination on the request 
for reexam ination of the app lica tion  on w hich the rejection d ec i
sion is based and to w hich no am endm ent has been m ade.

6. Collegiate Examination of Request for Reexamination

6. 1 Examination of Grounds and Evidence
In the reexam ination p rocedures, the exam ination shall gen

erally focus on the grounds and evidence  on which the decision 
of rejection is based. If necessary, the exam ination may be per

form ed on the grounds and evidence that should have been ex
am ined before the decis ion of rejection is m ade. Exam ination of 
the said g rounds and evidence that should have been exam ined 
before the decis ion of rejection is m ade does not violate the 
“ p rinc ip le  of non -  m issing exam ination s te p ” .

When conducting  exam ination to cases of reexam ination on 
decis ion of rejection m ade in the substantive  exam ination, the 
panel m ay determ ine in the fo llow ing o rder whether the grounds 
set forth below  belong to those that should have been exam ined 
at a p reced ing  exam ination level:

(1 )  whether the patent app lica tion  is in conform ity w ith the 

provisions of A rtic les 5 and 25 o f the Patent Law or Rule 2. 1 of 
the Im plem enting Regulations of the Patent Law;

(2 )  whether the am endm ents to the patent app lica tion  d ocu 

ments is in conform ity w ith the provision of Artic le  33 of the Pa
tent Law or whether the divisional app lica tion  is in conform ity with 
the provis ions of Rule 43. 1 of the Im plem enting Regulations of
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Rule 62

the Patent Law;
(3 )  whether the patent app lica tion  is in conform ity with the 

provisions of A rtic le  22. 4, 26. 3 or 31.1  of the Patent Law;
(4 )  whether the patent app lica tion  is in conform ity w ith the 

provisions of Artic le  26. 4 of the Patent Law and Rules 20. 1 or 
21. 2 of the Im plem enting Regulations of the Patent Law;

(5 )  whether the patent app lica tion  is in conform ity with the 
provisions of A rtic les 22. 2 and 9 of the Patent Law or Rule 13.1 
of the Im plem enting Regulations of the Patent Law; and

(6 )  whether the patent app lica tion  is in conform ity with the 
provisions of A rtic le  22. 3 o f the Patent Law.

When necessary, such general know ledge as techn ica l d ic 
tionary, techn ica l manual, text book, e tc. w hich have fallen into 
pub lic  dom ain in the techn ica l fie ld , m ay be in troduced into the 
exam ination as evidence by the panel.

6. 2 Notification of Reexamination
The co lleg iate  panel shall issue a “ Notification of Reexam i

nation” notifying the person who requests for reexam ination in 
one of the fo llow ing circum stances:

(1 )  the reexam ination decis ion will uphold the decis ion of 
rejection;

(2 ) the original decis ion of rejection m ay be w ithdraw n only 
when the person who requests for reexam ination m akes am end
ments to the app lica tion  docum ents accord ing  to the relevant 
provisions o f the Patent Law and its Im plem enting Regulations;

(3 )  the person who requests for reexam ination is required to 
p resent further ev idence  or com m ent on relevant issues;

(4 )  it is necessary to present new reasons or ev idence that 
have not been m entioned in the decis ion of rejection.

The person who requests for reexam ination shall respond 
w ithin one month from the date  of rece ip t of. the Notification of 
Reexam ination. If no response is m ade when the tim e is due, 
the requests for reexam ination shall be deem ed to have been 
w ithdrawn.

7 . Types of Reexamination Decisions

There are three types of reexam ination decis ions:
(1 )  the grounds for request fo r reexam ination is untenable, 

the request is re jected and the initial decis ion of rejection up
held;

(2 )  the grounds for request for reexam ination is tenable  and
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the initial decis ion  of rejection revoked; and
(3 )  the initial decis ion o f rejection is revoked based on the 

new text after defects as ind icated  in the initial decis ion of re jec
tion was rem oved after am endm ents having been m ade to the 
patent app lica tion  docum ents by the person who requests for re
exam ination,

The (2 )  as m entioned above includes the fo llow ing c ircum 

stances:
( i) the laws and regulations app lied  in the decision of re jec

tion are not correct;
( ii) the g rounds for rejection are not supported  by the nec

essary evidence;
( iii) the exam ination has vio lated the set legal procedures. 

For exam ple, the decis ion of rejection is based on the app lica 
tion text w hich has been abandoned by the app lican t or on the 
techn ica l solution for w hich pro tection has not been cla im ed; the 
a pp lican t has not been given a chance in the p roceed ings of ex
am ination to make an observations on the grounds, ev idence  or 
affirm ed facts adopted  in the decis ion of rejection; or no evalua
tion is g iven in the decis ion of rejection on the evidence  subm it
ted by the app lican t w hich has relevance with the reason of the 
rejection e tc . . All the above m ight influence the im partia lity  of 
the exam ination;

( iv) any other c ircum stances where grounds of rejection are 
not tenable.

8. Delivery of Reexamination Decision

In accordance  with Artic le  4 1 .1  of the Patent Law, the Pa
tent Reexam ination Board shall de liver the exam ination decision 
in respect of the request fo r reexam ination to the person who re
quests for the reexam ination.

9. Binding of Reexamination Decision on Examination Depart
ment Making Initial Examination

W here the reexam ination decis ion revokes the decision 

m ade by the exam ination departm ent that m ade the initial exam i
nation, the said exam ination departm ent shall carry out the reex
am ination decis ion and no decis ion contrary to the reexam ination 
decis ion  shall be m ade based on the sam e reason and evi

dence.
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10. Termination of Reexamination and Continuation of Examina
tion and Approval

Rule 62. 1 The p rocedure  of reexam ination shall term inate if the request
Rule 63 for reexam ination is deem ed to have been w ithdraw n for fa ilure of

m aking a response when the time is due. The p rocedure  of reex
am ination shall term inate if the person w ho requests for reexam i
nation w ithdraw s its /h is  request fo r reexam ination before a reex
amination decis ion is m ade.

Where the person who requests for reexam ination is not sa t
isfied with the reexam ination decis ion of Section 7 (1 )  as m en

tioned above, it/h e  may institute legal p roceed ings in the 
peop le ’s court accord ing  to Artic le  4 1 .2  of the Patent Law within 
three months from the date  of rece ip t of the reexam ination d e c i
sion. The Patent Reexam ination Board shall appear before 
court. W here no legal p roceed ings are instituted in the court 
w ithin the specified  time lim it, the reexam ination decis ion  shall 
take e ffect and the reexam ination p rocedures term inate. For re
exam ination decis ion of Section 7 ( 2 )  or ( 3 )  as m entioned a- 
bove, after they are m ade, the reexam ination p rocedures shall 
term inate. The Patent Reexam ination Board shall return the rele
vant app lica tion file to the exam ination departm ent that m ade the 
initial exam ination. The exam ination departm ent shall continue 
the procedures of exam ination and approva l accord ing  to the re
exam ination decision.
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Chapter 3

Examination of Request fo r Invalidation

1. Introduction

This C hapter m ainly relates to the p rinc ip les of exam ination, 
form ality exam ination, co lleg iate  exam ination and decis ion of ex
am ination in respect of the exam ination of request fo r inva lida
tion.

2. Legal Basis

This C hapter is form ulated in accordance  w ith the provisions 
of A rtic les 45, 46, and 47 of the Patent Law and Rules 6 4 - 7 1  of 
the Im plem enting Regulations of the Patent Law.

3. Principles of Examination

The p roceed ings of request for invalidation is to be initiated 
after the announcem ent o f grant of patent right and involves the 
parties concerned (e x c e p t in the situation in which the patentee 
requests for partial invalidation of its /h is  patent r ig h t). Excerpt 
for the general p rinc ip les, w ith respect to the p roceed ings of in
va lidation, the panel shall in add ition  com p ly with the fo llow ing 

p rinc ip les: p rinc ip le  of petition, p rinc ip le  o f conducting  investi
gation ex officio, p rinc ip le  of non b is  in idem , p rinc ip le  of d ispo 
sition by parties concerned , doctrine of conso lidated  exam ina
tion and p rinc ip le  of confidentia lity .

3. 1 Principle of Petition
In the p roceed ings of invalidation, the co lleg iate  panel usu

ally perform s exam ination only to the scope and grounds of the 
request for invalidation and the evidence subm itted by the par
ties concerned.

W here the person requesting for invalidation makes the re
quest based on the grounds as p rovided in Rule 6 4 .2  of the Im

p lem enting Regulations of the Patent Law, the relevant Items, 
Sections and Artic les of the Patent Law and its Im plem enting 
Regulations shall be ind icated  as independent grounds. In gen
eral, the Patent Reexam ination Board shall perform  the exam ina
tion only to the grounds raised. The Patent Reexam ination Board 
is not ob liged  to undertake a com prehensive exam ination on the 
va lid ity of the patent.

W here more than one reference docum ent are subm itted by
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Rule 66

Rule 6 5 .3

the person requesting for invalidation, it /h e  shall ind icate  c learly 
which is the one that is the c losest to the patent aga inst w hich 
the invalidation is requested, and also the w ay by w hich the 
com parison is m ade, i. e . , w hether it is the result of ind iv idua l 
com parison or com bination com parison. If it is by w ay of co m b i
nation com parison , and if there exists two or more w ays of com 
bination, then the spec ific  way of com bination shall be ind ica 
ted . For d ifferent independen t cla im s, the co rrespond ing  closest 
prior art docum ents may be ind icated  respective ly. The panel 

shall take into consideration of the ways of com parison and com 
bination and the c losest reference docum ents ind icated  by the 
person who requests for invalidation.

New grounds for invalidation that are subm itted  by the per
son who requests for invalidation after one month from  the date 
of subm itting  the request for invalidation and w hich need to be 

supported  by new evidence and new evidence  w hich is used to 
support the spec ific  facts w hich fail to be supp lied  w ith the bur
den of proof w ithin one month from  the date  of subm itting  the re
quest for invalidation may be d isrega rded  by the panel.

In the process of conso lidated  exam ination, upon the re
quest of the person who requests for invalidation, the panel may 

exam ine the com bination of the evidence subm itted by d ifferent 
persons who request fo r invalidation or the evidence  for d ifferent 
requests for invalidation subm itted  by the sam e person in re
spec t of the sam e patent right.

In the p roceed ings of invalidation, the party concerned 
does not need to p rovide  evidence for the allegations or facts 
acknow ledged  by the adversary.

Unless the a llegations and facts are obviously untenable, 
there exists contrad ictions or d isputes over the ownership of pa
tent right, the panel may affirm  the allegation and facts that have 

been exp lic itly  acknow ledged  by both parties.
Unless the evidence is obviously untrue or there exists con 

trad iction or d ispute  over the ownership of patent right, the panel 
m ay a do p t the evidence  that is accep tab le  to both parties w ith 
out further investigation and verification.

W here a request for invalidation of a patent for design  is 
filed on the grounds that the patent for des ign  is in con flic t with 
the prior leg itim ate righ t of any other person, the person who re
quests for invalidation is ob liged  to subm it the decis ion o f se ttle 
m ent or judgem ent of the court w hich has com e into e ffect and
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w hich can prove that the patent right fo r design  is in conflic t with 
such prior right as tradem ark righ t or copyrigh t.

3. 2 Principle of Conducting Investigation Ex Officio

When necessary, the panel m ay, ex officio, request the 
party concerned to supp lem ent evidence in respect of the facts 
a lleged by it/h im  w ithin the p rescribed  time limit.

When necessary, such general know ledge as techn ica l d ic 
tionary, techn ica l manual, textbooks, e tc. which have fallen into 
pub lic  dom ain in the techn ica l fie ld may be in troduced into the 
exam ination as evidence by the panel.

The Patent Reexam ination Board m ay itself investigate rele
vant facts or verify relevant evidence, or entrust a local adm in is
trative authority for intellectual p roperty  affairs ( or any corre 
spond ing  functional o rg a n s ) , or other relevant entities to do  so. 
The necessary costs shall be borne by either the Patent Reexam
ination Board or the party concerned.

W hen necessary, especia lly  when a m eaningful exam ination 
conclusion can not be drawn from the grounds as subm itted by 
the person in its /h is  request fo r invalidation due to the mission of 
som e of the defects w hich exist in the patent right by the person 
requesting for invalidation , the panel may perform  exam ination 
ex offic io  on the g rounds w hich have been m issed by the said 
person .

3. 3 Principle of Non Bis in Idem
Any patent right which is covered in a c losed invalidation 

case, if requested for invalidation on the same grounds and evi

dence, shall not be allowable.
For any request for invalidation that is raised at a second 

tim e, if the grounds and the evidence of w hich were not taken in
to consideration in the prior exam ination decis ion due to limit of 

time e tc . , shall not belong to cases that are not a llowable as 
m entioned above.

3. 4 Principle of Disposition by Parties Concerned
For the grounds or evidence of a request for invalidation 

w hich have been abandoned by the person who raised the re
quest, if no other party raises them again , the panel usually shall 
not make any further investigation and verification.

The party concerned has right to com prom ise with its /h is
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adversary party after the p roceed ings of invalidation starts by it
self. In case where both the person requesting for invalidation 

and the patentee have expressed their w illingness to com pro 
m ise to the panel, a certa in period of time may be given to the 
parties by the panel for them to negotia te , and shall suspend to 
make the exam ination decis ion  until it is requested for decis ion 
by anyone of the parties or until the tim e lim it as p rescribed  by it 
is due.

In the p roceed ings of invalidation, if, regard ing  the request 
for invalidation raised by the person requesting for invalidation, 
the patentee narrows the extent of pro tection of the patent right 
on its /h is  own initiative, it shall be deem ed that the patentee has 
recogn ized  that the extent of p ro tection c la im ed in the patent 
w hich is larger than the co rrected  one does not conform  to the 
relevant provisions of the Patent Law and its Im plem enting Regu
lations from the very beg inn ing, and agrees with the request for 
invalidation of the claim  as raised by the requesting party. The 
requesting party shall then be exem pted o f its /h is  burden of 
proof on the request for invalidation of the claim .

In the p roceed ings of invalidation, if the patentee declares 
that it/h e  abandons the claim  for a dependan t c la im , it shall be 
deem ed that the patentee has recogn ized that the claim  does not 
conform  to the relevant provis ions of the Patent Law and its Im
plem enting Regulations from the very beg inn ing , and agrees 
with the request for invalidation raised by the requesting party re
gard ing  the claim . The requesting party shall then be exem pted 
of its /h is  burden of proof on the request for invalidation of the 
claim .

3. 5 Principle of Consolidated Examination
If m ore than one request fo r invalidation have been put for

w ard in respect of one patent right, the requests shall be han

d led  together as m uch as possib le . All the persons requesting 
for invalidation shall be the parties concerned.

3. 6 Principle of Confidentiality
Before the exam ination decis ion is m ade, any m em ber of 

the panel shall not exp lic itly  or im p lic itly  reveal, w ithout perm is
sion, to any side of the parties, the opin ion o f h im se lf/he rse lf on 
the case, or that of any other Panel m em ber, the D irector Gen
eral or D eputy D irector General responsib le  for the exam ination
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and approval of the case.
In o rder to ensure the im partia l enforcem ent of the law and 

for the purposes of confidentia lity , the m em bers of the panel in 
general shall not meet with anyone of the parties concerned.

4. Formality Examination of Request for Invalidation

4. 1 Contents of Formality Examination
Except for the patentee, any entity or ind ividual may make a 

request for invalidation to the Patent Reexamination Board, so 
long as it/h e  considers that the grant of the patent right is not in 
conform ity with the relevant provisions o f the Patent Law and its 
Im plem enting Regulations as set forth in Rule 64. 2 of the Im ple
m enting Regulations of the Patent Law.

The patentee, based on the evidence of pub lic  pub lica 
tions, may request for partial invalidation of its /h is  patent right.

A fter rece iv ing the request fo r invalidation, the Patent Reex
amination Board shall perform  the form ality exam ination first of all 
and the contents of the form ality exam ination are the fo llow ing:

(1 )  whether the request for invalidation is d irected  to a pa
tent the grant of w hich has been pub lished;

(2 )  whether the patent right under request for invalidation 
has been declared  invalid by an effective exam ination decision 
on a request for invalidation;

(3 )  where the person who requests for invalidation is the pa
tentee, whether it/h e  is requesting the whole o f its /h is  patent 
right invalid , whether the evidence subm itted by it/h im  belongs 

to pub lic  pub lica tions; and if the patent right is under jo int own
ership whether the persons requesting for invalidation include all 

the со -  patentees;
(4 )  whether the Form of request for Invalidation com plies 

with the p rescribed standard format;
(5 )  where there are ev idences subm itted, whether the re

quest for invalidation has ind icated  in deta il the grounds for inval
idation by m aking reference to all the evidences as subm itted, 
and whether the co rresponding  evidence for each ground has 
been ind icated;

(6 )  whether the grounds of request for invalidation belong to 

those as provided in Rule 6 4 .2  of the Im plem enting Regulations 
o f the Patent Law;

( 7 )  with regard to the sam e patent right, whether the 
grounds and evidence of a subsequent request for invalidation 
are the same as those which form the basis of the exam ination
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Rule 16. 3

Art. 45

decis ion m ade for an earlier request for invalidation;

(8 ) where a request for invalidation of a patent for design  is 
m ade on the ground that the patent for des ign  is in con flic t w ith a 
prior legitim ate right of another person, whether the e ffective  d e 
cision of settlem ent or ve rd ic t o f the court w hich proves such 
conflic t o f right has been subm itted;

(9 )  whether the person requesting for invalidation has paid 
the fee for such request in accordance  with the provis ions of 
Rules 90, 91 and 97 of the Im plem enting Regulations of the Pa
tent Law;

(1 0 ) where the person requesting for invalidation has ap

pointed a patent agency to handle the m atter of request for inval
idation, whether the pow er of a ttorney has been subm itted  and 
the scope  of the pow er entrusted ind icated; whether the person 

requesting for invalidation and the patentee have appoin ted  the 
same patent agency; whether the sam e party concerned has 
appointed more than one patent agency; w here more than one 
entity or ind ividual have jointly m ade a request for invalidation but 
have not appo in ted  the same agency, whether the request fo r in
validation and other docum ents have been signed by all the enti
ties and ind ividuals.

4. 2 Handling of Formality Examination
(1 )  A request for invalidation shall not be allowable if it is not 

d irected to a granted patent;

The person m aking the request may file a request for invali
dation on a patent right that has been term inated or abandoned;

(2 )  A request for invalidation shall not be allowable if the pa
tent right under the request for invalidation has been declared  in
va lid  in whole by an effective exam ination decis ion of request for 
invalidation m ade by the Patent Reexam ination Board;

A fter the exam ination decis ion of partia l invalidation of the 
patent right has taken effect, the person requesting for inva lida
tion may file a request for invalidation on the claim  ( s ) that is 
(a re ) held valid by the decision;

(3 )  A request for invalidation of its /h is  own patent right filed 
by the patentee shall not be allowable if the whole of the patent 
right is requested for invalidation, or if the evidence subm itted 
by it/h im  does not belong to the scope of pub lic  pub lica tions, or 
where the patent right is under jo in t ownership, not all of the 
со -  patentees have jo ined in filing the request for invalidation;
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Rule 65. 4

Rule 64. 1 
Rule 65. 1

Rule 64. 2 
Rule 65. 1

Rule 65. 2

Rule 65. 3

Rule 90 
Rule 91 
Rule 97

Rule 16. 3

(4 )  W here the Form of the request fo r invalidation does not 
com p ly  w ith the p rescribed  standard form at, the Patent Reexam i
nation Board shall invite the person requesting for invalidation to 

rectify it w ithin the p rescribed  time lim it. If no rectification has 
been m ade w ithin the p respribed  time lim it or though rectification 
has been subm itted  w ithin the p rescribed  time lim it , if the same 
defects remain after the rectification has been subm itted for two 
tim es , the request for invalidaiton shall be deem ed not to have 

been subm itted;
(5 )  For a request for invalidation which is accom panied  with 

ev idences, such request shall not be a llowable if it fa ils to ind i
ca te  in deta il the grounds for invalidation by m aking reference to 
all the ev idences as subm itted , or if the co rrespond ing  evidence 

for each ground is not ind icated;
(6 )  A request for invalidation shall not be a llowable if the 

grounds for the request do not belong to those as p rovided for in 
Rule 64. 2 of the Im plem enting Regulations of the Patent Law;

( 7 )  A request for invalidation shall not be a llowable if its 
g rounds and evidence  for invalidation are the sam e as those that 
are ind icated  in an e ffective exam ination decis ion of the Patent 
Reexam ination Board on a request for invalidation of patent 

right;
( 8 )  For a request for invalidation of a patent for design 

based on the g rounds that the patent for design  is in conflic t with 
the prior leg itim ate right of another person, it shall not be allowa
ble if no e ffective decis ion of settlem ent or ve rd ic t of the court 
capab le  of p roving such conflic t of rights has been subm itted;

(9 )  A request for invalidation shall be deem ed not to have 
been subm itted  if the person requesting for invalidation does not 

pay, or does not pay in full, the fees for the request for inva lida
tion w ithin one month from the date  on w hich the request is filed ;

(1 0 ) W here a patent agency is appo in ted  by the person re
questing  for invalidation, and if the power of attorney is not sub
m itted to the Patent Reexam ination Board or if the scope  of the 
pow er as entrusted is not ind icated  in the pow er of attorney, the 
Patent Reexam ination Board shall notify the person to make recti
fica tions w ithin seven days from  the date  on w hich it/h e  is in
form ed of it. If the rectifica tion is not m ade w ithin the time limit, 

the appoin tm ent shall be deem ed not to have been m ade. 
W here the person requesting for invalidation and the patentee 
have appo in ted  the sam e patent agency, the Patent Reexam ina
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tion Board shall notify both parties, and the parties shall change 
the entrustm ent w ithin seven days from  the date  on w hich they 
are informed of it. If no change  of entrustm ent is m ade w ithin the 
time lim it, the appoin tm ent m ade by the party who has a later 
date  of appo in tm ent shall be deem ed not having been m ade. 
Where the appoin tm ent is m ade by the parties on the same 
date, the appoin tm ent shall be deem ed not been m ade by both 
parties.

Where more than one patent agencies are appo in ted  by a 
party concerned , the said party shall ind icate in w riting one of 
the agencies as the liaison person. If none of the patent agen
cies is ind icated  as the liaison person, the patent agency which 
is entrusted first shall be regarded  as the liaison person by the 
Patent Reexam ination Board. W here two or more patent agen
cies are entrusted first and no such ind ication is m ade for liaison 
person, the Patent Reexam ination Board shall regard the agency 
which is nam ed first as the liaison person. W here no o rder can 

be said for the names of the patent agenc ies ( appo in tm ent is 
m ade in d iv id u a lly ), the Patent Reexam ination Board shall notify 
the said party to make the ind ication w ithin seven days from  the 
date on which it is informed of it. If no ind ication is m ade within 
the time limit, the appoin tm ent shall be deem ed not to have 
been m ade.

Where any person requesting for invalidation of a patent is 
ob liged  to appo in t a fore ign -  related patent agency under Artic le  
19, paragraph  one o f the Patent Law, and if the pow er of attorney 
subm itted by h im /h e r does not m eet w ith the requirem ents , the 
Patent Reexam ination Board shall invite it or him to make rectifi
cation w ithin the p rescribed  tim e limit. If no rectification is made 
w ithin the time limit, the request for invalidation shall be deem ed 

to be w ithdraw n; if the rectified docrm ent subm itted w ithin the 

time lim it still does not meet w ith the requirem ents , the request 

fo r invalidation shall be re jected.

W here an agency is appo in ted  for the whole term of the pa

tent by a party concerned , the appo in ted  agency shall exercise 

the power of attorney on behalf o f the said party in respect of all 

the cases ( including those that are pu t on file after the appo in t

ment) regard ing  the same patent right. W here an agency is a p 

pointed on a case -  for -  case basis by the party concerned , the 

appoin ted  agency shall exercise the pow er of attorney on behalf
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of the said party in the spec ified  cases.
W here a c itizen is appo in ted  as agent by a party con 

cerned , the provis ions relating to the appoin tm ent of agencies 

shall be app lied  mutates m utandis.
W here the request for invalidation does not com p ly  w ith the 

provisions of the Patent Law and its Im plem enting Regulations 
after the form ality exam ination and needs to be rectified, the Pa
tent Reexam ination Board shall issue the “ Notification of Rectifi
ca tion ” to notify the person requesting for reexam ination to make 

the rectification.
Where the request for invalidation is deem ed not to have 

been subm itted or is not a llowable, the Patent Reexamination 
Board shall issue the “ Notification of Request for Invalidation Be
ing Deem ed Not to Have Been S ubm itted" or " Notification of Re
quest for Reexam ination Being not A llow ab le ” to notify the per

son who requests for invalidation.
Rule 67 .1  W here, after the form ality exam ination, it is found that the

request for invalidation meet with the relevant provisions of the 
Patent Law and its Im plem enting Regulations, the Patent Reex
am ination Board shall send th e “ Notification of A llowance of Re
quest for Invalidation” to both the person who requests for invali
dation and the patentee. Moreover, the Patent Reexamination 
Board shall transfer cop ies  o f the request for invalidation and rel
evant docum ents to the patentee, requesting it/h im  to make re
sponse w ithin one month from the date of rece ip t of the N otifica
tion. W here the patentee has appoin ted  an agency for the whole 
term  of the patent, cop ies of the request and the relevant docu 
ments shall be transferred to the said agency.

For any request for invalidation that has been accep ted  in
volving a patent in fringem ent case, the Patent Reexamination 

Board may, upon the request of a peop le ’s court, a local inte llec
tual p roperty  adm inistrative authority( or a co rrespond ing  com pe
tent authority) or the party concerned, issue the “ Notification of 
Exam ination Status of Request for Inva lida tion ” to the peop le ’s 
court, the local intellectual p roperty  adm inistrative authority ( or 
the co rrespond ing  com peten t authority) that is try ing or handling 

the said patent in fringem ent case.

5. Collegiate Examination of Request for Invalidation

5. 1 Delivery of Documents
Rule 67 The Patent Reexam ination Board shall, depend ing  on the

needs of the exam ination, transfer the relevant docum ents to the
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parties concerned . W here it is necessary to p rescribe  a tim e lim 
it for m aking the response, the tim e lim it shall be  one m onth. If 
the party fails to m ake a response w ithin the time lim it, the said 
party shall be deem ed to have had the know ledge of the 
grounds, facts and evidence  conta ined in the transferred d ocu 
m ents, and have no ob jections to them .

The observations and the attachm ents subm itted  by the par
ties concerned shall be m ade in dup lica te .

5. 2 Methods of Examination
In the p roceed ings of invalidation, the exam ination shall be 

perform ed in the fo llow ing m anner depend ing  on the c ircum 
stances.

(1 )  If the Patent Reexam ination Board has transferred the in
va lidation request docum ents to the person aga inst whom the re
quest for invalidation is m ade, then, at the expira tion of the p re 
scribed  time lim it fo r m aking a response, no m atter w hether the 
said person aga inst whom  the request for invalidation is m ade 
has m ade an observations or not, so long as no oral p rocedure  
is requested by it/h im , and the panel considers that the evi
dence subm itted by the person requesting  for invalidation suffi
c ient, and the grounds set forth by it/h im  to invalidate the whole 
of the patent right tenable , it may m ake the exam ination decis ion 
to invalid the patent right. U nder such situation, if the requesting 
party requests the patent righ t invalid only in part, the panel 
may, based on the scope  as m entioned, also m ake a decis ion 

declaring  the patent right invalid in part d irec tly . If the person a- 
ga inst whom the request is m ade has subm itted  a response, its / 
his response shall be sent to the person requesting for inva lida
tion together with the exam ination decis ion  that has been m ade 
d irectly.

(2 )  If the Patent Reexam ination Board has transferred the in
va lidation request docum ents to the person aga inst whom  the re
quest for invalidation is m ade, then, at the expira tion of the pre
scribed  time lim it for m aking a response, no m atter whether the 
person aga inst whom  the request for invalidation is m ade has 
m ade an observations or not, so long as the panel finds, upon 

consideration, the scope  of the request for invalidation as ind ica 
ted by the person requesting for invalidation is tenab le  in part, 
and it is possib le  for it to m ake a decis ion  dec la ring  part invali

dation of the patent right, the panel shall issue a notification o f o 
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ral hearings and close the case through the oral procedure. If 
the person aga inst whom the request for invalidation is m ade has 

subm itted a response, the response shall be sent to the person 
requesting for invalidation together with the notification of oral 

hearings.
(3 )  If the Patent Reexam ination Board has transferred the in

validation request docum ents to the person aga inst whom the re
quest for invalidation is m ade, and the person has m ade the ob 
servations w ithin the time lim it, so long as the panel considers 
that the grounds in the observations subm itted by it/h im  are cor

rect, and it is possib le  for it to make a decis ion to uphold  the pa
tent right, it shall, depend ing  on the spec ific  situations of the 
case, perform  the written exam ination by issuing e ither a notifi
cation of transfer of docum ents or notification of exam ination of 
request fo r invalidation; or a notification o f oral hearings together 
w ith the notification of transfer of docum ents to close the case by 

oral p rocedure.
(4 )  If the Patent Reexamination Board has transferred the in

va lidation request docum ents to the person aga inst whom the re
quest for invalidation is m ade and the said person has not made 
observations w ithin the p rescribed  time limit, so long as the pan
el considers that the evidence subm itted by the person reques
ting for invalidation is insuffic ient and that the grounds for invali
dating the patent right are not tenable, it shall make a exam ina
tion decis ion to uphold  the patent right. The panel may, depen 
d ing on the spec ific  situation of the case, perform  the written ex
am ination by issuing either the notification of exam ination of re
quest for invalidation or a notification o f oral hearings to c lose the 

case by oral procedure.
If, after the issuance of the notification of oral hearings, the 

oral p rocedure  is not held on time for reasons on the part o f the 
parties concerned , the panel may make the exam ination d ec i

sion d irectly.

5. 3 Notification of Examination of Request for Invalidation
U nder one o f the fo llow ing c ircum stances in the invalidation 

p rocedure, the panel may issue the “ Notification of Examination 

o f Request for Invalidation" to both parties concerned:
(1 )  w here the facts or ev idence  provided by the parties 

concerned are unclear or sceptica l;
(2 )  where the patentee has am ended its /h is  c la im s on its /
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his own initiative, but the am endm ent is not in conform ity with the 
relevant provis ions of the Patent Law and its Im plem enting Regu
lations;

(3 )  where grounds or evidence that have not been m en
tioned by the person requesting for invalidation needs to be a d d 
ed ; or

(4 ) any other c ircum stances under w hich the issuance of 
“ Notification of Examination of Request for Inva lida tion” is neces
sary.

For the party concerned which is d irected  so far as the con 
tent of the notification of exam ination is concerned , it shall make 
a response w ithin one month from the date of rece ip t of the notifi
cation. If no response is m ade w ithin the tim e limit, it shall be 
deem ed to have know ledge o f the grounds, facts and evidence 
conta ined in the notification and does not have objection on it.

5. 4 Amendment of Patent Documents in Invalidation Procedure
The am endm ent to the docum ents of the patent fo r invention 

or utility m odel shall be lim ited to the c la im s only and shall follow 
the p rinc ip les set forth below:

(1 )  The title of the sub jec t m atter o f the initial claim  shall not 
be changed;

(2 )  C om pared w ith the claim  o f the granted  patent, the a- 
m endm ent shall not extend the scope  of pro tection of the initial 
patent;

(3 )  The am endm ent shall not go  beyond the scope  of the 
d isclosure conta ined in the initial descrip tion  and c la im s; and

(4 )  Add ition  of techn ica l features that is not inc luded  in the 
claim s of the granted patent is usually not allowed.

On condition that the above-m entioned p rinc ip les for a- 
m endm ent are satisfied, the am endm ent of the c la im s shall lim it 
usually to the deletion or com bination of the c la im s and the de le 
tion of the techn ica l solution. The deletion o f c la im (s )  refers to 
the deletion of one or certain claim s from the claim s, such as the 
independen t claim  or the dependent c la im (s ) .  The com bination 

of c la im s refers to the com bination of tw o /m o re  dependen t 
c la im s w hich do  not depend  on each o th e r/o n e  another, but 

b o th /a ll subord inate  to the same independen t claim  in the an
nouncem ent for granting the patent right. In such a case, the 
techn ica l features of the com bined cla im s are com b ined  together 
to form a new claim  w hich conta ins all the techn ica l features of
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the cla im s com b ined . W here no rectifica tion is m ade to the inde
pendent c la im , it is not a llowed to m ake com bination or am end
m ent to its dependen t cla im ( s ) . The deletion of the techn ica l so
lution refers to the deletion of one or more techn ica l solutions 
from the two or more parallel techn ica l solutions that are included 
in the same cla im . The above-m entioned am endm ents may be 
used seoarately or in com bination.

A fter the expiration o f the time limit p rescribed  by the Patent 
Reexam ination Board in the transfer of the request fo r inva lida
tion, the notification of new ground or new evidence docum ents 
or the notification of exam ination of invalidation in which new 

grounds or new evidence that have not been referred to by the 
requesting party are in troduced , the patentee of patent for in

vention or utility m odel can am end the claim  only by w ay of de le 

tion.
Before the exam ination decis ion is m ade, the patentee may 

e ither de lete the claim  or delete the techn ica l solution conta ined 

in the claim .
W here a claim  is am ended by way other than the deletion, 

the person requesting for invalidation shall be given an a pp rop ri
ate opportun ity  by the panel to present new grounds and evi
dence of and observations for the request of invalidation in re

spec t of the am ended claim .
The patentee for design  shall not be allowed to am end its / 

his patent docum ents.

Rule 86 5. 5 Suspension of Invalidation Procedure
Rule 87 In the p rocedures for exam ination of invalidation, where

there is d ispu te  over the ownersh ip  o f patent right, the Patent 
Reexam ination Board shall tem porarily  suspend the exam ination 
of the invalidation request from the date of rece ip t of the written 
request fo r the suspension of the invalidation p rocedure  coup led  
with a copy  of notification of accep tance  of lawsuit or settlem ent 
subm itted  by the relevant party concerned, or from the date of 
rece ip t of the ruling o f the peop le ’s court concern ing  preservation 
of the patent right and its o fficial letter to request the Patent Re
exam ination Board to assist in preserving the patent right. The 

Patent Reexam ination Board shall resume the exam ination in one 

of the fo llow ing circum stances.
(1 )  The person requesting for the suspension requests for 

resum ption of the exam ination;
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( 2 )  The exam ination has been suspended for over one 

year, and no request for extension a ttached w ith a proof show 
ing that the case concern ing the ownersh ip  of the patent right 
has not been closed is received from the person requesting for 
suspension;

(3 )  Receipt of the proof o f the people 's  court that has taken 
m easures to preserve the patent right to cance l the preservation 
of the patent right;

(4 )  At the expiration of the time limit o f preservation, no no
tification to continue the preservation of the patent right is re
ce ived from the people 's  court w hich has taken m easures to p re
serve the patent right; or

(5 )  R eceipt of a copy  of the e ffective ruling or the decis ion 

of settlem ent from the peop le ’s court or a local adm in istrative au
thority for intellectual property affairs ( or a co rrespond ing  func
tional o rgan) and the patentee has been changed  when neces
sary.

6. Types of Examination Decisions on Request for Invalidation

There are three types of exam ination decis ions w ith regard 
to a request for invalidation:

(1 )  decis ion on declaring  invalidation of patent right;
(2 )  decis ion on declaring  part invalidation o f patent right ;
(3 ) decis ion on m aintenance of va lid ity of patent right.
To declare  a patent righ t invalid includes declaring  the pa

tent right invalid in whole and declaring  the patent right invalid in 

part. For the e ffects of declaring  a patent right invalid , see Arti
cle  47 .1  - 3  of the Patent Law.

W here in the p rocedures of request for invaiidation, if the 
grounds for the request fo r invalidation and the evidence thereof 
subm itted by the person requesting for invalidation lead only to 
part of the claim s of a patent for invention or utility m odel untena
b le, or though they may lead to all of the c la im s of a patent for 
invention or utility m odel inva lid , they can not lead to all. of the 

new c la im (s ) form ed by w ay of am endm ents other than de le t on 
untenable , it shall declare  such untenable c la im s invalid and 
m aintain the other c la im s va lid . For any patent for des ign  which 

consists of several sets of p roducts  having independen t use va l
ue, if the grounds of the request fo r invalidation and the evi
dence thereof lead only to part of the p roducts  w hich are com po 
nents of the patent for design  not in conform ity w ith the relevant 
provisions of the Patent Law, it shall declare  the said part of
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p roducts  of patent fo r design  invalid and maintain the va lid ity  of 
patent for des ign  for other parts of the p roducts which are also 
om ponents of the patent for design . This decis ion of exam ination 
is a decis ion o f exam ination declaring  partial invalidation of pa 

tent right.
The provis ions of Artic le  47 of the Patent Law app ly  a lso to 

invalidation o f patent right in part. When invalidation of patent 
right in part is declared, the invalidated part of the c la im s shall 
be deem ed not to have existed from the beg inn ing, and the part 
of the c la im s that are kept va lid  ( inc lud ing  the am ended cla im s) 
shall be deem ed to have being existed from the very beginning 
at the same tim e. This means that, like the decis ion to declare 
the whole of the patent right invalid, the decis ion to declare  the 
part invalidation of patent right also possesses the e ffect of ex 

p o s t facto.

7. Delivery, Registration and Announcement of the Examination 
Decision on Request for Invalidation

7. 1 Delivery of Decision
A cco rd ing  to the provision of A rtic le  46.1  of the Patent Law, 

the Patent Reexam ination Board shall de liver to both parties the 
exam ination decis ion on the request for invalidation.

For the request for invalidation that involves in fringem ent d is
pute, where the relevant peop le ’s court or local adm in istrative 
authority for intellectual p roperty affa irs ( or a corresponding  
functional o rgan) had been notified before the exam ination of re
quest for invalidation s ta rted , the Patent Reexamination Board 
shall, after m aking the decis ion, deliver to them the exam ination 
decis ion and the “ Notification of C losing of Invalidation Exam ina

tion ” .

7. 2 Registration and Announcement of the Decision
A cco rd ing  to the provis ions of A rtic le  46. 1 of the Patent 

Law, after the decis ion m ade by the Patent Reexam ination Board 
declaring  the patent righ t invalid (w h o lly  and in p a rt) takes 

e ffect, it shall be reg istered and announced by the State Inte llec
tual Property O ffice.

8. Termination of Invalidation Procedure

W here the person requesting for invalidation w ithdraws its / 
his request before the Patent Reexam ination Board makes an ex
am ination decis ion on it, the procedures of invalidation shall te r
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Rule 69. 3

Art. 46.2

m inate.

W here the person requesting for invalidation fails to make a 
response to the notification o f oral p rocedure  w ithin the p re 

scribed  time limit and fails to take part in the oral p rocedure , and 
its /h is  request fo r invalidation is deem ed to have been w ith
drawn, the procedures o f invalidation shall term inate.

Before the decis ion of exam ination to declare  the patent 

right invalid m ade by the Patent Reexam ination Board takes 
effect, if another request for invalidation is raised with regard  to 

the same patent right, the exam ination p rocedures o f the said 
request fo r invalidation of the same patent right shall term inate 
until the said decis ion of exam ination to declare  the patent right 
invalid has taken effect.

A fter the decis ion of exam ination m ade by the Patent Reex
am ination Board declaring  the part invalidation o f the patent right 
takes effect, the exam ination p rocedure  of the other request for 
invalidation on the sam e patent righ t shall be carried out by focu 

sing only on the cla im s w hich have not been declared  invalid .
A fter the Patent Reexam ination Board m akes the decis ion  of 

exam ination on the request for invalidation, if, w ithin three 
months from the date  o f rece ip t of the decis ion , the party con 
cerned to whom the decis ion is unfavorable has not instituted le
gal p roceed ings in the peop le ’s court, the decis ion  of exam ina
tion takes effect, and the said invalidation p rocedure  is te rm ina
ted.
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Chapter 4

Provisions C oncern ing Oral P rocedure in Reexam ination and In

va lidation Procedures

1. Introduction

This C hapter m ainly relates to the contents of the determ ina
tion, notification, perform ance, suspension, term ination, re
co rd , auditor, and the rights and ob liga tions of the interested 
parties of the oral p rocedure  in the exam ination of request for re
exam ination and request fo r invalidation. The said oral p roce

dure is a kind of form al adm in istrative hearing.

Rule 69. 1 2. Determination of Oral Procedure

The party concerned m ay, in the p rocedures o f invalidation, 
subm it the request for oral p rocedure  and explain the reasons 
thereof to the Board. The request shall be subm itted in w riting.

The interested parties may request for oral p rocedure  in the 

fo llow ing circum stances:
(1 )  W here one of the parties requests for face -  to -  face 

cross -  exam ination of evidence and debate  with the opponent;
(2 )  W here it is necessary to state the facts before the co lle 

g iate panel;
(3 )  W here it is necessary to make a dem onstration in kind;

or
(4 )  W here the testim ony of the w itness who has a lready pro

v ided  the testim ony is necessary.
W here the party concerned has requested for oral p roce

dure in w riting for the reasons m entioned above, the co lleg iate  
panel shall generally agree to carry out the oral procedure.

W here the co lleg iate  panel finds such oral p rocedure  neces

sary accord ing  to the case, it may dec ide  ex offic io  to carry out 
the oral p rocedure . W here the oral p rocedure  has been co nd uc
ted in respect of the sam e case, when necessary, the D irector 
G eneral, Deputy D irector General or the co lleg iate  panel may 

d ec ide  to conduc t the oral p rocedure  again.
Upon the approval of the D irector General or Deputy D irec

tor G eneral, the Board may make a c ircu it of the oral p rocedure 
to settle the cases on the spot. The Patent Reexam ination Board 

shall bear all the expenses and costs.
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3. Notification of Oral Procedure

Rule 69. 2 A fter it is dec ided  to p roceed  to the oral p rocedure , the col-
Rule 69. 3 legiate panel shall issue a “ Notification o f Oral P rocedures” to

the parties, inform ing them of the date, p lace  and other matters 

about the oral procedure. Norm ally the time and p lace of the oral 
p rocedure  shall not change once they are fixed. W here it is nec
essary to change the time or p lace in a specia l situation, the 
change shall be approved  by the D irector General or D eputy D i
rector General. The parties shall subm it the acknow ledgm ent of 
rece ip t of the Notification to the Board w ithin seven days from  the 

date  on w hich it is rece ived. W here the person requesting for in
va lidation fails to subm it the said acknow ledgm ent of rece ip t 
w ithin the spec ified  time lim it and is not present at the oral p roce 
dure, the request for invalidation shall be deem ed to have been 
w ithdrawn. If the patentee does not partic ipa te  in the hearing, 
the hearing shall be perform ed by default.

The said acknow ledgem ent of rece ip t shall be s igned or 
sealed by the interested parties. W here w illingness to be present 
at the oral p rocedure  is expressed, names of the persons to be 
present at the oral p rocedure  shall be clearly ind ica ted . W here 
the entrusting of a w itness who has a lready p rovided h is /h e r tes
tim ony to be present at the oral p rocedure  is requ ired , a state
ment to that e ffect shall be included in the acknow ledgem ent of 
rece ip t, and the name of the w itness, the entity where h e /sh e  
works (o r  h is /h e r pro fession) as well as the facts to be testified 
shall be ind icated. W here there is no such statem ent in the ac
know ledgem ent of rece ip t, h is /h e r p resence as w itnesses in the 
oral p rocedure  shall not be a llowed.

No more than four persons for each party concerned inc lu 

d ing  its /h is  agent are allowed to be present at the oral p ro ce 
dure. W here less than four are ind icated  to partic ipa te  in the oral 
p rocedures in the said acknow ledgem ent of rece ip t, others m ay 
be designated  to be present at the oral p rocedures before  it 
starts. W here a party has more than one person present at the 
oral p rocedure, one of them shall be designated  as the first 
speaker to make prim ary presentation.

W here the person concerned cannot partic ipa te  in the oral 
p rocedure  on the fixed date, the patent agent or any other pe r
son appoin ted  by it/h im  may appea r in the oral p rocedure  on 
its /h is  behalf.

Where the person concerned has appoin ted  a patent agen-
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cy  to handle the m atters accord ing  to Artic le  19 of the Patent 
Law, then the agency shall appo in t patent agent( s) to be p res

ent at the oral procedure.

4. Preparation Before Oral Procedure

Before the oral p rocedure  takes p lace, the fo llow ing shall be 
done by the co lleg ia te  panel:

(1 )  transm itting the relevant docum ents subm itted by the 

party to its /h is  opponent;
(2 )  s tudying the file, understand ing the deta ils of the case 

and identify ing the key points of the d ispu te  and the main issues 
to be investigated and the points of debate;

(3 )  holding pre -  hearing co lleg iate  panel meeting to dec ide  

on the duties and powers of the co lleg iate  panel m em bers for the 
oral p rocedure, the o rder and contents of the investigation, the 
main issue to be ascerta ined, and the various situations likely to 
occur during the oral p rocedure  and the plans to deal with them;

(4 )  m aking ready the necessary docum ents;
(5 )  announcing in w riting the relevant information regard ing 

the oral p rocedure  two days before ( with the exception of the 
u n -d is c lo s e d  patent a p p lic a tio n ); and

(6 )  m aking preparations for other adm inistrative m atters for 

the oral p rocedures.

5. Carrying Out of Oral Procedure

The oral p rocedure  shall be held on the scheduled  date.
Except for the co lleg ia te  bench m eeting and the voting of 

the co lleg ia te  panel, the oral p rocedures shall be conducted  
pub lic ly  (e x c e p t for those w hich shall be kept confidentia l in ac
co rdance  w ith the provisions of the laws and regu la tions).

Before the oral p rocedure  starts, the identities of the per
sons to be present at the oral p rocedures shall be verified , and 

their qua lifica tions to be present there ascerta ined.
The oral p rocedure  shall be p resided over by the head of 

the co lleg iate  panel. A fter declaring  the oral p rocedure  open, 

the co lleg iate  panel head shall make an in troduction to the colle
g iate panel m em bers; the parties concerned shall in troduce their 
persons present at the oral p rocedures; the co lleg iate  panel 
head shall ask whether the parties have objections to the qua lifi
ca tions of the persons of its /h is  opponen t present at the oral pro
cedure ; the co lleg ia te  panel head shall read out the rights and 
obligations of both parties, inquire both parties whether they re
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quire the evasion of anybody who handles the case, whether 
they require the testim ony of any w itness or the dem onstration of 
any physical evidence.

In the oral p rocedure  where both parties are present, it will 
be asked whether the parties concerned are w illing to make 
com prom ise . If both parties are w illing  to do  so, it shall suspend 
the p rocedure. W here there is little d ifference between the two 
parties, the oral p rocedure  m ay be suspended . If there is great 
d ifference between the parties and it is d ifficu lt fo r them to reach 
a reconcilia tion agreem ent in a short period of time or if one party 
insists on m aking no com prom ise , the oral p rocedure  shall con 
tinue.

Before starting the investigation in the oral p rocedure, if 
necessary, the prim ary exam iner shall g ive a brie f account of the 
facts of the case. The investigation shall start after that. The per
son requesting for invalidation shall describe  the scope  and the 
grounds for the request, brie f the relevant facts and evidences. 
Then, the person to whom  the request is d irected  shall m ake a 
defense. A fter that, the co lleg ia te  panel shall verify the scope 
and the grounds for the request for invalidation and the evi
dences subm itted by both parties. It shall then determ ine the 
scope  of the oral procedure. W here a party presents new evi

dence in the oral p rocedure, the co lleg iate  panel shall determ ine 
whether the evidence  is adm iss ib le  in accordance  w ith the re le
vant provisions. If it is d ec ided  that the evidence  is adm issib le , 
the opponen t shall be given the righ t to make an oral defense 
right at the time or do  so in w riting a fterw ards as it is the first time 
for h im /it to receive the evidence. Then, the person requesting 
for invalidation shall adduce  evidence  relating to the g rounds for 
the request for invalidation and the facts and evidence on w hich 
the request is based. A fter that, the party to whom the request 
is d irected  shall make cross -  exam ination of the evidence. If 
necessary, it may d isp rove  the evidence  for the opponen t to 

c ro s s -e x a m in e . Where, fo r the request for invalidation, there 
are more than one ground, fact or ev idence  to be proved, the 
parties may be required to adduce  and cross -  exam ine the evi
dences and facts one by one. In o rder that the facts o f the case 
could  be found out com prehensive ly and ob jective ly  in the 
course of investigation of the oral p rocedure, the co lleg ia te  panel 
may question the parties or w itnesses about the relevant facts 
and evidence and require the parties or w itnesses to make the

448



GUIDELINES FOR EXAMINATION C hapter 4

explanation. The questions shall be im partia l, ob jective , specific  
and clear.

Following that, the debate  of the oral p rocedure  shall start. 
If fo r both parties all the ev idences and facts of the case are be
yond controversy, then the debate  of the oral p rocedure  shall be 
conducted  d irectly on the basis of the ev idences and facts that 
are confirm ed by both parties. The parties shall make observa
tions and debate  on the facts verified  by the evidence, the point 
of the controversy and the app licab le  laws and regulations. Dur
ing the debate , the co lleg iate  panel m em bers may raise ques
tions, bu t should neither make any tendentious statem ent nor ar
gue w ith any of the parties. If, in the course of the debate  of the 
oral p rocedure, any party presents again the facts or evidence 
w hich it/h e  subm itted before but w hich have not been verified, 
the head of the co lleg iate  panel may declare  the suspension of 
the debate  and resume the investigation o f the oral procedure. 
The debate  shall continue after the investigation is over.

A fter the parties have m ade their observations at the de
bate, the head o f the co lleg iate  panel shall announce the end of 
the debate  and invite the parties to make their final statements. 
The person requesting for invalidation m ay insist on its /h is  re
quest or w ithdraw  the request. It/h e  may also abandon part of 
the grounds for request and the co rresponding  evidence or nar
row the scope  of the request for invalidation. The person to 
whom the request fo r invalidation is d irected  m ay insist on re jec
ting the request of invalidation or declare  the narrow ing of the 

scope of patent pro tection or abandon part o f the c la im s. Then, 
the two parties may try the com prom ise again as they d id  at the 
start of the p rocedure. The head of the co lleg iate  panel shall an
nounce tem porary adjournm ent and a co lleg iate  panel meeting 
shall be held. Then, the oral p rocedure  resumes, the head of 
the co lleg iate  panel shall read out the conclusion of the oral pro
cedure . The conclusion of the oral p rocedure  m ay be either the 
conclusion of exam ination decis ion or any other conclusion, such 

as announcing that the facts of the case have been investigated 
and ascerta ined, and an exam ination decision may be m ade on 

the basis of the facts. Thus, the oral p rocedure com es to an 
end.

In the course of the oral p rocedure, if necessary, the co lle 
g iate panel may adjourn for co lleg iate  panel m eetings.
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6. Suspension of Oral Procedure

U nder one of the fo llow ing c ircum stances, the head of the 
co lleg iate  panel m ay announce the suspension of the oral p ro ce 
dure and if necessary, shall fix the date  for the resume o f the o- 
ral procedure:

(1 ) w here the party concerned challenges the evasion of a 
person who handles the case;

(2 )  where it is necessary for the parties to negotia te for 
com prom ise;

(3 )  where there is need for fu rther dem onstration of the in
vention -c re a t io n ; or

( 4 )  any other c ircum stances where the co lleg iate  panel 
thinks it necessary.

7. Termination of Oral Procedure

For cases where the facts are ascerta ined after investigation 
and an exam ination decision may be m ade w ithout the ve rifica 
tion or approval by the D irector General or Deputy D irector Gen
eral, the co lleg iate  panel may read out the conclusion of the ex
am ination decision on the spot.

If the co lleg iate  panel intends to read out on the spo t the 
conclusion of an exam ination decis ion of a case w hich has gone 
through the oral p rocedure  but w hich needs the verification and 
approval of the D irector General or Deputy D irector General of 
the Board, the conclusion of the exam ination decis ion  shall be 
announced after the approval.

If the co lleg iate  panel does not intend to read out on the 
spot the conclusion of an exam ination decis ion, the head of the 

co lleg iate  panel shall make a brie f explanation.
For all the three above -  m entioned circum stances, it shall 

be for the head of the co lleg iate  panel to announce the term ina
tion of the oral procedure. The full text o f the decis ion shall be 
delivered to the parties in w riting w ithin a certa in period of time 
after that.

8. Absence of Party Concerned

Where one of the parties fails to take part in the oral p roce
dure, the co lleg iate  panel shall conduct the oral p rocedure  ac
co rd ing  to the p rescribed procedures so long as the p resence of 

one of the parties concerned at the oral p rocedure  com plies with 
the requirem ents.
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9. Taking of Notes

In the oral p rocedure, the secretary or a co lleg ia te  panel 
m em ber designated  by the head of the co lleg ia te  panel shall 
take the m inutes of the p rocedure. The person who takes the m i
nutes shall note down the im portant items of the oral p rocedure 
in the "R ecord  of Oral P rocedure ” ( i f  one sheet is not enough, 
m ore sheets may be a d d e d ) . A part from  taking notes in writing, 
on cond ition  that it is announced beforehand, the co lleg iate  pan
el may use sound -  record ing  equ ipm ent when necessary.

A fter taking m inutes of the im portant items of the oral p roce
dure or at the time when the oral p rocedure  term inates, the co l
leg iate panel shall ask the parties to read the m inutes. For the 
errors or m istakes of the m inutes, the parties concerned have 
right to ask them to be rectified. If the m inutes is verified and 
proved to be correct, the m inutes shall be s igned by the parties 
and put into the file. W here any party refuses to sign, the head 
of the co lleg iate  panel shall ind icate it in the "R ecord  o f Oral Pro
ce d u re ” .

The above -  m entioned im portant items of the oral p roce 
dure inc lude the fo llow ing:

( 1 )  the c la im s abandoned  by the parties concerned , the 
scope , g rounds or ev idence  of the request for invalidation;

(2 )  the im portant facts affirm ed by both parties;
(3 )  the request of the person requesting for invalidation for 

com bination o f the ev idences of the d ifferent requests for invali
dation; and

( 4 )  any other im portant items w hich needs to be noted 
dow n.

10. Auditor

Auditors are perm itted in the oral p rocedure, but they shall 

have no right to speak. W ithout the prior approva l, there shall be 
no pho tograph ing , no audio or v ideo record ing , and no trans
m ission of relevant information to any party concerned or agent 
present in the oral p rocedure.

When necessary, the Board may require the auditors to go 
through the form alities for aud iting.

11. Rights and Obligations of Parties Concerned

The head of the co lleg ia te  panel shall, at the beg inning of 
the oral p rocedure , inform the parties of their rights and ob liga 
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tions in the oral procedure.
(1 )  R ights of Party C oncerned
Any party concerned has the right to request the evasion of 

a m em ber hearing the case, to make a com prom ise  w ith its /h is  
opponent; to invite a w itness who has p rovided a testim ony and 
has been ind icated  in the rece ip t of Notification of Oral Proce
dure to appea r in the oral p rocedure  to m ake the testim ony and 
to request the dem onstration of the material ev idence. It/h e  also 
has the right to debate . The person requesting  for invalidation 
has the right to w ithdraw  the request, to abandon part o f the 
grounds for and the relevant evidence of the request and to nar
row down the scope  of the request for invalidation. The person 
to whom the request fo r invalidation is d irected  has the righ t to 
narrow down the scope  o f patent pro tection, to abandon part of 
the c la im s and the relevant evidence it /h e  has subm itted .

(2 )  O bligations of Party C oncerned
Any party concerned shall vo luntarily  a b ide  by the rules of 

the oral procedure, to m aintain the o rder of the oral p rocedure  
and never make speech w ithout the approva l of the head o f the 
co lleg ia te  panel. It/H e  shall not in terrupt the speech of the other 
party. In the debate , facts shall be presented and th ings shall 
be reasoned out. The speech and debate  shall be lim ited to the 
scope w hich is relevant to the exam ination of the case as d es ig 
nated by the co lleg ia te  panel. The parties concerned shall have 
the burden of proof for the allegation it/h e  has raised, and shall 
state the grounds when contrad ic ting  the allegation of its /h is  op 
ponent. it is not a llowed to w ithdraw  before the oral p rocedure  is 
over w ithout justified  reasons.

12. Oral Procedure for Reexamination

The oral p rocedure  for reexam ination is a p rocedure  atten
ded  by only one party. It may be conducted  w ith reference to 

the oral p rocedure  for invalidation as m entioned above.
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Chapter 5

Judgm ent of Identicalness and S im ilarity o f Design

1. Introduction

This C hapter relates m ainly to the ob jects of judgm ent, sub 
jects o f judgm ent, p rinc ip les of judgm ent, m ethods of judgm ent 
and criteria  of judgm ent in respect of the identica lness and sim i
larity o f designs.

2. Legal Basis

This C hapter is form ulated in accordance  w ith the provisions 
of A rtic les 9 , 23 and 56. 2 of the Patent Law and Rules 2. 3 and 
13. 1 of the Im plem enting Regulations of the Patent Law.

3. Object of Judgment

3. 1 Definition of Objects of Judgment
When the identica lness and sim ilarity o f designs are being 

jud ge d , the ob jects  o f the com parison are ca lled  ob jects of 
judgm ent. The ob jects of judgm ent are further d iv ided  into later 
ob jec t and prior ob ject. The later ob jec t refers to the design 
which has been granted patent right and aga inst w hich a request 
for invalidation has been filed  ( referred to hereinafter as design  
of co m p a ris o n ). The prior ob jec t refers to a design  w hich has 
been pub lic ly  pub lished in the pub lica tions in China and abroad 
or p ub lic ly  used in China before  the date  of filing of the ob jec t of 
com parison , or a patent for des ign  w hich has been filed  before 
the date  of filing of the ob jec t of com parison  and pub lished on or 
after such date  ( referred to hereinafter as prior d e s ig n ).

3. 2 Types of Object of Judgment
The type  of an ob ject o f judgm ent shall be determ ined by 

the p icture  a n d /o r  photograph of the design  and the article in
co rporating  the des ign . As for the design  of com parison, it shall 
be determ ined by whether in the brie f explanation there are such 
contents as “ the c la im ed design  conta ins c o lo r” ( i. e. the co lor 
is d e f in e d ) , “ the existence of bound less unit pattern of two -  
side continuation or four -  s ide continuation in p lane p ro du c t" 
( be ing ca lled  the bound less design  for short) and the like.

There are six types o f design  o f com parison.
(1 )  Design of com parison of shape

The des ign  of com parison of shape refers to the design  of
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the shape of a p roduc t that has neither pattern nor the defined 
color.

(2 )  Design of com parison of pattern

The design  of com parison of pattern refers to the pattern d e 
sign of a bound less p lane p roduc t that doesn ’t have the defined 
color.

(3 )  Design o f com parison  of shape and pattern
The design  of com parison of shape and pattern refers to the

shape and pattern des ign  o f a p roduct that doesn ’t have the de
fined color.

(4 )  Design of com parison of shape and color

The design  of com parison of shape and co lo r refers to the
shape and color design  of a p roduct that has the defined co lor 
but w ithout any pattern.

(5 )  Design of com parison of pattern and co lor

The design  of com parison of pattern and co lo r refers to the
pattern and co lo r design  of a bound less p lane p roduc t that has 
the defined color.

(6 )  Design of com parison of shape, pattern and color
The des ign  of com parison of shape, pattern and co lo r refers 

to the shape, pattern and color design  o f a p roduc t that has the 
defined color.

4. Criteria for Subject of Judgment

When it is judged  whether a des ign  is identica l w ith or s im i
lar to another des ign , the judgem en t shall be based on the nor
mal level of know ledge and cognitive capab ility  of a general con
sumer of the product incorporating the design  under com parison,

Products incorporating d ifferent k inds of designs w hich are 
the ob jects of com parison have d ifferent condum er g roups. A 
general consum er for a p roduc t incorpora ting  a certa in kind of 
design  shall possess the fo llow ing characte ris tics:

(1 )  having com m on know ledge on the designs o f the p ro d 
ucts incorporating designs that are identica l w ith or sim ilar to 
those under com parison . For exam ple, a general consum er for 
cars shall have com m on know ledge about cars sold in the m ar
ket and the information d isc losed  in the general advertisem ents 
for cars in m ass m edia.

( 2 )  having certa in degree  of cogn itive  capab ility  on the 
d ifferences of p roducts incorpora ting  a des ign  in shape, pattern 

and co lor, but will pay no notice to the m inor changes in the
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shape, pattern and co lo r o f the product.

5 Principles of Judgment

If, after view ing the design  under com parison and the prior 

design  as a whole, a general consum er will draw  the conclusion 
that the d ifferences between the two do  not have obvious influ
ence on the whole visual e ffect of the consum er, it can be said 
that the design  under com parison is identica l with or sim ilar to 
the prior design . O therw ise, the two designs are neither identi

ca l nor sim ilar.
If a general consum er is likely to m istake the design  under 

com parison for the prior design , it is obvious that the d ifferences 
between the two designs do not have obvious influence on the 

whole visual e ffect of the product.
However, in case when two designs are not likely to be m is

taken by a general consum er, it dose not mean that there could 
draw  the conclusion that the d ifferences between the two have 
obvious influence on the whole visual e ffect of the products.

To determ ine whether there exsists obvious influence, the 
fo llow ing shall be, generally speaking, taken into consideration 

as well:
(1 )  The parts which can be seen easily in use generally 

have more obvious influence on the whole vsual e ffect than the 
pants w hich cannot be seen that easily. For exam ple, the 
change in the inlet face  panel of a ce iiing  ventilator has more o b 
vious influence than the change in other parts generally. Howev
er, there could  be an exception if there is evidence show ing that 

a spec ific  design  for a part w hich cannot be easily seen pro
duces a noticeab le  visual e ffect for a general consum er.

(2 )  W here the design  of a certain part of a p roduct is con 

sidered an usual selection for that part of this kind of product, 
the changes in other parts generally have more obvious influence 
on the whole visual effect. For exam ple, where the periphery of 
the cross section of a profiled bar is normally rectang le, the 
changes in the cross section usually have more obvious effect.

(3 )  W here there is d ifference in size, if the d ifference leads 
only to the m agnifying or reducing  of the p roduct as a whole, 

there is no obvious influence on the whole visual effet.
(4 )  For changes not a ffecting the design  of a p roduct or 

where the change only refers to changes in the material which 
belong to an usual choice for the p roduct incorporating the de
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sigh, then there is no obvious influence on the whole visual 
e ffect. For exam ple, for a kind of metal which has certa in color, 
lustre and tactile  im pression, and a p roduc t m ade of p lastic 
cop ing  the color, lustre as well as tactile  im pression of the said 
metal, the change in the material usually does not have obvious 
influence on the whole visual effect.

(5 )  The function, internal structure and techn ica l property 
of a p roduct and the spec ific  shape defined only by the function 
of the p roduct do  not usually have obvious influence on the 
whole visual e ffect. For exam ple, on a sw itch face panel for 
pow er supp ly  or on a socket face  panel, the rep lacem ent of a 
certa in function unit with another function unit w hich is in con 
form ity with the national standard does not p roduce  obvious influ
ence on the whole visual effect.

6. Methods of Judgm ent

6. 1 Judgm ent of the Normal Consum er

The patent exam iner shall make the judgm ent from  the per
spective  of the normal consum er. He shall not make the ju d g 
ment from the perspective  of professional designer or expert.

6. 2 O ne -  to -  One Com parison
In m aking the judgm ent of identica lness and sim ilarity, only 

one p iece of prior des ign  is genera lly com pared  w ith the design  
of com parison . It is not a llowed to take the com bina tion  of two or 
more prior designs to make the com parison.

If the design of a set of products contains designs for sever
al products that can be used separately, comparison could be 
conducted between different prior designs and the each of the 
designs of the product in a separate way.

If the design  of com parison is the des ign  of a p roduc t com 
prising at least two com ponents w hich are to be used only when 
they are assem bled together, it m ay take the com bination of the 
designs of the com ponents that are used by the assem bled  set 
and the num ber of the design  is the same as that of the com po 
nents assem bled together as one p iece  of the prior design  to be 
com pared with the design  of com parison.

6. 3 D irect Observation

The judgm ent of identica lness and sim ilarity of the designs 
shall be m ade by d irec t visual observation. The com parison
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shall not be m ade by m eans of a m agnifier or a m icroscope. The 
com parison  shall not be m ade by chem ica l analysis or by other 
tools or m eans. The parts or e lem ents that cannot be d irectly i- 

dentified  by eyes shall not form  the basis of judgm ent. For ex
am ple , if when viewed visually, the shape, pattern or co lor of 
certain textile  p roducts are identica l or sim ilar, but when viewed 
under a m agnifier, their lines are quite  d ifferent and their shape 
and pattern are very d ifferent as a result of that, then in such ca 
ses, these p roducts  shall be still regarded  as identica l or sim i
lar.

6 .4  Isolated Comparison( deleted)

6. 5 Taking Appearance of Product as Object of Judgment Only
The three e lem ents of shape, pattern or co lo r or their com b i

nation of a p roduc t are the ob jects of judgm ent of identica lness 
and sim ilarity for a design . This means that only the appearance 
of the p roduct shall be taken as the ob jec t of judgm ent. If the ex
tent of pro tection of the design  under com parison is defined only 
by part of its e lem ents , the other e lem ents w ill not be taken into 
consideration when it is com pared  with prior designs.

For a p roduc t w hich uses transparent material to form  the 
appearance , if the shape, pattern and co lo r inside the transpar
ent part of the p roduct could  be seen through the eyes, they 
shall be regarded  as a part of the design  of the p roduct.

For a p lug  -  in unit and a p roduct of p lug -  in com ponent 
toy, as in the course of m aking the purchase and the p lugg ing  
in, the normal consum er w ill be im pressed by the various single 
p lug -  in unit and the appearance  of the p lug  -  in com ponents, 
the appearance  of the plug -  in unit or the appearance  of all sin

g le  com ponent of the plug -  in units rather than the entire ap
pearance of the p lugged  in com ponents shall be regarded  as 
the o b jec t of judgem en t for identica lness and sim ilarity.

By the plug -  in toy p roduc t here, it refers to a toy the unit of 
w hich may be connected  to other units that are identica l to it to 
form  a spec ific  shape or pattern. By the p lug  -  in com ponents 
toy p roduc t here, it refers to a toy the group of p lug  -  in com po 
nents of w hich is inseparab le  and m ay be connected  into spec if
ic shape and pattern.

The des ign  of the p lug -  in com ponents toy p roduct is one 
of the designs of a p roduct, and the design  of the p roduct refers
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to the design  o f the whole o f the com ponents; and the appea r
ance of each com ponent of the p lug  -  in com ponents is merely 
regarded as part of the design  of the p lug -  in com ponents.

6. 6 Comprehensive Judgment
For a general p roduct, the judgm ent of identity or sim ilarity 

of its designs shall be conducted  in a com prehensive way. By 
com prehensive judgm ent, the conclusion of w hether the design 
under com parison is identica l w ith or sim ilar to the prior desin 
shall be m ade from view ing the whole of the des ign  under com 
parison and not only from a spec ific  or certain part o f the design  
under com parison.

6. 7 Judgment of Key Part

6. 7. 1 Definition of Key Part
For some p roducts  , there exist certa in parts w hich can at

tract the attention of the general consum er m uch m ore easily 
than the other parts. These parts are the so -ca lled " key p a rts "o f a 
product.

6. 7. 2 Determination of Key Part
The determ ination of “ key part" is c lose ly related to the fac

tors of whether it can a ttract the attention of the general consum 
er. In determ inating the “ key p a rt" , the state of the use of the 
p roduct, the usual design  style of the prior p roducts  that belong
to the same or sim ilar c lass w ith the p roduct incorporating the
design  under com parison and its influence on the whole visual 
e ffect may be taken into consideration. G enerally, only those 

parts may be regarded  as “ key pads" o f the judgem ent which, 
in the state of use, have obviously stronger influence on the
whole visual e ffect than the other parts.

For exam ple , fo r a p roduc t such as a fixed hanging mail 
box, w hich has a spec ific  face t fac ing  the user when in use, its 
parts which can be seen in use obviously have stronger influence 
on the whole visual e ffect than those parts of it w hich cannot be 
seen (su ch  as the back of the fixed hanging mail b o x ). There
fore, for this kind of p roducts , the parts w hich can be seen in 

use may be regarded  as key parts. The other parts, such as the 
back of a tab le  or a chair, the back of a fixed hanging mail box, 
the back of a vehic le  num ber p late, the back and the bottom  of
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a TV set and other aud io  and v ideo  home app liances, the back 
of a w atch, the back of a ca rpe t, the bottom  of a bottle or a pot, 
the parts other than the inlet face panel of a ce iling  to ilet ventila 
tor etc. usually do  not a ttract the attention of a general consum 
er. These parts as they are shall not be regarded  as “ key parts" 

of the judgem ent.

6. 7. 3 Relationship Between Key Part and Similarity
If the appearance  of the key part of the design  of com pari

son is not sim ilar to that of the co rresponding  part of the prior de
s ign, the design  of com parison and the prior design  are not s im 

ilar.

7. Criteria of Judgment

7. 1 Judgment of Identicalness of Design
The identica lness of the design  means that the design  of 

com parison and the prior design  belong to the designs of p rod 
ucts of the same class, and the entire factors of design  of the 
design  of com parison are identica l w ith the co rrespond ing  fac
tors of design  of the prior design . By factors of design , they re

fer to the shape, the pattern and the color.
The p roducts of the sam e class refer to the p roducts that 

have the sam e use. For exam ple, although the internal s truc
tures of the m echanical watch and the e lectron ic watch are d if
ferent, they have the same use, and they are o f the sam e class. 
It should be noted that as long as the p roducts have the same 
use, no m atter whether they have any other use of their own, 
they are p roducts  of the same class. Though in determ ining the 
class of the p roducts , reference may be m ade to the name, Lo
carno classifica tion and the shelves c lassifica tion of p roducts, 

the identica lness of the use of the p roduct shall be taken as the 

criterion.
For p roducts  in d ifferent classes, even though the three fac

tors of design  are the same, they cannot be regarded  as identi

cal in design .
For designs of p roducts  of the sam e class, accord ing  to the 

spec ific  type  of the design  o f com parison, the identica lness of 

design  happens in the fo llow ing circum stances:
(1 )  Design of shape
Regard less of whether the prior design has its particular pat

tern or co lor, as long as the design  of com parison is identical
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with the prior design  in shape, they are identica l designs. If the 
shape of the design  of com parison is not identica l w ith that o f the 
prior design , the two designs are not identica l and the des ign  of 
com parison and the prior design  are d iffe ren t designs.

(2 )  Design of pattern

As long as the design  of com parison is identica l w ith the p ri
or design  in pattern, they are identica l des igns. If the pattern of 

the design  of com parison is not identica l w ith that of the prior d e 
sign, the two designs are not identica l and the des ign  of com 
parison and the prior des ign  are d ifferent designs.

(3 )  Design of shape and pattern

If the design  of com parison is identica l with the prior design  
in shape and pattern respective ly, they are identica l designs.

(4 )  Design of shape and color

If the design  of com parison is identica l with the prior design  
in shape and color respective ly, they are the identica l designs.

(5 )  Design of pattern and co lor

If the design  o f com parison is identica l with the prior design 
in pattern and co lo r respective ly, they are identica l designs.

(6 )  Design o f shape, pattern and co lor

If the design  of com parison is identica l w ith the prior design  
in shape, pattern and co lo r respective ly, they are identica l de
signs.

7. 2 Judgment of Similarity of Design

7. 2. 1 Similarity of Design
Sim ilarity of design  exists only am ong p roducts  that belong 

to the same or sim ilar c lass. P roducts of sim ilar c lass refer to 
p roducts that are sim ilar in use. For exam ple, the egg  conta iner 

and the lam p bulb conta iner are p roducts  of sim ilar c lass, be 
cause though they are different, they are sim ilar in use.

7. 2. 1. 1 Similarity of Design for Products of Same Class
For designs of p roducts  o f the sam e class, accord ing  to the 

spec ific  type  o f the design  of com parison , the sim ilarity o f de 
sign happens in the fo llow ing c ircum stances:

(1 )  Design o f shape

As long as the design  of com parison is sim ilar to the prior 
design  in shape, the des ign  of com parison  is sim ilar to the prior 
design.
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(2 )  Design o f pattern
As long as the design  of com parison is sim ilar to the prior 

design  in pattern, the des ign  of com parison is sim ilar to the prior 
design .

(3 )  Design o f shape and pattern
If the des ign  of com parison is sim ilar to the prior des ign  in 

shape and pattern, the des ign  of com parison is sim ilar to the p ri
or design .

(4 )  Design o f shape and color
If the des ign  of com parison is sim ilar to the prior design  in 

shape and co lor, the design  of com parison is sim ilar to the prior 
design .

(5 )  Design o f pattern and co lor
If the des ign  of com parison is sim ilar to the prior design  in 

pattern and co lor, the design  of com parison is sim ilar to the prior 
design .

(6 )  Design o f shape, pattern and color
If the des ign  of com parison is sim ilar to the prior design  in 

shape, pattern and color, the design  of com parison is sim ilar to 
the prior design .

7. 2. 1. 2 Similarity of Design for Products of Similar Class
For designs of p roducts o f sim ilar c lass, accord ing  to the 

spec ific  type  o f the design  of com parison , the sim ilarity of de 

sign happens in the fo llow ing circum stances:
(1 )  Design of shape

If the design  of com parison  is identica l with or sim ilar to the 
prior des ign  in shape, the design  of com parison is sim ilar to the 
prior design.

(2 )  Design of pattern
If the design  of com parison is identica l with or sim ilar to the 

prior des ign  in pattern, the design  of com parison is sim ilar to the 
prior design .

(3 )  Design of shape and pattern
If the design  of com parison is identica l with or sim ilar to the 

prior design  in shape and pattern, the design  of com parison is 
sim ilar to the prior design .

(4 )  Design of shape and color
If the des ign  of com parison is identica l w ith or sim ilar to the 

prior des ign  in shape and color, the design  of com parison is 
sim ilar to the prior design.
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(5 )  Design o f pattern and co lor
If the des ign  of com parison is identica l with or sim ilar to the 

prior design  in pattern and co lor, the des ign  of com parison is 
sim ilar to the prior design .

(6 )  Design o f shape, pattern and co lor
If the des ign  of com parison is identica l with or sim ilar to the 

prior design  in shape, pattern and co lor, the design  of com pari
son is sim ilar to the prior design.

7. 2. 2 Dissimilarity of Design
For designs of p roducts  of w hich the c lass is neither identi

ca l nor sim ilar, there is no need to carry out the com parison  and 
judgm ent of the design  of com parison  and the prior des ign . It 
may d irectly  com e to the conclusion that the des ign  of com pari
son is not sim ilar to the prior design .

The Following are the c ircum stances in w hich the designs 
are not sim ilar:

(1 )  where the p roducts are identica l or sim ilar in c lass, but 
the design  of com parison is not sim ilar to the prior design;

(2 )  where the p roducts  are neither identica l nor sim ilar in 
class.

For exam ple , towel and tab le  cloth; vehic le  and toy vehicle.

7. 3 Judgment of Similarity in Shape

7. 3. 1 Geometry of Product
A c irc le  is cons iderab ly  d ifferent from a triangle  or a quadri

lateral, so they shall not be regarded  as sim ilar. For exam ple, 
though the pattern and co lor are sim ilar for a c ircu la r utensil and 

a triangu lar utensil, the designs shall not be regarded  as sim ilar.

7. 3. 2 Product Having Varied Shapes
By a p roduc t having varied shapes, it refers to a p roduct 

w hich may have varied shapes when in use and for sale. For 
such a p roduct, when it is used as a prior des ign , all its varied 
designs may be ob jects o f com parison for the des ign  of com par
ison. For the design  of com parison, its design  of the state in use 

shall be taken to com pare  w ith the prior des ign . The identica l
ness and sim ilarity of the p roduct depend  on the identica lness 

and sim ilarity of the des ign  of the p roduc t in the state of use. For 
exam ple, if a p iece o f fo ld ing  furn iture in the state of use is s im i
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lar to the prior design  in shape, no m atter in w hat state it is when 
fo lded, it shall be regarded  as sim ilar in shape.

7. 3. 3 Packing Box
For such p roducts  as a packing box, its shape in use shall 

be taken to form the basis of judgm ent of sim ilarity.

7. 4  Judgment of Similarity in Pattern
Variation in pattern includes changes in such e lem ents as 

sub jec t m atter, com position , w ay of expression and size of the 
pattern. Change in co lo r m ay also result in a change of the pat
tern. When the sub jec t m atter is identica l, but if the com posi
tion, w ay of expression and the size of the pattern are different, 
the pattern m ay not be sim ilar and, hence, the designs m ay not 

be similar.
In the judgm ent of sim ilarity, characters, includ ing the title 

of the p roduc t on the outer appearance  of a p roduc t is a kind of 
pattern, its decora tive  function as part of the pattern rather than 
the m eaning of the characters shall be taken into consideration.

7. 5 Judgment of Similarity in Color
The judgm ent of identica lness and sim ilarity in co lo r shall be 

m ade in a com prehensive  way, taking the three properties of 
co lo r i. e. the hues, purity and lightness into consideration and 

also the com bination and arrangem ent o f two or more colors. 
The hues of co lo r include red, orange, yellow, green, greenish 
b lack, b lue, purp le  and their com bination. The purity means the 
degree  of brilliance. The lightness refers to the degree  of b righ t

ness.
The change in co lor for designs of sing le  co lo r shall be sim i

lar designs.

463



C hapter 6 GUIDELINES FOR EXAMINATION

Rule 2. 2

Chapter 6

O ther Provisions

1. Introduction

This C hapter relates m ainly to the spec ific  provis ions relating 
to the Artic les and Rules of the Patent Law and its Im plem enting 
Regulations concern ing  the procedures o f exam ination for re
quests for reexam ination and invalidation, inc lud ing  the exam ina
tion of inventiveness of the utility m odel and the exam ination per
form ed in accordance  w ith Rule 13.1 of the Im plem enting Regu
lations o f the Patent Law.

2. Examination of Inventiveness of Utility Model

For the exam ination of inventiveness of utility m odel, refer
ence may be m ade to the provisions concern ing  the princ ip les of 
exam ination, criteria  of exam ination, and the provis ions on the 
judgm ent of inventiveness of d ifferent k inds of inventions relating 
to the inventiveness o f invention set forth in C hapter 4, Part II of 
the G uidelines. However, because the criteria  for inventiveness 

for invention and for utility m odel as stipulated in A rtic le  2 2 .3  of 
the Patent Law are different, and the defin itions for invention and 
utility m odel as ob jects of pro tection are d ifferen t accord ing  to 

Rule 2 o f the Im plem enting Regulations o f the Patent Law, some 
issues require  specia l consideration in the exam ination of inven
tiveness of utility m odel.

2. 1 Technical Features Not to Be Considered in Examination of
Inventiveness of Utility Model
“ Utility m ode l” in the Patent Law m eans any new techn ica l 

solution relating to the shape, the structure, or their com b ina 
tion, of a p roduct, w hich is fit fo r p ractica l use.

The shape, the structure and their com bination o f the p rod 
uct m entioned in the above clause refer to the m acro -  shape, 
m acro -  structure and their com bination of the p roduct. The m i

c r o - s h a p e ,  m icro -  structure and their com bination, such as 
the m olecular s tructure  of a com pound , are not ob jects o f pro
tection for the utility m odel.

In the exam ination of inventiveness of the utility m odel, 
where the shape, the structure  or their com bination o f the p rod 
uct is changed  by any non -  shape or non -  s tructure  techn ica l 
feature of the techn ica l solution, only the change  in the shape,
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the structure or their com bination resulting from the said techn i
cal feature shall be cons idered . And the non -  shape technical 
feature or non -  structure techn ica l feature p e r se  shall not be 
taken into consideration. The techn ica l feature of the technical 
solution that has m ade no contribution for the change of the 
shape, the structure or their com bination of the p roduct shall be 
deem ed non -  existent. For exam ple:

(1 )  Material Feature
If com pared w ith the co rresponding  feature of the m ost relat

ed prior art, the d ifference of the material feature of a technical 
solution lies in the material itself, w hich does not result in any 
change of the shape, the structure or their com bination of the 
p roduct, then, even if the e ffect of the techn ica l solution incorpo
rating the material feature is better than, or d ifferent from , that of 

the m ost related prior a rt due to the d ifference of the material, 
the material feature shall not be taken into consideration in the 
exam ination of inventiveness of the utility m odel.

(2 )  M ethodologica l Feature

For utility m odel p roducts, the m ethodologica l features may 
be d iv ided  into two types.

One is the type  of m ethodologica l feature that does not have 
e ffect on the shape, the structure or their com bination of the 
product. That is, the introduction of the m ethodologica l feature 
does not lead to any change in the shape, the structure or their 
com bination of the product. This type  of m ethodologica l features 
shall not be taken into consideration in the exam ination of the in
ventiveness of the utility m odel. "The insect -  prevention treated 
tim ber" m ay be taken as an exam ple. S ince the insect -  preven
tion treatm ent does not lead to any change in the m acro -  shape 

or the m acro -  structure of the tim ber, the m ethodo log ica l feature 
of “ insect -  prevention treatm ent" shall not be taken into cons id 
eration in the judgm ent of inventiveness of the techn ica l solution 
incorporating the said feature.

The other is the type  of m ethodologica l feature that has 
e ffect on the shape, the structure or their com bination of the 
product. That is, the introduction of such a m ethodologica l fea
ture leads to changes in the shape, the structure or their com b i
nation of the p roduct. In the exam ination o f inventiveness of the 
utility m odel, only the changes in the shape, the structure or 
their com bination of the p roduct shall be taken into consideration 
and not the m ethodo log ica l feature p e r se. For exam ple, a tech-
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nical solution com prises two structural com ponents A and В 
m ade of the same m aterial. The two com ponents are “ w e ld e d ” 
into an inseparab le  body. “ W e ld ing" has changed  the m acro -  
s tructure  of the p roduct. In the exam ination of inventiveness of 
the techn ica l solution, the com ponents A and В shall be treated 
as a whole and the m ethodologica l feature of " w e ld ing " p e r se  
shall not be considered. If the co rrespond ing  com ponent in the 
most related prior art is a whole structure  but not “ w e ld e d ” to 
gether, the two com ponents may be regarded  as having no 
d ifference. If the co rrespond ing  com ponen t in the m ost related 
prior art is “ connected  by r ib " ,  consideration shall be given to 
the d ifference between the separable  structural com ponents con
nected by “ r ib ” and that of the inseparab le  com ponen t w hich is 

“ w e lded to g e th e r".

2. 2 Standards for Examination of Inventiveness of Utility Model
Art. 22. 3 For inventions, inventiveness m eans that, as com pared  with

the technology existing before the date  of filing , the invention 
has prom inent substantive features and represents a notable 
p rogress; For utility m odels, inventiveness m eans that, as com 
pared with the technology existing before  the date  of filing , the 
utility model has substantive features and represents p rogress. 
Therefore, in the exam ination of the request for invalidation of a 
patent for utility m odel, the standard of inventiveness for the utili
ty m odel is lower than that fo r the invention.

For the same invention -  creation, in judg ing  whether there 

exists “ techn ica l inspiration" in the prior art, the answ er is d iffer
ent accord ing  to whether it is an invention or a utility m odel. The 
d ifference is in the fo llow ing two aspects.

(1 )  Field of prior art
For inventions, the technical fie ld to be taken into cons ide ra 

tion covers not only the techn ica l fie ld to w hich the invention be

longs, but also the techn ica l fie lds that are sim ilar, c lose or relat
ed to the techn ica l fie ld to w hich the invention belongs, and as 
well as the other techn ica l fie ld in w hich a person skilled in the 
relevant fie ld of techno logy is likely to look for techn ica l m eans to 
resolve the techn ica l problem  the invention intends to.

For utility m odels, the techn ica l fie ld  to be taken into cons id 
eration is generally focused on the techn ica l fie ld to w hich the u- 
tility m odel be longs, with consideration also to the -other techn i

ca l fie lds that are sim ilar, c lose or related to it.
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(2 )  N um ber of prior art
For an app lica tion  for patent for invention, two or more d o c 

um ents of prior art m ay be cited to evaluate its inventiveness. As 
for utility m odels, in normal situation, one or two docum ents of 
prior a rt may be cited to evaluate its inventiveness. However, for 
utility m odels that are “ p ieced  toge the r” from the prior art, ac
co rd ing  to the situation, several docum ents of prior art may need 

to be cited to evaluate its inventiveness.

3. Examination Under Rule 13.1 of the Implementing Regulations

Rule 13. 1 of the Im plem enting Regulations of the Patent Law 
provides that “ for any identica l invention -  creation, only one pa
tent righ t shall be g ra n te d ". This provision sets the p rinc ip le  of 
prohib ition of doub le  -  patenting.

In accordance  w ith Rule 64 of the Im plem enting Regulations 
of the Patent Law, not in conform ity with the provisions of Rule
13. 1 o f the Im plem enting Regulations of the Patent Law is one of 
the grounds for filing a request to invalidate an invention -  c rea 
tion that has been granted patent right.

For inventions and utility m odels, by "id en tica l invention -  
c rea tion ” as m entioned in Rule 13. 1 of the Im plem enting Regula
tions, it m eans that the c la im ed inventions or utility m odels are I- 
den tica l; For designs, it means that the designs are identica l or 
sim ilar.

3. 1 Applications on the Same Date

3. 1. 1 Applications Where Patentees Are the Same Person
W here any person thinks that the grant of two patents to ap

p lica tions filed on the sam e date  to the sam e patentee are not in 
conform ity with the provisions of Rule 13. 1 of the Im plem enting 
Regulations of the Patent Law, it/h e  m ay request the Patent Re
exam ination Board to invalidate one of the patent rights.

U nder such situation, where the patentee chooses to keep 
one of the patent right valid by w ay of abandon ing  the other, i t /  
he shall subm it a statem ent in w riting for the abandon ing  of the 
other patent right from  the date  on w hich the patent right was 
granted . The Patent O ffice  shall reg ister and announce it. Where 
the patentee chooses to keep the patent righ t w hich was granted 
on a later date  va lid , it/h e  may declare  to abandon the earlier 
patent right from  the date  on w hich the later patent right was 

granted . W here there exists no other g rounds for requesting the
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said patent righ t invalid or where these other g rounds are not 
tenable, the Patent Reexam ination Board shall make the exam i
nation decis ion to keep the patent righ t va lid .

3 . 1 . 2  Applications Where Patentees Are Different Persons
Where any person th inks that the grant of two patents to ap 

plica tions filed on the same date  to d ifferen t patentees are not in 
conform ity with the provisions of Rule 13.1  of the Regulations of 
the Patent Law, it/h e  may request the Patent Reexam ination 
Board to invalidate the two patent rights respective ly.

U nder such situation, the Board shall norm ally handle  the 
requests together.

Where the tw o patentees choose, after negotia tion, to keep 
one of the patent right valid by w ay of abandon ing  the other pa
tent right from the date  on w hich the patent righ t was granted, 
the said patentee shall subm it a statem ent in w riting to abandon 
its /h is  patent right. The Patent O ffice  shall reg ister and an
nounce it. W here the patentees choose to keep the patent right 
w hich was granted on a later date  va lid , it/h e  may declare  to a- 
bandon the earlier patent righ t from  the date  on w hich the later 
patent right was granted . W here there exists no other g rounds 
for requesting the patent right w hich the patentees intend to keep 
invalid or where these other grounds are not tenable, the Patent 
Reexamination Board shall make the exam ination decis ion to 
keep the patent right valid.

Where none of the patentees agrees to abandon  its /h is  pa
tent right, and the Board believes that the ob jects  pro tected  by 
the two patent rights are the same invention -  creation, it shall 
declare  both patent rights invalid.

3. 2 Applications Filed on Different Dates
W here any person thinks that the ob jec t of pro tection of a 

patent right and that of a patent right granted earlier belong to a 
same invention -  creation, which is not in conform ity w ith the 
provisions of Rule 13. 1 of the Im plem enting Regulations of the 
Patent Law, it/h e  m ay request the Patent Reexam ination Board 
to invalidate the patent right.

If a request fo r invalidation is d irected  to a patent for inven
tion or utility m odel, and the pub lica tion  of a patent right which 

has an earlier filing date  a lready constitu tes the prior art o f the 
patent or is a patent w hich was filed earlier by another person
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but w as pub lished  later, then, the Board m ay perform  the exam 
ination in accordance  w ith the relevant provisions of A rtic le  2 2 .2 , 

A rtic les or A rtic le  23 o f the Patent Law.
W here a request for invalidation is d irected  to a patent for 

des ign , if a patent app lica tion  filed at an earlier date has already 
been pub lished  or it is an app lica tion  filed earlier by another per
son bu t was pub lished later, the Board may perform  the exam i
nation in accordance  with the relevant provisions of A rtic le  23 or 
Artic le  9 o f the Patent Law.
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Rule 3

Chapter 1

Patent A pp lica tion  Docum ents and Formality Requirem ents

1. Introduction

An app lican t seeking patent pro tection for an invention -  

creation shall file an app lica tion  for patent with the Patent O ffice 
in accordance  w ith the provisions of the Patent Law and its Im
p lem enting Regulations. In the exam ination and approval of a 
patent a pp lica tion , the app lican t shall also have to go  through a 
variety of form alities in connection with the patent app lica tion  in 
accordance  w ith the provisions of the Patent Law and its Im ple
m enting Regulations or upon the requirem ents of the exam iner. 
By patent app lica tion  fo rm a lities , it refers to the filing of patent 
app lica tion  with the Patent O ffice by the app lican t and the going 
through of other patent -  related matters in the p rocedures of pa

tent exam ination and approval..
The reques t, d escrip tio n , c la im s , draw ings of descrip tion  

and abstract subm itted to the Patent O ffice  by the app lican t up
on filing patent app lica tions in accordance  with Artic le  26 of the 
Patent Law or the request, d raw ings or pho tographs subm itted 
to the Patent O ffice  by the app lican t upon filing patent app lica 
tions in accordance  w ith A rtic le  27 of the Patent Law are referred 
to as patent app lica tion  docum ents. Except the app lica tion d o c 
um ents , all the other requests , s ta tem ents , observa tions, rectifi
cations and ce rtifica tes , evidence m aterials subm itted by the a p 
p lica n t, patentee or other parties concerned when going through 
the various form alities in connection w ith the app lica tion  or patent 
at the time of filing the patent app lica tion  or thereafter are re

ferred to as other docum ents.

2. Form of Filing Patent Application

G oing through the form alities of the patent app lica tion  shall 

be perform ed in writing or in the other form s as p rescribed  by 

the Patent O ffice.
The form alities perform ed in m anners other than in w riting , 

such as in oral fo rm , by phone call or in k in d , or by such com 
m unication m easures as te leg ram , te lex , facs im ile , film , etc. 
w h ich  d irectly  or ind irectly  p roduce  such techn ica l results as 
p rin tin g , typew riting  or handw riting , shall be deem ed not to 

have been p e rfo rm ed , and shall have no legal effect.
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Rule 4

Rule 4. 1

Rule 4. 2

3. Applicable Language

3. 1 Chinese
Except for the written certifica tes or proofing m ateria ls as 

p rovided by the departm ents concerned of a fore ign  governm ent 
or as estab lished in a fore ign coun try , the patent app lica tion  
docum ents and other docum ents shall be in Chinese.

The Patent O ffice shall base its exam ination on the Chinese 
text of the patent app lica tion  subm itted by the app lican t. The a t
tached text of the app lica tion  in fore ign language subm itted  by 
the app lican t at the time of filling the app lica tion  shall serve as a 
reference for the exam iner to understand the contents of the pa
tent app lica tion  in the exam ination procedures and shall have no 
legal effect.

3. 2 Chinese Characters
The word “ C h inese ”  as m entioned in Section 3. 1 of this 

C hapter refers to the Chinese characte rs. The patent app lica tion  
docum ents and other docum ents shall be written in Chinese.

The Chinese characte rs shall use the sim plified  w riting form 
pub lished by the China W riting System Reform C om m ittee in 
1964 as the standard . The Patent O ffice may co rrec t the va rian t, 
co m p le x , or non -  s tandard ized sim plified  form s of the cha rac
ters in the app lica tion  docum ents , or invite the app lican t to make 
the correction w ithin the specified  tim e limit.

3. 3 Translation of Foreign Languages
Scientific  and techno log ica l term s in fore ign languages shall 

be translated into standard  Chinese term s in accordance  w ith the 
provisions. Where no generally accep ted  translation in Chinese 
could  be found for a spec ific  te rm , it m ay be translated in ac
co rdance  with the general p ra c tice , the term  in the o rig inal lan
guage  shall be also ind icated.

For the foreign m easurem ent un it, the standard sym bol and 
unit shall be used in accordance  w ith the p rescrip tions of the 
State.

At the time of subm itting  the written ce rtifica tes and proofing 
m ateria ls as p rovided by the departm ents concerned of a fore ign 
governm ent or as estab lished in a fore ign country (s u c h  as d o c 
ument certify ing the right of p rio rity , docum ent certify ing  the as

s ignm ent, etc. ) ,  the party concerned shall subm it also the Chi

nese translation of the titles of the certifica tes and docum ents
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Rule 118. 1

Rule 120. 1

concerned . W here the Patent O ffice th inks it necessary , it may 
request a Chinese translation of the full text or the abstract of 
such docum ent to be subm itted w ithin a specified  time lim it. Fail
ure to subm it w ithin the specified  time lim it, the docum ents shall 

be deem ed not to have been subm itted.

4. Prescribed Forms

The form at of the various p rescribed  form s to be used for fil
ing the patent app lica tion  shall be estab lished by the Patent O f
fice. If necessary, the Patent O ffice shall make overall or partial 
am endm ents to these form ats and pub lish  them accord ing ly .

For form alities done w ith non -  p rescribed fo rm s, the Patent 
O ffice may invite the party concerned to make the am endm ents 
w ithin the spec ified  tim e lim it or deem  it not to have been m ade.

4. 1 Paper
The paper used for the various docum ents shall be p liab le , 

s tu rd y , d u ra b le , sm oo th , lusterless and w h ite , with its qua lity e- 
qual to , or better than , the 8 0 g offset paper.

4. 2 Specification
The specifica tion  of paper used for the descrip tion , c la im s, 

d raw ings of descrip tio n , abs trac t, d raw ings of abstract and oth
er form s shall be 297m m  x 2 1 0 m m (A 4 ).

4. 3 Margin
For the app lica tion  docum ents , there shall be a 25m m  mar

gin on the top ( i f  there is a title , from the top of the title to the 
e d g e ) and on the left of the page respective ly , and a 15mm 
m argin on the right and at the bottom  from below the page num 

ber to the edge  of the page  respective ly.

5. Rules of Writing

5. 1 Typewriting or Printing
The reques t, c la im s, d escrip tio n , abstract and the text m at

ter of the draw ings and the abstract d raw ings shall be typew rit
ten or prin ted . M athem atical expressions and chem ica l form ula 
in the above -  m entioned docum ents may be handwritten in a 

w ay as p rovided in m ap -m a k in g .
All other docum ents m ay be handwritten unless otherw ise 

p ro v id e d , bu t the w riting shall be neatly lettered and free from
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any alteration.

5. 2 Typeface and Specification
The Song typ e fa ce , im itation Song typeface  or regu la r scrip t 

shall be used for the various docum ents. Running hand or other 
typefaces shall not be allowed.

The characters shall be 3 .5 m m  to 4 .5m m  h ig h , and the row 
spacing  shall be 2 .5m m  to 3 . 5mm .

5. 3 Method of Writing
The docum ents shall be written on one side o f the p ap e r, 

arranged in co lum n , and read from left to righ t unless p rovided 
otherw ise.

Two or more patent app lica tions shall not be conta ined in 
one docum en t; two or more docum ents (e .  g. the descrip tion  
and c la im s) shall not be conta ined in one page.

5. 4 Color of Typeface
The typeface  shall be in b lack and app ropria te  for d irec t 

copying  in large quantities by photom echanica l p rocess , m icro
c o p y , Xerox p rin tin g , e tc ..  The handw riting  and printing shall 
be c lea r, s o lid , non -e ra s a b le  and non - fa d in g .

5. 5 Numbering
W here there are two or more pages in one docum en t, the 

pages shall be num bered in A rab ic  num erals and arranged in 

num erical order. The num bering shall be in the upper center of 
the bottom  m argin.

6. Certifying Documents

The certify ing docum ents w hich are often used in the p roce 
dures for exam ination and approva l of the patent app lica tion  in
c lude  the non -  service invention c e rtifica te , assignm ent agree
m ent, succession ce rtifica te , nationality ce rtifica te , certifica te  of 
location of headquarters and habitual business o ffice , habitual 
residence ce rtifica te , certifica te  o f the status of legal person , 
certifica te  of representative of legal pe rson , certifica te  of change 

of the title of legal pe rson , certifica te  o f change  of habitual resi

d en ce , certifica te  o f the priority right (d u p lic a te  copy  of the ear
lier app lica tion  d o c u m e n ts ) , certifica te  of assignm ent o f the p ri
ority r ig h t, certifica te  of deposit o f b io log ica l m ateria l sam p le ,

476



GUIDELINES FOR EXAMINATION C hapter 1

certifica te  of date for m ailing the docum ent e tc . .
The various certifica te  docum ents shall be p rovided by the 

com petent authorities concerned or be conc luded  between the 
parties concerned. For such docum ents , the o rig inal copy  shall 
be p ro v id e d ; where the dup lica te  copy  of the certify ing docu 
m ents is p ro v id e d , it shall be notarized ( excep t for those that 

have had centra lized au then tica tion ).

7. Number of Copies of Document

Rule 16. 1 The app lica tion  docum ents for patent subm itted by the ap 
p licant shall be in two c o p ie s , one for the o rig inal copy and the 
other for the dup lica te  c o p y , w ith the orig inal copy  clearly ind ica 
ted. W here there is no orig ina l copy  ind icated  by the app lica n t, 
the Patent O ffice  shall designate  one as the orig inal. W here there 
are d ifferences between the two co p ies , the o rig inal one shall 

prevail.
Unless otherw ise p rovided in the Im plem enting Regulations 

of the Patent Law and the G uidelines and excep t fo r the rep lace
m ent sheet of the app lica tion  docum ents , all the other docu 
ments subm itted to the Patent O ffice shall be in one copy. 
Where it is necessary to transfer the docum ents concerned to 
another p a rty , the Patent O ffice m ay ind icate  the num ber of c o p 

ies needed in the notification.
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Rule 92

Rule 93 
Art. 35. 1

Rule 97

Chapter 2

Patent Fees

1. Time Limit for Payment of Fees

( 1 )  The time lim it for the paym ent of the filing fee is two 
months from the date  of filing . The fees to be paid  toge ther with 
the filing fee include the fees for c la im ing right of priority (w he re  
the right of priority is c la im e d ) , add itiona l fee for filing the a p p li
cation ( regarded  as part o f the filing fe e ) and the printing fee for 
pub lish ing an app lica tion  for patent for invention.

The fee for c la im ing right of priority refers to the fees that are 
required where the app lican t c la im s the righ t of fore ign or d o 
m estic priority. The am ount o f the fees shall be ca lcu la ted  in ac
co rdance  with the num ber of the earlier app lica tion  ( s ) that 
serves as the basis of the priority.

The add itiona l fee for filing an app lica tion  refers to the fees 
payable  when the num ber of pages of the descrip tion  ( includ ing 

d ra w in gs) of the app lica tion  docum ents is in access of 30 or the 
num ber of c la im s is in access o f 10. Such fees are ca lcu la ted  in 

accordance  with the num ber of pages or the num ber of claim s.
The prin ting fee for pub lish ing the app lica tion  refers to the 

fees payab le  for the pub lica tion  of the app lica tion  for a patent for 
invention at the expiration of e ighteen m onths from the date  of fil

ing.
W here the aforesaid filing fee ( inc lud ing  the add itiona l fee 

for filing an a pp lica tion ) is not paid or not paid in full w ithin the 
specified  time lim it, the app lica tion  shall be deem ed to have 

been w ithdraw n. W here the aforesaid fee for c la im ing righ t of 
priority is not paid or not pa id  in full w ithin the spec ified  tim e lim

it ,  the claim  for right of priority shall be deem ed not to have been 
m ade. W here the aforesaid printing fee for pub lish ing the a p p li
cation is not paid or not paid in full w ithin the specified  tim e lim it, 
the app lica tion  shall be deem ed to have been w ithdraw n.

( 2 )  The time lim it for paying the substantive  exam ination fee 
is three years from the date  of filing ( or from the earliest priority 
date where right of priority is c la im e d ). This fee app lies only to 
app lica tions for patent for invention.

The time lim it for paying the fee for requesting an extension 
of a time lim it shall be due before the date  on w hich the original 

time lim it expires. The am ount of this fee shall be ca lcu la ted  ac
co rd ing  to the length o f the extension requested ( on a m onthly
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Rule 93 
Rule 7. 1 
Rule 7. 2

Rule 93 
Art. 41. 1

Rule 94

Rule 95

Rule 97 

Rule 91. 1

b a s is ) .
The tim e limit fo r paying  the request fo r a restoration of right 

shall be due w ithin two months from the date  on w hich the party 
concerned received the notification issued by the Patent O ffice 
confirm ing the loss of righ t (w h e re  the party concerned subm it
ted a request in accordance  w ith the provis ions of Rule 7. 2 of 
the Im plem enting Regulations of the Patent L a w ) , or w ithin two 

month from the date  on w hich the im ped im ent was rem oved, 
and at the latest w ithin two years im m ediately fo llow ing the exp i
ration of that time lim it (w h e re  the party concerned subm itted a 
request in accordance  w ith Rule 7 .1  of the Im plem enting Regu

lations of the Patent L a w ).
The time lim it for paying  the reexam ination fee is three 

months from  the date  on w hich the party concerned received the 
decis ion of rejection of the patent app lica tion  m ade by the Patent 

O ffice.
( 3 )  Before the grant of patent right to an app lica tion for pa 

tent for invention, the app lica tion  m aintenance fee shall be paid 

from the th ird  year counted from  the date of filing.
The time lim it for paying the registration fee for grant of pa 

tent r ig h t, the annual fee of the year in which the patent right is 
g ra n te d , the m aintenance fee of the app lica tion  for each year 
other than the year in w hich the patent right was granted ( fo r  an 
app lica tion  for patent for invention o n ly ) , and the printing fee for 
the announcem ent of grant of patent right is two m onths from  the 
date  on w hich the party concerned received the notification is

sued by the Patent O ffice  on the grant o f patent right.
( 4 )  The time lim it fo r paying the annual fee and the sur

ch a rg e , please see Section 2. 2 , Chapter 9 of this Part.
( 5 )  The time lim it for paying the fee for a change in the b ib 

liograph ic da ta , fee for estab lish ing a search report on a utility 
m odel pa ten t, fee for requesting suspension of the patent p roce
d u re , fee for requesting inva lidation , fee for requesting a com 
pulsory license, and fee for requesting ad jud ication  on the ex
plo itation fee of a com pu lso ry  license is one month from the date 

on w hich the co rrespond ing  request is filed.

2. Methods of Payment and Setting Accounts

The fees m ay be pa id  d irec tly  to the Patent O ffice ( including 
the representative  o ffices ) or pa id  by w ay of postal or bank re
m ittance , or in any other w ay as p rescribed  by the State Inte llec
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Rule 91. 2

Rule 9 1 .3

Rule 91. 3

tual Property O ffice. The scope  o f the paym ent co llection  by 
each representative office shall be separate ly p rov ided.

W here fees are paid by  w ay o f postal or bank rem ittance , 
the co rrect filing num ber or patent num ber, title of the fees to be 
paid and name or title and the add ress ( inc lud ing  posta l c o d e ) 
of the person who rem its the paym ent shall be ind icated  on the 
m oney order. Non -  com pliance w ith the aforesaid requirem ent 
shall be deem ed failure to have gone through the form alities of 
paym ent.

W here the fees are pa id  by an party concerned that has no 
habitual business office or residence in C hina, the paym ent shall 
be m ade in the designated  fore ign cu rrency through a patent a- 
gency designated  by the State Inte llectual Property O ff ic e , ex
ce p t otherw ise provided.

W here fees are paid by postal rem ittance and if the filing 
num ber or patent num ber and the title of the fees to be paid 
have been clearly ind icated on the m oney o rd e r, the date  of re
m ittance ind icated  by the postm ark shall be the date  of pay
m en t; if the filing num ber or patent num ber or the title of the fees 
to be paid is not ind icated  on the m oney o rd e r, the fees shall be 
returned to the sender and the paym ent shall be deem ed not to 
have been made.

W here the fees are paid  by bank transfer and if the filing 
num ber or patent num ber and the title o f the fees to be paid 
have been c learly ind ica te d , the date on w hich the transfer of 
such fee is conducted  shall be the date  of paym en t; if the filing 

num ber or patent num ber or the title of the fees to be paid is not 
ind ica te d , the fees shall be tem porarily  depos ited  and the pay
m ent shall be deem ed not to have been m ade.

W here fees are pa id  by postal or bank rem ittance, the time 
between the date  of rem ittance ind icated  on the m oney order 

and the date of rece ip t of the m oney o rder by the Patent O ffice  is 
m ore than fifteen d ays , the date of rece ip t by the Patent O ffice 
shall be the date  of paym ent unless the party concerned may 
p rovide  relevant evidence.

All of the fees shall be ca lcu la ted  in RMB (y u a n ) .  The fees 
that shall be paid in fore ign cu rrency in accordance  with the 

rules shall be settled after converting the fore ign cu rrency to 
RMB in accordance  w ith the exchange rate p rovided by the 
State on the date  on w hich the rem ittance is m ade.
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Rule 91. 4

3. Reduction and Postponement of Payment

The m easures of reducing  and postpon ing paym ent o f fees 
shall be separate ly issued by the Patent O ffice.

4. Temporary Deposit and Return of Payment

4. 1 Temporary Deposit
W here a rece ip t cannot be written out nor the rem ittance be 

returned to the rem itter because of illeg ib le  handwriting or for 
lack of the necessary information on the m oney o rd e r, the money 
rem itted shall be depos ited  tem porarily  in the Patent O ffice ’s 
bank account. When the content is c larified  after inqu iry , a re
ce ip t shall be im m ediately written ou t, and the date on w hich the 
m oney is w ithdraw n from  the account is deem ed to be the date 
of paym ent. H ow ever, where evidence  is subm itted w ithin two 
months from the rece ip t o f the notification of a loss of a right sent 
by the Patent O ffice , if it is proved by evidence  that it is the fault 
of the bank or the post office that results in the fees being de
posited  tem pora rily , the date o f initial rem ittance shall be the 
date  of paym ent. If the contents of the paym ent remain im possi
b le  to be clarified  for three years after the tem porary deposit was 
m ad e , the account shall be settled and the fees are handed over 
to the h igher authority.

4. 2 Return of Payment

4. 2. 1 Principles of Return of Payment
W here any patent -  related fee is paid in excess of the a- 

m ount as p re sc rib e d , paid  repeatedly or w ro ng ly , the party con
cerned m aking the paym ent may request a refund w ithin one 
year from the date  of paym en t, and the Patent O ffice  shall return 
the paym ent. The Patent O ffice  sha ll, in accordance  with the 
ru les , on its own in itia tive, refund a paym ent for the exam ination 
fee for an app lica tion  w hich was deem ed to have been w ith
drawn during the pre lim inary exam ination and thus has no legal 

e ffect or the annual fee paid after the cessation o f the patent 
right was announced. W here the reason for requesting a refund 
of the paym ent is that the paym ent was paid w rong ly , evidence 
of the w rong paym ent shall be p rovided. W here it is obvious that 
the fees have been paid w rong ly because the title of the fees 
were incorrectly  in d ic a te d , the Patent O ffice  may transfe r, ex
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o ffic io , the fees to the app ropria te  account. If the m oney o rder is 
incom plete  or unc lea r, and the rece ip t cannot be written out after 
ve rifica tio n , the paym ent shall be refunded.

Paym ent shall not be returned under the fo llow ing c ircum 

stances;
( 1 )  The party concerned requests the refund o f a fee paid

in excess of the am ount as p re s c r ib e d , paid repeated ly or
w rong ly after more than one year from the date  on w hich the
paym ent was m ade ;

( 2 )  The party concerned does not p rovide  evidence  of an 
w rong paym en t; and

( 3 )  The party concerned requests a refund of a fee pa id  in 
a ccordance  with the rules before the request fo r reduction or 
postponem ent of the paym ent is app roved .

4. 2. 2 Effect of Return of Payment
The returned paym ent shall be deem ed not to have been 

pa id  from the beg inn ing.

5. Inquiry about the Payment

W here an party concerned  needs to inquire about the pay
m ent of fe es , a copy  of the bank m oney o rder or a copy  of the 
voucher of the postal rem ittance ( if no rece ip t of the Patent O f
fice  is re c e iv e d ) , or a copy  o f the rece ip t from  the Patent O ffice 
( i f  the Patent O ffice has given a rece ip t) shall a lso be p rov ided. 
The tim e lim it for the inqu iry  is one year from  the date  on which 
the fee was rem itted.
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Rule 40

Chapter 3

A cceptance

1. Location of Reception

The Receiving Division of the Patent O ffice is responsib le  for 
rece iv ing patent app lica tions and other relevant docum ents. The 
representa tive  offices estab lished by the Patent O ffice  in some of 
the provinces and cities are responsib le  for receiving patent a p 
p lica tions only. They do  not receive fore ign -  related a pp lica 
tio ns , d ivisional app lica tions , app lica tions c la im ing dom estic p ri
ority or other interm ediate docum ents. The Receiving D ivision of 
the Patent O ffice  and these representative o ffices shall open w in
dow s for receiving the app lica tions and docum ents. Docum ents 
that are not reg istered w ith the said Receiving Division or Receiv
ing O ffice shall not enter into the procedures for exam ination and 
approva l. The Patent Reexam ination Board receives requests for 
reexam ination and invalidation and other relevant docum ents.

The Patent O ffice shall pub lish  the addresses of the Receiv
ing D ivision of the Patent O ffice and the representative o ffices by 
way of announcem ent.

A pp lica tion  docum ents or other relevant docum ents that are 
sent to any ind iv idua l of the other departm ent o f the Patent O ffice 
or to any departm ent of the Patent O ffice other than the Receiv
ing Division shall have no legal effect.

2. Acceptance or Non -  Acceptance of Patent Application

2. 1 Requirement of Acceptance
The Patent O ffice shall a ccep t patent app lica tions that are in 

conform ity with the fo llow ing requirem ents;
( 1 )  The request shall be included in the app lica tion docu 

m ents, w hich shall c learly ind icate  the type  of patent app lied  

fo r, and the nam e or title and address of the a pp lica n t;
( 2 )  The descrip tion  and the cla im s shall be included in the 

app lica tion  docum ents for a patent for invention; the descrip tion  
(d ra w in g s  o f the descrip tion  m ust be in c lu d e d ) and the claim s 
shall be included in the app lica tion  docum ents for a patent for u- 
tility m od e l; and p icture  or photograph shall be inc luded in the 
app lica tion  docum ents for a patent for d e s ig n ;

( 3 )  The app lica tion  docum ents are typewritten or printed in 
Chinese. The writing and lines o f the app lica tion  docum ents
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Rule 40

shall be leg ib le  and free from alterations. They shall be neat e- 
nough for the contents of docum ents to be identified easily at 
least. The draw ings of the descrip tion  of the invention or utility 
m odel and the p ic tures of the des ign  shall be dra fted  w ith non -  
erasable ink , and free from a lterations;

( 4 )  W here the app lican t is a national o f a fore ign coun try , 
the app lica tion  shall conform  with the provis ions of A rtic le  19.1 of 
the Patent Law , and the country to w hich the app lican t belongs 

shall conform  with the provisions of Artic le  18 of the Patent L a w ; 
and

( 5 )  where the app lican t is a legal person or resident of 
Hong K ong , M acao or Ta iw an, the app lica tion  shall com p ly  with 
the form alities for the appoin tm ent of an agency in accordance  
with the provis ions of Section 3 . 1 . 1 . 1 ,  C hapter 1 o f Part I of the 
G uidelines.

2. 2 Circumstances of Non -  Acceptance
In any of the fo llow ing c ircum stances, the Patent O ffice shall 

refuse to a cce p t the app lica tion ;
( 1 )  where one of the requirem ents of accep tance  in ( 1 ) ,  

( 2 )  or  ( 3 ) ,  Section 2 .1  of this C hapter is not com p lied  w ith ;
( 2 )  where a fore ign app lican t is obviously not entitled to a p 

p ly for patent for reasons o f nationality or residence requ irem ent;
( 3 )  where a fore ign a pp lica n t, for reasons of nationality or 

residence requ irem ent, fails to appo in t a patent agency d es ig 
nated by the State Inte llectual Property O ffice  to p rosecute  the 
app lica tion  as p rovided in A rtic le  19.1 of the Patent Law ;

( 4 )  where a legal person or resident o f Hong K o ng , M acao 
or Taiwan sends the patent app lica tion  to the Patent O ffice  by 
mail d irectly  from the region of Hong K ong , M acao or Ta iw an; or

( 5 )  where in filing the patent app lica tion  as an app lican t 

with the Patent O ff ic e , a legal person of Hong K ong , M acao or 
Taiwan fails to appo in t a patent agency designated  by the State 
Intellectual Property O ffice.

2. 3 Procedures of Acceptance and Non -  Acceptance
After receiving a patent a pp lica tion , the Receiving Division 

or the representative o ffices shall com prehensive ly and carefully 
review and check all of the docum ents , issue the notification of 
accep tance  or non -  accep tance  in accordance  w ith the law.
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2. 3. 1 Procedure of Acceptance
Where the patent app lica tion  meets the requirem ents of ac

ce p ta nce , the exam iner shall a ccep t it in the fo llow ing order.

( 1 )  Determ ining the date  of rece ip t;
Punch the date  of rece ip t in all of the docum ents to record 

the date  of rece iv ing the app lica tion  docum ents by the Receiving 
O ffice. The representative office shall affix the sea l, on the re
q u e s t, of the date  of receiving the docum ents and send them to 

the Patent O ffice  to be punched with the date.
( 2 )  Verifying and checking  the num ber of docum ents ;
C heck the total num ber of the docum ents , verify the titles

and num ber of the app lica tion  docum ents and other docum ents 
ind icated  in the request, and record the result of the check in 
the request. The app lica tion  docum ents shall be num bered 
page  by p a g e , and the total page num ber of the app lica tion  
docum ents shall be cod ified . The page  num ber shall be ind ica 
ted on the upper righ t hand corner of each page  of the a pp lica 
tion docum ents , and recorded in the co rresponding  place on the 

inside back cover of the file.
( 3 )  Determ in ing the date of filing
W here the patent app lica tion  is subm itted personally to the 

Receiving Division of the Patent O ffice or a representative o ffice , 
the date  of rece ip t should be the date of filing . W here the patent 
app lica tion  is sent by m a il, the date  of m ailing ind icated  by the 
postm ark on the envelope shall be the date of filing . W here the 
postm ark is illeg ib le , the date on which the Patent O ffice or the 

representa tive  office receives the docum ents shall be the date of 
filing , the enve lope shall be kept in the file. As for a divisional 
a pp lica tion , the date  of filing for the o rig inal app lica tion  shall be 

its date  of filing . The date of subm ission of the divis ional a pp lica 
tion shall be ind icated  in the request.

( 4 )  Assignm ent of the filing num ber
A filing num ber shall be assigned to the co rresponding  pa

tent app lica tion  accord ing  to the o rder of filing the app lica tion . 
The filing num ber shall be stuck on the request and the other rel
evant docum ents.

( 5 )  Record ing the num ber of the reg istered letter
W here the patent app lica tion  is sent by the registered m ail, 

the num ber o f the registered mail shall be recorded in the re

quest.
( 6 )  Inputting and verify ing the data
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Verify the original text o f the docum ents , input and verify the 
d a ta , prin t out the data  verification sheet and co rrec t the incor
rect data  input. The person who m ade the verification shall affix 
his seal on the sheet. W here an app lica tion  for the patent for in
vention contains the d isclosure of one a n d /o r  m ore nucleo tide  or 

am ino acid  sequences, it shall be verified whether or not the CD 
- R O M  or d isc  of the co rrespond ing  sequence listing has been 

p rovided and whether or not the sequence listing has been co p 
ied into the database.

(7 )  Preparing notifications of accep tance
The notification o f a ccep tan ce , notification for the paym ent 

of fees or notification o f reduction or postponem ent o f paym ent of 
fees for exam ination and approva l shall be each prepared  in d u 
p lica te. The dup lica te  copy  shall be sent to the app lican t and 
the original copy  shall be kept in the file. In the notification of ac 
ceptance  it shall ind ica te , at least, the filing num be r, date  of fil
in g , name or title of the app lican t and the verification information 
of the docum ents. The seal of the Receiving Division of the Pa
tent O ffice or the representative office shall be a ffixed on the du
p lica te  c o p y , and the seal of the person who handled the case 
and the date  of issuance of the docum ent shall be affixed on the 
orig inal one. In the notification o f paym ent of fees , it shall ind i
cate the app lica tion  fe e , add itiona l fees and other fees that the 
app lican t is required to pay when the app lica tion  is filed  and the 
time lim it fo r paying the fees. The requirem ents for the paym ent 
of the fees shall a lso be ind icated  c learly in the notification. In 
the notification o f reduction or postponem ent of the paym ent of 
the fees for exam ination and a pp rova l, it shall ind icate  the per

centage of the reduction or postponem ent of the paym ent, the a- 
m ount payab le  for the paym ent after the reduction , the time lim it 
fo r, and the relevant requirem ents o f, the paym ent.

2. 3. 2 Procedures for Acceptance of Divisional Application

2. 3. 2. 1 Procedures for Acceptance of Divisional National Appli
cation

For a d ivis ional app lica tion , excep t for rece iv ing and exam i

ning it accord ing  to the requirem ents for accep tance  of a regular 
patent app lica tion , the Patent O ffice  shall exam ine the orig inal fil
ing num ber or the o rig inal date of filing as ind icated  in the re
quest of the divisional app lica tion . If the o rig inal filing num ber or
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the original date  of filing is not ind icated  in the said request of 
the divisional app lica tion  or if the divisional app lica tion  has 
changed the kind of pro tection of the initial app lica tion , the ap 

p lica tion shall be accep ted  as a regular patent app lica tion .
For a d iv is ional app lica tion  w hich meets the requirem ents for 

a ccep tan ce , the Patent O ffice shall a ccep t it, assign to it a filing 
n um be r, and acknow ledge  the original date  of filing as its date 
of filin g , and the date of subm ission of the divisional app lica tion 
shall be pu t into record. In the m eantim e, the notification for 
paym ent of fees or notification of exam ination and approva l of the 
reduction or postponem ent of paym ent of fees shall be sent ou t, 
and the relevant data  shall be estab lished and verified.

2. 3. 2. 2 Procedures of Acceptance for Divisional International 
Application Entering National Phase

For an international a pp lica tion , if a d ivisional app lica tion  is 

filed after it enters into the national phase, in add ition  to co n d u c 
ting the exam ination for accep tance  for a regular patent a pp lica 
tion , the exam iner shall verify the orig inal date  o f filing and the o- 
rig inal filing num ber as ind icated  in the request of the divisional 
app lica tion . The said o rig inal date o f filing shall be the date  of fil
ing of the international a pp lica tion , and the original filing num ber 
is the filing num ber assigned by the Patent O ffice  when it enters 
into the national phase in China. In the b racke ts , the internation
al filing num ber of the o rig inal app lica tion  shall be ind icated as 
well.

2. 3. 3 Procedures of Non -  Acceptance
W here a patent app lica tion  fails to m eet the requirem ents for 

a cce p ta n ce , the exam iner shall usually issue a notification to re
fuse the app lica tion  in the fo llow ing order.

( 1 )  Determ ination of date  of rece ip t

Punch the date  o f rece ip t on all of the docum ents to record 
the date  o f rece iv ing the app lica tion  docum ents by the Receiving 
Division.

( 2 )  Draft of notification to refuse the app lica tion
The notification o f non -  accep tance  shall be in dup lica te ; 

the dup lica te  copy  shall be sent to the party concerned and the 
o rig inal copy  shall be kept in the file. In the no tifica tion , it shall 
ind ica te , at leas t, the name or title o f the party concerned and 
the reason of it be ing refused. The seal of the Receiving Division
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of the Patent O ffice  or the representative office shall be affixed 
on the dup lica te  c o p y , and the seal of the person who handled 
the case and the date  of issuance of the notification shall be af
fixed on the orig ina l copy.

( 3 )  Return of docum ents

The docum ents of the app lica tion  that are refused shall be 
returned to the party concerned by mail together w ith the d u p li
cate copy  of the Notification o f Non -  accep tance .

W here patent app lica tions that are subm itted  personally to 
the Receiving Division of the Patent O ffice  or to the representa
tive o ffices fail to meet the requirem ents for a ccep tan ce , the rea
sons of w hy the app lica tion  is refused shall be expla ined to the 
party concerned. In such c ircum stances, it is not the usual 
practice  to issue a notification o f non -  a ccep tan ce , nor shall any 
m ark m ade on the app lica tion  docum ents.

3 Receipt or Refusal of Other Documents

3. 1 Requirements for Documents to Be Accepted
Any other docum ents that m eet the fo llow ing requirem ents 

shall be accep ted  by the Patent O ffic e :

( 1 )  The various docum ents relate to only one patent app li
cation and have the filing num ber of the patent app lica tion  ind i
ca ted  on them ;

( 2 )  The various docum ents are written in clear and neat 
Chinese and are non -  erasable. For the docum ents in a fore ign 
language , a list of the m aterials in Chinese is a ttached.

3. 2 Procedures for Acceptance and Refusal
When other docum ents associated with the patent a pp lica 

tion subm itted  by the a pp lica n t, pa ten tee , or any other party 
concerned are received by the Receiving Division o f the Patent 
O ffice , the said d ivision shall care fu lly check  and verify all the 

docum ents , rece ive the docum ents accord ing  to the law or issue 
a notification of non -  accep tance .

3. 2. 1 Procedures for Acceptance
W here the other docum ents m eet the requirem ents for a c 

ce p ta nce , the exam iner shall receive them in the fo llow ing o r
der.

( 1 )  Pre -  registration
The in term ediate docum ents sent by mail should be con 
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firm ed and reg is te red ; the mail transfer form of the incom ing and 
outgoing mail o ffice  shall be verified.

( 2 )  Determ ination of date  of rece ip t

Punch the date of rece ip t on all of the docum ents to keep 
record of the date  on w hich the Receiving Division receives the 
said docum ents. Any docum ent that has not gone through the 
registration and has not been punched of the date by the Re
ce iv ing  division shall not enter into the exam ination and approval 
p rocedure  of exam ination and approval.

( 3 )  Checking the num ber of docum ents
C heck the num ber of all the docum ents ; verify the titles and 

num ber of the docum ents ind icated  by the party concerned on 
the lis t; and keep a record of the result of the verification on the 

list. W here no list is p rovided by the party co nce rn ed , the annex 
ind icated  in the p rinc ipa l docum ent shall be verified and the re
sult o f the verification shall be recorded in the p rinc ipa l d ocu 
ment. W here the filing num ber o f the docum ent as subm itted is 
inco rre c t, if the co rrec t filing num ber can be figured out on the 
basis of the other in form ation, the Receiving O ffice m ay, ex offi

c io , make a correction. O therw ise, the docum ents shall be 

non -  accep tab le  and shall be returned.
( 4 )  Determ ination of date of subm ission
W here docum ents are delivered personally through the Re

ce iv ing Division of the Patent O ff ic e , the date  of rece ip t shall be 
the date  of subm ission. W here docum ents are sent by m ail, the 
date of m ailing ind icated  by the postm ark on the envelope shall 

be the date of subm ission. If the aforesaid postm ark is illeg ib le , 
the date  on which the Patent O ffice  receives the docum ents shall 
be the date  of subm ission. The enve lope shall be kept together 
w ith the docum ents in the file. The date  of subm ission of the 

docum ents shall be recorded in the docum ent list. W here no 
such a list is p ro v id e d , it shall be ind icated  in the p rinc ipa l d ocu 

ment.
( 5 )  G iving of Receipt for docum ents received
W here at the time of subm itting  the docum ents , there are 

two cop ies  of the list of the docum ents a tta ch e d , the result o f the 
verification shall be ind icated on the dup lica te  copy  of the list 
and shall be sent to the party concerned after being sealed by 
the Receiving Division of the Patfent O ffice . The original copy of 
the lis t, with the seal affixed of the person who handles the m at
ter and the outgoing date  ind ica te d , shall be kept in the file.
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W here at the time of subm itting  the docum ents , no list o f d ocu 
ments is a tta ch e d , or where there is no dup lica te  copy  of the 
lis t, the Receiving Division of the Patent O ffice  may not sent the 
acknow ledgem ent of rece ip t of the docum ents.

( 6 )  Establishm ent of e lectron ic database

The relevant data  o f all the docum ents shall be input into the 
com puter.

3. 2. 2 Procedures for Non -  Acceptance
W here the other docum ents fail to meet the requirem ents for 

accep tan ce , the notification of non -  accep tance  shall be issued 
in accordance  with the p rocedures as p rovided in Section 2 . 3 . 3  
of this Chapter.

4. Correction of Date of Filing

W here the a pp lica n t, after receiving the Notification of A c
ce p ta nce , thinks that the date  of filing recorded in the N otifica
tion o f A ccep tance  is not the same as the date  of m ailing the a p 
p lication docum ents, it/h e  may request the Patent O ffice to co r
rect the date of filing.

After receiving the request for correction from the a p p lica n t, 
the Receiving Division of the Patent O ffice shall check whether or 
not such request conform s to the fo llow ing requ irem ents ;

( 1 )  W hether or not it is subm itted  w ithin two m onths from 
the date of subm itting the patent app lica tion  docum ents or within 
one month from the date  on w hich the app lican t receives the No
tification of A cce p ta n ce ; and

( 2 )  W hether it is a ttached with the certifica tion  o f the date  of 
m ailing as p rovided by the post o ffice  that received and de liv
ered the patent app lica tion  docum ents.

W here the docum ents conform  to the above -  m entioned re
qu irem ents , the exam iner shall verify whether or not the ce rtifica 
tion is va lid . If it is , the date  of filing shall be co rrected . W here 
the docum ents fail to conform  to the above -  m entioned requ ire 
ments or where the certifica tion  is in va lid , the request to change 
the date  of filing shall not be a llowed.

W here it is a llowed to co rrec t the date  o f f il in g , the N otifica
tion of Re -  Determ ination o f the Date of Filing shall be m ade in 
dup lica te . The dup lica te  copy  shall be sent to the a pp lica n t, 
and the original one shall be kept in the file. The re levant data  

shall be am ended and the departm ents concerned shall be
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inform ed accord ing ly . W here it is dec ided  not to change the 
date  of f il in g , the notification of the request deem ed not to have 
been m ade shall be issued to the app lican t requesting for co r
rection of the date  o f f i l in g , the reasons therefore shall be stat

ed.

5. Correction of Mistakes in Procedures of Acceptance

The Receiving Division of the Patent O ffice or the various 
representative offices shall co rrect p rom ptly any m istake in the 
rece iv ing of patent app lica tions once they are d iscove red , the 
notification of corrections shall be issu e d , and the relevant data 
shall be am ended . The docum ents that are sent to the other ex
am ination departm ents of the Patent O ffice by m istake shall be 
returned to the Receiving Division and the reason therefore shall 

be s ta ted .
W here a patent app lica tion w hich does not meet the require

ments for accep tance  is being a cce p te d , where an incorrect fil
ing num ber or date  of filing is being a ss ig ne d , or where the veri
fication of the num ber of docum ents has been proved w rong , 
only the Receiving Division of the Patent O ffice has the power to 

make the decis ions of rectification.

6. Inquiry

A register of incom ing docum ents is estab lished in the Re
ce iv ing Division of the Patent O ffice. Unless the party concerned 
can p rovide  the rece ip t for the receiving of the docum ent or the 
notification of accep tance  issued by the Patent O ffice or the rep 
resentative o ffic e s , the contents conta ined in the register shall 

prevail.
The time limit fo r inquiry is one year counting from the date 

on w hich the docum ent is subm itted.
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Chapter 4

File of Patent Applica tion 

File and Its Composition

The patent app lica tion  file is a co llection of the docum ents of 

a patent app lica tion  accum ula ted  and kept as the va lid  original 
record for verification purpose in the process of its exam ination 
and approval and in its va lid  term of protection.

The patent app lica tion  file serves as the basis for the exam i
nation and approval of patent app lica tions and for the m aking of 
various decis ions. It records in a deta iled  and truthfu l w ay the 
whole process o f com ing  into b e in g , grow ing  up and cease of 
the patent app lica tion .

The patent app lica tion  file consists of a fo lde r and a variety 
of docum ents. A dup lica te  copy  in another form  as p rov ided  by 
the Patent O ffice may be m ade.

1 .1  Folder
A fo lde r is used to keep the docum ents and for record ing  

the im portant contents kept in the file ; hence, it is an im portant 
part of the file as a whole.

When the fo lde r has to be changed  due to natural or inten
tional dam ag e , the com p le te  record on the fo lde r shall be 
m oved to the new fo lde r and the old fo lde r shall be kept w ith the 
file and shall not be destroyed w ithout perm ission.

In the fo lde r there are two b ind ing  strips and tw o docum ent 
pockets.

On the firs t b ind ing  s tr ip , there shall keep the docum ents 
firs t subm itted by the app lican t ( in c lu d in g  the patent app lica tion 
docum ents and other d ocu m e n ts ) when the app lica n t files the 
patent app lica tion  w ith the Patent O ffice and the orig ina l cop ies 
of the notification of accep tance  and notification for paym ent of 
fees or notification of exam ination and approva l concern ing  a re
duction or postponem ent of paym ent of fees.

On the second b ind ing  s tr ip , there shall keep the other d o c 
uments p roduced  after the subm ission of the patent app lica tion  
docum ents.

In the first docum ent p o cke t, there shall keep the various 
docum ents pending  handling or on their m id -  w ay of be ing han
d led.

In the second docum ent p o cke t, there shall keep the bags
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for G azette , in w hich the docum ents for pub lica tion or for grant 

of patent are kept.
The flow chart, fee paym ent, legal status of the app lica tion 

and the title of the incom ing and outgoing docum ents are ind ica
ted respective ly on the front co ve r, inside front co ve r, inside 
back cover and the back cover of the fo lder.

1. 2 Documents
The docum ents in the patent app lica tion  file com e mainly 

from the fo llow ing four sources;
( 1 )  The patent app lica tion  docum ents and their append ices 

subm itted by the app lican t in accordance  with the law when 
it/h e 'f ile s  an app lica tion  for patent for an invention -  c rea tion ;

( 2 )  The series of decis ions m ade and notifications issued 

by the exam iner and the various responses m ade by the a p p li
cant under the request of the exam iner in the course of the Pa
tent O ffice ’s exam ination of the patent app lica tion  docum ents ;

( 3 )  The docum ents and proving m aterials subm itted by the 
app lican t when it/h e  goes through the form alities on its /h is  own 
initiative after filing the patent app lica tion ; and

( 4 )  The various docum ents subm itted by any person in ac
co rdance  w ith the law in connection with the patent app lica tion  or 

pa ten t, and the docum ents of the Patent O ffice , the Patent Re
exam ination B oard , and the people 's  courts etc. concern ing  the 
exam ination o f these docum ents in the course o f exam ination 
and approva l of the patent app lica tion  and after the grant of the 

patent right w ithin its term  o f pro tection.
After p rope r hand ling , establishm ent o f files and p lacing on 

file , the above -  m entioned docum ents constitu te  im portant com 
ponents of the file.

2. Principles of Establishment of Files 

2. 1 Principles
When estab lish ing the file s , the fo llow ing p rinc ip les shall be 

com p lied  w ith ;
( 1 )  Princip le of truthfulness
The collection shall be the orig inal docum ents p roduced  by 

the a pp lica n t, pa ten tee , parties co nce rn ed , exam iner and any 
other person in the filing of the a pp lica tion , the exam ination and 
approval o f the app lica tion  as well as in the various legal p ro
ceed ings  of the post -  g rant p rocedures. These docum ents shall
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not be rep la ce d , d e le ted , supp lem ented or altered at will. 
W here any correction is to be m ad e , there shall be a decis ion  of 
am endm ent, and shall state the reasons therefor.

( 2 )  P rincip le  of one app lica tion  one file

One patent app lica tion  shall have one file. The app lica tion  
num ber of the patent app lica tion  shall be the num ber of the file 
that shall be used for the entire existence of the file.

W here the same app lican t intends to go through the iden ti
ca l form alities in respect o f several patent app lica tion  file s , it/h e  
shall subm it a request fo r each of the patent app lica tion  respec
tively. The related docum ents shall be p laced on its respective  
files. The app lican t shall not leave out any docum ent by using 
“ s e e . . .  ”  for cross -  reference. For the same a p p lica n t, patent 
app lica tions may be pu t together to m ake changes in the name 
or title of the app lican t or the assignm ent of r ig h t, the dup lica te  
copy  of the certify ing docum ent shall have the sam e e ffect as the 
original one after it is a ffirm ed by the Patent O ffice.

W here the Patent O ffice issues notification or decis ion of the 

same contents in respect o f several patent app lica tions o f the 
same a pp lica n t, one notification or decis ion shall be issued in 

respect of each patent app lica tion . No om issions are a llowed.
( 3 )  P rincip le of chrono log ica l o rder
W here a party concerned goes through the form alities be

fore the Patent O ffice in accordance  with the law , the Patent O f
fice  shall handle and p lace on file in time the various docum ents 
subm itted by it/h im . In a dd itio n , the various notifications or d e 
c isions m ade by the exam iners of the Patent O ffice in the course 
of exam ination shall be p laced  on file in time.

The docum ents in the patent app lica tion  files shall be 
p laced in a chrono log ica l o rder accord ing  to the time when they 
are handled.

2. 2 Record Keeping

2. 2. 1 Keeping Record of Documents
All the docum ents in the file ( in c lu d in g  incom ing and ou tgo 

ing docum ents) shall be num bered consecutive ly  in A rab ic  nu
m erals and recorded in the co rrespond ing  item of the file fo lder.

The docum ents subm itted  for the first tim e by the app lican t 
when filing the patent app lica tion  and the notification of a cce p t

ance shall be b ound , num bered and recorded  in the inside back
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cover of the fo lder. For the b ind ing  of the app lica tion for patent 

for invention or utility m od e l, it shall be in the o rder of request, 
abstract of descrip tio n , draw ing  of a bs trac t, c la im s , descrip tion 
and draw ings of the descrip tion. For the b ind ing  of app lica tion 
for patent for d e s ig n , it shall be in the o rder of request, draw ing 

or photograph and the brie f explanation.
The docum ents subm itted by the app lican t on its /h is  own 

initiative or in response to the request of the exam iner after the 
patent app lica tion  w as filed and the various docum ents subm it
ted by any person in respect to this patent app lica tion  in acco rd 
ance with the law shall be recorded in the item of incom ing d o c 
uments on the back cover of the fo lder. The various notifications 
or decis ions issued by the exam iner shall be recorded in the i- 
tem of outgoing docum ents on the back cover of the fo lder. The 

recorded contents shall include the title of the docum en t, date  of 
receiving or d ispa tch ing  the docum ent and location of the docu 

m ent ( page n u m b e r) .

2. 2. 2 Keeping Record of Fee Payment
When various fee paym ents are rece ived , the title of the 

fees and the status of the paym ent shall be recorded on the in
side front cover of the fo lder. W here it is necessary to go 
through the form alities of fee paym ent, the record concern ing 
the fee paym ent shall be checked firs t, when the form alities have 
been gone th rough , the date of the paym ent shall be recorded.

2. 2. 3 Keeping Record of Legal Status
The im portant legal status of the patent app lica tion , in parti

cu la r the status of the w ind ing  up of the a pp lica tion , shall be re
co rded  in the co rrespond ing  item of the front cover and in the in

side back cover of the fo lder.

2. 2. 4 Keeping Record of Proceedings
The status of the operation of a patent app lica tion file in the 

patent exam ination and approva l p rocess , m ainly the tim ing of 
entry into each p ro ced u re , shall be recorded in the co rrespond 
ing item of the front cover of the fo lder.

2. 2. 5 Keeping Record of Other Matters
The classifica tion num ber, the exam ination departm ent in 

charge  of the exam ination and various m arks ( ma r k  o f p riority ,
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m ark of request for exam ination as to subs tance , mark of con fi
den tia lity , mark of paym ent reduction and postponem ent, e tc . ) 
shall be recorded in the co rrespond ing  item of the front cover of 
the fo lder.

2. 3 Method of Keeping Record
The record m entioned in Section 2 .2  of this C hapter shall be 

m ade by those in charge  of the estab lishm ent and the m ainte
nance of the file. For exam p le , the docum ents subm itted  by the 
app lican t for the first time shall be p laced  on file  and recorded 
by a person in the Receiving D iv is ion; the c lassifica tion num ber 
and the exam ination departm ent in charge  o f the exam ination of 
the app lica tion shall be recorded by the classifica tion exam iner 
or the exam iner for exam ination as to subs tance ; various notifi
cations and decis ions shall be p laced  on file and recorded  by 
the exam iner or p rocedure  m anagem ent s ta ff; other docum ents 
subm itted by the app lican t shall be recorded by the p rocedure  

m anagem ent staff and p laced  on file by the exam iner in charge  
of the matter concerned or by the m anagem ent staff.

When keeping a re co rd , it shall be in blue or b lack  ballpo in t 
pen or in fountain pen. It shall not be in pencil or other instru
ments that can be erased easily.

When it is necessary to m ake any correction in the re c o rd , 
the seal of the person who m ade the correction shall be affixed 
at the p lace of the co rrec tion , and shall make the contents of the 
correction still leg ib le.

2. 4 Putting in Order and Dividing of Volumes
When the exam ination and approva l p rocedure  is o ve r, the 

patent app lica tion  file shall be stra ightened out.

W here the total pages of the docum ents in the file are over 
150 p ag es , they shall be kept in separate  volum es. The insepa
rab ility  of the docum ents shall be kept in m ind when the docu 
ments are pu t into separate volum es. C learly m arks shall be 
m ade on the cover of each volum e and the total num ber o f the 
volum es shall be ind icated  on the first volum e ( in c lu d in g  volume 
o n e ) .

3. Legal Effect

The patent app lica tion  file is a true record of the legal p roce 
dures of the exam ination and a pp ro va l, reexam ination and invali
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dation of the pa ten t, as well as the relevant p rocedures resulting 
from d isputes over ownersh ip  of right.

A fter a patent app lica tion  is file d , the app lican t may amend 
the app lica tion  docum ents during the exam ination and approval 
or other p rocedures , which m ay result in inconsistency between 
the pub lished text and the original docum ents. During the exam 
ina tion , the exam iner shall base h is /h e r exam ination on the o rig i
nal docum ents , taking into consideration o f the am endm ents that 
com p ly  with the prescrip tions. The am endm ents shall be a f
firm ed and announced in the text based on w hich the patent 
righ t is g ranted.

4 . Consultation and Copy

Art. 21. 2 Until the pub lica tion of the app lica tion  for patent for invention
and the announcem ent of the grant of patent for utility m odel or 
d e s ig n , the Patent O ffice shall have the duty to keep them confi

dentia l. Except those involved in the pre lim inary exam ination, no 
one is a llowed to inspect or copy  the patent app lica tion  files. 
W here an app lican t has d ifficu lty  in m aking response to an office 
action due to failure to keep the orig ina l docum ents , copy may 
be allowed upon approva l of its /h is  written request therefore.

Rule 117. 1 Any person m ay file a request w ith the Patent O ffice to con

su lt and copy  the file of a pub lished app lica tion  for patent fo r in
vention and the file of the app lica tion  for utility m odel or design 
w hich has been granted patent. He can consu lt and copy  the re
lated file in accordance  with the prescrip tions upon approval by 
the Patent O ffice.

4 .1  Contents for Consultation and Copy
(1  ) For the file of an app lica tion  for patent for invention 

w hich has been pub lished  bu t the grant of patent right has not 
been announced , the contents in the file which may be consu l
ted and cop ied  relate to those before the date of the pub lica tion ,
i. e. , the app lica tion  docum ents , form ality docum ents d irectly 
relating to the app lica tion , pub lica tion  docum ents , notifications 

and decis ions issued by the Patent O ffice to the app lican t during 
the pre lim inary exam ination and the text o f the responses subm it
ted by the app lican t in respect to the notifications.

( 2 )  For the file of a patent app lica tion  whose grant of patent 
right has been announced , the contents in the file which may be 
consu lted and cop ied  include the app lica tion  docum ents , the
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form ality docum ents d irectly  relating to the app lica tion , pub lica 
tion docum ents for the app lica tion  for patent fo r invention, d ocu 
ments for announcem ent of g ran t of patent r ig h t, text of the vari
ous notifications and decis ions issued by the Patent O ffice  to the 
app lican t or parties concerned in the exam ination p roceed ings 
w hich have been closed ( in c lu d in g  pre lim inary exam ination , ex
am ination as to subs tance , exam ination of reexam ination and in
va lida tion ) and the text of the responses subm itted by the app li
cant or the parties concerned in respect to the notifications.

( 3 )  For the file of patent app lica tions w hich are still under 
reexam ination or invalidation and have not been c lo se d , where 
consultation and copy  of the file is necessary due to specia l 

needs , the contents in the file before the curren t p rocedure  may 
be consu lted and cop ied  upon the approva l of the com petent 

authorities in accordance  w ith the relevant provisions of sections 

( 1 )  and ( 2 ) .
( 4 )  Except fo r the contents m entioned a bo ve , consultation 

of the other docum ents shall not be allowed.

4. 2 Procedures for Consultation and Copy
The fo llow ing procedures shall be fo llowed for consultation 

and copy  of the docum ents in the file o f a patent app lica tion ;
( 1 )  The person who requests for consultation a n d /o r  copy 

files a request in w riting and pays the p rescribed  fees;

( 2 )  A fter having verified  and checked  the relevant certifi
ca tes or iden tifica tions, a staff m em ber of the Patent O ffice  shall 
retrieve the file from the departm ent w here the file is kept and 
sort out the file in accordance  with the provisions of Section 4 .1  
of this C hapter and take away the docum ents of w hich no con 
sultation or copy  is a llow ed ;

( 3 )  The Patent O ffice  makes an appoin tm ent with the per
son who requests for consultation a n d /o r  cop ies on the tim ing 
therefore and issues the notification of inspection ;

( 4 )  The person requesting  for consultation shall inspect the 
docum ents at the des ignated  p lace  based on the notification of 

consultation and copy  the docum ents as n ee de d ;
( 5 )  The staff m em ber o f the Patent O ffice  shall rearrange 

the patent app lica tion  file that has been in sp e c te d , put in the file 
the original copy  of the ce rtifica tes for consultation and the d up li
cate copy  of the ide n tifica tion , and return the file to the depa rt

m ent concerned.
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Rule 117. 2 - 3

5. Preservation Period and Destruction

5. 1 Preservation Period
The files of the closed patent app lica tions are d iv ided  into 

two ca tegories ; files of patent app lica tions that are closed before 
the grant of patent right ( having been deem ed to have been 
w ithd raw n, having been w ithdraw n on its /h is  own initiative or 

having been re je c te d ) and files of patent app lica tions that are 
closed after the grant of patent right ( patent right having been 
deem ed to have been aband on ed , patent right having been a- 
bandoned on its /h is  own in itia tive , patent right ceases to be va l
id for fa ilure to pay the annual fee , expiration of patent r ig h t, in
va lidation of patent r ig h t ) .

The preservation period for the files closed before the grant 
o f patent right is three years and for the files closed after the 
grant of patent righ t is five years , counting from the date on 
which the relevant file is c losed.

The preservation period for the files of the o rig inal a pp lica 
tion of d iv is ional app lica tions shall be counted from the date  on 
which the last d iv is ional app lica tion  is c losed.

The preservation period of the file of an im portant patent ap 
p lication m ay be extended accord ing  to c ircum stances upon ap 
proval of the Com m issioner in charge.

5. 2 Destruction
Before destroying the file s , an inventory of the destroyed 

files shall be crea ted  by the com puter. The inventory shall in

c lude  the file num ber, the basic b ib liog raph ic  data  and the date 
of destruction of the files. A fter the com m issioner in charge  ap 
proves the inventory and signs the o rder of des truc tion , the de
partm ent in charge  of keep ing the files shall execute the work of 
destruction.
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Chapter 5

Keeping Secret of Patent App lica tions

1. Scope of Contents to Be Kept Secret

The scope  of patent app lica tions to be kept secre t as pro
v ided  in Artic le  4 of the Patent Law covers both inventions -  crea
tions relating to national security at one hand and inventions -  
creations relating to other vital interests o f the State at another 
hand. A cco rd ing  to Rule 8 .1  of the Im plem enting Regulations of 

the Patent law , where the Patent O ffice receives an app lica tion  
for a patent for invention w hich relates to State secre t of national 
defense and is required to be kept secre t, the Patent O ffice shall 
forward the app lica tion  to the Patent D epartm ent of National De
fense for exam ination. A cco rd ing  to Rule 8. 2 o f the Im plem en
ting Regulations of the Patent law , the Patent O ffice , after re
ce ip t of an app lica tion  for patent for invention w hich is required 
to be exam ined for the purpose  o f security , shall send it to the 
relevant com petent departm ent under the State C ouncil for ex
am ination.

In conc lus ion , the scope  of patent app lica tions sub jec t to 

be exam ined by the Patent O ffice  for the purpose  of security 
covers only the app lica tions for patent fo r invention relating to the 

vital interests o f the State.

2. Criteria for Keeping Secret of Patent Application

The criteria  to be observed for an app lica tion  to be kept se
cre t is p rovided by the com peten t departm ents of the State 
Council.

3. Procedures for Keeping Secret of Patent Application

3. 1 Request for Keeping Secret of Patent Application
( 1 )  By the app lican t
W here the app lican t for a patent for invention cons ide rs  that 

its /h is  invention concerns the vital interests of the S ta te , it/h e  
shall ind icate  it in the Request to keep the app lica tion  secre t 
when filing the app lica tion  for a patent fo r invention, or make a 

request fo r keep ing  the app lica tion  secre t in w riting  after the fil
ing of the patent app lica tion  and before  the pub lica tion  of the ap 
p lication by the Patent O ffice  ( i. e. w ithin fifteen m onths from the 
date of filing or date  of p r io r ity ) .

( 2 )  By the Patent O ffice
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Rule 8. 2

A t the time of conducting  patent c lass ifica tion , the exam iner 

shall p ick  out app lica tions for patent for invention that relate to 
national security or vital interests of the State.

3. 2 Determination of Keeping Secret of Patent Application
The exam iner responsib le  for secre t patent app lica tion shall 

conduc t the exam ination of the patent app lica tion in respect of 
w hich a request fo r keep ing it secret has been subm itted in ac
co rdance  with the criteria concern ing secrecy. The exam iner 
shall determ ine whether or not it is necessary to keep the a p p li
cation secre t depend ing  on the d ifferent c ircum stances acco rd 
ing to the fo llow ing p rocedures ;

( 1 )  W here the contents of the invention relates to national 
security , the app lica tion  shall be transferred to the Patent De
partm ent of National Defense in accordance  with the provision of 
Rule 8 .1  of the Im plem enting Regulations of the Patent Law and 

notify the app lican t accord ing ly .
( 2 )  W here it is obviously unnecessary to keep the invention 

se c re t, the app lican t shall be thus notified. If, after the app lican t 
m akes obse rva tions , the exam iner for secre t patent app lica tion 
still believes that it is not necessary to keep the invention secre t, 
he shall make a decis ion of not keep ing it secre t and notify the 
app lican t accord ing ly .

( 3 )  Except for cases where inventions are obviously not 
necessary to be kept secre t, the exam iner for secret patent ap
p lica tion shall send a copy  of the app lica tion  docum ents ( inclu
d ing  the R equest, descrip tion , descrip tion  d ra w in gs , claim s 
and a b s tra c t)  to the com petent authorities of the State Council 
for exam ination. The said authorities sha ll, w ithin four months 

from rece ip t of the app lica tion , notify the Patent O ffice of the re
sult of the exam ination. Then the said result shall be prom ptly 
notified to the app lican t by the Patent O ffice. Where there is no 
response from the com petent authorities of the State Council 

w ithin the spec ified  time lim it, the exam iner for secret patent a p 
p lica tion shall m ake a decis ion of not keeping the invention se
cre t and notify the app lican t that the app lica tion shall be treated 
as a regular patent app lica tion .

3. 3 Procedures of Examination and Approval for Patent Applica
tion Requesting to Be Kept Secret
The exam iner for secret patent app lica tion shall put the label
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of “ secre t”  on the file of the patent app lica tion  w hich  has been 

d ec ided  to be kept secret. He shall establish the location and 
status ca rd  for the file of the secre t a p p lica tio n , make a co rre 

sponding  label in the com pute r system to keep it under m anage
ment until the decision on declassifica tion is m ade.

An exam iner des ignated  by the Patent O ffice  shall conduct 
both the pre lim inary exam ination and the exam ination as to sub 
stance to the secre t patent app lica tion .

The pre lim inary exam ination shall be conducted  in a cco rd 
ance w ith the criteria  identica l with those for regular app lica tions 
for patent for invention. A fter passing through the pre lim inary ex
am ination, the secre t patent app lica tion  shall not be pub lished 
and shall d irectly  enter into substantive  exam ination if the request 

for substantive exam ination has been filed  and the relevant fees 
paid.

The substantive  exam ination shall be conducted  in acco rd 
ance with the criteria identica l w ith those for the regular a pp lica 
tion for patent for invention. If the exam iner finds that there is no 
cause for rejection after the exam ination as to subs tance , a noti
fication of grant o f patent right shall be m ade. The exam iner for 

secre t patent app lica tion  shall notify the app lican t to go  through 
the form alities for the registration of the patent right.

The announcem ent for grant of patent righ t for secre t patent 
app lica tion  shall pub lish  only the patent classifica tion num ber, 
patent num ber, date  of filing of the patent app lica tion  and the 
date of announcem ent of patent right.

4. Procedures of Declassification of Keeping Secret

4. 1 Submission of Request for Declassification of Keeping Secret
( 1 )  By app lican t or patentee

The app lican t fo r, or the patentee o f, a secre t patent may 
request in w riting for declassifica tion  of keep ing  the a p p lic a tio n / 
patent secret.

( 2 )  By the Patent O ffice
The Patent O ffice  shall conduc t review to the secre t patents 

every two years and request to dec lassify  the patents w hich it 
considers no longer necessary for being kept secret.

4. 2 Determination of Declassification of Keeping Secret
The decis ion on declassifica tion  of keep ing secre t shall be 

m ade by the Patent O ffice  after consu lting w ith the com petent 

authorities that held it necessary to keep the relevant patent se-
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с ret.
The app lican t or patentee requesting for declassifica tion  of 

keeping secre t shall p rovide a certified  docum ent of approval 
from the com peten t authorities o f the State Council that originally 
held it necessary to keep the app lica tion /p a te n t secret. Failing 

to do  so , the a pp lica tion /p a te n t shall continue to be kept secret. 
The app lican t or patentee shall be notified of the result of exam i
nation relating to its /h is  request of declassifica tion of keeping se

cre t by the Patent O ffice.
W here , after the rev iew , the Patent O ffice considers it no 

longer necessary to keep the app lica tion  or patent sec re t, it shall 
make a decis ion on whether or not to do so after consulting with 
the com peten t authorities that orig inally held it necessary. Then 
the app lican t or patentee shall be n o tified , by the Patent O ffice , 
of the decis ion accord ing ly .

4. 3 Procedures for Declassification of Keeping Secret of Patent
(Application)
The exam iner for secret patent shall make a label of dec las

sification for keep ing secre t of the related patent ( a p p lic a tio n ) . 
The app lica tion  for patent fo r invention, after the dec lass ifica 
tio n , shall be treated as a regular patent app lica tion  in both the 
exam ination and approval p rocedures and that o f adm in istration. 
After the declassifica tion of keeping secre t of a patent fo r inven
tio n , it shall be announced in the column of declassifica tion  of 
keeping secret in the Patent G aze tte , the o ffp rin t of its d escrip 

tion shall be pub lished  and the said patent shall be handled as a 
regular patent.
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Chapter 6

Notification and Decision

1. Formation of Notification and Decision

1. 1 Notification and Decision
During the procedures for exam ination and approva l of an 

app lica tion  for patent and that w hich are after the grant of pa
ten t, various notifications and decis ions shall be m ade by the ex
am iner, exam iner of reexam ination as well as the staff m em bers 
for other matters under d ifferent c ircum stances. These notifica
tions and decis ions p rinc ipa lly  include Notification of A cce p t
ance , O ffice A ction , Notification of R ectifica tion , Notification of 
Passing Through the Exam ination for Form alities, Notification of 
App lica tion  Being Deemed to Have Been W ithdraw n, Notification 
of Restoration of R ight fo r Exam ination and A p p ro va l, Notification 

of Expiration of Time L im it, Notification for Payment o f Fees, No
tification of Decision on Reduction and Postponem ent of Payment 
of Fees for Examination and A p p ro va l, Notification of Passing 
Through the Prelim inary Exam ination, Notification of Pub lica tion , 
Notification of Entry into Procedures o f Examination as to Sub
s tance , Notification of G rant of Patent R igh t, Notification of G o
ing Through Formalities of R egistra tion, Notification of Patent 
R ight Being Deemed to Have Been A b an d on ed , Notification of 
Term ination of Patent R igh t, Decision of R e jection , Decision of 
Reexam ination, Decision o f Exam ination C oncern ing Request for 
Invalidation of Patent R igh t, e tc . .

1. 2 Drafting of Notification and Decision
In drafting the notifications and d ec is ions , the relevant pro

visions of the Patent Law , its Im plem enting Regulations and the 
G uidelines for Examination shall be com p lied  with.

1. 2. 1 Composition
The notification and decis ion usually com prise  the fo llow ing 

three parts unless spec ifica lly  p rovided in other Sections and 
Chapters of the G uidelines.

( 1 )  B ib liograph ic  d a ta ; With regard to no tifica tion , this part 
shall inc lude , at least, the nam e or title of the party concerned 

(w here  there are two or more persons in one side o f the parties , 
they may ind icate  only the representa tive , but the contents of the 
notification shall have e ffect on all the persons w hich are rep re
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sented by the representa tive) and the filing num ber of the patent 
app lica tion  to w hich the notification relates. With regard to d ec i

s ion , this part sha ll, at least, include the name or title of all the 
parties concerned and the filing num ber of the patent app lica tion 

to w hich  the decis ion relates. In this p a rt, it is preferable to in
c lude  the title of the invention -  creation of the patent app lica tion 
to w hich the notification or decis ion relates.

( 2 )  Text: th is part shall inc lude , at least, the title , contents 
and conclusion of the notification and decis ion.

( 3 )  E n d in g ; this part shall inc lude , at least, the seal of the 
Patent O ffice and the date  of issuance of the docum ent.

1. 2. 2 Drafting
The phasing of notification and decis ion shall be sim ple and 

concise. W here a notification or decis ion is unfavorable to the in
teresting p a rty , the grounds shall be explained and the fo llow  -  
up legal p rocedures ind icated.

Genera lly sp ea k in g , the notification and decis ion shall be 
typewritten or prin ted . W here the notification or decis ion contains 
only little w o rd in g , it m ay be written in hand. The handwritten 
notification and decis ion shall be nea t, c lear and free from any 

alterations.

1. 3 Number of Copies of Notification and Decision
The notification or decis ion in the procedures of exam ination 

and approva l of the patent app lica tion  shall be norm ally in dup li
ca te : the o rig inal copy  and the dup lica te  copy. In the proce
dures of invalidation of patent r igh t, the num ber of cop ies of the 
notification or decision shall depend  on the num ber of the parties 

partic ipa ting  in the procedures.
Both the orig ina l copy  and the dup lica te  copy  shall be 

s igned or sealed by the person who handles the case. When it is 
necessary to be exam ined and v e rifie d , the seal of the person 
who is in charge  of the exam ination and verification shall be af

fixed . M oreover, the official seal of exam ination of the Patent O f
fice of the State Intellectual Property O ffice or the Patent Reex
am ination Board shall be a ffix e d , and the date  of issuance ind i
ca ted . The orig inal copy shall be kept in the file and the dup li

cate  copy  delivered to the interesting party.
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Rule 5
2. Service of Notification and Decision 

2. 1 Modes of Service

2 .1 . 1 Service by Mail
Mail service of docum ents refer to send the notification and 

decis ion to the parties concerned through the post o ffice . The 
docum ents shall be sent by registered mail and the registration 
num ber, address and name of the add ressee , type  of d ocu 
m en t, filing num ber of the patent app lica tion  co nce rn ed , date  of 
issuance of the docum ent and departm ent issuing the docum ent 
shall be input into the com pute r unless otherw ise p rov ided  for. 
W here the m ailing docum ents are re tu rned, the date  when the 
docum ents were returned shall be recorded.

2. 1. 2 Personal Delivery
Upon the approva l of the Patent O ffice , the patent agency 

may receive the notification and decis ion  at a p lace and time as 
designated  by the Patent O ffice. U nder specia l c ircum stances, 
upon the approval of the Patent O ff ic e , the party concerned may 
also receive the notification and decis ion at a p lace and time as 
designated  by the Patent O ffice.

Except for the rece ip t for notification of accep tance  of a p p li
cation and for docum ents subm itted in person at the Receiving 
O ffic e , the delivery in person of all other docum ents shall go 
through the form alities o f be ing recorded and s igned . Under 
specia l c ircum stances, the party concerned shall be invited to 
sign on the original copy  o f the notification and the decis ion  or on 
the file of the app lica tion  and the nam e, num ber and the o rgan i
zation responsib le  for issuing the ID of the party concerned shall 
be recorded.

2. 1. 3 Announcement
Where the add ress is not c lear and the docum ents can not 

be sent by mail or where the notifications and decis ions have 
been returned by the post o ffice  because the address is not de 
ta iled enough , the Patent O ffice may notify the party concerned 
by m aking an announcem ent in the patent gazette . At the exp i
ration of one month from the date  of the announcem ent, the d o c 
um ent shall be deem ed to be delivered.
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2. 2 Addressee

2. 2. 1 Where No Patent Agency Being Appointed by Party Con
cerned

W here an app lica tion  for patent or a request for invalidation 

of patent righ t is file d , and no patent agency is appo in ted , the 
docum ent shall be sent to the liaison person named in the re
quest. W here no such person is named in the request, the party 

concerned shall be the addressee. W here there are two or more 
parties co nce rn ed , and a representative is designated who is 
not the firs t party concerned nam ed in the request, the add ress
ee shall be the rep resen ta tive ; o therw ise , the party concerned 
named first in the request shall be the addressee.

The liaison person named in the request refers to a person 
who is designated  by the app lican t or the party concerned only 
for the convenience of receiving docum ents from the Patent O f
fice . W here an ind ividual app lican t or party concerned is sure to 
receive docum ents from  the Patent O ffice , they may not des ig 
nate a liaison person. U sually, where the app lican t or party con
cerned is an e n tity , the liaison person shall be a staff m em ber of 

the entity. W here the app lican t or party concerned is a natural 
pe rson , the liaison person shall be one who is convenient in re
ce iv ing  docum ents from the Patent O ffice and can prom ptly d e 
liver them to the app lican t or the party concerned . An app licant 
or party concerned can name only one liaison person .

2. 2. 2 Where Patent Agency Being Appointed by Party Con
cerned

If w ithin the scope  o f the pow er entrusted in the Power of A t
torney in connection with a patent app lica tion , the addressee of 

the notifications and decis ions shall be the patent agency.
Where a patent agent is designated  by the patent agency , 

the addressee is the patent agent. W here two patent agents are 

des ign a ted , the addressee shall be the two patent agents.

2. 2. 3 Other Circumstances
W here the party concerned is of civil d isab ility , on condition 

that the Patent O ffice  is so n o tified , the addressee of the notifica
tion and decis ion shall be the legal guard ian or legal agent.
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Rule 5 2. 3 Date of Service

2. 3. 1 Service by Mail
W here a notification or decis ion  is served by m a il, the 16th 

day from the date  of m ailing shall be presum ed to be the date  on 

which the party concerned receives the notification and d ec i
sion. W here evidence  is subm itted by the party concerned p ro 
ving that the actual date  o f rece ip t is later than the presum ed 
date of rece ip t, the actual date  of rece ip t shall be the date  of 
service.

2. 3. 2 By Personal Delivery
W here notification or decis ion is delivered persona lly , the 

date on w hich the notification or decis ion  is rece ived shall be the 
date of delivery. W here , w ith the approva l of the Patent O ffice , 
the patent agency receives a notification or decis ion at a location 
designated  by the Patent O ffice , the date  on w hich the patent a- 
gency receives the notification or decis ion shall be presum ed to 
be the 16th day from  the date  of delivery.

2. 3. 3 Service by Announcement
W here an announcem ent is m ade in the patent gazette  for a 

notification or d ec is ion , the date  on w hich a notification or dec i

sion is received shall be presum ed to be the date  o f expira tion of 
one month counting from the date  of the announcem ent. The 
party concerned m ay p rovide  a deta iled  address and request for 
a second service by mail after notice of the announcem ent. But 
the date  on which the notification or decis ion is rece ived shall re
main the date of expiration of one month counting  from the date 
of the announcem ent.

3. Handling of Returned Documents and Inquiry of Documents

3. 1 Handling of Returned Documents
The notification or decis ion of a docum ent has been returned 

by mail shall be recorded in com pute r by the departm ent in 
charge of outgoing mail and then be sent to the departm ent 
w hich m ade the notification or decis ion to handle.

When handling the docum ents that are re tu rned , carefu l a- 
nalysis shall be m ade first to the various docum ents conta ined in 
the app lica tion  file that are subm itted  by the app lican t and its /h is  
a ge ncy , and the reasons of w hy docum ents are returned back 
should be figured out. W here co rrec t add ress and addressee
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could  be es tab lished , the docum ents shall be sent again after 

rectification.
If, after the hand ling , the docum ents that are returned back 

could  be in no w ay being sent by mail again or are returned 
back a ga in , w here necessary, depend ing  on the nature of the 
notification and d ec is ion , the docum ents shall be served by 

m aking an announcem ent.
The docum ents that are returned ( together with the enve

lop e ) shall be pu t into the file after be ing signed by the person 
handling the matter.

3. 2 Inquiry of Document
Where the addressee com pla ins that he has not received a 

notification or d e c is io n , the departm ent that m ade the notification 
or decis ion shall make an inquiry of it. Such inquiry shall begin 
with the departm ent in charge  o f the outgoing mail in the Patent 
O ff ic e , and the person filing the com p la in t shall be notified of the 

result of the inquiry ( in c lu d in g  date  o f issuance , reg istered num
ber and addressee of the notification or d e c is io n ).

W here it is required to further inquire the service of the d oc 
um ents, the form alities of carry ing out the inquiry shall be gone 
through by the addressee ( the Patent O ffice may charge  the 
paym ent of inquiry fe e s ) . The departm ent in charge  of the out
go ing  mail shall consu lt with the Post O ffice  located in the place 
where the addressee lives through the post office where it stays. 
W here the find ing  of the inquiry reveals that the responsib ility  of 

non -  arrival of the docum ents rests on the Patent O ffice or the 
Post O ffice , the notification or decis ion shall be sent again as 
soon as possib le . W here the find ing  of the inquiry reveals that 
the responsib ility  of non -  arrival of the docum ents rests on the 
incom ing and outgoing m ailing departm ent of the entity to which 
the addressee be longs or on the addressee itse lf/h im se lf or on a 
person having connection with it /h im , the Patent O ffice m ay re -  
serve the dup lica te  copy o f the relevant notification or decis ion at 

the request of the party concerned . H ow ever, the date  of serv
ice shall remain unchanged.

The tim e lim it for inquiry is ten months counting from  the 

date  of issuance of the docum ent.

509



C hapter 7 GUIDELINES FOR EXAMINATION

Chapter 7

Time L im its , Restoration of R ight and Suspension

1. Types of Time Limit

1. 1 Prescribed Time Limit
The p rescribed  time lim it refers to the various tim e lim its as 

p rescribed  in the Patent Law and its Im plem enting R egula tions, 
such as , the time lim it fo r request for exam ination as to sub 
stance of an app lica tion for patent for invention ( A rtic le  35. 1 of 
the Patent L a w ) ,  and the time limit for an app lica n t to go 
through the form alities of registration (R u le  54. 1 o f the Im ple
menting Regulations of the Patent L a w ) .

1. 2 Specified Time Limit
The specified  time lim it refers to the time lim it m ade by the 

patent exam iner or staff m em ber of the Patent O ffice in the vari
ous notifications under the Patent Law and its Im plem enting Reg
ulations for an app lican t or any other person concerned to make 
a response or perform  a certa in act. For exam p le , it is p rovided 
in Artic le  37 of the Patent Law that when the Patent O ffice  fin d s , 
after the exam ination as to substance of an app lica tion  for patent 
for invention, that the app lica tion  is not in conform ity w ith the 
provisions of the Patent Law , the app lican t shall be notified to 
make observations o n , or am endm ents to , the app lica tion  w ithin 
the specified  time limit. This is a time lim it specified  by the ex
am iner. B esides, it is p rovided in Rule 4 .2  of the Im plem enting 

Regulations of the Patent Law that if a certifica te  or certified  d o c 
um ent subm itted under the Patent Law and its Im plem enting 
Regulations is in a fore ign language , the Patent O ffice , when it 
considers it necessary , m ay request that the party concerned 
provide the Chinese translation o f the certifica te  or the certified 
docum ent w ithin a specified  tim e limit. This is also a time lim it 
fixed by the exam iner.

The length of a specified  time lim it shall be determ ined by 
the exam iner depend ing  on the c ircum stances and shall be ind i
ca ted  in the relevant notification.

A specified  time lim it shall be in general two m onths. In the 
procedures of exam ination as to substance of app lica tion  for pa 
tent for invention, the time lim it for the app lican t to response to 
the first office action shall be four m onths. A one -  month time 
lim it m ay be fixed for less com p lica ted  action. The time limits
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Rule 5. 3

m entioned above shall be counted from the date on which the 
party concerned has presum ably received the notification.

2. Counting of Time Limit

2. 1 Dies a Quo of Time Limit
( 1 )  Counting from such fixed date  as the date of f il in g , date 

of priority and date  of announcem ent of grant of patent right etc.
M ost p rescribed  time lim its are counted from a fixed date 

such as the date  of filin g , date  of priority and date  of announce
m ent o f grant of patent right. For exam p le , it is p rovided in A rti
cle  42 of the Patent Law that the duration of the patent righ t shall 
be counted from the date of filing . It is also p rovided in Article 
29.1  of the Patent Law that an app lica tion  for patent for invention 
or for utility m odel c la im ing the priority based on a fore ign a pp li
cation shall be m ade w ithin twelve m onths, counting from the 
date  on w hich the app lica tion  was first filed in a foreign country 

(d a te  of p rio rity ).
( 2 )  Counting from the date on w hich a notification or d ec i

sion is p resum ably received
All of the specified  time lim its and part of the p rescribed 

time lim its are counted from  the date on which a notification or a 
decis ion is p resum ably rece ived. For exam p le , the time lim it for 
the app lican t to m ake observations on , or am endm ents to , the 
app lica tion  specified  by the exam iner in accordance  with Artic le  
37 of the Patent Law ( specified  time lim it) is counted from the 
date on w hich the O ffice Action is p resum ably received by the 
app licant. The time lim it for the app lican t to go  through the for
malities of registration as p rovided in Rule 54.1  of the Im plem en
ting Regulations of the Patent Law (p re s c r ib e d  time lim it)  is 
counted from  the date  on which the notification on grant of patent 

right is p resum ably rece ived by the app licant.
The date on w hich a docum ent is p resum ably received re

fers to the fifteenth day from  the date  of the issuance of the said 

docum ent by the Patent O ffice ( th e  date  is ind icated in the notifi
cation and the d e c is io n ). For exam p le , where a notification is is

sued to an app lican t on Ju ly 4 ,  2001 by the Patent O ffice , the 
date on w hich the notification is presum ably received shall be 

Ju ly 19 , 2001.

2. 2 Expiration of Time Limit
The date  of expiration of a time lim it shall be the last day of 

the p rescribed  or specified  time lim it counted from  the Dies a
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Rule 5. 1

Rule 6

Rule 6

Quo of the time lim it. The relevant acts shall be com p le ted  b e 
fo re , or at the latest o n , the date of expiration.

For all the docum ents subm itted to the Patent O ffice , the 
date  of the subm ission o f the docum ents shall be the date  of 
m ailing ind icated  by the postm ark or the date  of personal de liv
ery. If the date of the postm ark on the envelope is ille g ib le , the 
date on w hich the Patent O ffice  receives the docum ent shall be 
the date  of subm iss ion , excep t where the date of m ailing is 
proved by the party concerned . For all the docum ents sent to 
another departm ent other than the Receiving O ffice , or to any 
exam iner, the date  of m ailing shall be of no legal e ffe c t, the date 
on w hich the Receiving O ffice  of the Patent O ffice actua lly re
ce ives the docum ent shall be the date  of subm ission. The date 
w hich was punched on the docum ent shall be regarded  as the 
date  of rece ip t by the Patent O ffice.

2. 3 Counting of Time Limit
The first day ( D ies a Q uo) of any time lim it is not to be 

counted in. W here a time lim it is counted by year or by m onth , it 
shall expire  on the co rrespond ing  day of the last m on th ; if there 
is no co rrespond ing  day in that m onth , the time lim it shall expire 
on the last day of that month. For exam p le , the date o f filing of 
an app lica tion  for a patent for invention is June 1 , 1998, the ex
piration date  for requesting the exam ination as to substance shall 
be June 1 , 2001 , rather than M ay 3 1 , 2001. For another exam 
p le , if a notification is sent by the Patent O ffice on D ecem ber 16, 
1999, the date on w hich it is p resum ably served is D ecem ber 
3 1 , 1999. If the specified  time lim it for this notification is two 
m onths, the expiration date shall be February 2 9 , 2000.

If a time lim it expires on an official festival or ho liday, the 
time lim it shall expire  on the first w orking day im m ediately after 
that o fficial festival or holiday. The official festivals refer to the 
New Year’s Day (o n e  d a y ) , the Spring Festival ( th re e  d a y s ) ,  
the International Labor Day ( three d a y s ) ,  the National Day 
(th re e  d a y s ) ;  and the official holidays refer to Saturday and 

Sunday of each week. W here the o ffic ia l festival or holidays are 
readjusted by an announcem ent, the announcem ent o f the Bei
jing  M unicipal G overnm ent shall prevail. For exam p le , w here the 
date of filing of an app lica tion  for a patent is M arch 1 , 2001 , the 
date  for paying the filing fee shall expire  on May 8 , 2 00 1 , i. e. , 
the firs t w orking day of May ( May 1 - 3  are the holidays for Inter
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national Labor D ay, and May 4 - 7  are the readjusted h o lid a y s ).

3. Monitoring of Time Limit

3. 1 Determination of Time Limit
A time limit is always determ ined at the dies a quo  of that 

time limit. For exam p le , after an app lica tion  for patent is filed by 
an a p p lica n t, and the date  of filing is f ix e d , the various time lim
its w hich are counted from the date  of filing shall be determ ined 
while the file is estab lished for that patent app lica tion . The exam 
iner or staff m em ber, when m aking the various notification and 
decis ion in connection with the time lim its , shall determ ine the 
tim e lim its for m aking a response that are counted from the date 
on w hich the notification or decis ion is p resum ably received.

3. 2 Modes of Monitoring Time Limit
The various time lim its are m onitored by m eans of the com 

puter or the paper ca rds  or by the com bination of the two. After 
an app lican t has gone through the form alities relating to a time 
lim it, the date of go ing through such form alities shall be recor
d e d , and com pared  with the expiration date of the co rrespond
ing time limit by m eans of the com pute r or paper c a rd s , so that 
the leg itim acy of the form alities that have been gone through in 
respect of the time lim it could  be ascerta ined.

The time lim it is m onitored on a day to day basis and is han
d led  once a week. If a time lim it has not been elim inated at the 

expiration of one month of the said tim e lim it, it shall be handled 
by m eans of the com pute r or c a rd s , and a decis ion shall be 
m ade accord ing ly . For exam p le , a notification was sent by the 
Patent O ffice on Septem ber 4 ,  2001 requesting an app lican t to 
provide the Chinese translation of a certa in evidentiary docum ent 
in fore ign language w ithin one month. The date on w hich the no
tification was received p resum ably by the app lican t should be 

Septem ber 19, 2001 , and the expiration date of the tim e limit 
O ctober 19 , 2001. W here the Patent O ffice  fa iled to receive the 
rep ly from the a pp lica n t, it should handle the app lica tion  in the 

week in w hich N ovem ber 19 , 2001 was inc lu de d , a notification 
of the docum ent being deem ed not to have been provided 
should be m ade and the app lican t should be notified accordingly.
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3. 3 Notification of Expiration of Time Limit
( 1 )  At the time of three months before  the expiration of the 

time limit for requesting the exam ination as to substance of an 
app lica tion  for patent for invention, if no such request has been 

m ade or where the co rrespond ing  fee has not been p a id , a noti
fication shall be m ade to notify the app lican t to go  through the 
relevant form alities.

( 2 )  A t the time of fifteen days after the expiration of the time 
limit for the paym ent of the annual fe e , a notification of paym ent 
shall be m ade relating to the relevant fees that have not been 
pa id . The app lican t shall be notified to pay the relevant fees and 
the surcharge as p rovided in Rule 96 of the Im plem enting Regu
lations of the Patent Law within the tim e lim it for late paym ent.

No notification shall be m ade before the expiration o f the 
other tim e limits.

4. Extension of Time Limit

4. 1 Request for Extension of Time Limit
Rule 7. 3 A party concerned may request the Patent O ffice  to extend

a time limit if it /h e  cannot perform  or com ple te  a certa in ac t or 

p rocedure  w ithin the tim e lim it w ith justified reasons.
Rule 7. 3 The request for extension of tim e limit shall be m ade in writ-
Rule 97 ing before  the expiration of the tim e lim it and the co rrespond ing

fee for the extension shall be pa id  before the expira tion o f the 
time lim it. The fee for such request shall be counted by month.

Rule 70 The extension of time lim its shall be lim ited only to those that
are specified  by the Patent O ffice. H ow ever, in the procedures 
for exam ination of request fo r inva lida tion , the spec ified  tim e limit 
p rescribed  by the Patent Reexam ination Board shall not be ex
tended .

4. 2 Approval of Request for Extension of Time Limit
The request for extension shall be exam ined and app roved  

by the departm ent that has m ade the co rrespond ing  notification 
or decis ion.

W here the extension o f time lim it is less than one m onth , it 
shall be counted  as one month. In gene ra l, the extension of time 
lim it shall not exceed two m onths. In g ene ra l, fo r a tim e limit 
w hich is spec ified  in the sam e notification or d ec is ion , it m ay be 
extended only once.

After the exam ination o f a request for extension of tim e lim it.
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a notification o f exam ination shall be issued to notify the party 
concerned. W here the request for extension meets the require
m ent, a change  shall be m ade to the expiration date of the time 

lim it in the relevant file and da tabase , and the m onitor of the time 
lim it shall be re -  estab lished accord ing ly.

5. Handling of Failure to Meet Time Limit

5. 1 Check Before Taking Disciplinary Action
The consequence of failing to meet a time lim it on the part of 

an app lican t or patentee is the loss of the co rresponding  righ t, 
inc lud ing  m ain ly, right to app ly  for a pa ten t, patent right or right 
of priority e tc . .

Before m aking a decis ion on taking d isc ip linary a c tio n , the 
exam iner and staff m em ber of the Patent O ffice shall check again 
whether or not it is necessary to make such a decis ion. The de
cision shall be m ade only when it is ascerta ined that the app li

cant or patentee has not com ple ted  an act that should have 
been com p le ted  w ithin the p rescribed or specified  time limit.

5. 2 Decision of Taking Disciplinary Action
The decis ion on taking d isc ip linary  action aga inst failure to 

m eet a time lim it m ainly inc lude : app lica tion  deem ed to have 
been w ithd raw n, right of patent deem ed to have been aban
d on ed , term ination of patent r ig h t, app lica tion  is not to be ac
c e p te d , request deem ed not to have been m ad e , or right o f pri
ority deem ed not to have been c la im ed , e tc . .

The drafting of the decision on taking d isc ip linary action 
shall be in com pliance with the relevant provisions of C hapter 6 
of this Part and shall be m ade w ithin one month from the date  on 
w hich the tim e lim it expires.

5. 3 Handling after Decision of Taking Disciplinary Action
O nce a decis ion on taking d isc ip linary action is m ad e , the 

person in charge  shall write down the title of the decis ion and the 
date of m aking the decis ion in the file of the patent app lica tion .

O nce a decis ion on taking d isc ip linary action is m ad e , there 
shall be a two -  month period (fro m  the date on w hich the d ec i
sion is p resum ably se rve d ) for requesting restoration of right. 
W here no request for restoration of right is m ade at the expiration 
of the time lim it, or where the request fo r restoration of right does 
not meet the requ irem ents, the co rresponding  decision on taking 
d isc ip linary  action shall be announced in the patent gazette  four
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months after the date of issuance of the decis ion (w h e re  the de
cision concerns a pub lished  patent app lica tion  for invention or an 
announced p a te n t) ,  and the date  of the announcem ent of the 

decis ion shall be ind icated  in the file. The file of the app lica tion  
shall then be transferred to the relevant storehouse for the invali
date  files.

W here after the decis ion on loss of right to app ly  for a patent 
or loss of patent right is m ad e , the Patent O ffice has received 
relevant docum en t, the date of subm ission of that docum ent 
shall be checked. W here the date  of subm ission is prior to the 

date  on w hich the o rig inal time lim it expires and the docum ent 
m eets the requirem ent co nce rn ed , the decis ion thereof shall be 
revoked and a notification of correction shall be m ade as soon as 
possib le . W here the date  o f subm ission is later than the date  on 
w hich the o rig inal time lim it exp ires or if the docum ent does not 
m eet the requirem ent co nce rn ed , the decision on taking d isc ip li
nary action shall be upheld. The docum ent concerned shall not 
be returned.

6. Restoration of Right

6. 1 Scope of Application
In Rule 7. 1 - 2  o f the Im plem enting Regulations of the Patent 

Law , the requirem ents for requesting restoration of righ t w hich is 
lost due to failure to m eet a time lim it are set forth. H ow ever, 
Rule 7. 4 of the Im plem enting Regulations also p rescribes  that 
the loss of right due to fa ilure to m eet the fo llow ing four time lim
its , nam ely, d isc losures not causing loss of nove lty , tim e limits 
for right of p rio rity , term of patent righ t and the prescrip tion  for 
instituting legal p roceed ings are not sub jec t to restoration of 
right.

6. 2 Formalities
Any request for restoration of right shall be m ade in w rit in g , 

the grounds thereof and the certified  docum ents concerned shall 
be a ttached.

The request for restoration of righ t under Rule 7 .2  of the Im
plem enting Regulations o f the Patent Law shall be subm itted 
w ithin two m onths from  the date  of rece ip t of the decis ion  m ade 
by the Patent O ffice  on taking d isc ip lina ry  a c tion , and the corre 
spond ing  fees shall also be paid at the same tim e. The request 
fo r restoration of right under Rule 7 .1  of the Im plem enting Regu
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lations of the Patent Law shall be subm itted w ithin two months 
from the date on w hich the im ped im ent is rem oved, at the latest 
w ithin two years im m ediately fo llow ing the expiration of that time 

limit.
A t the time of requesting for restoration of r ig h t, the party 

concerned shall com ple te  the act w hich it/h e  has no t, but 
should have, com p le ted  and elim inate the cause that leads to 
the loss o f right. For exam p le , where an app lica tion for a patent 
is deem ed to have been w ithdraw n due to failure to pay the ap 
p lication fe e , at the time of requesting for restoration o f right to 
app ly  for a pa ten t, the app lican t shall pay the p rescribed a p p li
cation fee.

6. 3 Examination and Approval
The exam iner shall exam ine the request for the restoration of 

r igh t in accordance  with the provisions of Sections 6 .1  and 6. 2 
of this C hapter. W here the request meets the requirem ents, the 
restoration of righ t shall be approved . Where w ithin the specified  
time lim it, though the request has been m ade in writing and the 
relevant fees p a id , it is still not in conform ity w ith other require
m ents, the party concerned should be notified to make rectifica
tion or go  through relevant form alities w ithin a specified  time lim
it. For exam p le , w here the evidence subm itted by the party is 
not su ffic ient or where the app lican t declares that it/h e  fails to 
make a rectifica tion w hich should be rectified due to loss of noti
fication by it/h im . H ow ever, w here the right of priority is deem ed 
not to have been cla im ed e ither because the app lican t fails to 
subm it a copy  of the earlier app lica tion  docum ent or a copy  of 
the certifica te  of assignm ent of p rio rity , if such docum ents are 
not subm itted at the time the app lican t initiates the p rocedures of 
request for restoration, the right shall not be restored. W here no 
rectifica tions are m ade w ithin the time lim it or where it does not 
meet the requirem ents after the rec tifica tion , the right shall not 

be restored. A notification of the decis ion on the exam ination 
concern ing  the restoration of right shall be m ad e , and the party 
concerned shall be notified accord ing ly.

The procedures of exam ination and approval or the post -  
g rant p rocedures shall p roceed if the right of app lica tion  for a 
patent or the patent righ t is restored by the Patent O ffice. Where 
the decis ion on taking d isc ip linary  action has been announced, 
the decis ion o f restoration of righ t shall be announced in add ition
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Rule 86. 1 

Rule 87

Rule 86. 1

in the patent gazette.

7. Procedures of Suspension

Suspension of p rocedures refers to an action of the Patent 
O ffice to suspend the relevant p rocedures at the request o f a 

party concerned involved in a d ispute  over the ownership of right 
or under the dem and of the court when a d ispute  over the right 
to app ly  for a patent or ownership o f patent right is accep ted  by 
the local authority for intellectual p roperty  affairs ( or the co rre 
sponding  functional au thority ) or the peop le ’s court , or when 
the Court has ordered the adoption  o f measures for a patent right 
preservation.

7. 1 Requirements for Request of Suspension
The fo llow ing requirem ents shall be met for requesting the 

Patent O ffice to suspend the relevant p rocedures;
( 1 )  W here the request of suspension is filed  by a party con 

ce rn ed , the d ispute  over the ownership of right to app ly  for pa 

tent or of patent right shall have been accep ted  by the local au 
thority for intellectual p roperty  affa irs or by the peop le ’s court. 
W here assistance to enforce the adoption of m easures of patent 
right preservation is dem anded by the co u rt, the said order 
should have been m ad e ;

( 2 )  The party requesting for the suspension shall be either 
the party concerned in a d ispute  over the ownersh ip  of right or 
the Court that has dec ided  to adop t the m easures for patent right 
preservation; and

( 3 )  W here the requests for the suspension of p rocedures is 
filed by a party co nce rn ed , it/h e  shall pay the fees for request 
for suspension.

7. 2 Scope of Suspension
The scope  of suspension refers to the fo llo w in g :
( 1 )  Suspension of the procedures for w ithdraw ing  an a p p li

cation for pa ten t, abandon ing  of patent r ig h t, ass ignm ent of 
r ig h t, or chang ing  o f the name or title of the app lican t or pa ten
tee w hich are d irectly  related to the loss or transfer of r igh t;

( 2 )  Suspension of m aking notification or decis ion w hich d i
rectly related to the enforcem ent of the decis ion concern ing  the 
handling of patent d ispu te  or the judgm ent or ru lin g , such as ap
p lication deem ed to have been w ithd raw n, term ination o f patent
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r ig h t, grant of patent r ig h t, or patent right deem ed to have been 
a b a n d o n e d , etc. ;

( 3 )  Suspension o f the p rocedures for the grant of patent 
r ig h t, issuance of patent certifica te  and announcem ent of the 
grant of the patent r ig h t; and

( 4 )  Suspension of all of the procedures of exam ination, re
exam ination or exam ination of request for invalidation.

7. 3 Formalities and Examination and Approval of Request for
Suspension

Rule 86. 2 When requesting the Patent O ffice to suspend the relevant
Rule 9 0 ( 5 )  p ro ced u res , the party concerned who is involved in a d ispute  o-
Rule 97 ver the ownership of right to app ly  for a patent or patent right

shall subm it a request fo r suspension and a tta ch , as the proving 

m ateria l, a copy  of the docum ent acknow ledg ing  the rece ip t of 
the relevant request from the local authority fo r intellectual p rop 
erty a ffa irs ( or co rrespond ing  functional authority) or the people 's 
co u rt, and the fee for the request for the suspension shall be 
paid w ithin one month from the date  of the subm ission of the re
quest.

W here the court requests assistance to enforce the m eas
ures of patent righ t p reservation, the notification requesting as
sistance to enforce the m easures of patent right preservation and 
a copy  of the o rder o f the court shall be p rovided.

After rece iv ing the request and the relevant docum ents pro
v ided  by the party co nce rn ed , the fo llow ing shall be exam ined 
by the Patent O ff ic e ;

( 1 )  W hether or not the request is subm itted by the party 
concerned involved in the d ispu te  over the ownership of right as 
ind icated in the relevant certified docum ent;

( 2 )  W hether or not the authority acknow ledg ing  rece ip t of 

the d ispute  has the jurisd ic tion  over the d ispute  of ownership of 
righ t to app ly  for a patent or o f patent r igh t;

( 3 )  W hether or not the filing num ber, title of the invention -  
c rea tion , the owner of the right and other items ind icated  in the 
certified  docum ent meet the requ irem ents; and

( 4 )  W hether or not the party concerned has paid and paid 
enough the fees for requesting the suspension w ithin one month 
from the date of subm ission of the request.

W here the person requesting for suspension is not the same 
as the party concerned ind icated  in the certified  docum ent, or
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Rule 86. 3

the patent app lica tion  or the patent is not the same as that in
volved in the d ispute  over the ownersh ip  of right or w here the au
thority accep ting  the d ispute  has no jurisd ic tion  over the d ispu te , 

the request for suspension shall be deem ed not to have been 
m ade.

W here the request for suspension does not m eet the formal 
requirem ents or the certified  docum ent is neither the o rig inal nor 
the copy thereo f, the Patent O ffice  shall notify the party con 
cerned to make rectification w ithin one month. If no rectification 

is m ade before the expiration o f the tim e lim it, the request of 
suspension shall be deem ed not to have been subm itted.

W here the party concerned fails to pay or pay in full the fees 
for the request for suspension w ithin one month from  the date  of 
the subm ission o f the reques t, the request for suspension shall 

be deem ed not to have been m ade.
W here a request for suspension has been deem ed not to 

have been m ade, the exam iner shall issue a notification and no
tify the person who has filed the request for suspension a cco rd 
ingly.

W here the requirem ents are met or met after the rectifica tion 
is m ad e , the Patent O ffice shall enforce the suspens ion , and 
both parties to the d ispute  over the ownersh ip  of righ t to app ly  
for a patent or of the patent righ t shall be notified.

W here the request of assistance o f the court to enforce the 
m easures of patent right preservation meets the requ irem ents, 
the court shall be notified acco rd ing ly  and the patent right p res
ervation shall be announced.

7. 4 Time Limit of Suspension
For the request for suspension m ade by a party concerned 

to a d ispute  over the ownership o f the right to app ly  for a patent 
or of patent r ig h t, the duration of the suspension shall generally 
not exceed one year. By th is , the suspension shall end one year 
from the date of filing the request for suspension. The Patent O f
fice  shall then notify both parties that are involved in the d ispute  
over ownersh ip  of the right concerned.

W here w ithin one year o f the suspension no decis ion is 
m ade on the d ispute  over the ownership of righ t to app ly  for a 
patent or of the patent right and it is necessary to continue the 
suspens ion , the party who m ade the request shall request to ex
tend the suspension w ithin the time lim it of the suspension.
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Rule 87

W here no request for extension of suspension is m ade when the 

time is d ue , the Patent O ffice  shall resume the relevant p roce
dures in one -  month tim e on its own in itia tive , and notify both 
parties accord ing ly .

For p rocedures suspended  by the Patent O ffice under the 
request of the people 's court to assist the enforcem ent o f the 
m easures of patent right p reservation, if, at the expiration of the 
time lim it for the preservation and the peop le ’s court fails to make 
an o rder to continue the p reservation, the time lim it of suspen
sion shall be deem  to have e xp ire d , the Patent O ffice shall re
sum e the relevant p rocedures in one -  month tim e on its own ini
tia tive , notify the court and the pa ten tee , and make an an
nouncem ent accord ing ly .

7. 5 Revocation of Suspension
After the decis ion  m ade by the local authority for intellectual 

property affairs (o r  the co rrespond ing  functional authority) or the 
judgm ent m ade by the peop le ’s court takes e ffect ( after the 
change of b ib liog raph ic  data  when n e c e s s a ry ,) ,  the Patent O f
fice shall revoke the suspension.

A fter receiving the decis ion or the judgm ent subm itted by 
the party concerned or the local authority for intellectual property 
affairs ( o r  co rrespond ing  functional au thority ) or the peop le ’s 
court, the Patent O ffice shall exam ine the fo llow ing :

( 1 )  W hether or not the docum ent of the decis ion or ju d g e 
ment is v a lid , i. e. , whether or not it is the official copy  (o rig ina l 
copy  or dup lica te  c o p y ) and whether or not it is m ade by the au
thority w hich has jurisd ic tion  over the case ;

( 2 )  W hether or not the docum ent of the decis ion or ju d g e 
m ent has taken e ffe c t, i. e. , whether or not the time lim it for a p 
peal has exp ired  (th e re  is no time lim it of appea l fo r docum ents 
of m e d ia tio n ). W here it can not be determ ined whether or not 

the docum ent has taken e ffe c t, the exam iner shall send a notifi
cation to the adversary party to inquiry about whether or not it/h e  
has intention to appea l. W here no response is m ade w ithin the 
time lim it or where it is c learly expressed that there w ill be no a p 
p ea l, the docum ent shall be deem ed to have taken effect.

W here the docum ents meet the requirem ents and no change 
of owner of right is invo lved , the suspension shall be revoked as 
soon as possib le . The parties concerned shall be notified and 
the orig inal procedures shall be resum ed. W here the docum ents
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meet the requirem ents but the change of owner of right is in
vo lve d , the exam iner shall notify the party that has obta ined the 
right to go  through the form alities to co rrect the b ib liograph ic  da

ta w ithin three months from the date  of rece ip t of the notification 
to revoke the suspension and to go through the other form alities 
that are required to com ple te  during the suspension but have not 
been com ple ted. W here the form alities are not gone through 
w ithin the tim e lim it, the right to app ly  for patent or of patent shall 
be deem ed to have been abandoned . Where the party con 

cerned that has obta ined the righ t having gone through the for
m alities in accordance  with the law , the suspension shall be re
voked as soon as possib le . The parties concerned shall be noti
fied and the original p rocedures shall be resum ed.
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Rule 89

Chapter 8

Com pila tion of Patent Gazette and Full Text of Description 

1. Patent Gazette

1. 1 Types of Patent Gazette
The patent gazettes com p iled  and pub lished by the Patent 

O ffice  shall include Patent Gazette for Invention, Patent Gazette 
for Utility M odel and Patent Gazette for Design. Each of the three 
kinds of Patent G azette shall be pub lished  once a week. If nec
essary , add itiona l issues may be pub lished upon the approva l of 
the Com m issioner.

1. 2 Contents of Patent Gazette

1. 2. 1 Patent Gazette for Invention
Patent Gazette for Invention shall include the pub lica tion of 

the app lica tions for patent for invention, grant o f patent for inven
tion , secre t pa ten t, m atters relating to patent for invention and 
the index.

1. 2. 1. 1 Publication of Application for Patent for Invention
W here an app lica tion  for patent for invention is found to have 

met the requirem ents after the pre lim inary exam ination, the p rep 
aration for the pub lica tion of the app lica tion  shall beg in  at the ex
piration of fifteen months from  the date of filing ( or date  of priori
ty if right of priority is c la im e d ) ,  and the app lica tion  shall be 
pub lished at the expiration of eighteen m onths from the date  as 

m entioned above. W here an app lican t requests to pub lish  its /h is  
app lica tion  on an earlier d a te , such preparation shall start from 

the date  on w hich the app lica tion  is found in conform ity w ith the 
requirem ents after the pre lim inary exam ination , and the app lica 
tion shall be pub lished  at the expiration of three m onths. At the 
expiration of fifteen months from the date of filing ( date  of priori
ty , if c la im e d ) , if it is found th a t, for various reasons, an app li
cation for a patent fo r invention is not in conform ity with the re
quirem ents of the pre lim inary exam ination , the pub lica tion  of the 
app lica tion  shall be put off. For any app lica tion  for a patent for 
invention which is re jec ted , deem ed to have been w ithdraw n, 
w ithdraw n by the app lican t on its /h is  own in itia tive , or treated as 
a secre t app lica tion  in the p rocedures of pre lim inary exam ina
tio n , no pub lica tion shall be m ade to it.
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The contents of pub lica tion for an app lica tion  for patent for 
invention shall contain the b ib liog raph ic  d a ta , abs trac t and 
draw ing of abstract. W here there is no draw ing  in the d e sc rip 
tion , the draw ing of the abstract m ay be om itted. By the term  of 
b ib liog raph ic  d a ta , it m ainly refers to : the sym bol of International 
Patent C lassifica tion, num ber of filin g , num ber of announcem ent 
(n u m b e r of p u b lic a t io n ) , date  of filin g , matters concern ing  the 
righ t of p rio rity , m atters concern ing  the pa ten tee , m atters con 
cern ing the inventor, matters concern ing  the patent agency and 
the title of the invention e tc . .

1.2.  1 . 2  Grant of Patent Right for Invention
W here , accord ing  to the notification of grant of pa ten t right 

and the notification of go ing  through the form alities of registration 
m ade by the Patent O ffic e , the app lican t fo r patent for invention 
has paid in time the patent registration fee , the annual fee of the 
year when the patent right is granted  and the app lica tion  m ainte
nance fees for all the years with the exception of year in which 

the patent right is g ra n te d , the patent app lica tion shall enter the 
phase of preparation for the announcem ent of g ran t o f patent 
r igh t and the grant shall be announced.

The b ib liog raph ic  data  relating to the grant of a patent for in
vention refer to : the sym bol of International Patent C lassifica tion; 
patent num ber; num ber of announcem ent of grant of patent 
( num ber o f p u b lic a tio n ) ; date  of f il in g ; date of announcem ent of 
g rant o f pa ten t; matters relating to righ t of p rio rity , m atters rela
ting to the pa ten tee , matters relating to the inventor, m atters re
lating to the patent a ge ncy ; and the title of invention e tc . .

1.2.  1 . 3  Secret Patent
For a secret pa ten t, it shall pub lish  only the m atters relating 

to the grant o f secre t patent and the declassifica tion  of secre t 
patent. The b ib liog raph ic  data  in connection with the pub lica tion 
of secre t patent shall inc lude ; the sym bol of international c lass ifi
ca tion , patent num ber, date  of filin g , and date  of announcem ent 
of grant of patent right.

A fter the declassifica tion  of secret app lica tion  for a patent for 

invention, it shall be announced in the Patent G azette in the co l
umn for declassifica tion  of secret a p p lic a tio n /p a te n t, and its d e 
scrip tion  shall be pub lished in full in pam ph le t form .
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1.2.  1 . 4  Other Matters Relating to Patent for Invention
O ther m atters relating to patent for invention shall be pub 

lished. They refer to the various decis ions and notifications made 
by the Patent O ffice relating to an app lica tion  for a patent for in
vention and a patent for invention, inc lu d ing : taking e ffect of a 
request for the exam ination as to subs tance ; decis ion of the Pa
tent O ffice  to conduc t the exam ination as to substance on its own 
in itia tive ; re jec tion , w ithdraw al and deem ed w ithdraw n of the ap
p lica tion for a patent for invention after its pub lica tion ; deem ed 

abandonm ent of patent r ig h t; invalidation of patent r ig h t; cessa
tion of patent r ig h t, restoration of r ig h t; transfer of the right of pa 
tent app lica tion  or of patent r ig h t; g rant of com pulsory license for 
explo ita tion of pa ten t; subm ission for record of patent license 
contract for exp lo ita tion ; p ledge  and preservation of the patent 

righ t and their d isch a rg e ; change of b ib liog raph ic  d a ta ; relevant 
matters and no tices; corrections of the Patent O ffice and other 
related matters.

1.2.  1 . 5  Index
The indexes of invention are d iv ided  into two ca te g o rie s ; the 

index of pub lica tion and index o f announcem ent o f grant of pa
tent. In each type o f the indexes it is further d iv ided  into index of 
sym bol of international c lass ifica tion , index of num ber of filing 
(o r  index o f num ber o f p a te n t ) , index of app lican t (o r  index of 
patentee) and a tab le  of com parison  between the num ber of 
pub lica tion  and num ber of filing ( num ber of announcem ent of 

grant of patent and num ber of p a te n t).

1 . 2 . 3  Patent Gazette for Utility Model
The contents o f Patent Gazette for Utility Model shall include 

the grant o f patent right for utility m ode l, m atters concern ing  pa
tent for utility m odel and the index.

1. 2. 2. 1 Grant of Patent Right for Utility Model
W here , accord ing  to the notification of grant o f patent right 

and the notification of going through the form alities of registration 
m ade by the Patent O ffice , the app lican t for patent for utility 
m odel has pa id  in tim e the patent reg istration fee and other rele
vant fe es , the patent app lica tion  shall enter into the phase of 

preparation for the announcem ent o f grant of patent righ t and the 
grant shall be announced.
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The contents o f grant of patent right for utility m odel shall in
c lu d e ; the b ib liog raph ic  d a ta , the abstract and the draw ings of 

the abstract. The b ib liog raph ic  data  shall m ainly inc lude ; the 
sym bol of International Patent C lassifica tion, patent num ber, 
num ber of announcem ent of grant of patent right ( num ber of 
p u b lic a t io n ) , date of filin g , date  of announcem ent of g ran t of 
patent r igh t, matters relating to the right of p rio rity , m atters rela
ting to the pa ten tee , m atters relating to the d es igne r, m atters re
lating to patent a ge ncy ; and the title of utility m odel e tc ..

1. 2. 2. 2 Other Matters Relating to Patent for Utility Model
Other m atters relating to a patent fo r utility m odel shall be 

p ub lish ed , they refer to the various decis ions and notifications 
m ade by the Patent O ffice concern ing  the app lica tion  for a pa

tent for utility m odel and the patent for utility m ode l, inc lud ing  in
va lidation of patent r ig h t, cessation of patent r ig h t, restoration of 

r ig h t; transfer o f the right of patent app lica tion and of patent 
r ig h t, g rant of com pulsory license for exploitation o f pa ten t, sub 
m ission for record of patent license contract for exp lo ita tion , 
p ledge  and preservation of the patent right and their d isch a rg e , 

change of b ib liog raph ic  d a ta , relevant m atters and no tice , cor
rection of the Patent O ffice , and other related matters.

1. 2. 2. 3 Index
The indexes of announcem ent of grant of patent right for util

ity m odel shall include index of sym bol of International Patent 

C lassifica tion, index of num ber of pa ten t, index of patentee and 
a tab le  of com parison  between the num ber of announcem ent of 

grant of patent right and num ber o f patent.

1 . 2 . 3  Patent Gazette for Designs
The contents of the Patent Gazette for D esigns shall include 

the grant of patent right for d e s ig n , matters concern ing  patent 
for design  and the index.

1. 2. 3. 1 Grant of Patent Right for Design
W here , accord ing  to the notification of grant of patent right 

and the notification of go ing  through the form alities of registration 

m ade by the Patent O ffice , the app lican t for patent for design  
has paid in time the patent reg istration fee and other relevant 
fe e s , the patent app lica tion  shall enter into the phase of p repara
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tion for the announcem ent of grant of patent right and the grant 
shall be announced.

The contents of the grant o f patent right for design shall in
c lude  the b ib liog raph ic  d a ta , draw ing or photograph of the de
sign and the brie f explanation. If there is no such brie f exp lana
tion in the patent docum ents , the explanation shall not be inc lud 
ed. The b ib liog raph ic  da ta  m ainly inc lude ; the sym bol of c lass i
fica tion , num ber of pa ten t, num ber of the announcem ent of 
grant of patent right (n u m b e r of p u b lic a tio n ) , date of f i l in g , date 

of grant of patent r ig h t, m atters relating to the right o f p rio rity , 
matters relating to the pa ten tee , matters relating to the designer 
and matters relating to the patent a ge ncy , and the title of p rod 
uct incorpora ting  the design  e tc . .

1. 2. 3. 2 Other Matters Relating to Patent for Design
Other m atters relating to patent for design  shall be pub 

lished. They refer to the various decis ions and notifications made 
by the Patent O ffice  concern ing  an app lica tion  for a patent for 
design and patent for d e s ig n , inc lud ing  invalidation of patent 
r igh t, cessation of patent r ig h t; restoration of r igh t, transfer of 
the right of patent app lica tion  and of patent r ig h t; grant of the 
com pu lso ry  license for the explo ita tion of pa ten t; subm ission for 

record of patent license contract fo r exp lo ita tion , p ledge  and 
preservation of the patent right and their d isch a rg e , change of 
the b ib liog raph ic  d a ta , relevant m atters and n o tice , correction of 
the Patent O ff ic e , and other related matters.

1. 2. 3. 3 Index
The indexes of announcem ent of grant of patent right fo r de

sign shall include index of the sym bol for design  c lassifica tion , 

index of num ber of pa ten t, index of patentee and a table of com 
parison between the num ber o f announcem ent of grant of patent 

right and the num ber of patent.

1. 3 Compilation of Patent Gazette

1. 3. 1 Compilation of Publication of Application for Patent for In
vention

The docum ents for pub lica tion of an app lica tion  for patent 
fo r invention shall m eet the requirem ents for the pho toengrav ing , 

and the b ib liog raph ic  data  shall be consistent with the informa
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tion conta ined in the patent app lica tion  file w hich has been 
served as the basis for the preparation o f m aking such p ub lica 
tion.

The pub lica tion of app lica tions for a patent for invention shall 
be arranged in the o rder of the International Patent C lassification 
sym bol. Those having identica l main international classifica tion 
sym bols shall be arranged in the o rder of their filing num bers. 
Each app lica tion  for patent shall take one th ird of a printed 
page. W here there are too m any contents conta ined in the b ib 
liog raph ic  data  o f an app lica tion  for pa ten t, and there is d ifficu lt 
in com p ila tion , an app lica tion  for patent may also take tw o th irds 
o f a printed page or the full page  o f it.

1. 3. 2 Compilation of Grant of Patent Right for Invention
The docum ents of an app lica tion  for patent for invention ser

ving as the basis for the grant of patent right shall m eet the re
quirem ents of photoengraving ( fo r  the portion of d ra w in gs ) and 
regular process ( fo r  the portion o f text m a tte r ) , and the b ib lio 
g raph ic  data  shall be consistent with the information conta ined in 

the patent app lica tion  file w h ich  has been served as the basis for 
the grant.

The grant of the patent right fo r invention shall be arranged 
in the o rder o f the sym bols of International Patent C lassification. 
Those having the identica l main international c lassifica tion  sym 
bols shall be arranged in the o rder o f their filing num bers. Each 

page  shall be d iv ided  into tw o co lum ns, the left colum n and the 
right colum n and shall be com p iled  from  top to bottom  and from 
left to righ t in a continuous way.

1. 3. 3 Compilation of Grant of Patent Right for Utility Model
The app lica tion  docum ents for a patent for utility m odel ser

v ing as the basis for the grant of patent righ t shall m eet the re
quirem ents of pho toe n g rav in g , and the b ib liog raph ic  data  shall 
be consistent with the information conta ined in the patent a p p li
cation file w hich has been served as the basis for the grant.

The grant of the patent righ t for utility m odel shall be  com 
piled in the o rder o f the sym bols of International Patent C lassifi
ca tion. Those having the identica l main international c lass ifica 
tion sym bols shall be com p iled  in the o rder of their filing num 

bers. Each patent app lica tion  shall take one th ird of a printed 
page. W here there are too m any contents conta ined in the b ib 
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liograph ic data  of an app lica tion  for pa ten t, and there is d ifficu lty  
in com p ila tion , an app lica tion  for patent may also take two th irds 

of a printed page  or the full page  of it.

1. 3. 4 Compilation of Grant of Patent Right for Design
The docum ents of an app lica tion  for patent for design  ser

ving as the basis for the grant of the patent right shall meet the 
requirem ents of pho toengrav ing , the со -  relation between the 
various views shall be co rrec t, and the b ib liog raph ic  data  shall 
be consistent with the information as conta ined in the patent ap
p lication file w hich has been served as basis for the grant.

The grant of the patent righ t for design  shall be com p iled  in 
the o rder of the sym bols of design  classifica tion. Those having 
the identica l classifica tion sym bols shall be com p iled  in the order 
of their filing num bers. Each patent shall take one prin ting page. 
Where the draw ings are num erous, and there is d ifficu lty  in com 
p ila tion , a patent for design  may take two or m ore printing pa 
ges.

1. 3. 5 Compilation of Other Matters
The com pila tion  of other m atters in the various Patent Ga

zette shall fo llow  the fo llow ing p rinc ip les :
( 1 )  The decis ion m ade by the Patent O ffice on the loss of 

right of an app lica tion  for a patent fo r utility m odel or for design 
before the g ran t of patent righ t shall not be pub lished. The d ec i
sion m ade by the Patent O ffice  on the loss of right of an a pp lica 
tion for a patent for invention before  the pub lica tion  of that a p p li
cation shall not be p ub lish ed ;

( 2 )  The various decis ions m ade by the Patent O ffice which 
have taken e ffect shall be p ub lished ;

( 3 )  W here more than two identica l m atters are to be pub 
lished in the sam e issue o f Patent G azette , they shall be ar
ranged in the o rder of their main classifica tion num bers ; where 
the main classifica tion num bers are iden tica l, they shall be ar
ranged in the o rder of the filing num bers.

1.3.  5 .1 Taken Effect of Request for Examination as to Sub
stance , Decision Made by the Patent Office to Proceed 
to Examination as to Substance with Regard to an Ap
plication for Patent for Invention on Its Own Initiative

This part is for the pub lished app lica tions for patent for in
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vention only. The items to be pub lished shall include the main 
c lassifica tion sym bo l, patent app lica tion  num ber and date  of fil
ing.

1. 3. 5. 2 Rejection, Withdrawal and Deemed Withdrawal of Appli
cation for Patent for Invention after Publication

This part is for the pub lished  app lica tions for patent fo r in
vention only. The items to be pub lished shall include the main 
c lassifica tion sym bo l, patent app lica tion  num ber and date  of 
pub lica tion.

1.3.  5 . 3  Application for Patent for Invention Deemed to Have
Been Abandoned to Obtain Patent Right

The items to be pub lished  in this part shall include the main 
c lassifica tion sym bol of an app lica tion  for patent for invention and 
the patent app lica tion  num ber.

1. 3. 5. 4 Grant of Compulsory License to Exploit a Patent
The items to be pub lished  in this part shall inc lude the main 

c lassifica tion sym bo l, patent num ber and date of announcem ent 
of grant of patent right.

1. 3. 5. 5 Cessation of Patent Right
The items to be pub lished  in this part shall inc lude the main 

c lassifica tion sym bo l, the patent num ber, date  of filing and date 

of announcem ent of grant o f patent right.

1.3.  5. 6 Patent License Contract for Exploitation Submitted for
Record

The items to be pub lished  in this part shall inc lude the main 
c lassifica tion sym bo l, patent num ber, date  of filin g , date  of an
nouncem ent of grant o f patent r ig h t, type  of license (s o le ,  ex
c lusive or non -  exc lus ive ) and date of subm itting  for record .

1. 3. 5. 7 Pledge and Preservation of Patent Right and Their Dis
charge

The items to be pub lished in this part for p ledge  ( p reserva
tio n ) shall include the main c lassifica tion  sym bo l, patent num 

b e r, date  of filin g , date  of announcem ent of g ran t of patent right 
and the e ffective registration date  o f p ledge  ( p re s e rv a tio n ).

The items to be pub lished  for d ischarge  of p ledge  ( preser
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va tion ) shall include the main c lassifica tion sym bo l, patent num 
b e r, date of f il in g , date  of announcem ent of grant of patent right 
and date of d ischarge.

1. 3. 5. 8 Transfer of Patent Application and /or of Patent Right
The items to be pub lished in this part shall include the main 

classifica tion sym bo l, patent app lica tion  num ber (p a te n t num
b e r) , items of ch an ge , owner of right before the ch a n g e , owner 
of right after the change and e ffective date  of registration.

1. 3. 5. 9 Announcement of Invalidation of Patent Right
The items to be pub lished in this part shall include the main 

c lassifica tion sym bo l, patent num ber, date of announcem ent of 
g rant of patent r ig h t, num ber o f decision of invalidation and date 

of decis ion of announcem ent of invalidation of patent.

1. 3. 5. 10 Restoration of Right
The items to be pub lished in this part shall include the main 

classification num ber, patent app lica tion  num ber (p a te n t num 
b e r) , title of the orig inal decis ion and date of announcem ent of 
the o rig inal decis ion.

1. 3. 5. 11 Matters of Notification
W here the m ailing address is not c lear and the Patent O ffice 

is unable to notify the party concerned to make response or to 
■go through the form alities w ithin the p rescribed  or specified  time 
lim it, the notification shall be pub lished in the colum n of notifica
tion. The items to be pub lished shall include the main c lassifica
tion sym bo l, app lica tion  num ber, addressee and title of the d o c 

ument.

1. 3. 5. 12 Other Relevant Matters
In this co lum n , it shall publish the items w hich are not p re 

scribed  in the various co lum ns but need to be pub lished .

1. 3. 5. 13 Correction
W here any printing errors or any other m istakes are found in 

the Patent G azette , the Patent O ffice shall co rrec t then) prom ptly 
in the colum n for correction. The d ifferent types of errors or m is

takes shall be pub lished  respective ly. The items to be pub lished 
shall include the main c lassifica tion sym bo l, app lica tion  num ber

531



C hapter 8 GUIDELINES FOR EXAMINATION

or patent num be r, volum e num ber and page  num ber of the o rig i

nal announcem ent, item to be co rrected  and contents before 
and after the correction.

1. 3. 6 Compilation of Index

1. 3. 6 .1  Index of Classification Symbol
For invention and utility m ode l, the index shall be com p iled  

in accordance  with the International Patent C lassification sym 
b o ls ; For des ign s , the index shall be com piled in accordance  
with the design  classifica tion sym bols.

All the classifica tion sym bols of an app lica tion  for patent or 

patent shall be com p iled.
The index of the c lassifica tion sym bol shall be a rranged in 

the o rder of the c lassifica tion sym bols. Where the classification 
sym bols are the sam e, they shall be arranged in the o rder of the 
app lica tion  num ber or patent num ber.

The items in the index of the classification sym bols shall in
c lude  the classifica tion sym bo l, pub lica tion  num ber or num ber of 
announcem ent of grant of patent r igh t, app lica tion  num ber or 
patent num ber, app lican t or patentee (the  app lican t or patentee 
named firs t) and title of the invention, utility m odel or design .

1. 3. 6. 2 Index of Filing Number or Patent Number
The index o f filing num ber or patent num ber shall be com 

piled in the o rder of the filing num bers or patent num bers.
The items covered in the index o f filing num bers or patent 

num bers shall include the filing num ber or patent num be r, pub li
cation num ber or the num ber of announcem ent to grant the righ t, 
main c lassifica tion sym bo l, app lican t or patentee ( th e  firs t un
ders igned app lican t or pa te n tee ) and title o f invention, utility 
m odel or design.

1. 3. 6. 3 Index of Applicant or Patentee
The index of app lican t or patentee shall be com p iled  in the 

o rder of Pinyin of the characters of the name or title of the app li
cant or patentee. Those having the identica l firs t Chinese char

acter for their nam es, they shall be arranged in the o rder of the 
second Chinese charac te r, and so on so forth. Titles in the for
e ign language shall p recede  all other names and fo llow the al
phabe tic  order. W here the app lican ts  or patentees are the
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sam e, they shall be arranged in the o rder of the filing num ber or 
the patent num ber.

The items covered in the index of the app lican t or patentee 

shall include the app lican t or pa ten tee , main c lassifica tion sym 
b o l, filing num ber or patent num ber, pub lica tion num ber or the 
num ber of announcem ent of grant of patent right and title of in
vention , utility m odel or design.

2. Full Text of Description

2 .1  Types of Full Text of Description
The full text of the descrip tion  com p iled  and pub lished by 

the Patent O ffice shall include the descrip tion  o f the unexam ined 
app lica tion  for patent fo r invention, descrip tion  of the patent for 
invention and the descrip tion  of patent for utility m odel.

The full text of the descrip tion  shall be pub lished w eekly on 
the same day as that of the co rrespond ing  Patent Gazette.

The full text o f the descrip tion  o f the confiden tia l patent ap
p lication or confiden tia l patent shall not be pub lished.

2. 2 Contents of Full Text of Description

2. 2. 1 Description of Unexamined Application for Patent for Inven
tion

The pub lica tion  code of the descrip tion  of the unexam ined 
app lica tion  for patent fo r invention is “ A ” . The pub lica tion in
c ludes the front p a g e , c la im s, descrip tion  and draw ing of de 
scrip tion.

The front page  consists of the b ib liog raph ic  da ta , abstract 
and draw ing of the abstract. W here there is no draw ing in the 
descrip tion , there shall be no draw ing o f the abstract. The con 
tents of the front page shall be consistent with those of the co rre 
sponding  patent app lica tion  pub lished in the Patent Gazette on 
the same day.

C la im s, descrip tion  and its draw ings conta ined in the docu 
m ents subm itted on the filing date shall be authentic.

2. 2. 2 Description of Patent for Invention
The pub lica tion code  of the descrip tion  o f the patent for in

vention is “ C ” . The pub lica tion  shall include the front p ag e , 

c la im s, descrip tion  and its draw ings if there are draw ings in the 
descrip tion.

The front page consists of the b ib liog raph ic  d a ta , abstract 
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and draw ing of the abstract. If there is no draw ing in the de 
sc rip tion , there shall be no draw ing of the abstract. Com pared 
with the contents conta ined in the co rresponding  patent for in

vention pub lished in the Patent G azette on the same d a y , the 
contents of the front page  inc lude the items of the exam iner and 
the reference docum ents in add ition.

The c la im s , descrip tion  and its draw ings shall be based on 
the text designated  by the exam iner in the notification o f grant of 
the patent right.

W here , in the invalidation process after the grant of patent 
right for invention, the m aintenance of patent righ t is based on 
the am endm ent of the patent docum ents , the am ended cla im s of 
the patent for invention shall be re -  pub lished. Its pub lica tion 
code is “ C1 ” . The date  of the announcem ent of the am ended 

claim s shall be ind icated.

2. 2. 3 Description of Patent for Utility Model
The pub lica tion  code  of the descrip tion  of the patent for utili

ty m odel is “ Y ” . The pub lica tion shall include the front p ag e , 
c la im s, descrip tion  and its draw ings.

The front page consists of the b ib liog raph ic  d a ta , abstract 
and draw ing of the abstract. The contents of the front page  shall 
be consistent with those of the co rresponding  patent fo r utility 
model pub lished in the Patent G azette for utility m odel on the 

sam e day.
C la im s, descrip tion  and its draw ings shall be based on the 

text designated  by the exam iner in the notification of grant of the 

patent right.
W here, in the invalidation process after the grant of patent 

right for utility m ode l, the m aintenance of the patent right is 
based on the am endm ent of the patent docum ents , the am en
ded cla im s of the patent for utility m odel shall be re -  pub lished . 
Its pub lica tion code is “ Y1 ” . The date  of announcem ent of the 

am ended cla im s shall be ind icated.

Rule 57
Rule 89. 1 (1 6 )

2. 3 Correction of Description
W here any error in the descrip tion  of the patent or in the de

scrip tion of the unexam ined app lica tion  for patent fo r invention is 

fo u n d , the Patent O ffice  shall co rrec t it. The co rrected  d escrip 
tion shall be re -  p ub lish ed , w ith the correction ind icated  in the 

errata sheet.
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Art. 39 
Art. 40

Rule 54. 1

Rule 95

Chapter 9

Grant and Cessation of Patent Right

1. Grant of Patent Right

1. 1 Procedures of Grant of Patent Right

1 . 1 . 1  Notification of Grant of Patent Right
W here it is found after the exam ination as to substance of an 

app lica tion  for the patent for invention or after the pre lim inary ex

am ination of an app lica tion  for the patent for utility m odel or de 
sign that there is no cause for rejection of the app lica tion , the 

Patent O ffice shall make a decis ion to grant the patent r igh t, is
sue the patent certifica te  and register and announce it. The pa

tent right shall take e ffect as of the date  of announcem ent.
Before m aking the decis ion to grant the patent r ig h t, the Pa

tent O ffice shall issue to the app lican t the notification of grant of 
patent right.

W here both a patent for invention and a patent for utility 
m odel have been granted to an identica l invention -  crea tion , the 
app lican t may be given a chance to make a choice. Only when 
the app lican t has subm itted its /h is  declaration to abandon the 
patent right for utility m ode l, shall the Patent O ffice issue the no
tification to grant the patent right fo r invention. If the app lican t in
sists on keep ing the patent right for utility m ode l, the Patent O f
fice shall make a decision to re ject the said app lica tion  for the 
patent for invention.

1 . 1 . 2  Notification to Go through Formalities of Registration
A t the sam e tim e when the Patent O ffice  issues the notifica

tion of grant of patent r igh t, it shall also issue the notification to 
the app lican t requesting it/h im  to go  through the form alities of 
registration. The app lican t shall go through the form alities of reg
istration w ithin two months from  the date of rece ip t of the notifica
tion.

1 . 1 . 3  Formalities of Registration
When the app lican t goes through the form alities of reg istra

tio n , it/h e  shall pay the registration fee for the grant of the patent 

r ig h t, the annual fee of the year in w hich the patent right is g ran
ted and the printing fee for the announcem ent of the grant of the 
patent right. The m aintenance fee of the app lica tion  of the years
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Rule 54. 1 

Art. 39 

Art. 40

Rule 54. 2

other than the year in which the patent righ t is granted shall be 

paid for the app lica tion  for a patent fo r invention.

A t the tim e when the app lican t goes through the form alities 

of reg istra tion , it /h e  shall a lso pay the stam p tax for the patent 

certificate.

1 . 1 . 4  Issuance of Patent Certificate, Registration and Announce
ment of Decision of Grant of Patent Right

W here the app lican t goes through the form alities of reg is tra 

tion w ithin the p rescribed  tim e lim it, the Patent O ffice shall issue 

the patent certifica te  ( includ ing the decis ion  to grant the patent 

r ig h t ) , reg ister and announce it.

The patent right shall take e ffect as of the date  of the an

nouncem ent.

A fter the app lican t has gone through the form alities of reg is

tra tion , the Patent O ffice  shall p repare  the patent ce rtifica te , and 

make preparations for the registration of the grant of the patent 

righ t and the announcem ent of the decis ion  to grant the patent 

right. A fter the patent certifica te  is m ad e , it m ay be sent to the 

patentee in accordance  w ith the provis ions of Section 2. 1. 1 , 

C hapter 6 of this Part. In specia l c ircum stances, it m ay also be 

delivered d irectly  to the patentee in accordance  w ith the provi

sions o f Section 2 .1 . 2 ,  C hapter 6 of this Part.

1 . 1 . 5  Right to Patent Right Deemed to Have Been Abandoned
W here the app lican t fails to go  through the form alities o f reg 

istration w ithin the p rescribed  tim e lim it after the Patent O ffice  is

sues the notification of grant of patent r igh t, the app lican t shall 

be deem ed to have abandoned  its /h is  right to the patent r igh t, 

and the app lica n t shall be notified accord ing ly . Such notification 

shall be m ade w ithin one month from the date  of expiration o f the 

co rrespond ing  time lim it, and the legal p rocedures for restora

tion of the right shall be ind icated. W here no request for restora

tion of the right is rece ived w ithin four months from  the date  of is

suance of the no tifica tion , the file of the patent app lica tion  shall 

be m oved to the library of the invalid files. For app lica tions for 

patent fo r invention, before the file of the patent app lica tion  be

ing m oved to the library of the invalid file s , it shall be announced 

that the app lican t of the app lica tion  is deem ed to have been a
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Rule 95

bandoned its /  his right to the patent righ t in the Patent Gazette.
For app lica tions for patent for utility m odel or d e s ig n , where 

the app lican t fails to pay or pay in full the registration fee for the 
grant of the patent r ig h t, the prin ting fee for the announcem ent of 
the grant of the patent right or the annual fee of the year in which 
the patent righ t is g ra n te d , or fo r app lica tions for patent fo r in
ven tion , where the app lican t fails to pay or pay in full the reg is
tration fee for the grant of the patent r ig h t, the prin ting fee for the 
announcem ent o f grant of patent r ig h t, the annual fee of the year 
in w hich the patent righ t is granted and the app lica tion  m ainte
nance fee for all the years excep t the year in which the patent 
right is g ra n te d , the form alities for registration of the grant of pa 
tent right shall be deem ed not to have been gone through. 
W here the app lican t has pa id  all the above -  m entioned fees but 
fa iled to pay the stam p tax of the patent ce rtifica te , the patent 
certificate shall not be issued , bu t the procedures of registration 
and the announcem ent thereof shall p roceed as usual. The pa
tent certifica te  shall be issued only when the app lican t has paid 

the stam p tax.

1. 2 Patent Certificate

1 . 2 . 1  Form of Patent Certificate
The patent certifica te  shall contain the im portant b ib liog raph 

ic data concern ing  the patent r igh t, the hallm ark of the Patent 
O ffice , s ignature of the C om m issioner, and date  of announce

m ent of the grant of the patent right.
The said b ib liog raph ic  data  shall include the patent certifi

cate num ber (se r ia l n u m b e r) , the title of the invention -  c rea 
tion , the patent num ber ( i.  e. the filing n u m b e r) , the filing da te , 
the inventor or designer and the patentee.

W here the b ib liog raph ic  data  of a patent is too long to be 

conta ined in one p a g e , add itiona l p a g e (s  ) may be a ttached.

1 . 2 . 2  Duplicate Copy of Patent Certificate
W here for one patent there are two or more pa tentees, the 

Patent O ffice may issue , at the request of the со - p a te n te e ( s ) , 

the dup lica te  c o p y ( ie s )  of the patent certifica te . H ow ever, the 
num ber of the dup lica te  cop ies of the patent certifica te  for one 
patent shall not exceed the num ber of the со -  patentees. Fur
therm ore , if after the issuance of the patent ce rtifica te , there has
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been any change in the nam e of the patentee due to ass ign 
m ent, succession or presenting as g ift of the patent r ig h t, the 
Patent O ffice  shall not issue any dup lica te  copy  of the patent cer
tificate to the new or newly added  patentee.

After the patent right ceases, the Patent O ffice shall issue 
no m ore the dup lica te  copy  of the patent certificate.

The dup lica te  copy  has the word “ c o p y ”  ind icated  on it, 
and the Patent O ffice shall charge  a fee for the dup lica te  copy.

1. 2. 3 Replacement of Patent Certificate
Where accord ing  to the settlem ent of the local authorities for 

intellectual property affairs (o r  co rrespond ing  functional authori
ty )  or the judgm ent of the p eo p le ’s courts on a d ispute  over the 
ownership of the patent r ig h t, the patent right is returned to the 
person who m ade the request, the party concerned m ay, after 
the said settlem ent or judgm en t takes e ffect and at the same 
time when going through the form alities to change the patentee , 
request the Patent O ffice for the rep lacem ent of the patent ce rtifi
cate. When requesting for the rep lacem ent of the patent certifi
ca te , the original certifica te  shall be returned and the handling 
fee for the rep lacem ent shall be pa id . The Patent O ffice  shall 
verify the patent app lica tion  file after receiving the request to re
p lace the patent certifica te. If the request meets the require
ments , it shall p repare  a new patent certifica te  and issue it to the 
party concerned . The orig inal patent certifica te  shall be put into 

the file of patent app lica tion  concerned with the w ord “  rep lace
m ent” ind icated thereon.

W here there is any typ ing  error in the patent c e rtifica te , the 
patentee may return the certifica te  and request the Patent O ffice 
to co rrect it. The Patent O ffice  shall correct the error after verifi
ca tion , and shall send the rep laced certifica te  to the patentee. 
The orig inal certifica te  shall be pu t into the file of the patent ap 
plication with the word “  rep lacem ent” ind icated  thereon.

No rep lacem ent of the patent certifica te  shall be m ade in the 
case of any change in the b ib liog raph ic  data  because of ass ign 
m ent, success ion , or presenting as g ift of the patent right. No 
patent certifica te  shall be re -  issued if the patent ce rtifica te  is 
los t, unless the Patent O ffice is responsib le  for the loss.
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Rule 88

Rule 117. 1

1. 3 Patent Register

1 . 3 . 1  Form of Patent Register
The Patent O ffice  shall establish the Patent Register at the 

time when the patent righ t is g ranted . The contents to be recor
ded in the Patent Register include the grant o f the patent righ t, 
transfer of the patent app lica tion or of the patent r ig h t, inva lida
tion of the patent r ig h t, cessation of the patent r ig h t, restoration 
of the patent r igh t, p ledge  and preservation of the patent right 
and their d isch a rg e , patent license contract for exploitation sub
m itted for the reco rd , com pulsory license for exploitation of the 

pa ten t, and change in the nam e, nationality and address of the 
patentee.

The Patent O ffice m ay reg is te r, ex o ffic io , the grant of the 

patent r ig h t, the invalidation of the patent r ig h t, the cessation of 
the patent r ig h t, the restoration of the patent r igh t, the p ledge 
and preservation of the patent right and their d isch a rg e , the pa
tent license contract for exploitation subm itted for the reco rd , 
and the com pulso ry license for exploitation of the patent. The 
registration of the transfer of the patent app lica tion  or of the pa
tent r ig h t, and of the change in the nam e, nationality and a d 
dress of the patentee shall be m ade upon the request of the par
ty concerned.

The items recorded in the Patent Register shall be stored in 
the com pute r database. When necessary , the paper copy  may 
be printed out by the com pu te r, which shall take e ffect when it is 

affixed with the seal of the certification.

1. 3. 2 Legal Effect of the Patent Register
As at the time when the patent right is g ran ted , the contents 

of the Patent Register are consistent with those recorded in the 
patent ce rtifica te , what recorded in the Patent Register and in 
the patent certifica te  have the sam e legal effect. A fter the grant 
of the patent r igh t, as the change in the legal status of the patent 
is recorded only in the Patent R eg ister, if, as a result of w h ich , 
the contents conta ined in the Patent Register are not consistent 
w ith that of the patent ce rtifica te , the contents conta ined in the 
Patent Register shall prevail.

1. 3. 3 Duplicate Copy of Patent Register
After the announcem ent of grant of patent r ig h t, any person
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m ay request the Patent O ffice  to issue a copy  of the Patent Reg
ister. When any person requests the Patent O ffice to issue a 
copy of the Patent R eg ister, it /h e  shall pay the appropria te  fee , 

Upon rece ip t of the said request and the paym ent of the 
fe e , the Patent O ffice shall make a dup lica te  copy of the Patent 
Register by com puter. The dup lica te  copy  shall be affixed with 
the specia l purposed seal for ce rtifica te , and shall be sent to the 
person who m ade the request after m aking a verification of the 
file of the patent app lica tion  and after be ing assured that no error 
has been found out. Then, this shall be recorded in the file of 
the app lica tion concerned.

2. Cessation of Patent Right

2. 1 Cessation Due to Expiration of Term of Patent
The duration of patent right for inventions shall be twenty 

years , and the duration of patent right for utility m odels and pa
tent right for designs shall be ten years counted from the date of 
filing.

When the duration of a patent right exp ires, it shall be 
prom ptly registered in the Patent Register and shall be an
nounced in the Patent Gazette respective ly. Then, the co rre 
sponding  file of the app lica tion shall be m oved to the library of 
invalidated files.

2. 2 Cessation of Patent Right Due to Patentee’s Failure to Pay 
Annual Fee in Accordance with the Prescriptions

2. 2. 1 Annual Fee
The annual fee of the year in w hich the patent right is g ran

ted shall be paid at the time of go ing  through the form alities of 
reg istra tion , and the subsequent annual fees shall be paid  in ad 

vance w ithin one month before the expiration of the p reced ing  
year.

2. 2. 1.1 Year
A one year’s time for a patent is counted from the date  o f fil

ing. It is irrelevant to the date of priority or that o f grant of the pa
tent right. It is also not necessarily relevant to a ca lendar year. 
For exam ple , the date  of filing of an app lica tion  for a patent is 
June 1 , 1999, the firs t year of that patent app lica tion  is counted 
from June 1 , 1999 to June 1 , 2000 , and the second year of the 
patent app lica tion  is counted from June 2 ,  2000 to June 1 , 2001
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and so on.

2. 2. 1. 2 Amount of Annual Fee Payable
The annual fee shall be paid in the am ount as p rescribed  in 

the fee schedule . For exam p le , suppose the date of filing of an 
app lica tion  for a patent is June 3 ,  1997, the app lica tion  was 

granted patent right on A ugust 1 , 2001 ( date  of announcem ent 
of grant of patent r ig h t ) , the app lican t should have paid the an
nual fee for the fifth year when it/h e  went through the form alities 
of reg istra tion , the patentee shall pay the annual fee for the sixth 
year between May 3 and June 3 of 2002 in the am ount as pre
scribed  for the sixth year.

2. 2. 1. 3 Surcharge
W here the patentee fails to pay the annual fee in time ( not 

including the annual fee of the year in which the patent was 

g ra n te d ) , or where the fee has not been paid in fu ll, the paten
tee shall be invited to pay the fee or to make up the insuffic iency 
w ithin six m onths from the expiration of the tim e lim it w ithin which 
the annual fee is due. If at the time of m aking the paym ent or of 
m aking up the insu ffic iency, it is less than one month from the 
date  of the expiration of the time lim it, no surcharge shall be 
pa id . W here the late paym ent is m ade over one month later from 
the date of expiration o f the time lim it w ithin w hich the annual fee 
is d u e , the co rresponding  am ount of the surcharge shall be 
p a id , and the am ount of the surcharge shall be ca lcu lated as fol

low s;
( 1 )  If it is one or two months ( inc lud ing  the one or two full 

m onths) later than the p rescribed  time lim it, a surcharge of 5%  
of the annual fee shall be pa id ;

( 2 )  If it is two or three m onths ( in c lu d in g  the two or three 
full m on ths) later than the p rescribed time lim it, a surcharge of 

10% of the annual fee shall be p a id ;
( 3 )  If it is three or four months ( includ ing the three or four 

full m on ths) later than the p rescribed  time lim it, a surcharge of 
15% of the annual fee shall be p a id ;

( 4 )  If it is four or five months ( in c lu d in g  the four or five full 
m onths) later than the p rescribed  time lim it, a surcharge of 20% 

of the annual fee shall be p a id ;
( 5 )  If it is five or six m onths ( in c lu d in g  the five or six full 

m onths) later than the p rescribed  time lim it, a surcharge of 25%
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of the annual fee shall be paid.

W here w ithin the period of six months for late paym ent, the 
patentee makes a second late paym ent due to failure to pay in 
full in the first paym ent, a surcharge shall be paid which is the 
appropria te  percentage of the full of the co rresponding  annual 
fee. The said percentage shall be ca lcu la ted  accord ing  to the 
months delayed for paym ent from the prescribed time limit.

Where failure to pay or pay in full the annual fee a n d /o r  sur
charge  leads to cessation of patent r ig h t, in the p rocedure  for 
restoration of r ig h t, the pa ten tee , excep t for paying the full of the 
annual fee , shall pay or m ake up the insuffic iency of a surcharge 
of 25%  of the annual fee.

2. 2. 2 Cessation
Where at the expiration of the time lim it for late paym ent, the 

patentee still fails to pay or pay in full the annual fee and /o r  the 
su rcharge , a notification to cease the patent right shall be made 
w ithin two m onths, but not earlier than one month from the exp i
ration of the time lim it fo r late paym ent. And the app lican t shall 
be notified accord ing ly . W here the patentee does not request for 
restoration of right or where the request fo r restoration of right is 
not a p p ro v e d , the said notification shall be reg istered and an
nounced in the Patent Register and the Patent Gazette respec
tively at the expiration of four m onths from the issuance of the no
tification of cessation. A fter tha t, the file of the patent app lica tion  
shall be m oved to the library for invalidated files.

The date of cessation of the patent right shall be the date  on 
which the previous year ends.

2. 3 Patentee Abandons Patent Right on Its/His Own Initiative
W here the patentee abandons its /h is  patent right on its /h is  

own in itia tive, a statem ent shall be m ade in w riting in the form u- 

n iform ly prepared by the Patent O ffice . The abandonm ent o f pa
tent right refers to the abandonm ent of the entire patent right. 
The statem ent of partial abandonm ent o f patent right shall be 
deem ed not to have been m ade. W here the pa ten tee , w ho is 
not the authentic owner of the patent r ig h t, requests to abandon 
the patent right in bad  fa ith , the authentic patentee ( e ffective le
gal docum ents shall be p rovided to prove su ch ) m ay request to 
cance l the statement.

Where the patent that is abandoned be longs to two or more
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p a ten tees , an agreem ent of consent of all the patentees shall be 
subm itted . W here only some of the patentees request to aban
don the right of the pa ten t, they shall go  through the form alities 

to make a change  in the b ib liog raph ic  data.
W here a statem ent to abandon the patent right meets the re

quirem ents as p ro v id e d , it shall be a p p ro v e d , and the matters 
concerned shall be recorded and announced in the Patent Reg
ister and the Patent G azette respective ly.
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